From: Robert Rains

To: Emily Bremer

Subject: IBR memo

Date: Monday, November 14, 2011 10:45:56 AM
Attachments: Standardsincorporatedbyreference101811[1].pdf

Good morning Emily,

| hope this email finds you well. This 4-pager requested by Sen. Levin’s office to CRS has been
floating within our circle for a couple weeks and | thought | would pass it along to you to check out.
As you know, the Pipeline bill has been causing a bit of heartburn with some of the SDOs, and we
have met with both staffs a few times to try to broker some type of solution. If you are interested, |
will be glad to keep you in the loop as we proceed. Please let me know if you have any questions.

Thank you,
Rob

Robert Rains

Senior Government Relations Representative
ASME Government Relations

1828 L Street, NW, Suite 810

Washington, DC 20036

P: 202/785-7483
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MEMORANDUM October 18, 2011
To: Hon. Carl Levin
Attention: Kaye Meier

From: Brian T. Yeh

Legislative Attorney, American Law Division

7-5182
Subject: Potential Copyright Law Issues Concerning Proposals to Require Certain Federal

Agencies to Provide Free Online Access to Any Private Sector Materials That Are
Incorporated By Reference in Regulations

This memorandum is in response to your request for a brief discussion of potential copyright law issues
concerning legislative proposals that would require certain federal agencies to publish online (and make
available for free public access) any private sector materials (such as voluntary consensus standards or
assessments) that are incorporated by reference in an agency guidance or regulation. For example, an
amendment to H.R. 2845, the Pipeline Safety, Regulatory Certainty, and Job Creation Act of 2011, has
been offered that would prohibit the Secretary of Transportation from issuing any guidance or regulation
that incorporates by reference any document, unless such document is made available for free to the
public on a website maintained by the Secretary. In addition to affecting future Department of
Transportation guidance or regulation that incorporates materials by reference, this amendment would
also apply retroactively to existing regulations or agency guidance documents.

Background on Government Use of Private Sector Standards in Regulatory Affairs

The National Technology Transfer and Advancement Act of 1995 established a policy that “all Federal
agencies and departments shall use technical standards that are developed or adopted by voluntary
consensus standards bodies, using such technical standards as a means to carry out policy objectives or
activities determined by the agencies and departments.”” Revised Office of Management and Budget
(OMB) CircularA-119 provides guidance to the federal agencies regarding the development and use of
such voluntary consensus standards in their regulatory activities. According to paragraph 2 of the
Circular, federal agency use of voluntary consensus standards instead of government-unique standards
serves several purposes:

1. Eliminates the cost to the government of developing its own standards and decreases the
cost of goods procured and the burden of complying with agency regulation.

"P.L. 104-113 (1995).
2Id., § 12(d).
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2. Provides incentives and opportunities to establish standards that serve national needs.

3. Encourages long-term growth for U.S. enterprises and promotes efficiency and economic
competition through harmonization of standards.

4. Furthers the policy of reliance upon the private sector to supply government needs for
goods and services.

Overview of Copyright Law

Copyright is a federal grant of legal protection available to the creator or owner of certain original works
of authorship’ that are fixed in a tangible medium of expression.* A copyright holder possesses several
exclusive legal entitlements under the Copyright Act that provide the copyright holder with the power to
determine whether and under what circumstances the protected work may be used by third parties. These
rights include the following:

e Reproduction of the copyrighted work;

e Preparation of derivative works based on the copyrighted work;
e Distribution of copies of the copyrighted work;

e Public performance of the copyrighted work; and

e Public display of the copyrighted work.’

If a copyright holder chooses to allow a third party to exercise any one of the exclusive rights provided by
the copyright, such permission is often granted in the form of a license, which is usually expressed in a
written contract. ° The terms of a licensing agreement may include certain limitations on using the
copyrighted work and may require payment of a royalty fee.

Unauthorized use of a copyrighted work by a third party in a manner that implicates one of the copyright
holder’s exclusive rights constitutes infringement.” The copyright holder may file a lawsuit against an
alleged infringer for a violation of any of the exclusive rights conferred by copyright. The Copyright Act
provides several civil remedies to the copyright holder that is harmed by infringement, including the
possibility of obtaining injunctive relief,’ actual damages suffered by the copyright owner due to the
infringement,” statutory damages,'® and costs and attorney fees."'

3 “Original” means that the author must have independently created the work, as opposed to copying something from a pre-
existing work. In addition, an “original work” must possess a minimal amount of creativity. Feist Publications, Inc. v. Rural
Telephone Service Company, Inc., 499 U.S. 340, 345 (1991).

417 U.S.C. § 102(a).

17 U.S.C. § 106. For a detailed description of the major provisions of the Copyright Act, see CRS Report RS22801, General
Overview of U.S. Copyright Law, by Brian T. Yeh..

617 U.S.C. §§ 201(d), 204(a).
717 US.C. § 501.
$17U.S.C. §502.

17 U.S.C. § 504(b).

1017 U.S.C. § 504(c)(1).
17 U.S.C. § 505.
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Original works of authorship by the federal government are statutorily excluded from the scope of
copyright protection.'? This includes the written opinions of federal courts, federal reports and documents,
administrative regulations, and public laws. These materials are considered to be in the public domain. A
work in the public domain is available for anyone to use without the need to seek prior permission of the
creator of the work.

Copyright Protection for Private Sector Standards

Standards and other written material that are developed by private entities, assuming they are original
works of authorship that are fixed in tangible media of expression, are entitled to protection under the
Copyright Act. Paragraph 6(j) of OMB Circular A-119 requires federal agencies that use private sector-
created voluntary standards to “observe and protect the rights of the copyright holder and any other
similar obligations.” Federal courts have held that privately authored standards that are incorporated by
reference into federal regulations are not thereby thrust into the public domain; that is, they do not lose
their copyright protection."

Potential Legal Consequences of Requiring Federal Agencies to Make Publicly
Available Materials That They Incorporate By Reference in Regulations

As noted earlier, there has been some interest in Congress to require certain federal agencies to provide
free public access online to privately authored materials that are incorporated by reference in an agency
guidance or regulation. However, if the federal agencies that would be subject to such a requirement do
not obtain prior authorization from copyright holders to use the protected material in this specific manner
(publishing it on a federal government website), they may be liable for copyright infringement (because
uploading material to a website for the public to view appears to implicate the copyright holder’s
exclusive rights to control reproduction and public display of the copyrighted work). The House Report
on the Copyright Act of 1976 explained that there is nothing in the Copyright Act “that would relieve the
Government of its obligation to secure permission in order to publish a copyrighted work™ and that
“publication or other use by the Government of a private work [does] not affect its copyright protection in

14
any way.”

Copyright holders may bring suit against a variety of defendants for copyright infringement, including
private individuals, companies, and also the federal government."> However, while both monetary and
injunctive relief are available in the case of private entity defendants, the remedies differ when the
defendant in a copyright infringement case is the federal government. Federal government infringement
of a copyright may give rise to a cause of action that is governed by statute, 28 U.S.C. § 1498(b). This law

1217 U.S.C. § 105. The Copyright Act defines a “work of the United States Government” to mean “a work prepared by an officer
or employee of the United States Government as part of that person’s official duties.” 17 U.S.C. § 101.

13 See Practice Mgt. Info. Corp. v. American Med. Ass’n, 121 F.3d 516 (9th Cir. 1997); CCC Info. Servs. v. Maclean Hunter
Mkt. Reports, Inc., 44 F.3d 61, 74 (2nd Cir. 1994). However, the Fifth Circuit Court of Appeals has ruled that if a law or
regulation wholly adopts “a model code promoted by its author ... precisely for use as legislation” (rather than refers to extrinsic
standards “created by private groups for reasons other than incorporation into law”), the model code becomes “the law” and thus
“enter[s] the public domain and [is] not subject to the copyright holder’s exclusive prerogatives.” Veeck v. Southern Building
Code Congress International, Inc., 293 F.3d 791, 793, 804 (5th Cir. 2002), cert. denied, 539 U.S. 969 (2003).

4 H.Rept. 94-1476, 94" Cong., 2d Sess., at 13.

15 As used in this context, the “federal government” includes not only agencies and instrumentalities of the federal government,
but also a corporation owned or controlled by the United States, or a contractor, subcontractor, or any person, firm, or corporation
acting for and with the authorization or consent of the federal government. See 28 U.S.C. § 1498(b).
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provides that if the federal government infringes a copyright, the only remedy available to the copyright
owner is the right to bring suit in the U.S. Court of Federal Claims to recover “reasonable and entire
compensation” from the federal government. However, 28 U.S.C. § 1498(b) also allows for
administrative settlement of such a lawsuit:

before such action against the United States has been instituted ... the head of the appropriate
department or agency of the Government ... is authorized to enter into an agreement with the
copyright owner in full settlement and compromise for the damages accruing to him by reason of such
infringement and to settle the claim administratively out of available appropriations.







