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PROCEEDI NGS

THE DEPUTY CLERK: Your Honor, this is civil case
13-1215, Anerican Society for Testing and Materials, et al.
versus Public. Resource.org, lIncorporated; and civil case 14-857,
Anmeri can Educational Research Association, Inc., et al., versus
Publ i c. Resource. org, |ncorporated.

Counsel, please cone forward and state your appearance for
t he record.

MR. FEE: Good norning, Your Honor. Kevin Fee on
behal f of ASTMInternational. |'mjoined at counsel table by
Jordana Rubel, and we al so have general counsel of ASTMin the
back, M. Tom O Brien

THE COURT: Good norni ng.

MR. KLAUS: Good norning, Your Honor. |'mKelly Kl aus
from Minger, Tolles & Ason representing the National Fire
Protection Association. |'mjoined at counsel table by ny
col | eague, Rose Ehler. Qur general counsel, Sally Everett, is
al so in the audi ence this norning.

THE COURT: Good norni ng.

MR WETZEL: Good norning, Your Honor. Joe Wetzel
fromKing & Spal ding on behalf of ASHRAE, and |'mjoi ned by
Bl ake Cunni ngham fromny firmat counsel table.

THE COURT: Good norning. And, counsel, I'mgoing to
ask you, when you come up to argue, for you to restate your

nanme, just because there's so many of you, for ny court
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reporter.

MR. HUD S: Good norning, Your Honor. Jonathan Hudis
for the plaintiffs in the 14-857 case. Wth ne is N kia G ay,
and sitting in the audience is i medi ate past general counsel,
Nat halie Gl foyle, and current general counsel, Deanna Qtavi ano.

THE COURT: Good norni ng.

M5. MCSHERRY: Good norning, Your Honor.

Corynne McSherry for Public.Resource.org, and with ne at the
counsel table is Andrew Bridges, ny co-counsel who will also be
argui ng part of the case, the bulk of the issues, to be honest.
He took that all on. Also with ne at counsel table is Mtt
Becker of Fenwick & West; Mtch Stoltz, with ne fromthe

El ectronic Frontier Foundation; and David Hal perin.

THE COURT: Good norning, everyone. | know that the
parties had wanted nore tine; and |'ve given themless tine than
they wanted, but |I'm confident, having been through the
materials, that we can acconplish everything we need to
acconpl i sh today.

|"mjust going to ask that you be m ndful of probably one
of the nore inportant people in this room which is ny court
reporter, M. Wayne, who has to get all this down. So |I'm going
to ask you, again, announce yourselves when you conme up to the
podi um and to speak clearly and not too quickly, sonething I
have to rem nd nysel f of as well

MR. HUDI S: Your Honor, in light of the reduced tine,
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we gave your clerk our proposal for schedul ed argunents.

THE COURT: | saw that. That's fine.

Al right. So let's get right onit. | have sone
gquestions, obviously, but I will raise themwhen it seens
appropriate as you're in your argunment. So it |looks like we're
going to deal with copyright issues. ASTMis going first.

s that you, M. Klaus.

MR, KLAUS: Yes. Kelly Klaus representing NFPA
and speaki ng on behalf of all the plaintiffs in the ASTM case
on the copyright issues other than ownership, Your Honor, and
being m ndful of time, I'Il keep nmy own clock out and try to
wat ch.

THE COURT: All right.

MR KLAUS: | told M. Hudis that | would try to
roughly hew to his schedule. | also told himthat if | happen
to go over by a few mnutes, we're happy to take tine off of
ot her things on the back end.

THE COURT: Al right.

MR KLAUS: But we'll try to keep it there.

Your Honor, as you noted, you have a nountain of paper
that's been presented to you, and we appreciate the Court's
patience in reviewing all of it notw thstandi ng the nunerous
material s that are here.

This is, we think, a very straightforward case of copyright

infringenment. There are nunmerous works that have certificates
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of registration that cone with the presunpti on of ownership and
validity, and we have a defendant who is engaged in whol esal e,
100 percent, verbatimexercise of nultiple of the exclusive
rights of copyright. It has engaged in unrestricted, and until
he voluntarily stopped, pending resolution of these issues
bef ore Your Honor, unrestricted distribution of these works.
I'"d like to cover -- there are nunmerous copyright issues
ot her than ownership in the case, and nunmerous cases. |I'd |ike
to cover three broad areas, and |'m happy, Your Honor, to
address, of course, all the questions that you have on these.
But the three areas, first, are that we think this is a
cl ear case where Congress -- this is a case of congressional
intent, ultimately, and this is a case where we think Congress
has spoken and that the Copyright Act nakes clear that the works
in question are copyrighted and do not |ose their copyright
protection sinply because they are incorporated by reference.
The second is, I'd like to address the split in the case
|l aw which is at the center of the dispute, really, between the
Veeck case fromthe Fifth Grcuit --
THE COURT: And I'msorry. Just for M. \Wayne's
pur poses, Veeck is spelled V-e-e-c-k, and there's one ot her
phrase that's going to probably conme up that | had to consult ny
French-speaki ng husband for, which is scénes a faire, which is
s-c-e-n-e-s a f-a-i-r-e. So those are just for the transcript.

kay.
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MR, KLAUS: Thank you, Your Honor. And the split
bet ween the Veeck case on the one hand and the Ninth and Second
Circuit cases, that subsunmes within it a nunber of issues
i ncludi ng nmerger and the idea-expression dichotony.

The third issue that 1'd Iike to cover briefly is the fair-
use defense that's been raised and why we think that that can be
resolved as a matter of |aw now.

Your Honor, we think that ultimately, turning to the first
point, this is really a question of what did Congress intend in
the Copyright Act. There are nunerous argunents that we have on
the other side that have a |ot of rhetoric behind themin terns
of there being an inpingenent of due process rights, an
i mpi ngenment of the right of people to speak or to think about
t he | aw

| would note a point that | will come back to severa
tines. There is -- notwithstanding nultiple years of litigation
wi th discovery into nunerous issues, there is absolutely no
evi dence to back up any of the clains that anyone has ever been
deprived access to the standards in issue.

There's no evidence that anyone has been deprived of
their First Amendnent right to speak, nmuch | ess that those
constitutional clains could be asserted agai nst the property
rights of the plaintiffs in this case who have their own
constitutional issues lurking in the background in the formof a

potential taking by state action that woul d appropriate their
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property and their copyright.
So you have constitutional avoi dance questions that, at
best for the other side, cut in both directions, and really I
think ultimately counsel the Court back to the plain wrds and
the plain intent of the copyright statute.
Now, under 8 102(a), it's plain that when the

underlying works are created, they neet all the standards for
copyrightability. They are original. They neet the original
requirenments that were laid out by the Suprene Court in the
Fei st case. They certainly have nuch nore than a m ni mal degree
of creativity to them

THE COURT: M. Klaus, does it matter if the standards
were created with anticipation or with the expectation that they
woul d be incorporated into | aw?

MR KLAUS: No.

THE COURT: And why not ?

MR KLAUS: Because, first of all, what the evidence
actually shows is that that is -- and it's undi sputed on behal f
of all the plaintiffs that the standards are used for multiple
pur poses other than sinply being created -- sinply being enacted
into law. And they in fact have nunerous uses that they are
used by people outside of sinply a matter of |egal conpliance,
and those points are set forth in M. Thomas's decl arati on,
M. Paul ey's declaration, and M. O Brien's declaration

So these are not standards that are solely, or as in the
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hypot heti cal case that the defendant has raised, for exanple, a
K Street |obbyist who takes sonething to his or her favorite

| egi slator for no purpose other than to have that item enacted
into law. There's not a tradition of copyright protection for
such materials as there is copyright protection for these
materials. And the policy considerations, we'd say, are
conpletely different.

So we think the standards here were original in that they
have the m ni mum anount of creativity, they were not copied from
anywhere else, and there's nothing in the statute that says they
are not copyrightabl e when they are creat ed.

To the extent that the statute speaks at all about
copyright protection for works that overlap with law, it's in
8§ 105 which says that works of the United States governnent,
meaning a work that's created or prepared by an officer or
enpl oyee of the United States in the course or scope of that
person's duties, are not subject to copyright protection.

O herwi se, nothing in the statute says that incorporation by
reference divests the standards of protection.

And we know from ot her |egislation, Your Honor, specifically
the National Technol ogy Transfer Advancenment Act, NTTAA for short,
of 1995, specifically in 15 U S.C. 8§ 272(b)(3), specifically
expresses a preference for standards for federal agencies to
i ncorporate by reference.

There are a variety of policy reasons that underlie that,
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but there is a recognition in that statute and in the conti nued
deci sions of federal agencies, including the Ofice of the
Federal Register, including the Ofice of Managenent and Budget,
in our request for Judicial Notice No. 1, which is the Grcular
A-119, that express a clear preference for federal agencies to
rely on voluntary consensus standards, nunerous policy reasons
underlying that, nunerous policy reasons that we think frankly
undercut a nunber of the parade of horribles of the |ack of
transparency or accountability in governnment decision-making.
For exanple, the fact that voluntary consensus standards are
open to the public. There's not a danger of industry capture of
vol untary consensus st andards.

And repeatedly, Public.Resource has made the sanme argunents
that it's making to this Court about the fact that incorporation
by reference necessarily divests the copyright to OVB, to the
O fice of the Federal Register, and those argunents have been
repeatedly rejected.

Now, I'd like to turn, if I could, to the heart of the case
| aw di sput e.

THE COURT: M. Klaus, |let nme ask you or your clients,
are they currently for sale, the standards at issue in this
case? You currently sell the standards?

MR. KLAUS. The standards as we publish thenf
Correct. W do.

THE COURT: |s there any objection to sell the
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standards since they're incorporated by reference? In other
wor ds, do you have to sell then?

MR, KLAUS: That's an interesting question as to
whet her they woul d have to be sold. |If this were a case where
sone governnental body incorporated the standard by reference,
and if the standard-setting organi zation said we're not going to
sell them that would be a -- not only would it be a very
di fferent case; you woul d probably cone closer, at |east at a
m nimum on the fair-use case to sonmething like, for exanple,
the Swatch case that the defendants cite, and that's the case
where the conpany didn't want -- they clai ned copyri ght
protection over the transcript of its earnings recording. But
it did that for the purpose of --

THE COURT: It's a close call

MR KLAUS: -- keeping it out of the public record.
And so what the interest of the copyright owner in that case was
trying to preserve had nothing to do with what the purposes of
copyright are.

THE COURT: But if you stopped selling the standards,
is it still reasonably avail able under the OFR s regul ati on,
especially if the regulation incorporating the standard by
reference says that it's available fromthe authorizing
or gani zati on?

MR KLAUS: | think it would be a very hard case for

me or for anyone else to make if the standards weren't
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avai |l abl e.

THE COURT: Ckay. | have another question, but |'m
going to wait till you get to that.

MR, KLAUS: Sure. Let's talk briefly about the

di stinction between the Veeck case and Practice Managenent and

the CCC case fromthe Second Circuit. Utimtely, that is the
mai n argunent that Public. Resource advances here, which is that
this Court should followthe najority opinion of the en banc

Fifth Grcuit in the Veeck case.

And | think it's inportant to enphasi ze at the outset of
this, Your Honor, there really are two |ines of cases here.
There are two |ines of cases that deal with the sane issue.
There is a split of authority, and ultimately the Court has
to decide which one is the nore persuasive of the two.

It's our position that the better reasoned cases, the cases
that are nore sensitive to the precedent and to the policy

consi derations here are Practice Managenent and CCC. Wth

respect to Practice Managenent, that's the Ninth Grcuit case

that involved the HCFA regul ati ons that incorporated by
reference the AMAW s CPT. M apologies for all the acronyns
her e.

In the Practice Managenent case, Your Honor -- first of

all, let's be very clear. Practice Managenent is not, as we

see sone reference to it in the defendant's briefing and as

there were sone references to it in the Veeck case trying to
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distinguish it, a case about sinply referring to sone nunbers
that the ABA published. There was a systemthat -- an entire
codi ng systemthat the AMA had, and the coding system --

THE COURT: The ANA.

MR KLAUS: ANA

THE COURT: Okay. | thought you said ABA.

MR KLAUS: M apologies if I did. There are a |ot of
letters to keep up with.

THE COURT: The ABA is not organi zed.

(Laught er)

MR KLAUS: W may get a lot of stipulation for that,
Your Honor.

THE COURT: All right.

MR. KLAUS: The AMA's standards were incorporated.
The Ninth Grcuit said so explicitly in the opinion. There were
federal regulations that incorporated those by reference.
Sonmeone who wanted to be reinbursed for expenditures that were
rei nbursabl e under Medicare, Medicaid, had to use that system
There is no difference between that and the types of standards
that are at issue here.

And as the Ninth Crcuit said in that case, ultimately the

guestion, they said, boiled dowm to whether or not the Banks

case fromthe 1800s established sone divestiture of copyright.
This is a major point of difference between the Ninth Grcuit

and the Fifth Crcuit. Wat the Ninth Grcuit recogni zed about
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Banks, we think correctly, is that Banks is a case that says,
for purposes of the copyright statute, judges aren't authors.
Judges, in the course and scope of the opinions that they
wite -- we certainly know judges can and do create things
out si de of what they do and get copyright, but in the course and
scope of witing opinions, it's not subject to copyright
protection.

THE COURT: No nmatter how celestial the prose.

But let ne ask you, didn't the Nnth Grcuit, when they

| ooked at Banks, it focused on Banks' prem se that there's a due
process premse in fair access to law. It seened that the Court
in the Ninth Grcuit considered the due process interest and
rejected it because of the fact that there was no evi dence that
anyone wi shing to use the copyrighted codes had any difficulty
obt ai ning access to it.

MR KLAUS: Correct.

THE COURT: |s that what you're arguing here?

MR, KLAUS: That's the second ground that they
di scussed, and that's also -- that's a point of departure wth

the Veeck case. The Veeck majority said, we don't want to | ook

at evidence of availability or accessibility. Don't put that in

front of us; we don't care. W read Banks as establishing a

conti nuous tradition which we would submt, respectfully, there
is no continuous tradition of standards incorporated by

ref erence not being protectable.
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But Practice Managenent does indeed say that accessibility,

that there is a due process consideration, and there's a
gquestion that if sonmebody has to conply with a | egal requirenent,
can they have access to it. And this is very critical here,

Your Honor. There is no evidence -- again, after years of

di scovery and litigation, there is no evidence that anyone

who has needed to conply with any of the standards that the
plaintiffs in this case publish or that are at issue here,
there's no evidence here that anyone has ever had any probl em
gai ning accessibility to any one of those standards.

In fact, the standards are all nade freely avail able online
in online reading roons. So, if anyone wanted to know what is
the particular requirenent, they can go to the Internet and al
the standards are conpletely available. Again, not a shred of
evi dence on the other side that there has been any probl em of
accessibility.

THE COURT: How do the standards here differ fromthe
nodel codes that were at issue in Veeck?

MR KLAUS: Well, the standards that are at issue
here were not -- and this goes to a question. So, first of all
W th respect to Veeck, the |anguage that's in the majority
opinion -- and it's inportant to focus this. This is on page
293 F.3d at page 805. What the majority said here is that the
standards -- in the case of a nodel code, reading in the first

col um, nodel code which the nmajority says is not protected by
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copyright, loses its copyright protection when it's incorporated.
The text of the nodel serves no other purpose than to becone

| aw. The characterization that the Court put on in the way it
deci ded the case was to say that SBCCI, the acronymfor the
plaintiff there, operates with the sole notive and purpose of
creating codes that wll becone obligatory |aw.

And in fact, at the end, what the Court says -- and the
Court says the result in this case would be different but
recogni zes we're potentially creating a circuit split and this
is the way out, is to say that we will characterize these codes
as havi ng no purpose other than having been enacted to becone
positive | aw.

And here, Your Honor, the undi sputed evidence is that
that's not the sole purpose that the plaintiffs enact the codes
for. The evidence is that they are in fact used by busi ness and
i ndustry for purposes other than sinply law, and there's not the
sol e expectation that they will sinply becone | aw and sinply be
i ncor porated and whol esal e adopt ed.

In fact, what the evidence actually shows -- and this is
di scussed at length in the ICC, International Code Counci
amcus brief, is that actually nunerous of the standards,

i ncluding the standards at issue here, when they are
i ncorporated by reference, federal agencies, state agencies may
adopt a portion of them

For exanple, in the Practice Managenent case itself, you'l
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see there's a reference to ny client's standard, the Nationa

El ectrical Code, and there's a citation to a particul ar federal
regul ation that doesn't incorporate the entire thing by reference
but incorporates particular portions of it.

There are other jurisdictions that may incorporate and nmake
various changes and anendnents to them but it's not the
paradi gm that you have referenced in the Veeck case, which is
sonmething that is sinply put forward solely for no other purpose
than to becone | aw.

The ot her point of distinction between Practice Managenent

and CCC and the Veeck case that we think is inportant is Veeck

starts out by saying, here's a Suprenme Court opinion in Banks.

W're not going to look at it just as a matter of statutory
construction. W're going to say this settled the matter once
and for all in the 1800s, that anything that's incorporated by
reference automatically becones the uncopyrightable law, free to
all to use.

But there was a backup argunment that the majority put in
which was, even if it doesn't, there's a nerger. At the nonent
that a standard is incorporated by reference, the fact nerges
W th whatever is capable of being the copyrightable expression
And we see the merger argunent raised by the defendant in this
case, and the merger argunent, we think, was quite properly

rejected in Practice Managenent. As the court said, the point

of nerger is that, at the noment of creation, what was the
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constraint on the author?

THE COURT: Your argunent is that the nerger -- for
the nerger doctrine to apply, the nmerger doctrine analysis takes
pl ace at the instant of the work's creation

MR KLAUS: That's correct. And that's -- the nost
recent exposition of this was in the federal circuit's decision

in the Oacle v. Google case which deals with conputer software

which has its own, in sone ways, sui generis copyright analysis.
But the inportant point there is the nmerger discussion isn't
limted there, and it's also -- you see it in the Practice
Managenent case.
The question of nmerger is, we don't want the very first
person who wites "roses are red, violets are blue" to have
a copyright on the saying that roses are red. That is sinply
taking that idea out there and renoving it fromcircul ation
because there are a m ni mal nunber of ways that any author could
have expressed that expression.
THE COURT: So there has to be no other ways of
articulating a particular idea when the work is first published.
MR KLAUS: That's correct. And we know in this
case -- the record is clear in our case that, in fact, there are
ot her organi zati ons who create standards on the same topics
here. 1'd refer Your Honor to our statenment of undisputed facts
38 and 133 by way of exanple on that. There's no dispute that

there is no constraint on any of the organizations here in terns
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of their authorship, in terns of the types of creative,
expressive choices that they woul d have to nake at the nonent
of creation.

Practice Managenent, at 121 F.3d at page 520 in footnote 8,

specifically says this is the reason why we are not going to
apply the nmerger doctrine here. Judge Leval's opinion for the
Second Circuit in the CCC case is to the sane effect, 44 F. 3d at
72. \What he says is nmerger is a judicially created doctrine,
and we wi |l decide how and when to apply it dependi ng on what
are the needs to | eave the breathing roomfor creativity and
expr essi on.

Just in the last fewmnutes that 1"mgoing to try to take
for ny time, Your Honor, let ne talk about fair use, and the
main points 1'd like to nake on fair use are that the use here,
however it's described, is -- and whatever the purposes that are
clained, is plainly substitutional. This is a defendant who is
engaged in the business of neking whol esal e copies, distributing
t hose --

THE COURT: \What aspects of the defendant's actions
are commercial as opposed to political?
MR KLAUS: Well, the question that the Suprenme Court

tells us in Harper & Row is that the distinction between

comer ci al / noncommerci al is not whether sonebody says |' m out
to nake a huge profit. It's not whether |I'm General Mdtors or

whether I'"'mthe NRDC. The distinction is whether you are
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exercising a right that customarily one would have to pay for in
that context. But regardl ess of whether he's commercial or
noncomrerci al, the question really on the first fair-use factor,
Your Honor, on the transformativeness test --

THE COURT: | have a question. What would be a
transformati ve use of your standards?

MR KLAUS: Well, | could -- | could certainly inmagine
sonmebody witing, for exanple, an article about critiquing the
standards. | could certainly inmagi ne sonebody witing an
academ c piece that would say |I've got a -- |I've got a problem
with this or here's how the standards have devel oped in this
area. | could certainly imagi ne nunerous fair uses.

And that's one of the inportant points, Your Honor, is on
fair use, the answer to the parade of horribles that we have
fromthe other side about people being throwmn in jail for
speaki ng the | aw, about peopl e being subject to nassive statutory
damages awards for daring to wite.

The idea that copyright is sonehow this omni present force,
that once it's conferred there exists this pressure that wl|
inevitably | ead to peopl e stopping talking about whatever the
standards are that have been adopted by jurisdictions, that's
just not true, and there would be plenty of cases of fair use
that woul d be perfectly fine.

There are plenty of uses that people can nake of the works

in question. The issue is that the defendant's work here, what
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the defendant is doing is entirely substitutional. They have
made the entire works avail able for copying for distribution
wi thout limtation.

Wth all due respect to ny friends on the other side, there
is no case in the history of fair use that has cone close to
sayi ng that a defendant who creates -- who engages in that sort
of verbatimcopying and nmakes the entire work available in a
manner for copying for downl oading, for distribution, that that
is in any sense for fair use.

And the two cases | would direct you to, Your Honor, the

nost recent cases on this are -- calling themthe Authors Guild

case does not hel p, because they're both Authors Quild cases

fromthe Third Crcuit. But one is the Hathi Trust, and one is

t he Googl e Books case.

In the Hat hi Trust case, one of the clainms of transformation

was that the Hathi Trust had nade searchi ng easier for works.
It had a transformative purpose or function because the copying
made the works nore easily searchable. That's one of the
argunents, by the way, that the defendant has raised. He said,
well, I, by converting these to HTM. --

THE COURT: They're visually nore searchabl e.

MR. KLAUS: Right, which | should al so add
parenthetically, the evidence in the record is that a nunber
of the standards here are al so nmade available in HTM. and XM..

That is part of a license that one has to look to. | would
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refer Your Honor to M. Thomas's declaration at paragraph 44 in
t hat regard

The inportant point in the Hathi Trust case, though, is the
court went out of its way to say no copy of the work is nade
avail able as a result of the searching. So the transformation
that was done to enabl e searching all owed the conputer, behind
the scenes, to find sonmething and to refer the user to the
particular work, but it didn't make an exact copy avail abl e.

The Googl e Books case, also an Authors @uild case, also

fromthe Second Grcuit, there's a winkle in the Googl e Books

case, which is that Google not only made searching easier by its
copying, but it also provided snippet view, which is --

THE COURT: And that was what was found to have
transformative -- was found to add value to the transformative
search function

MR KLAUS: It was found to add value to the
transformati ve search function, but Judge Leval went out of his
way to say that the snippet view did not operate as a substitute
for the work. There were a nunber of precautions that Google
had put in place that it would -- for exanple, when a word
search was done, it would return only the same portion of the
work. One couldn't gane the system by putting together nultiple
sni ppets and get the work. W rks that were very short were
excl uded fromthe snippet view so that sonebody coul dn't gane

the systemthat way. Authors who wanted their works out could
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opt out of the system

And Judge Leval's quite clear that it was putting this
mechanismin that nmade the difference, and he in fact
specifically said that at 804 F.3d 217, that if the function --
not the purpose. Because the purpose, Public.Resource says,
well, we're making all of your works avail able, but we're doing
it for a different purpose because we just want the |aw out
there, and therefore we win on the first factor.

And what the Second Circuit said is, no, when you're
engaged in verbatimcopying, the question as to whether or not
you win on that first factor is not what your purpose is, not
what your intent is; it's whether the function of what you're
doing is exactly the sane as what the copyright owner does.

We' d say you have exactly the sane thing here.

That conclusion, we think, drives the third factor, 100
percent copying, 100 percent of the work nmade avail able; and
al so the fourth factor on market substitution, on the fact that
if thisis fair use, if what the defendant here is doing is fair
use, there is no limtation to anyone doing the sane thing.

One brief other point on fair use, Your Honor. There was a
claimthat was nmade post hoc that this systemwas set up to nake
t hese works available for the visually inpaired. Like nbst post
hoc justifications, when you actually | ook at the facts and the
reality, that wasn't the purpose. What the Hathi Trust case

again points the way here on, there's no question that naking
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wor ks available to the print disabled is an inportant function.

The defendant's work doesn't just nake the works avail abl e
to the print disabled; it makes it available to the entire
world. And, again, what the undi sputed evidence shows is that
the one print-disabled person who told one of the plaintiffs --
my client, in fact -- that they had difficulty readi ng online,
they were given an entire copy.

The other plaintiffs have said, if sonebody said that they
had a problem we would give thema copy, or they could even go
to what clainms to be the Chafee Arendnent conpliant site that's
operated by M. Fruchterman, who was the defendants' expert, and
obtain a copy. So we think, for that reason, the fair-use
defense is conpletely without nerit.

| believe |'ve gone over. |'m happy to answer any questi ons.

THE COURT: No. |'ve been peppering you with them as
we go along. Thank you.

MR, KLAUS: Thank you very mnuch.

THE COURT: M. Hudis.

MR, HUD S: Good norning, Your Honor. Jonathan Hudis
for plaintiffs in the 14-857 case, Anerican Educational Research
Associ ati on, AERA;, Anmerican Psychol ogi cal Associ ation, APA; and
Nati onal Council on Measurenent in Education, NCME

Your Honor, in our briefs we refer to AREA, APA, and NCME
as the sponsoring organi zations of the 1999 Standards for

Educati onal and Psychol ogi cal Testing, the work that was
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infringed in this case.

This is an even sinpler case than the ASTM case, Your Honor.
Publ i c. Resource, operated essentially by one person, Carl
Mal anud, admts he digitally copied plaintiffs' standards and
published to the Internet for others to downl oad, print, and
copy for free.

Publ i c. Resource asks this Court to excuse its acts of
copyright infringement and contributory infringenment as fair
use, stretching the limts of this defense well beyond its
breaking point, all while tranpling on the copyrights of three
nonprofit organi zations guaranteed to them by the Constitution
and the Copyright Act, and those are the rights to reproduce the
work, to prepare derivative works fromit, to distribute copies,
and to display the work publicly.

It should be noted that, in addition to the copies of the
standards whi ch can be purchased fromthe plaintiffs, their
standards are available at the U S. Departnent of Education, the
O fice of the Federal Register, and thousands of libraries
t hr oughout the country.

THE COURT: M. Hudis, how nuch does it matter if you
can get the standards for free already, either through the OFR
or through libraries or read-only roons, as you all have?

MR HUDS: Well, Your Honor, | was anticipating your
accessibility questions as to the ATSM plaintiffs, so we just

want to put that to rest.
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THE COURT: Ckay.

MR HUDIS. So, as a legal matter, the answer is
nothing if defendant's theory of the case is correct,
Your Honor, that privately created standards | ose their
copyright upon being incorporated by reference into the
regul ati ons of an agency.

As plaintiffs' counsel said in the ASTM case, this Court
woul d be sanctioning a wi despread taking of copyrighted property
wi t hout just conpensation, in violation of the Fifth Anendnent.
The standards devel opnent organi zati ons do not have conti nui ng
financial incentives to pronul gate and update their val uable
works. Inportant stores of know edge will no | onger be
avail able to the public.

How to resolve the conpeting interest raised in this
l[itigation should be a decision for Congress to nmake, not the
court legislating fromthe bench. 1In the neantine, this Court
shoul d uphol d the sponsoring organi zati on's copyright and enjoin
Public. Resource fromfurther acts of infringenent.

THE COURT: M. Hudis, | see that the 1999 standards
weren't sold for a period of tine.

MR HUDI'S: Yes, Your Honor.

THE COURT: |s there any obligation to sell them since
they' re incorporate by reference into | aw?

MR. HUDI S: Your Honor, that does not have a bearing

on the case, to answer your question. The fact is they are on
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sale for a period of tine so that the 2014 standards coul d get
into circulation. The 1999 standards were taken off sale. They
are now sold again on AERA's website.

THE COURT: Even during the period in which they were
not for sale, were they available through OFR or through sone
ot her neans?

MR HUDS: They were available in three places: the
U.S. Department of Education, through the O fice of Federal
Regi ster, and thousands of libraries throughout the country.

THE COURT: Ckay.

MR HUDS: So the answer's yes.

Now, Your Honor, plaintiff's work, the '99 standards
infringed in this case, were a set of best practices of
guidelines in the creation, admnistration, scoring and use of
standardi zed tests, covering issues such as test validity,
reliability, conparability, fairness, and other itenms. The
sponsoring organi zati ons don't keep the profits fromthese
sales, and they use the profits to fund further --

THE COURT: Does that matter?

MR HUDIS: No, it does not, Your Honor. But we
are entitled to the fruits of our copyrighted work.

THE COURT: Right.

MR HUDIS: Now as to authorship. The '99 standards
were born froman extensive revision of the 1985 standards by a

si xt een- menber expert volunteer commttee. Their work resulted
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in over 50 percent of new content in the '99 version.

Al though -- now, and this is inportant because it was
rai sed in Public.Resource's briefing. Although the drafts of
the '99 standards were published for coment, and many conments
to these drafts were received by joint conmttee, the ultimte
content of the 1999 standards canme fromthe authorship of the
joint commttee nenbers.

Publ i c. Resource has not submtted any adm ssi bl e evi dence
to the contrary, and in fact concedes in its sunmary judgnent
brief at page 27 that the joint conmttee controls the final
product through the text.

THE COURT: So it's not creation by crowd sourcing or
anything like that.

MR HUDIS: No, it is not. W have unrebutted
evidence in our record that says that the joint conmttee was
t he ones who pronmulgated the final text. They did receive many
comments, but there is no evidence in the record that those
comrents were incorporated word for word into our standards.
The final selection of that |anguage was chosen by the joint
conmi ttee menbers.

Now, Your Honor, |'Il skip over ownership because we
have that in another segnent. Public.Resource confirmed its
infringing activities in its interrogatories and M. Ml anud's
deposition testinony w thout perm ssion. He bought a used copy

of the 1999 standards, which | have here.
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He cut apart its bindings, scanned the entire book to an
Acrobat Reader PDF file with a self-nmade certificate, which we
handed up to Your Honor, and appended the certificate to the
front, published the PDF file to its own website, and al so
published that file to the Internet Archive site. Inportantly,
Your Honor, and which canme up in the other argunent, neither
si de precluded users fromfreely downl oading or printing the PDF
file. These facts are uncontested.

As to contributory copyright infringenment, the self-nmade
certificates that you have before Your Honor are appended to
the front of the unauthorized PDF copy of the standards,
unm stakably states that the work was incorporated by reference
into regulations. In Public.Resource and M. Ml anud's view --

THE COURT: You said this is a self-created
certificate?

MR HUDIS: Yes. M. Mlanud created it.

THE COURT: So this approved seal --

MR HUDIS: That's all M. Ml anud's creation.

THE COURT: Ckay.

MR HUDIS: In M. Mlanud s and Public. Resource's
vi ew, once incorporated by reference, the standards | ose their
copyrighted protection and thereafter can be freely copi ed by
anybody. Therefore, the purpose of the certificate was to give
the public a fal se sense of approval or perm ssion to downl oad,

print, or copy the standards w thout authorization.
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Additionally, and if you would | ook --

THE COURT: Well, isn't that one reading of it? One
interpretation of the self-created certificate is to create an
inprimur of officialdom | nean, it has a seal. It has an
official incorporator. It has a lot of citations to the Federal
Register. 1Isn't one interpretation of a certificate is just to
confer an inprintur that it's an approved, official docunent?

MR HUDS: Until we took the deposition of
M. Mal anud, one woul d agree with you, Your Honor. But the
purpose of putting up that up certificate was, in his view,
to tell the public that, upon incorporation by reference, the
standards were now | osing their copyright and freely avail abl e
for everybody.

And he went even further, Your Honor. Wen he published
the standards to the Internet Archive site -- |'ve put severa
of these in front of you, Your Honor. You can see at the very
bottomright, before the red at the very bottom it says
"Creative Commons License." So we asked himabout that at his
deposition, and he said, "This |anguage included the creative
commons |icense, indicating that no rights were being asserted
over the item"™

So, according to Public.Resource's interrogatory answers
and di scovery taken of the Internet Archive, during the nearly
two-year period that the PDF file was published to the two

websites, the standards were accessed several thousand tines.
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We do not know who accessed the unauthorized, online copies
because Public. Resource refused to provide its web server | ogs,
and our discovery notion seeking their production was deni ed.

During the sanme two-year period that the unauthorized PDF
file was published online, the sponsoring organi zati ons
experienced a precipitous drop in the sales of their standards,
which is inconsistent with a work of this |ongevity where we
typically woul d have seen a gradual year-over-year sales decline,
according to our expert, Dr. Geisinger. Wile ongoing work on a
new edition of the standards, ultimately published in 2014, was
announced during this period, this does not explain away the
consi der abl e sal es drop.

Wi |l e nenbers of the sponsoring organi zati ons m ght have
wanted to wait for new editions of the standards, psychonetrics
and educational testing students could not wait because the 1999
standards were still being assigned as cross-reading materi al .
We had becone aware that students were obtaining free copies
online with Public.Resource as their source.

Now as to harm Public.Resource still has the
unaut hori zed PDF file of the '99 standards in its possession.
| f Public.Resource is successful in this suit, defendant can
easily republish the file to the Internet.

Further, Public.Resource's every intention, if allowed by
this Court to do so, is publishing the sponsoring organizations

2014 standards to the Internet once incorporated by reference
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i nto governnent regul ations.

THE COURT: That's where your irreparable injury and
conti nui ng harm ar gunent cones in.

MR HUD S: Yes, Your Honor. And future harmto the
sponsoring organi zations includes |oss of future incone to fund
further revised editions of the standards and public confusion
that the '99 standards are the current version of the standards
publ i shed by the sponsoring organi zati ons, when they're not.

H gh-stakes tests, Your Honor, the gateways to educati onal
mat ri cul ati on and attai ni ng enpl oynment, mnust be properly
desi gned, adm ni stered, scored, and relied upon. There is thus
a high-societal value for the continuing update of the standards,
an i nmportant body work, produced for the general public.

Now, what coul d have Public. Resource done differently?
Publ i c. Resource nakes a red herring argunent, as it did in the
ASTM case, that the purpose of its infringing activity was to
make the sponsoring organi zation's standards available to the
blind or people with | ess severe print disabilities.

If that was truly the case, Your Honor, Public.Resource
could have narrowy tailored access to plaintiffs' standards
to individuals with certified blindness or print disabilities
as provi ded under the Chafee Amendnent such as Braille,
audi ot ape/ CD avail ability, large font, video, screen, or closed-
circuit TV magnification, color contrast choices, human readers,

or limted search termavailability as we discussed in the
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Hat hi Trust and the Googl e cases.

Publ i c. Resource coul d have inposed limtations on
the availability by nethods as access -- nethods of access by
credentials such as a user nane, password, digital rights
managenent, fingerprint tracing of unauthorized downl oads, and
access terns and conditions, all which was testified to by
defendant's expert, M. Fruchterman, that he and his conpany
practice on the Bookshare-Benetech website.

Your Honor, so we have met our elenents of the cause of
action. W have a valid copyright, which is conceded,
copyrights of the entire work. W conplied with the statutory
formalities of registration. W also here have copying as a
factual matter, and copying of the copyrighted nmaterial was so
expensive that it rendered the offending and copyri ghted works
i denti cal

THE COURT: M. Hudis, what evidence do you have of
direct third-party copyright infringenent?
MR, HUDIS: Your Honor, a good question.

Now direct copyright by third parties. Thousands of
I nternet users access the standards on Public. Resource's
Internet Archive's website. W have that fromthe deposition
testinony and the interrogatory answers of Public. Resource, and
we have the deposition testinony of Internet Archive.

THE COURT: But that's based on like hits to the

website; right? Wat's your direct evidence that people
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actual ly downl oaded this nmaterial?

MR HUD S: GCkay. So, Your Honor, the one piece of
evi dence that we were | ooking for for that were the web server
| ogs. W never got them

THE COURT: Right. You submtted, | think, an
affidavit -- or not an affidavit but an e-mail.

MR HUDIS: Yes. Two sets of e-mmils.

THE COURT: From | think, a professor saying that the
students got it off the --

MR HUD S: Yes.

THE COURT: But notw thstanding admissibility
guesti ons, because --

MR, HUDI S: That's hearsay, Your Honor

THE COURT: Well, you're right. |Is that it?

MR HUDIS: No. No. So the users who pulled up
the standards on their web browsers di splayed the copyri ghted
material, at which tinme the copies were nade in the random
access nenory of their conputers to permt view ng of the
materials. By displaying the work and maki ng those copi es,
even tenporary ones, those users directly infringed the
copyright. Your Honor, during that sane period of tinme is when
we experienced the precipitous drop in our sales.

So, Your Honor, we took as nuch circunstantial evidence
as we could give to you to nuster. W have the period of tine

frommd-2012 to m d-2014 when the standards were up on the two
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websites. W have the proof of access, and we have the proof
that the sales went down. That's our circunstantial case
because we never got the web server logs. And | am sure |earned
counsel for the defendant will tell us that we're all wet on
that, but that is our circunstantial evidence.

Your Honor, Public.Resource contends that a copy for
pur poses of copyright is limted to physical objects and thus
did not make a copy of the standards in the | egal sense. That
is absolutely false. The infringing version stored on
Publ i c. Resource and Internet Archive's web servers are copies
for the purposes of the Copyright Act. Electronic copies of the
wor k stays on conputer. Conputers, with their RAM nenories, are
copi es under 8§ 101 of the Copyright Act.

| "ve gone through the evidence of reproducing, of creating
derivative works, of distribution. Your Honor, | would like to
now turn to Public. Resource's defenses, unless you have any
guesti ons.

THE COURT: That's fine.

MR HUDS: Al right. Your Honor, Public.Resource
does not need to access the standards, free or paid for, in
order to conply with any of the governnent regul ations or | aws.
Publ i c. Resource clains it has the right to post copies --

THE COURT: You have to slow down again, M. Hudis.

MR HUDIS: Slow down?

THE COURT: Alittle bit.
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MR HUDS: Al right -- of our standards online so
that others can copy, print, distribute, or otherw se use them
for free. Al of the cases relied upon by Public.Resource are

di sti ngui shable. Weaton v. Peters, Suprene Court deci sions.

Banks v. Manchester, Ohio Suprene Court decision; Howell v.

MIller, Mchigan state statutes; and let's tal k about the Veeck

case which you brought up with ny | earned co-counsel.

Veeck invol ved a word-for-word reproducti on of node

buil ding code into |egislation which does not apply to the

i ncorporation by reference of extrinsic standards, making Veeck
i napplicable in reasoning and result. The holding of Veeck is
that the |aw, whether articulated in judicial opinions or

| egislative acts or ordinances, is in the public domain.

| mportantly, Your Honor, at pages 803 and 804, Veeck says

clearly, "The limts of this holding nust be explained. Several
national standards-witing organizations fear that copyrights
may be vitiated sinply by the common practice of governnent al
entities' incorporating their standards in |laws and regul ati ons.
Thi s case does not involve references to extrinsic standards.
I nstead, it concerns the whol esal e adopti on of a nodel code
pronul gated by its author precisely for use as |egislation.
Case law that derives fromofficial incorporation of extrinsic
standards is distinguishable in reasoning and result.”

A statute that refers to the lawrequires citizens to

consult or use a copyrighted work in the process of fulfilling
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their obligations. Your Honor, inportantly, copyrighted works
do not becone | aw nerely because the statute refers to them
Di scussing referenced works or standards created by private
groups other than incorporation by |aws we have here, the Veeck
court explains that to the extent incentives are relevant to
exi stence of copyright protection, the authors in these cases
deserve incentives.

Now, ny |earned col | eague brought up & 105 of the Copyri ght
Act. I'd like to give you the reverse or other side of the coin
to that, which is Copyright Act 8 201(e): "No action by any
government al body purporting to seize, expropriate, transfer, or
exercise rights of ownership with respect to the copyright, or
any of the exclusive rights under a copyright, shall be given
effect.”

So the nere incorporation by reference, as |earned counsel
said in Crcular A-119, you have to be careful of the copyright.

Al so, we've already discussed the CCC and Practi ce Managenent

cases, nuch closer on the facts to this case. | wll not go
over them again. Your Honor, fair use.

THE COURT: Again, I'mgoing to ask you the sane
question | asked M. Klaus, which would be, what woul d be a
transformative use of your standards?

MR HUDS: M. Kl aus gave very good exanples, and
| will use them here; that is discussing, comrenting on,

critiquing our standards for one reason or another, and as a
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matter of fact, that is done with our standards all the tine.

But it is not the wholesale copying, and it is not the whol esal e
copyi ng and naking available to the public for free of our

st andards whi ch Public. Resource did here.

THE COURT: And again, the sanme question. If you
stopped selling the standards, are they still reasonably
avai l abl e under the OFR s regul ation?

MR. HUDI S: Three places, Your Honor.

THE COURT: Libraries.

MR. HUDI S: Thousands of libraries, the Departnent of
Education, and the Federal Register office. So, yes, throughout
the country. So all of the amci -- you say, we need copies, we
need copies? They've got them So the nature of our standards,
whet her they are characterized as bei ng core-expressive content,
whi ch they are, or assenbl age of facts, which they're not, is
usually not an inportant factor.

The third factor, Public. Resource m sappropriated our
entire work, and Public. Resource's actions, as |'ve already
expl ained to the Court, wll drastically affect the market and
value for plaintiffs' standards. |It's just like in the ASTM
case. This is a whol esale substitution for the purpose for
whi ch our clients promul gated these standards, making them
val uel ess, at least in a copyright sense.

Your Honor, sone defenses also, in addition to fair use

that Public. Resource raised for the first tinme, at |east in our
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case, in their briefs should not be countenanced by the Court,
and that is the Copyright Act 102(b) systens process and
procedure bar, the idea-expression nerger doctrine, and the
sense of fair doctrine, all of which, in any case, are

i nappl i cabl e, as we bri ef ed.

Your Honor, there are two types of incorporation by
reference defenses that we have here, one which was in their
answer, the other one which was not, one which says, imediately
upon being incorporation by reference, it becones a fact. That
was raised in their answer. W don't agree with that, and
that's what the Court's going to decide.

They're al so saying that, by its very nature, these are al
sayi ng the sane thing, these three defenses raised for the first
time in their briefing, that it either is a systemor process or
procedure, it's an idea or expression, or it is scénes a faire.

Your Honor, in each defense, there is no proof by expert
testinony what is the idea, what is the expression, what is the
system and as a matter of fact, Your Honor, in our very
standards, it says at the beginning, "evaluating the
acceptability of a test or test application does not rest on the
literal satisfaction of every standard in this docunent.”

THE COURT: You have to slow down again. W all speed
up when we read.
MR HUDS: You're right. Ckay.

"The acceptability cannot be determ ned by using a
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checklist.”" This is at page 4 of our introduction of the
standards, which is in evidence.

"When testing an issue in |egal proceedings and ot her
venues, witness testinony, it is essential that professional
j udgnment be based on the accepted corpus of know edge in
determ ning the rel evance of particular standards in a given
situation. The intent of the standards is to offer guidance for
such judgnents."

THE COURT: But even wthout that preanble, Congress
was aware of the potential issue that materials incorporated by
reference posed when it crafted 8§ 105. Ten years before then,
it had given federal agencies the authority to incorporate
private works, and it expressly stated that they would not |ose
copyright protection. So I'mnot even sure that we need to go
any further than that.

MR HUDIS: W would agree with you, Your Honor.

THE COURT: | guess that question is nore appropriately
posed to defendants.

MR HUDI'S: Yes. So, Your Honor, there's also other
defenses that were raised. And by the way, none of these were
bri efed what soever. They should just be dism ssed out of hand
-- just looking for it. Unclean hands, copyright m suse, and
wai ver and estoppel. W all -- the plaintiffs nove for sunmary
j udgnent on that. Nothing was briefed by Public. Resource.

Al right. So, Your Honor, | think I amjust about out of
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time. Unless Your Honor has any further questions, | wll save
my remarks for the rest of the segnents.

THE COURT: Thank you, M. Hudis.

MR HUDIS: Thank you, Your Honor.

THE COURT: Al right. Whose going to -- defendants,
you have 45 m nutes, obviously. Are you going to break it up or
one person is going to do the duration?

M5. MCSHERRY: We're going to break it up, Your Honor

THE COURT: All right.

M5. MCSHERRY: | think we have 50 m nutes, | hope.

Per haps we won't need it.

THE COURT: |If says 45, but if you need to go to 50,
| think we're okay.

M5. MCSHERRY: Ckay.

THE COURT: Yes.

MS. MCSHERRY: |'Il try to keep ny remarks as brief as
possible. I, |like everyone else, is very conscious of how nuch
paper you' ve had to read. So I'mgoing to start with sonething
surprising, which is that, for once, | agree with ny coll eague,
opposi ng counsel, Kelly Klaus. This is a straightforward case.

We think it's straightforward in a slightly different way,
however. There are a |ot of clains and defenses in this case,
but | think it does boil down to one core issue, which is that
t he docunents at issue here have been incorporated into | aw

That's why we're here, in essence.
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THE COURT: Well, let's start with the | ast question
| asked M. Hudis about. Hasn't Congress already ruled on this
issue? And if copyright protection is going to be stripped from
standards such as the one at issue here, isn't that sonething
for Congress to decide to do and not this court? It does seem
to be a matter of what the legislature wants. Copyright is not
for me to -- you know, | can't |egislate copyright.

M5. MCSHERRY: Sure. And | wouldn't ask you to.

Let ne take you back, if you would indulge nme. | think we need
to take this back to first principles a little bit before we
deci de what Congress is even allowed to do. W know what
Congress | egi sl ated agai nst was a background of 200 years of
unbroken |l aw that says that the law is not copyrighted. That
much | think is not controversial.

We have cases tal ki ng about opinions, cases tal king about
statutes, cases tal king about regulations. |In case after case,
every court that's |l ooked at his has said that the lawis
out side of copyright, and there's a reason for that: because the
public has a fundanental due process and First Anendnent right
to access the law and to tal k about the law, and those rights
are sort of fundanental to self-governnent.

THE COURT: But by what standard are you asking that
| judge that the standards have enough creative expression to
warrant copyright protection? Wat standard should |I apply if

deci ding that?
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M5. MCSHERRY: Well, | would suggest that you | ook to
t he BOCA case and you | ook to the Veeck case and | ook to the
reasoning in both of those cases, and they |ooked at this issue
in tw different ways.

First they |looked at the tradition of case |law that they
had before them and canme to the conclusion that, due to due
process considerations in particular, the law was in the public
domain. So that was the first part of the decisions in those
cases.

And to be clear, the BOCA case, what the BOCA case was
doing was rejecting a prelimnary injunction. But in the course
of that -- and then it remanded. But in the course of its
rejection, it explained its reasons why it thought that the
district court had got it wong in holding that there was a
possibility of success on the nerits with respect to the
copyrightability of codes.

Soit's areally -- and | urge you to |ook to that case,
because it's a very detailed explication of the tradition of
case law that you also get in the Veeck case. But BOCA is
earlier, and it's really one of the first cases to | ook at the
probl em of building codes and how we're going to | ook at them

| think it's also inportant to understand that all of the
cases that have | ooked at this have | ooked at this one core
problem which is that we have a conflict between the exclusive

rights that are granted to a copyright hol der and our
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constitutional rights to share the | aw and access the | aw.

So the only place it got strange is, you know, we have this
particul ar conundrum where we have this one area of |aw that
operates a little bit differently because -- and it's really an
artifact of history. The Code of Federal Regul ations was
getting cunbersone. Yes

THE COURT: | just want to clarify sonething on the
BOCA case that your nentioned, because you said that the district
court granted the request for prelimnary injunction. But when
the First Crcuit reversed that decision, it didn't do so based
on the nerits.

M5. MCSHERRY: What it didis it remanded for further
di scussi on.

THE COURT: Right.

M5. MCSHERRY: But it also spent quite a bit of tine
expl aining why it thought the district court had got it wong.

So it seens to ne that when we talk about a circuit split,
we actually have a nore substantial circuit split. [It's not

just Veeck versus Practice Managenent.

W have Veeck and BOCA, and then, of course, we have the

long tradition of cases that precede that. But these are the
cases that nost directly address our issue here, which is what
happens when you've got standards that are incorporated into

bi ndi ng regul ati ons and whether they're an exception to what is

ot herwi se very clearly the rule.
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THE COURT: But isn't your case nmade nore difficult
by the fact that you're not really asking -- this is nore of a
case of a matter of ease of access. The codes and the standards
at issue here are accessible without -- you can | ook at them
You can read them You can go nake a copy of them at your
public library if you need to if you don't have $22 to buy them

What you're asking for is to make themsinply nore easily
accessible; right? 1It's not that they're not available; it's
that they're not available as easily as you' d like themto be
avail able; right?

M5. MCSHERRY: Well, my client would certainly like to
make them nore accessible, but that's actually sort of a second
point. The prior point is that if they are law, then of course
we shoul d nmake them nore accessi bl e as technol ogy nmakes that
possible. That's a wonderful thing. But either way, they're in
t he public donain.

THE COURT: Well, Congress considered this when it
declared that sinply by being incorporated, works didn't |ose
copyright protection, and one of the reasons is because of the
public policy behind the creation of such standards, which is
t hey want organi zations to continue to pronul gate such standards
because they're for the public good.

| f they rob them of copyright protection, then there is no
incentive to continue to pronul gate these standards, and that

was a factor that Congress took into consideration when it
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declared that sinply being incorporated by a reference didn't
strip a work of its copyright protection. So I don't think the
junp is as easy as you make it.

You know, sinply because it's been incorporated by a
reference doesn't nmake it the law. It's been incorporated into
certain | aws, maybe, but the leap isn't quite that easy. And
guess that's where ny concern is. Wuat is it about these
standards that you think nake themthe | aw?

M5. MCSHERRY: Well, there's a couple things that I
think make themthe law. |If you | ook at the |IBR Handbook, for
exanpl e, and you |l ook to the National Archives website, which
we' ve submtted to you, and in many, many other places there's
an agreenent that these standards, once incorporated by
reference, have the force and effect of |aw.

THE COURT: And? |In other words, one key focus of the
Ninth Grcuit was whether there was evidence that individuals
had been deni ed accesses to incorporated works. Have you put
forth any evidence that anybody has been deni ed access, or are
you saying that's irrel evant?

M5. MCSHERRY: | actually don't think it's
irrelevant. | think it's an inportant thing that distinguishes

this case fromPracti ce Managenent, because you're quite right.

Practi ce Managenent says there's no realistic threat here of

access to law, and if there were, that would rai se due process

and fair use issues.
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THE COURT: And in BOCA, simlarly, the governnent,
the | ocal governnent, anybody who wanted to see the buil ding
codes had to go buy a $22, or whatever it was, copy of the
codes. That's not the case here. There is not just one place
-- you don't just have to have noney to get access to these
standards, and that's another key distinction between this case
and BOCA.

M5. MCSHERRY: So | think that the core question is
what does copyright grant in terns of how you can condition
access. So what we know is that, for exanple, one of the
plaintiffs, the AERA plaintiffs, took the 1999 standards off the
mar ket al together, until it canme up in a deposition and they
made t hem avai |l abl e agai n.

The reading roons that exist, you can only access them
subject to after you sign a contract and give over your
information, so it's subject to a lot of restrictions. And
that' s what happens when you allow fol ks to have a copyri ght
inthe law. Wat a copyright gives you, in any docunent, is a
right to control and limt and restrict access, and that's the
fundanental contradiction that --

THE COURT: But in the case of these standards, it's
not just that -- there's only a certain anount of control that
plaintiffs have. Once they're in the Ofice of Federal -- the
standards have to be available for view ng through the Ofice of

the Federal Register; right? Plaintiffs can't just say, you
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have to give us noney to see these or you don't get them There
are other ways to get them

M5. MCSHERRY: So what the plaintiffs -- what they're
obligated to do currently is to sinply deposit a couple of
copies. So if you don't have the neans to travel to Washi ngton,
D.C., and nake a copy of the standards --

THE COURT: O go to a library?

M5. MCSHERRY: O if it happens to be in your |oca
library, maybe it doesn't. And also, if you are print disabl ed,
you're going to have a harder tine getting access to these
standards. And again, that's exactly what copyright confers.
It's that statutory nonopoly that lets you do that, and all of
those restrictions are inproper because they conflict with our
constitutional due process and First Amendnment rights.

THE COURT: Wen Congress passed a National Technol ogy
Transfer and Advancenent Act, it surely knew that the standards
directed agencies to incorporate reference were copyrighted.
Since the copyright protections are also statutory, wouldn't
Congress have explicitly indicated that it was expandi ng the
type of governnment works that cannot be copyrighted if it wanted
to do that?

M5. MCSHERRY: Well, | think that Congress didn't
need to do that, for two different reasons. One is because we
already had -- well, two things. One is statutory right can

never trunp a constitutional right. So we'll take that as a
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given. But secondly, the Copyright Act actually contains
carve-outs --

THE COURT: Right.

M5. MCSHERRY: -- for the |law, the nerger doctrine
and 102(b), which both reflect this idea of the idea-expression
di chotony. And | would point you to a case that cane |ater

but if you look to the case of Golan v. Holder, that's a Suprene

Court case, and one of the things that that case says is when
you have a tension between copyright and the First Amendnent,
we have certain doctrines that help resolve that tension. One
of those is the idea-expression dichotony. The other is fair
use. And | would suggest to you that that's exactly what the
Veeck court was up to.

It recognized it had a constitutional tension, and it
| ooked to nmerger, it |looked to 102(b), to resolve that tension
The plaintiffs in this case talk a | ot about constitutional
avoi dance, but | would submt to you that the Veeck approach
and the BOCA approach are actually what gets you out of the
Constitutional conundrumthat you m ght otherw se have.

THE COURT: You're asking this Court to bal ance the
policy goal of unrestricted access to privately authored
materials with a policy goal of providing continued incentives
to private organi zations to continue devel opi ng standards.

Isn"t that kind of balancing -- didn't Congress already do

that when it passed the Copyright Act and didn't Iist
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i ncor porated by reference works anong those that cannot have
copyright protection under § 1057

MS. MCSHERRY: Well, again, | would suggest to Your
Honor that Congress didn't think it had to because it already
had these carve-outs for the law, and it was |egislating against
200 years of case law, saying that the | aw was out of copyright.
So they didn't need to reach this.

The other thing that | would suggest is | do think this
issue of incentives is quite inportant, and the plaintiffs talk
a |l ot about this wonderful public-private partnership. And I
don't disagree that there is a powerful partnership that happens
here, but | think that it's false to suggest that no incentives
will exist if the plaintiffs can't claima copyright in works
t hat have been incorporated into law. | think, to the contrary,
t hey have trenendous incentives already.

The fact that their docunents are incorporated into lawis
very beneficial to them They use it as a marketing too
because there's a -- do | have... excuse ne just a nonent.

"1l share with you just one exanple, if | may. This is
an e-mail that NFPA sent out. |It's an exhibit to our notion to
strike, and it says, "Be confident that your electrical work
conplies with California law." So they know that the NEC, the
Nati onal El ectrical Code, has been incorporated into |aw, and
they use this as a marketing tool

This is reflected also in the fact that when they wite,
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the NEC Style Manual specifically advises the fol ks who are
working with it on howto wite code-conpliant regul ations.
They know their works are going to be incorporated into |aw
They benefit fromtheir works being incorporated into | aw
because it's a basis of other marketing.

They al so benefit because, as they said, and there's a | ot

of testinony about this, they want their works incorporated into

| aw because that makes them mandatory, and they think that makes

the world nore safe. They nay very well be right.

THE COURT: The Fifth Grcuit in Veeck said that,
unl i ke nodel codes that are wholly adopted into | aw and i npose
| egal obligations, these incorporated standards -- and | guess
that's where the plaintiffs assert that they differ from Veeck
-- these incorporated standards are only required to be
consulted or used in the course of fulfilling existing |egal
obligations. They're not binding |aw

So isn't that what the cases here -- | nean, Veeck drew

that distinction, and don't plaintiffs fall on the other side of

that distinction? In other words, the standards at issue here
have been incorporated, but they thenselves don't -- in other
words, plaintiffs can't send out e-nmails saying if you don't
foll ow our codes or our standards, you're falling afoul of the
law. They can only say to the extent they're being -- they're
not |ike building codes or nodel penal codes or conmerci al

codes; right?
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M5. MCSHERRY: | woul d di sagree with you, Your Honor.

If | build a building and it doesn't conply with the Nationa

El ectrical Code, I"'mgoing to face penalties. If |I don't conply

with a national fire safety code -- the various ones, there are
many -- I'mgoing to face penalties. But also, if |I'ma parent
and I want to know if the school that ny child goes to is
conplying with fire safety regulations, |I want to know what
those fire safety regulations are because it's supposed to be
built to that code. That's what incorporation by reference
nmeans. It means it has the force and effect of the | aw

THE COURT: Once it's incorporated.

M5. MCSHERRY: Once it's incorporated. That's
correct. One other thing I1'd like to speak to is this issue of

Veeck and intent. So, first of all, 1'd like to just clarify

that the Veeck hol ding was based on two separate grounds.
The first part of the Veeck holding, the Veeck court |ooks

at the Banks cases and concludes that the due process

considerations there apply with respect to nodel codes as well.
But the issue of intent. So the Veeck court's nmerger

anal ysi s does not depend on intent. The Veeck court's nerger

anal ysi s depends on its conclusion that, once incorporated by
reference into law, the expression and the idea nerge. There
is no other way to describe what you have to conply with. Just
like the Constitution, just |ike the tax code, the Code of

Federal Regul ati ons works the sane way.
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THE COURT: The standards here that are incorporated
by reference provide guidelines and procedures in sonme of them
that individuals or entities have to use or reference in
fulfillment of their |egal obligations under federa
regulations. But again, and | think this is a significant
difference, there's no evidence that anyone here has been denied
access to the standards. Wat you're arguing is that people
shoul d have better access to the standards. That wasn't the
case in Veeck, was it?

M5. MCSHERRY: So what |I'marguing is that the lawis
not copyrightable, and, therefore, as technol ogy devel ops, we
can nmake access better and better and better. Access cones
second. Access is inmportant, but it is not the only thing.

THE COURT: Sone of the standards that have been
presented to ne, for exanple, ASTM the 86-07, which is at page
107 and 6, include what a law review article refers to as
secondary references where to fully conply with the standard you
al so have to conply wwth a list of other standards. So what's
your position on whether these secondarily referenced
standards -- have those al so | ost copyright protection?

M5. MCSHERRY: So | think what --

THE COURT: Even if they're incorporated into the
i ncorporated standard or they're included in the incorporated
st andard?

MS. MCSHERRY: Where does it end?
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THE COURT: Yeabh.

MS. MCSHERRY: So | think where it ends is | would go
back to the CFR, to the Code of Federal Regul ations, and ask
what has explicitly incorporated there, which is what we're
presented with here.

Now, if there's further references on top of that that
aren't explicitly incorporated, | think we m ght understand that
differently, and in any event, ny client doesn't publish those.
He's trying to publish and create a sort of grand, unified CFR
because what we have right nowis a very disjointed Code of
Federal Regul ati ons where we have sort of one code of
regulations that's online that you can see. But then it refers
out to hundreds of other standards that you then have to
separately consult if you want to understand what the lawis.
That's the core of our problem

l"d like to talk a few m nutes about -- well, | think I
want to answer a question that | think you were asking earlier
about Veeck's focus, also on intent, and that building codes,

t he nodel codes in that case, were intended to be created into
law. | think |1've already referred to this, but | would say
this again. There's anple evidence in the record that the

st andar ds organi zati ons know very well and very much want their
standards to be incorporated into | aw.

THE COURT: And? | nean, of course. |If you

promul gate standards and you sell them isn't it better for you
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if your standards are pronul gated into | aw because nore people
wll want to buy then? Does that rob them of copyright
protection, the fact that they hope that sone governing bodies
or sone | ocal governnents or federal governnents will incorporate
their standards? Doesn't that nean they've been successful ?

M5. MCSHERRY: Well, | think what it just speaks to is
this question that | think the plaintiffs have tried to suggest,

that Veeck turns on the intent of the creator, and |I'mjust

sinmply trying to answer that question --

THE COURT: And their intent is?

M5. MCSHERRY: Their intent is to have them made into
law, and that's fine. Again, | have no quarrel with that, and
t hi nk having stuff being incorporated into law is a trenmendous
marketing tool. But it also helps make us all safer. W don't
quarrel with that either

VWhat we quarrel with is the proposition that once one has

acconplished that goal of incorporation into the |aw, sonehow
you still get to control and restrict access forever. W have a
plaintiff, again, who took one of the standards off the market
altogether. And the reading roons that exist, they exist now.
They may or may not exist tonorrow.

THE COURT: But isn't the solution to that issue the
responsibility of Congress? | nean, if Congress wanted to strip
mat erials incorporated by reference of all copyright protection,

they could do so very easily and very clearly. And your argunent,




o 00~ W DN

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25

Case 1:13-cv-01215-TSC Document 173 Filed 10/13/16 Page 56 of 142

56

well, they didn't need to do that in this case is -- you know,
nobody wants to try to figure out what's in the mnd of Congress
when they do sonet hing, but when they have the power to enact or
to declare what's covered by a copyright or not, they do so.

The fact that they explicitly I eft works incorporated by
reference with copyright protection neans that you want ne to
now say, well, Congress, | know you said that they have
copyright protection, but, actually, under these circunstances,
they don't. And isn't that action one that's really neant for
the | egislature?

M5. MCSHERRY: | don't think so, Your Honor. For one
thing, | don't think that Congress can nake an unconstitutiona
bargain, and so if there are, as we believe, the fundanental due
process and free speech considerations in play here, Congress
can't wite a statute --

THE COURT: Copyright protection cones fromthe
Constitution as well. | nean --

MS. MCSHERRY: Copyright protection is -- sorry.

THE COURT: It is of constitutional dinension, and
therefore -- if we're tal king about what the franmers wanted
in district court, we're in trouble. One could argue that
copyright, having derived fromthe Constitution, that Congress
is well aware of what it can do and not within the Constitution
even in the face of the Due Process C ause.

M5. MCSHERRY: | conpletely agree with you.
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THE COURT: |Is there a case you can cite to ne where
a court has done what you're asking ne to do where the standards
were avail abl e? Not where the standards had to be purchased,
but where soneone wi thout funds could access the standards.

MS. MCSHERRY: So, actually, | think in the Veeck
case, if you wanted to go get hold of them and you wanted to go
tothis little town, the person who posted the standards online
was able to acquire them So you can get hold of the standards.
But again, | want to reenphasize that this case does not turn
sinmply on accessibility. That's just a benefit of it.

THE COURT: Right. Because you' re saying that the
standards were already basically not capable of being copyrighted
once they were incorporated by reference.

M5. MCSHERRY: That's correct. And, Your Honor, |
woul d say to your earlier question, of course copyright derives
fromthe Constitution as well. But nonetheless, it's very clear
that copyright is a statutory right, and statutory rights don't
trunp constitutional rights.

THE COURT: Can you cite nme a case where a court has
said that regardless of their accessibility, once a standard has
been incorporated by reference into a law, it |oses copyright
protection?

M5. MCSHERRY: | think that's exactly what the Veeck

case is saying. | think that's what that case is saying, and

think it's what the BOCA case is saying. And they're saying it
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agai nst a background of hundreds of years of case | aw

l|"'m m ndful of my tine, and | want to nmake sure | |eave
time for the remaining issues, so | just want to touch on a
coupl e of other issues.

One is with Practice Managenent. Again, Practice Managenent

said there was no realistic threat of access. | think we do
have that here. | don't think the case turns on that, but it
does acknow edge that if there were such a threat, they would be
nore concerned about due process. But that evidence is sinply
not before the Court.

The other thing that Practice Managenent was worried about

and CCC was worried about is depriving the SDGs of incentives,
and as | think we've discussed, there are plenty of incentives
that would still exist.

The final thing | want to speak to is the issue of takings,
because there's been sort of a |lot of hand-wavi ng around about
maybe creating a takings problem

THE COURT: Well, | want to ask you, what about -- in
its Notice of Proposed Rul enaking, OFR relied on your argunent
-- well, it addressed your argunent, and it ultimately rejected
a proposal to require free online access to standards in its
"reasonably avail abl e" determ nati on.

It said, "If we required that all materials IBRd into CFR
be available for free, that requirenment would conpromn se the

ability of regulators to rely on voluntary consensus standards,




o 00~ W DN

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25

Case 1:13-cv-01215-TSC Document 173 Filed 10/13/16 Page 59 of 142

59
possibly requiring themto create their own standards which is
contrary to the NITTAA and the OVMB G rcular A-119."

Doesn't that indicate a congressional intent to continue
to give copyright protection for standards incorporated by
reference?
M5. MCSHERRY: | think the OFR cane to that concl usion

because the SDOs cane and said the exact sanme thing they're
saying here, which is we'll take our toys and go hone if we're
not allowed to have copyright protection.

THE COURT: But isn't that factor perfectly reasonable
for Congress to consider? 1In other words, the Congress can say,
| ook, if we strip these standards of copyright protection,
there's not going to be any nore of this voluntary consensus
standard devel opnent, and we're going to have to -- it's going
to be a problemfor the governnent. So, in return for that,
we're going to allowthemto continue to keep their copyright
protection. 1Isn't that sonething that Congress is allowed to
do?

MS. MCSHERRY: Congress could do that, but | don't
think that's actually what Congress did.

Now, what the CFR said, it went through a | ot of the
argunents, and it said we think it's beyond our authority to
do what the petitioners, including ny client but not just ny
client, want us to do. W think it's beyond our authority to

interpret reasonable availability in the way you want to.
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W think that it will cause problens for the agencies in
ternms of nonitoring conpliance. So they had various concerns,
but those concerns don't apply here, because what we have here
is ny client who's willing to make these standards avail abl e
right now, very easily, and it doesn't depend on any agency
action what soever.

Just two final points. Again, with respect to the takings
guestion, what | would |ike to say about that is, in addition to
the fact that | don't think it's a credible concern given the
trenmendous benefits of incorporation by reference, aside from
the ability to sell the standards -- which, by the way, nost of
the standards aren't nuch used anynore anyway except for as |aw.

But the other thing that I think we can say with respect to
takings is that essentially that's a different process. 1In the
Veeck case, in the wake of the Veeck case, we didn't see a
takings claim and if the standards devel opnent organi zati ons
want to try to bring a takings claim which | think, again, is
unlikely, if they were to bring it, that's a whole separate set
of facts to present to the court.

THE COURT: Let ne ask you a question regarding the
mer ger anal ysi s.

MS. MCSHERRY:  Sure.

THE COURT: Could | find that the standards | ost
copyright protection under the nerger doctrine but not find that

they' ve |l ost protection by becomng law? Could | do both those
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t hi ngs?

MS. MCSHERRY: | think that -- so the -- you nean once
t hey' ve been incorporated by reference?

THE COURT: Right. |In other words, could | find that
they retain their protection by becom ng the I aw, but they | ose
protection under the nerger doctrine?

M5. MCSHERRY: | think that you have to say that they
| ose protection under the nerger doctrine because they becone
i deas, and the idea and the expression nerge. Essentially, they
becone facts.

THE COURT: (Okay. |Is your nerger approach a separate
theory or just a subpart of your public domain theory? Because
it wasn't clear to ne.

M5. MCSHERRY: (Ckay. | tend to think they go
together. The way that | conceive of themis that the first is
really | think the way the Veeck court tried to conceive of it,
which is first we have our due process concerns. And follow ng
that case |law, we have to say that anything that's been
i ncorporated into | aw, nmade regul ation, is out of copyright; and
so Veeck could nake a copy of the law -- and the court stresses
that at 800 -- could make a copy of the |aw under Banks and
rel ated cases.

But then the second portion of the analysis is to then | ook
to the Copyright Act and see if there's a way to reconcile that

fact with what already exists in the Copyright Act. So the
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Veeck court turns to the nmerger doctrine and says, in addition
even if -- the quote is, even if Banks fails, | can still | ook
to merger to find that these nodel codes have been incorporated
by reference into law, and therefore the idea and expression
have nerged. They're facts like the tax code, like the
Constitution.

I f you don't have further questions -- sorry. You do.

THE COURT: Well, the scénes a faire doctrine, | have
to confess I'"'mnot quite sure howit's applicable here. Are you
arguing that if sonmebody tried to wite their own standards on
t he exact topic as one of the standards here, they would stil
have to be identical down to the word choice and the punctuati on?
s that ny understanding? | was a little confused by your
argunment on this.

MS. MCSHERRY: So that argunent in particular goes to
the copyrightability of the standards as such, and our argunent
is that if you look at how they're created, they' re very nuch
shaped by external factors that are external to the sort of
creativity of anyone involved in drafting them

THE COURT: COkay. All right.

M5. MCSHERRY: (Okay. Thank you, Your Honor

THE COURT: Thank you.

Oh, I'msorry. M/ court reporter needs a break. He's been
going for -- and we're running behind. W just keep pl ow ng

al ong.
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(Recess from10:44 a.m to 10:54 a.m)

MR, BRI DGES: Good norning, Your Honor.

THE COURT: Good norni ng.

MR. BRIDGES: |'m Andrew Bridges, also representing
Publ i c. Resour ce.

THE COURT: Good norni ng.

MR BRIDGES: And | will address fair-use issues,
which are vitally inportant to the case. Before | get to ny
statenments that 1'd like to nake --

THE COURT: Ch, and | have pushed ny neeting to 1:00,
whi ch neans we're only five m nutes behind instead of half an
hour or sonet hi ng.

MR. BRI DGES: Thank you, Your Honor.

Before | get to ny own point, | wanted to address sonething

that M. Klaus said on the other side: No case in the history
of fair use has endorsed an entire work bei ng nade avail abl e
wi dely for downl oad or distribution.

Wll, I'dlike to call the Court's attention to a nunber
of cases that did exactly that. Inportant cases. Cases from
various United States Courts of Appeal

| refer to the Court to Nuifiez v. Cari bbean International,

First Circuit. Full copies of original pictures of a node
were w dely dissem nated by a newspaper when it becane
newsworthy that this nodel, who had sonme racy photos, had becone

M ss Universe Puerto Rico. The First Grcuit found fair use
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fromthat w despread publication of the full photos.

The Second Circuit, in Swatch Goup v. Bl oonberg, found

fair use the wi despread online dissemnation of materials from

i nvest or conferences that Swatch G oup clained a copyright in.

THE COURT: But the Swatch case in particul ar, that
was the case where the conference call was closed, and w thout
the dissemnation of the materials, the materials would not have
ot herwi se have been accessible, the information.

MR. BRIDGES: That's a different point, Your Honor.
What M. Klaus said is there is no point in the history of fair
use where an entire work was di ssem nated broadly to the public.
H s point was an entire work plus public dissem nation. It
wasn't about the nature of the original work or the circunstances
of the original work.

But to address your issue, the NNnth Crcuit in

Hustler v. Moral Majority, where Larry Flint had basically sent

up Jerry Falwell in Hustler magazine, and Moral Majority, only
bl eepi ng out sonme obscene or offensive words, dissem nated

w dely for fundraising purposes the entire itemfeaturing

M. Falwell.

Ri ght haven v. Jama. Now, |'ve given you appell ate cases,

but there's also an inportant case out of the District of

Nevada, 2011. Ri ghthaven v. Jama found fair use in the

wi despread public dissemnation of an entire article fromthe

Las Vegas newspaper
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So the notion that fair use doesn't all ow w despread
di ssem nation of an entire work is sinply wong, and M. Kl aus
referred to the Hathi Trust decision in the Second Crcuit
because that case does tal k about certain security features that
Hat hi Trust inposed. But that's not necessary. That was
i ncidental to that one decision, and it's wong to ignore all of
t hese decisions that do allow entire works broadly di ssem nat ed.

THE COURT: And that nay be, but how is that germane
to this discussion here? 1In this case, there's no evidence that
has been proffered that the standards at issue weren't otherw se
available. | can definitely see a fair-use argunment bei ng nade
for a situation in which, absent the fair use of the material,
the informati on woul d not otherw se be accessi bl e.

MR. BRI DGES: Your Honor, whether they are otherw se
avai |l abl e actually doesn't nake a defense to fair use at all.

It really doesn't. And I'll go through the standards. | just
wanted to address the cases --

THE COURT: So is it your position that -- where's the
line drawn? | can -- you know, if there's a book com ng out,
the latest Harry Potter book is comng out and it's copyri ghted,
can you downl oad the entire book and nmake it avail able to the
public? No.

MR. BRIDGES: Likely, no. And that's nothing close to
our argunment. | think it mght be helpful if I go through the

factors. | just wanted to rebut the point that M. Kl aus had
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made that there had been no case in the history of fair use
about entire works being di ssem nated.
THE COURT: That's less inportant to ne. All right.
MR BRIDGES: So let me just explain. First of all,
| think the parties agree that fair use is anenable to sumary

j udgnment, and we have sunmary judgnent in Nuifiez and Aut hors

Quild v. Google. It's inportant to understand that fair use is

out si de the statutory nonopoly of copyright.

Section 106 gives the rights of the copyright author, and
the section starts with the wording, "Subject to § 107." That's
fair use. Section 107 states fair use.

It says, "Notw thstanding the provisions of 8§ 106, fair use
is not an infringenment of copyright." There's a boundary zone
between the rights of the author and fair use. Fair use,
therefore, takes nothing away from a copyright hol der because
the rights of a copyright holder don't extend into fair use
anyway.

THE COURT: How is downl oading a set of copyrighted
standards in their entirety and placing themon the Internet for
free fair use under the definition of fair use as | have it?

MR BRIDGES: Well, Your Honor, to begin wth,
let's tal k about the structure of fair use in the statute.

The statute says there are four factors to be taken into
account; and it specifies the factors, and I will go through

them Canpbell v. Acuff-Rose also explains that the task of a
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court is to analyze all four of those factors in |ight of the
constitutional purpose of copyright, which is to pronote the
progress of science in the useful arts.

So let's go through those factors, and | will say this.
You' ve heard about sone constitutional issues. As the Suprene
Court has said, fair use as a doctrine brings First Amrendnent
considerations into the Copyright Act. It has built-in First
Amendnent acconmodat i ons.

So the first nonexclusive statutory factor -- let me back
up. Section 107 gives the four factors. It also gives several
exanpl es of paradigmatic fair use in the introduction to the
section. It says, "Fair use, including"” and it has several
exanples, "is not an infringenent.” And then it gives the
factors.

The first factor is the purpose and character of the use.
This is the defendant's purpose and character of the use, and
t he purpose and character of Public.Resource's use is for a
very, very inportant public benefit. It is to report the |aw
It says what the lawis. Wen you saw that certificate that
Publ i c. Resource distributes, that is underscoring -- it's making
a political point. It says, This is |aw

THE COURT: But the point of the matter is, this |aw
as you call it, these standards, are available in libraries.
They're available in the Ofice of the Federal Register.

They're available in reading-roomonline sites. Wat you're
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doing is maki ng the standards avail able for downl oadi ng by
soneone who, for exanple, could downl oad the standards and sel
them right?

MR, BRIDGES: That is not the purpose.
THE COURT: Right. You have purpose, and then you
have reality. And Congress decided that, and the framers -- and

we're back to the framers -- decided that copyright existed to
give the benefits of ownership to people who created material so
t hat people would continue to create naterial.

Congress decided not to strip copyright protection for al
material that was referenced by law, for that sane reason
because, otherw se, people would stop pronul gating these
standards or people would stop promul gati ng whatever it was that
was bei ng incorporated by reference.

But what you're saying is, because our purpose is noble and
good, then it's fair use. The problemis, your purpose may be
nobl e and good, but despite that, you are stripping the
creators, the owners of the copyrighted material, of comrerci al
use of their product.

MR, BRI DGES: Your Honor, the Suprene Court did
exactly that. It incorporated the full lyrics of "Pretty Wman"

in the opinion of Canpbell v. Acuff-Rose, and if ny purpose is

to distribute copies of that opinion and sone people use it to
get access to the lyrics of that song, well, that wasn't ny

purpose. It's not chargeable to ne. But the Suprenme Court put
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the full lyrics inits opinion, and I'mallowed to have ny
pur pose.

THE COURT: But the Suprene Court, sonewhere in there
there was an opinion. The lyrics of the song were part of the
opi ni on, but the purpose of that publication of the lyrics was
because they were involved in a Suprene Court opinion. You're
not doing anything but lifting these standards whol esal e and
putting themon a website.

MR BRI DGES: Your Honor, that cones to the third
factor of fair use, and I will go there. Wll, actually, the
third factor, as | think Canpbell says and as Hat hi Trust says,
the third factor on anbunt and substantiality of use depends on
the first factor, what the purpose is.

The third factor, the anobunt, depends on the purpose. And
what's the purpose here? It's to report the law. That's where
all the focus has been. The purpose of the defendant is also to
make the | aw anenable to research and schol arshi p.

One can do textual analysis, data analysis on these that is
not available in any other way. That's why these were
reformatted into HTM.. They are word searchable by the public
in away that the reading roons can't be done. The readi ng roons,
Your Honor, they've got a docunent that basically tal ks about
how t hey' re nmaking the reading roons inconvenient. That's their
purpose, is to make it inconvenient so that they can sell it.

Publ i c. Resource's purpose is to nake the | aw available to
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the public, and there is no other way to nmake the | aw avail abl e
to the public than by presenting the lawitself. It is a
factor. It goes to the nerger point Your Honor made earlier.

When sonet hi ng beconmes the law, that text is now a fact.

It is the law. So Public.Resource is getting these re-keyed so
that they are text searchable and so that they are accessible to
the blind. It wasn't the sol e purpose by any neans, but it's
sonmething that the plaintiffs haven't done because of what the
def endant has done.

THE COURT: Public.Resource started doing that after
this lawsuit was filed, didn't it?

MR BRIDGES: No. | believe it was done beforehand,
Your Honor, and it's been part of the process. So the purpose
is to facilitate research and schol arship. The purpose is to
foster inclusive access for persons to this.

Now, the purpose is also nonconmercial. Public.Resource
is not trying to go into conpetition with the plaintiffs.
Renenber that the only standards that Public. Resource has acted
on are standards that have beconme law. This is not about
conpeting with the thousands of standards that they do. This is
about 250 standards, roughly.

Commerciality does enter into the first factor of purpose

and character here, and Canpbell v. Acuff-Rose, that was

commercial. The Suprenme Court endorsed it. Swatch Goup v.

Bl oonberg was highly commercial. The Second G rcuit endorsed
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it. Nufiez v. Caribbean International, highly conmercial.

The First Grcuit endorsed it.

I'"d like to go to another inportant aspect of the purpose
and character of the use, and that's the transformative use.
What's inportant here is that transformative use nmeans a new and
di fferent use or purpose. It does not nean that the work has to
be different. 1In all the cases |I've been discussing up to now,
there was no change in the work itself, but the original work
was used for a new and di fferent purpose.

For exanple, there's a Fourth Circuit case, Bond v. Bl um

where one party in a child custody case took an entire
aut obi ogr aphi cal manuscript of one of the parties and put it
before the Court. It was a different purpose because that was a
fact.

Now, here's an interesting question, Your Honor.
| think the other side has skirted the issue. Let's match our
pur pose, Public. Resource's purpose, to the plaintiffs' purpose
in creating their standards. Was the plaintiffs' purpose to
wite law? |f their purpose was to wite |law, then we have a
simlarity of purpose, and if their purpose was to wite | aw,
then they're falling into deeper and deeper Veeck and BOCA
probl ens.

But if, as they say, oh, but we had all these purposes
that had nothing to do with the law, we had best-practices

pur poses, we had contractor purposes, then the | aw purposes of




o 00~ W DN

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25

Case 1:13-cv-01215-TSC Document 173 Filed 10/13/16 Page 72 of 142 79

Publ i c. Resource are very different, and that's an inportant
poi nt here. They are not conpeting. These purposes are very,
very different.

THE COURT: What's the |ine between transformative and
not transformative here? | nean, if you had converted the hard-
copy standards to a searchabl e PDF but had only posted on your
website that it was available for free upon request, would that
have been transformative?

MR BRIDGES: Your Honor, it's transformative
because it is for a different purpose and a different use.

The conditions of that use don't affect the issue. It was a
di fferent purpose, a different use.

THE COURT: |If the PDF versions that plaintiffs sold
were al so searchable -- in other words, if plaintiffs sold a
searchabl e PDF version, is the only transformative aspect of
your posted PDF standards the cost, that it's free?

MR, BRIDGES: No, Your Honor. | have to say very
clearly: different use, different purpose to nmake the | aw
avai | abl e.

THE COURT: | understand that. | understand that.
|"masking with regard to the transformative-use issue. Putting
asi de the purpose, if you said you can get this if you ask for
it, or if plaintiff also offered what you' re offering but it
cost noney, isn't the |law being reported? It's not just

reporting the law that you want to do. You want to do reporting
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the law for free; right? Because the lawis free.

MR. BRIDGES: Yes. Absolutely.

THE COURT: Right.

MR, BRI DGES: Because we believe that no private
party shoul d be exercising a private nonopoly over the | aw, and
it is not just about seeing the law, it is about speaking the
law. It is about analyzing the law. It is about critiquing.

They said critiques can be transformative. Geat.
Critiques can be transformative only if you have access to be
able to critique them They're saying you have to pay themto
critique them or you have to maybe go to one or two places in
the United States. And by the way, the statistics that AERA
gave you about l|ibrary access --

THE COURT: Right. W' re running behind.

MR, BRIDGES: All right, if I can get back. The point
is, part of the purpose here is to facilitate public discourse
about the |law w thout people having to pay a toll in order to
know what the law is or without having to go to Washi ngton,
D.C., to get access or to have to pay them $49 to know what the
law is in order to critique it.

There's a very, very inportant political point here, that
there should not be -- in this public-private partnership that
t hey have di scussed, there should not be private dom nion over
public |aw.

THE COURT: And there's a very big, white marble
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bui | di ng about two bl ocks away where you nmake those politica
points, not in the district courts.

MR. BRIDGES: | know, Your Honor.

THE COURT: Aren't you just in the wong forum for
t hat point?

MR BRI DGES: Absolutely not. This is exactly the
right point. This is the right place for the fair-use argunent,
because Congress set factors precisely for courts to use. It's
a flexible doctrine for courts to anal yze on a case-by-case
basis. That is what § 107 is.

It says, "Here you go, courts. Here's the standard. Have
at it." And there is a rich, rich jurisprudence of judge-nade,
fair-use law that is understood to be the proper dom nion of the
courts. That's why we're tal king about fair use. Your point is
a different point about the determ nation of copyrightability.
But when it cones to fair use, courts are the very, very center
of that focus.

| need to talk, though, because you are concerned about
sonme of the substitution effect. Actually, before I get there,
| want to get to the second factor, and that is the nature of
t he copyrighted work.

Now, the nature of the copyrighted work, when it is adopted
for dissem nation by Public.Resource, at this point it is the
law. This is not nerely -- this is not nerely sonme buil ding

best practice. The nature of the work, when it enters into
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Public. Resource's world, it is the law. It is the fact of |aw
So Public.Resource is reporting facts, and these are things that
had been publicly dissemnated to the public. GOkay? That
actually weighs in favor of fair use, not against fair use.

Harper & Row, there was no fair use because a private,

nonpubl i ¢ manuscri pt was purloined. The Mange case was private
weddi ng pictures that were purloined. The fact that they were

publicly avail able weighs in favor of fair use because there's

no preenption of the first publication availability. That

wei ghed on the court in Harper & Row.

| nmust say this, Your Honor: The works that are on PRO s
website, Public.Resource's website, alnost all of them-- it may
be one or three or four out of maybe 250 -- have been superseded
for their purposes. They are not the current standards. They
are still the law. That's why it matters to Public. Resource.
They are still the law, but they are not their current standards.

So Public.Resource isn't interested in their standards as
standards. Public.Resource is interested in the law. So this
is a huge point that the second factor, the nature of the
copyrighted work, is in this case -- they are obsolete or
obsol escent standards, by their standards, but the nature of the
copyrighted work insofar as Public.Resource is interested in it
is because it's still the | aw

THE COURT: But once the 2014 standards becone

i ncorporated by reference, you' re going to want to put those up
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as well; right?
MR. BRIDGES: Yes. Al the sane reasons, and for
salutary reasons. |It's entirely appropriate. | would also |like
to discuss -- the third factor is the anobunt and substantiality

of the work conpared to the original, yet it does turn on what
t he purpose is.

Again, at the beginning of ny tine | gave the Court five or
si X cases, nost of themfromcircuit courts, where the entire
work was used. That doesn't wei gh against fair use when the
purpose is to present the |aw as | aw.

There is no way of saying, well, we'll give you a summary
of the law. People don't have to obey a sunmary. There was one
executive -- I've forgotten the conmpany. One prom nent executive
went to prison for violating a standard that was incorporated by
reference. Went to prison. |If you're trying to make public
what the lawis, you have to give the whol e thing.

Finally, I do want to talk about the fourth factor, which
is the effect of the use on the potential market for or val ue of
t he copyrighted work, and this is where | think they are saying,
oh, look, we're going to | ose business. You' re concerned that
they're going to | ose business.

First of all, this factor focuses on |loss to the copyright
val ue, not |osses to other values. The factor nust focus on the
standards at issue in this case. Wat's interesting i s when

t hey use sone experts to try to talk about substitutive effect,
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for reasons we can just talk about in notions to strike, the
experts shot air balls with extraordi nary m st akes.

For exanple, M. Ceisinger for AERA attributes the decline
of sale of standards to Public. Resource, mssing the fact that
the catastrophic decline that he's | ooking at began a year, year
and a half before Public. Resource ever posted anything.

As a matter of fact, the sale of the standards appeared
to go back up towards the end of the tinme that Public. Resource
had it up there. There is no real evidence of the loss. And
when they tal k about the harm they talk about |oss of control
They don't have real nunbers about any substitution effect.
They don't.

THE COURT: Well, are you really arguing that it's not
rational to conclude that if their standards are avail able for
free for anyone to downl oad off the Internet that people aren't
going to buy then? That's a |logical conclusion, isn't it?

MR, BRIDGES: No, Your Honor. |It's a speculative
concl usi on, exactly the sort of specul ative conclusion that the
Suprene Court rejected in the Sony Betamax case. The argument
that, oh, people are going to stop watching live TV and they're
going to stop watching novies because of the Betamax, and the
Suprene Court expressly rejected that as specul ati ve.

And we have ASTM s president, M. Thomas, stating that we
have seen no neasurable effect from Public. Resource's actions.

We have seen no neasurable effect, and they have substituted
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hypot hesi s, conjecture.

The point is, what is expanding is access. Yes, there are
accesses to these. That's very good, because that neans that
nore peopl e are seeing, reading, speaking, analyzing the |aw
More access is a good thing. They have not shown any conpetent
evi dence of actual |osses, and we have ASTM s presi dent
adm tting no neasurable effect.

Your Honor, | think I'd like to say one --

THE COURT: You need to make it brief.
MR BRIDGES: -- nore thing. That's right.

| would like to cone back, however -- we've got the four
factors in fair use, and it is the Court's province, enphatically
the Court's province on fair use. That's why we have all these
fair-use cases. People could have argued in all of those cases
t hat Congress could have adjusted copyright |aw, but Congress
has expressly given the courts authority over fair use because
it's an equitabl e case-by-case doctrine.

But as Canpbell v. Acuff-Rose nade clear in the Suprene

Court, it's the job of the courts to analyze the four factors in
light of the constitutional purpose of copyright, which is to
pronpbte the progress of science in the useful arts.

To pronote the progress of science in the useful arts neans,
in the case of law, the study of law, the critique of law, and
t he education about the law, giving full public access to the

law and ruling that whatever statutory nonopoly they have over
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their building standards, they do not have a private nonopoly
over the law. W have this inportant carve-out. It's a
statutory boundary between the rights of the copyright hol der
and fair use.

So we ask Your Honor to | ook at these factors and to
understand that this purpose is a | audable and appropriate
purpose. The nature of the work is as factual as it could be.
It is the law. Your Honor could rule that it is merged; it is
fact. You could rule that there's no copyright at all. But
fair use allows a pressure valve here. [If the Court is
unconfortable ruling that it's not copyrighted, fair use is
exactly how to accommodat e the concerns on both sides.

Thank you, Your Honor.

MR HUDI'S: Your Honor, we did reserve sone tinme for
rebuttal. | will take less than five m nutes.

THE COURT: Al right.

MR HUDI'S: Your Honor, I'll just take the issues that
are of nost concern fromthe presentations from Public. Resource.
First, with reference to the BOCA case at page 736, in renmanding
the case for further argunent after reversing the prelimnary
i njunction, the case says, "The rul e denying copyright
protection to judicial opinions and statutes grew out of a nuch
different set of circunstances than to these technica
regul atory codes."

Al right. As to our standards being off sale for a tine,
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as we di scussed, Your Honor, they were still available in
t housands of libraries, and if one could not get it fromone
library, there's an inter-Ilending programbetween |ibraries.

Your Honor, Public.Resource is asking this Court to
substitute its judgnent for the will of Congress. M. Bridges
spoke about one of the exceptions to copyright. There are a
nunmber of exceptions to copyrighting, sections 107 through 121
of the Act, and Congress, through all of this, has not seen fit
for a special exception to copyright that Public. Resource now
woul d i ke to introduce.

As to the external factors in creativity, in their
briefs and in responses to our statenent of material facts,

Publ i c. Resource has already conceded that we have copyri ghtable
content in our book. The Hathi Trust case, the central hol ding
of that case was to guard against entire dissem nation essenti al
to the court's decision.

M. Bridges brings up the fact that HTML and OCR codi ng
were done of the standards. Not in our case. It just went up
as a standard graphi c PDF.

Now, you asked about the dividing |ine between what is and
what is not transformative. Your Honor, if you could look to
the Leval article where all of this transformative | anguage

originated, cited by the court in Canpbell v. Acuff-Rose, it

says the nere repackagi ng and republishing of the original does

not pass that test.
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And finally, as to the all eged obsol escence of our
st andards, Your Honor, those standards are still val uabl e today
for any test that was pronul gated between 1999 and 2014, and
those standards are still applicable today. They are still on
sal e today, and what Public. Resource is doing woul d endanger our
income to further pronulgate standards in the future.

Thank you, Your Honor.

THE COURT: Thank you, M. Hudis. Al right.
MR. KLAUS: Thank you, Your Honor.

M. Bridges msheard nme on fair use, because | did not say
there's never been a case in the history of fair use that has
not said that the copying of a work -- a work -- would not be
fair use.

What | did say was that there's never been a case in the
history of fair use that has said setting up an entire business
of the repeated copying and distribution of entire works would

be fair use. And, in fact, the Authors Quild v. Google and

Authors @Quild v. Hathi Trust case made it clear that would not be

accept abl e.

M. Bridges also said there's no evidence of actua
substitution, actual market harm | would sinply give cites
to Your Honor to places in the record. M. Berry's declaration,
par agraphs 11 through 12, which tal k about people dissem nating
entire PDF copies of the works. M. Bridges also said that

Publ i c. Resource al one nmakes the works available in HTM. or text-
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searchabl e format.

In fact, if you look at M. Thonas's declaration at
par agraph 44, what he says is that they actually make their
standards available in text-searchable format. The difference
is -- as does ny client, NFPA. The difference is that if
sonebody wants that, that's a different format that they pay the
right for.

Finally, 1'd like to go back to Ms. MSherry's point on the

Veeck case. Two things to note about it. One is an entire

section of that that tal ks about the difference between node
codes and extrinsic standards. 1've discussed why | think the

"sol e purpose” | anguage, which is the qualifier which the Veeck

court, which the defendant is relying on, put on to that
di stinction.
| would also point out that that was in response -- that
entire discussion in Veeck was in response to amci filings,
not just by anyone, but by ny client, by ASHRAE. That was the
qualification that the Court put on.
Happy to answer any other questions.
THE COURT: Thank you.
MR, KLAUS. Oherwise, I'll just nove on, Your Honor.
THE COURT: Thank you, M. Kl aus.
Al right. And, again, we are still very nuch behind, so
|"mgoing to ask, let's be as concise as we can. Wio's going to

argue on behal f of ASTM on ownershi p?
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MR, FEE: Your Honor, |'mKevin Fee from Mdrgan Lew s
on behal f of ASTM and on behalf of all of the plaintiffs in the
ASTM case.

THE COURT: Al right. Good norning.

MR. FEE: Your Honor, Ms. McSherry started off the
defendant's presentation by saying the core of this case has
al ways been about whether or not incorporation by reference
destroys the copyrights on standards witten by private
organi zati ons, and we agree.

Havi ng said that, plaintiffs understand they have the
burden of proving that they own the copyrights in this case, but
t he defendants have spent over three years trying to concoct
argunment s about why there are sone holes in the ownership here.

THE COURT: Well, let nme ask you. Does the
registration certificate for the 1999 Annual Book of Standards
create the sane rebuttabl e presunption of ownership for D39698
and D1217-93(98) as the registration certificates for those
specific standards? And | single those two out because they're
different fromthe others. Are those copyrighted individually?
I's that in the record sonewhere?

MR, FEE: No, Your Honor. They're part of a
conpi lation registration for the Book of Standards.

THE COURT: Ckay.

MR FEE: And, first of all, | want to note that the

reason you're probably asking this question is we didn't have an
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opportunity to address this in our briefing. It was raised in
the final brief by Public.Resource. But anticipating that you
m ght have that question, | have the answer here for you.

The Book of Standards' collective registration covers al
t he individual works contained in that collection under a series
of cases that have found that where an owner of a collective
work al so owns the copyright and the constituent parts of that
collective work, that the registration for that collective work
covers both the collective work and the constituent parts.
Just a couple of citations for that.

There's the Xoomv. Inageline case. That's 323 F.3d 279

fromthe Fourth Crcuit. There's also the Mirris v. Business

Concepts case, 259 F.3d 65. That's at page 68 for a pinpoint
site, Second GCircuit, 2001.

THE COURT: Al right.

MR FEE: So, because the Book of Standards were
tinmely registered within five years of the first publication
then we are entitled to a presunption of ownership and validity
with respect to those works as a result of that collective
registration.

THE COURT: Al right.

MR. FEE: So getting back to where | was a nonment ago,
we' ve gone through three years of litigation in this case now,
and Public. Resource still has not been able to conme forward with

any evidence to rebut the presunption of ownership that we're
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entitled to fromthose registrations.

The sinple fact is they have no evidence that anybody ot her
than the plaintiffs in this case owns these works, and that's
particularly inportant, | think, Your Honor, because there have
been literally thousands of participants who have been invol ved
in the creation of these works. And this litigation has been
the subject of a lot of publicity in the standards-devel opnment
comuni ty.

And despite, I'msure, the efforts by the defendants,
everybody' s awar eness of these issues, not a single person in
t he thousands and thousands of partici pants who have ever been
i nvolved in the devel opnment of standards for these plaintiffs
has been identified by the defendant as saying, you know what,
| amthe owner and excl usive owner of the copyrights of any of
t hose works.

And | think it's also inportant to note that it isn't good
enough for themto poke a hole and then say, oh, you didn't get
a perfect assignnment fromthis one person out of the 10 people
on this commttee.

They can't defend their infringenent by saying the
plaintiffs in this case only owned 80 percent of the copyright
interest of the works in issue. They have to prove that
plaintiffs owned literally no copyright interest in the
standards at issue in order for themto have a defense based on

owner shi p.
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THE COURT: If | didn't find that you were entitled
to the presunption on all the standards, have you sufficiently
denonstrated a specific author of each of the six standards has
assigned their ownership stake to you?

MR FEE: Well, Your Honor, there's a couple ways we
have ownership other than the presunption that arises fromthis
registration. First of all, we submtted evidence fromall the
plaintiffs in this case that their enployees made contri butions
to these works.

There's no dispute that if they nmade contributions in the
course of their enploynent, then the plaintiffs in this case
woul d own at |east that copyright interest as a result of the
work for hire doctrine, and as | pointed out before, as |ong
as we own some ownership interest in the copyrights, that's
sufficient for us to prevail in this claim

In addition, we have al so provided evidence related to
assignnents as well. Maybe the nost clear instance of that is
the 2014 National Electrical Code. | believe even the
defendants don't contest the validity of the ownership of the
NFPA with respect to that code, because there's clear
docunentation that they agreed to be works for hire and that
anything that wasn't a works for hire was assi gned.

But even with respect to the other works, | know, for
exanple, with respect to ASTM we identified specific |anguage

that were authored by enpl oyees of ASHRAE works for hire. And,
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in addition, we do have assignnents from sone of the persons who
were involved in the devel opnent of those works.

In particular, | have the declarations of a couple of
i ndi viduals, M. Jennings and M. Cumm ngs, | believe his nane
is, who have identified their role in devel oping certain of
t hese st andards.

They've clarified that they understood fromthe start that
t hose standards were going to be owned exclusively by ASTM and
to the extent there was any conplaint about docunentation with
respect to the assignnents, we've confirmed and provi ded
evi dence that they did do the click-through assignnments that are
part of the ASTM renewal of nenberships every year which
provi des that everybody understands that they have assigned al
of their copyright interest in any of the works that they were
involved in to ASTM

So, because Public. Resource cannot neet its burden of
overcom ng the presunption of ownership arising fromthe
regi strations, they do spend a fair amount of time trying to
argue that they're not entitled to a presunption in the first
pl ace. They argue that because there was a m stake, supposedly,
in the conpletion of the copyright registration forns that
sonmehow t he presunpti on goes away.

But as we pointed out in our briefs, the overwhel m ng
anount of case |aw stands for a proposition that even if there

are mstakes in a registration, that does not affect the
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plaintiffs' ability to bring the lawsuit or the presunption of
validity and ownership that acconpany that registration unless
two factors are net.

First, the mstake has to be naterial, and secondly, the
m st ake has to be nmade with the intent to defraud the copyright
office. The defendants in this case cannot be either of those
requi rements.

First of all, identifying the works as works made for hire
was not a material m stake because it's undeniable that even if
we had identified those works as joint works with us bei ng one
of the authors, that the copyright registrati on would have
issued. So we cited a brief in our case on that point exactly
where a court found that a work made for hire formfromthe
registration was not materially inpacted by the fact that it was
really not a work made for hire, but the plaintiff still had an
ownership interest in that work

And certainly there's no proof of an intent to defraud the
copyright office. 1In fact, the only evidence with respect to
intent on how these forns were filled out was the evidence that
ASTM had contacted the copyright office to describe the
ci rcunst ance and ask the copyright office for guidance as to how
to conplete these forns. And the copyright office told ASTM
that the proper mechani smunder these circunstances was to claim
a work for hire, so there's neither a material m stake nor an

intent to defraud the copyright office.
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There is one case, | believe fromthe Third Grcuit, that
Publ i c. Resource cites for a proposition that fraudul ent intent
is not required, but even that case does not stand for that
proposi tion.

The court sort of left open the question of whether intent
inthe Third Crcuit alone is required to elimnate the
presunption of validity and ownership, but it did not decide the
i ssue, because it doesn't have to. Al the other cases that
have been cited, Your Honor, stand for the proposition that they
both have to be material mstakes and made with the intent to
def r aud.

So | think the easiest way to sort of support a factual
finding of ownership here, as | nmentioned, in addition to the
presunption that arises fromthe registration, is the joint
aut horship point. A joint work is described or defined in the
copyright statute as a work that is prepared by two or nore
authors with an intention that their contributions be nerged
into inseparable or interdependent parts of a unitary whol e.

In this case, there can be no dispute that all the
participants in the standards devel opnent organizations
under st ood that these works woul d be conbined into a single
standard at the end of the day, and Public. Resource does not
argue ot herwi se. So, under the plain nmeaning of the | anguage
under 8 101 of the Copyright Act, that's all that's required for

a joint work.
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Publ i c. Resource does try to argue that any copyright or
any contributions by the plaintiffs' enployees in connection
wth this matter were not copyrightable, but they provide no
evi dence for that assertion.

There's no description in their brief, for exanple, as to
why the contributions that we've identified that were nade by
enpl oyees with respect to D975 are not protectable or
copyrightable. They don't nention any of these standards at al
in their briefs, and they have an obligation to overcone the
presunption that those are not copyrightable. They just haven't
even tried to do so

Now, Public.Resource also tries to get around the joint

aut horshi p i ssue by relying on Aal muhammed, a Ninth Crcuit

case, for the proposition that joint authorship requires nore
than just an intent of all the authors to conbine their
contributions into a single unitary work, but it also requires
an intention at the tine of the creation that the parties
understand that they will both jointly own the work. But that
is certainly not the lawin this circuit, and it is not the |aw
according to the United States Suprene Court.

In the CCNV case, the D.C. Crcuit addressed a very simlar
i ssue where there is a dispute between two parties who were
involved in the creation of a sculpture. Both parties, at sone
point in tinme, filed applications to register, so they certainly

didn't have a joint understanding that this work was going to be
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jointly owned at the tine.

The D.C. Circuit described those facts, if they remained to
be the sane after a remand, to be a textbook exanple of jointly
aut hored works in which the joint authors co-owned the copyright,
because one party basically did the scul pture of the person; the
other party did the scul pture of a grate. Everybody knew t hey
were going to be put together in a single unitary work, and that
was all that was required for there to be joint authorship.

Now, that case, of course, did go up to the United States
Suprene Court as well, and the Suprenme Court agreed with the
D.C. CGrcuit's assessnment of the parties' rights under those
circunstances. It said that the parties would be joint owners
if they prepared the work, intending that their contributions
be nerged into a separate or interdependent whole, and nothing
el se. There was no di scussion about an intent requirenent.

Now, | know we're running very short on tine, so |'mjust
going to deal very briefly with assignnments. |'msure when they
get up, they're going to tell you sonebody didn't sign a form or
this | anguage isn't appropriate for this particular formthat
they're going to show you

The problemthat they have, anong many, with respect to
t hose argunents is they have the obligation, in light of their
presunption of ownership, to show that every single participant
who was involved in creating that work did not sign a formthat

assi gned those works to the plaintiffs in this case. | don't
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know what fornms they're going to show you, but in their briefing
they certainly have not |inked any of the forns that they
conpl ai ned about to any particular works at issue in this case.

For exanple, they haven't cone forward and said, here are
the authors of D975; |let nme show you the assignnent forns for
all those. None of those people signed the forns that were
required to be signed in order to assign ownership.

The bottomline is, with respect to the ownership, there
are no magi c words with respect to assignnent. The intention of
all the parties is clear. These plaintiffs have been publi shing
t hese works for over a century in some circunstances, always
claimng to be the owner of the copyrights. Nobody has ever
cone forward and said otherw se. Public.Resource has no
evi dence of anybody ever claimng ownership, and as a result,
they just can't neet their burden with respect to any conplaints
about assi gnnent.

But maybe even nore inportantly, they don't have the right
to raise this argunent. The courts have nmade it clear that you
cannot defend your copyright infringenent by saying, oh,
infringed a copyright, sure, but it's not the plaintiff's
copyright; there's sonme defect in the assignnent that entitles
me to copy their works wi thout any consequences.

The courts have said that the point of the statute of
frauds, a provision essentially of the Copyright Act that

requires assigned witing, is to prevent disputes between




o 00~ W DN

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25

Case 1:13-cv-01215-TSC Document 173 Filed 10/13/16 Page 93 of 142 93

aut hors or clained authors about who owns the rights in the
works. That is not what we have here. Public. Resource does not
claimto be an author in this case, and as a result doesn't have
standing to raise this issue.
Courts have -- we've submtted a bunch of cases to
Your Honor about this issue that have concluded as |I've
suggested here, but | think it also nmakes sense just to think
for a second about what this would entail if we're going to do
this and allow themto chall enge assignnents with respect to
each of these worKks.
Bear in m nd, we have over 200 works in this case.
Alnost all, if not all, these works involve many, many aut hors.
They woul d have, | suppose, us have a trial where for each work
we say, okay, identify every one of the authors. There nay be
dozens. For each of those authors, what docunents did they
sign? For each of those docunents that they signed, were they
aut horized by their enployer to signit? W wll be here for
years doing trials, and --
THE COURT: No, we won't.
(Laught er)
MR. FEE: | think you got ny point.
THE COURT: | got your point.
MR. FEE: So, unless you have any other questions,
Your Honor, that's all | have.

THE COURT: Thank you.
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MR, HUD S: Your Honor, Jonathan Hudis for the AERA
plaintiffs. Hopefully, we'll make up sone tinme here, because on
ownershi p we have a very, very sinple case. W have one work.
O the 16 joint commttee nenbers of the 1999 standards, 13 of
t hem si gned nunc pro tunc work nade for hire agreenments with the
sponsoring organi zati ons.

The heirs of two deceased comm ttee nenbers signed
post hunous copyri ght assignnments. Those are all attached to
Ms. Ernesto's declaration. To Register of Copyrights issued a
copyright registration to these standards to AERA in 1999. An
ownership of record was corrected by a suppl enentary copyri ght
registration in the standards to all of the three sponsoring
organi zations in 2014.

Publ i c. Resource has not submitted any evidence to contest
t hese facts of ownership, and in defendant's sunmary j udgnent
brief, Public.Resource specifically elected not to nove for
summary judgnent on this issue.

So we have the registration certificates as prima facie
evi dence of validity and ownership, we have the work nade for
hire letters, the two assignnents, all of which are of record;
and as ny col |l eagues fromthe ASTM case said, the assignee is
not required to have been assigned a copyright by all of the
co-owners to have standing to sue. W couldn't find one of the
15. Just poof. He just could not be found.

THE COURT: M. Hudis, | think that -- | have zero
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m nut es under the approxi mte schedule for argunents on
Plaintiffs AERA, but if they're not contesting your ownership --

MR HUDIS: Well, let's hear fromthem

THE COURT: Right. What | want to dois I'll let you
get back up if hear that they are contesting your ownership.

MR HUDS: But |like the ASTM plaintiffs said, they
don't have standing to assert any problens with our copyright,
even if they wanted to. Thank you, Your Honor.

THE COURT: Al right. Wy don't we start with the
standi ng i ssue.

MR. BRI DGES:. Thank you, Your Honor. The Suprene

Court in Feist said the burden is on the plaintiff to prove

ownership of a valid copyright and infringenent of the
constituent parts of a valid copyright.

THE COURT: But isn't that in a case where there are
di sputed copyright holders? And what of plaintiffs' argunent
that you don't have standing to challenge their ownership of the
copyrights in this case because you're not alleging that you own
a conpeting copyright?

MR BRI DGES: Your Honor, the point is, Feist says
the plaintiff has the burden of showi ng ownership in an
i nfringenment case. That was an infringenent case. The Suprene
Court said the plaintiff has the burden of proof of ownership.

Now, they are relying upon a statenent in the Copyright Act

that says a registration within five years of first publication
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is prima facie evidence. Doesn't say that a defendant doesn't
have standing. It says it's sinply prima facie evidence.

And by the way, speaking about AERA, AERA is now relying on
a 2014 registration, because it acknow edges that the 2009
registration was wong. So the 1999 registrati on was w ong.

So it's not relying on the 1999 registration; it's relying on
a 2014 registration. It's not within the five years. No
presunption on error.

But comi ng back to your point, the argunent that they're
basically making is that there's no standing to chall enge
standing. Standing is an Article Il plaintiff burden. It has
to show that it owns sonething. And, yes, it can have a prim
facie case fromthe statute, but the statute doesn't say

sonmebody accused of infringenment can't challenge the first Feist

factor. That's a red herring.
There have been sone cases that have said that, where

think they are cases where they' re saying sonebody's a dirty

infringer; I'"mgoing to throw the book at them That seens to
be the approach. It's alnost |ike the fugitive disqualification
doctrine or sonmething like that. It doesn't play here. Feist

made it clear that plaintiff has the burden

And in every copyright case brought by a U S. author,
there nmust be a registration. There nust be a registration.
O herwi se, you don't get into court. So the argunent that a

regi stration denies a defendant the ability to defend agai nst
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the first elenent of Feist nakes no sense, Your Honor.

Now I would like to go to the substance here because,
frankly, yes, the ownership issues here are a dog's breakfast,
Your Honor. They are a conplete chaos, and | think it's --

THE COURT: Wy isn't it enough for the plaintiffs to
denonstrate that they have at |east one individual who will sign
their authorship rights to the plaintiffs in each of the works
at issue?

MR. BRI DGES: That woul d be enough to give them
standi ng, and we're not saying they don't have standing. But |
would like to direct the Court's attention to a case involving
one of the plaintiffs here, National Fire Protection Associ ation.

It had standing in its case when it was sued for copyright
i nfringenment by another code conpany. It had standing, it
chal | enged ownership, and the district court, Northern District
of Illinois in 2006, when the shoe was on the other foot,
acknow edged that when NFPA was the defendant, it nade sone
val id points about problens with the ownership.

It said sunmary judgnent woul d be inappropriate on
ownership. It's clear that they don't own everything. There
needs to be a trial to sort out what they do and don't own,
because what they do and don't own makes a difference to what
the alleged infringement is. So | absolutely ask the Court to

read I nternational Code Council v. National Fire Protection

Associ ation, 2006 Westl aw 850879, Northern District of Illinois,
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2006.

And what's interesting is that Public.Resource is just
maki ng the argunents here that National Fire Protection
Associ ation made there. Now it's changed its tune. But what's
interesting is how many different ways the plaintiffs have
changed their tune. |If you read their briefs, they are all in
on these being joint works. They're joint works. That's where
they put all their force.

Except that none of their registrations call themjoint
works. They didn"t. And it's a material om ssion. Wy?
Because if a work is a joint work, all authors are to be naned
inthe registration. Al authors. And they didn't do that.

And so the whol e joint-works argunment that you see now is just
thrown up here. It wasn't in the registrations. It's thrown up
here because they know they've got severe problens with the

assi gnnent s.

And |'ve given a copy of this to opposing counsel. | would
like to hand this up. This, Your Honor, is a conpilation of
docunents regardi ng ownership, and we have put a summary -- |'m
not asking the first one to be into evidence, but there's a
summary on page 1 that you shoul d consider part of our argunent
that explains the various, different types of docunents.

THE COURT: 1s this in the record?
MR. BRIDGES: Tabs 2 through the end are in the

record, Your Honor, and they all have the filing stripes.
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THE COURT: Tab 1 is the summary for --

MR BRI DGES: Tabs 2 through 27.

THE COURT: Al right.

MR, BRI DGES: And, Your Honor, if you |look at the
summary in tab 1, every one of ASHRAE' s supposed assi gnnents are
not assignnments. They just aren't assignnents. |If you | ook at
what is in tab 2, that's the docunent.

It says, "I hereby grant ASHRAE the nonexcl usive royalty
rights, including nonexclusive rights in copyright.” And down
bel ow, it says "nonexclusive royalty rights."

A grant of nonexclusive rights does not convey an
assignnment. An assignment nust convey exclusive rights of the
copyright holder. There are no assignnment docunents from ASHRAE
wi th any assignnment | anguage. It's all nonexclusive. So that's
the first problem

The second problemis with ASTM Bear in mnd that the
| at est ASTM standard at issue is 2007, and it admts that it
didn't ask for assignnents until 2005. And then it later said,
well, we sort of got assignnments in our nenbership applications.
But before 2008, they have no conpl eted nenbership forns and
therefore no assignnents with the exception of one that really
doesn't matter.

It clainms, well, we had an IP policy, but an IP policy is
not an assignnent. | mean, the copyright lawis quite clear in

§ 204. It says, a transfer of ownership is not valid unless --
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| nmean, it is not valid unless an instrunent of conveyance or a
note or nenorandum of the transfer is in witing and signed by
the owner of the rights conveyed or such owner's duly authorized
agent. And the cases are clear that when you say on these
menbership fornms, oh, | agree that anything | do will belong to
you, that's not an assignnent. So that's the ASTM probl em

It's a severe problem

Then we get to NFPA, and | will admt that the nbst recent
NFPA standard is better. GCkay? It is absolutely better.

That's why they anended the conplaint to add it to the | awsuit,
because it may be the only docunent at issue in this case where
there 1 ooks like pretty good ownership. But even there, there's
a problem Your Honor, and this gets a little technical.

Now t hat they claimthat everything is joint works from
j oi nt owners, what about the fact that some of these joint
owners are the U S. governnent? That U.S. governnent enpl oyees
partici pate as joint authors?

No case has ever dealt with this, Your Honor, and | don't
know how to deal with it. But 8 105 of the Copyright Act says
that U S. governnment works are not subject to copyright, and
M. Klaus explained that those are, where they're prepared by an
enpl oyee acting in the scope of enploynment. Now they're saying
they' ve got joint works with a whol e bunch of federal enployees
as joint authors.

So this is just a mess. Your Honor, yes. It is a dog's
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breakfast. It's a ness. M. Fee said that. They chose what
case to bring. They chose how conplicated to nake it. They
chose how vul nerable a set of standards they woul d choose.
That's their problem | think, Your Honor, there's no way they

get summary judgnment on ownership

"' m not necessarily saying that we deserve sumrary | udgnent
on ownership, but the problemis this is a conplete ness. It's
a mess of their own creation, and it's a ness caused in part
because they've changed their story as to what it is. Sone of
t hese things are nonexclusive licenses. Sone they claim-- they
say in the registration, works nade for hire.

Vel |, there's a reason for that, Your Honor, because if
it's a works made for hire, then people can't term nate
assignnments after 35 years the way they can if they're not works
made for hire. There's a reason for that strategic point in
copyright registrations.

They claim oh, we didn't nean anything wong, because we
were told by the copyright office. Your Honor, sonebody reported
what sonebody sai d, sonething that happened years ago with no
di scussi on about, well, what facts did they give the copyright
of fice that caused the copyright office to say to do this?

The problemis the whole thing is a ness. Wat we do know
is that NFPA has been entirely hypocritical. W know that
everybody has abandoned the very basis of ownership they clained

in their registrations that they don't want us to chall enge.
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It's just -- it's got to be done thoroughly.

Unfortunately, ownership is on a work-by-work basis, and
notice that they brought this notion on only -- | think it's
ni ne out of over 250 standards at issue. There's a reason for
that. They've cherry-picked their best cases, and even then
t hey' ve got a problem

And then one thing about joint authorship, they say, well,
our staff were joint authors because we sort of hel ped add a
footnote or we hel ped perfect sone | anguage or whatever. |It's

clear that in alawreview -- | don't want to say | aw review,
because it's got its own structure, but if | submt an article
to alawreview and | own the copyright and the article, the
editor at the law review who edits ny law review article doesn't
becone ny joint author.

Havi ng sonme editing function isn't an authorial function.
And in many of these, the staff were forbidden from being
menbers of the technical commttees that actually did the
witing, technical commttees that had academ cs, governnent

officials and the like. And Childress v. Taylor out of the

Second Circuit makes it clear that an editor is not an author.
| know we're running long, so | won't go any further.

| would just say, Your Honor, there is no way that they've

establ i shed ownership to the level that is necessary to get

summary judgnment for themon this.

And | will say this. Now that they claimthat it's joint
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wor ks, the Copyright Act -- and renenber, they claimthey've got
joint works, but they have not identified in any registration
all the authors. It is inportant and it is material, because in
t he Copyright Act, it provides for the Court to consider
bringing in the other owners. |'mnot sure the other joint
owners here know about this case, and if any one joint owner

deci des they |ike Public.Resource, that joint owner has ful
authority to grant Public. Resource a conplete |license

So they' re saying, oh, we're joint owers with thousands
of people. | think ASTM across all its standards, says it has
24,000 people. That's for thousands of standards, not just the
standards here. But the point is, the Court has a responsibility
to | ook to nmake sure the joint owners are protected, because if
they are joint owners, they have a fiduciary duty to account
their profits to the other joint owners, which is just another
reason why it's such a specious argunent.

And why are they making a specious argunent? Because what
they said in the registration isn't right, and what they tried
to do wth the assignnents couldn't turn the corner. So that
was their third fallback, and it's intellectually dishonest,
Your Honor, and should not be countenanced. Thank you.

THE COURT: Thank you.
MR. FEE: May | have one or two minutes, Your Honor?
There was a lot in there.

THE COURT: |'d prefer one, but I'lIl give you two.
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MR FEE: First of all, let's just cut to the chase
Wi th respect to the notion that it was sonehow a materi a
m stake not to list all the individual and joint authors.

W cited a case, the Oiginal Appal achian Artworks case, for the

proposition that that's not a material mstake. The other side
said nothing in their briefs. W've heard nothing about it
t oday.

The other notion that | want to correct for Your Honor
is this notion that we are only claimng joint authorship
As we point out in the briefs, and as even the court in Veeck
identified, organizations |ike this who are creating standards
are the organi zati onal authors of these works, but because they
have literally no evidence to rebut the evidence we put in about
what particular authors wote while they were in our enploynent,
that's the sinplest way for you to dispel of this non-ownership
issue. But we believe that we were the organi zational authors,
we have joint ownership at a mninmum and we al so have
assignnments fromthe rel evant persons.

Again, we didn't see any evidence about assignnments that

were tied to any of the works in these issues. | don't think
this book -- you know, | | ooked at whatever he pointed you to.
You couldn't tell if that person ever made any contri bution.

That's also, | think, inportant with respect to the
government point he's trying to inject here at the |ast mnute.

He's sort of hypothesizing about what contributions, if ever,
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were nade by federal governnent enployees in the course of their
enpl oynent. Then he's hypot hesi zi ng about a potential argunent
that that sonehow affects the copyright interest here. There's

no support for any of that in either the case law or in the

record.

| do want to turn just for one second to this |ICC case, as
wel |, that he likes to nmake a big deal about. The |ICC case,
first of all, there's two points that | think are inportant.

One is the assignnent issues in the |ICC case were a little
different than the ones that we have here in that there is also
a provision that was not raised in the | CC case that is raised
in this case as a basis for assignnent.

And simlar |language is also available to ASHRAE. If you
| ook at the ASHRAE assignnent that M. Bridges read to you --
| think it was Exhibit 2. So he read one portion of that
docunent to you. But in the section that has the No. 2 next to
it, at sort of the end of that, it says, "I understand that I
acquire no rights in publication of this standard in which ny
proposal in this or other simlar anal ogous formis used."”

So there's a clear disavowal of any ownership right in
these forns that was al so present in the NFPA forns as well.
That, conbined with the fact that the NFPA has been clai m ng
ownership for these works for over a century w thout any
objection | think is nore than adequate to show that there's an

intent to assign, and this docunent suffices to neet the statute
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of frauds requirenent for the Copyright Act, assum ng you even
believe that they could raise that issue.

Did Your Honor have anything el se?

THE COURT: No. Thank you.

And I'"ll just say now that, given where we are with tine,
|"mnot going to hear argunent on the notion to strike the
experts. | can rule on the papers on those unless you think
there's sonmething absolutely -- and | apol ogize if sonebody
spent a lot of tine preparing to argue that; but given where we
are, | feel like the briefs have covered that, and | can rule on
t he papers on that one.

M. Hudis, did you have sonething that your | earned
co-counsel didn't cover?

MR HUDS: Only what M. Bridges just brought up.
"Il take a mnute. The '99 registration, yes. W are
absolutely relying on that. The only thing that was changed
from'99 to 2014 was to add the two other co-owners. A nere

correction of ownership. W have cited the Billy-Bob v. Novelty

case out of the Seventh Crcuit, and it says they have no
standing to challenge any of this. This was a nere correction
of a mstake. It is not a material m stake, and anythi ng that
M. Bridges says otherwise is just not true.

Merely providing corments, by the way, this is sonething
that M. Bridges just said that was very surprising to ne.

Merely providing cormments is not authorship. Wll, then, we




o 00~ W DN

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25

Case 1:13-cv-01215-TSC Document 173 Filed 10/13/16 Page 107 of 142 107

have ownership and validity and authorship all wapped up in a
very nice, neat bow. There's no challenge on anything | heard
fromM. Bridges just now about the ownership of our copyright.
Thank you, Your Honor.

THE COURT: Thank you, M. Hudis.

So on the trademark issue from ASTM?

MR. FEE: Kevin Fee again, Your Honor. Just one nore
point, if you don't mnd, on the copyright that M. Hudis just
rem nded me of. The evidence with respect to copyri ght
ownership is not that there were just editorial changes nmade by
the parties. W have declarations with respect to ASTM where
we've identified entire paragraphs that were witten by ASTM
enpl oyees in the course of their enploynent. So the notion that
we were adding a footnote or changing a comma here and there is
just not consistent with the evidence.

Now noving on to the trademark issues. Public. Resource,
like its ownership story, has done its best to try to conplicate
this trademark case, which | think is really actually a
relatively straightforward trademark case.

Publ i c. Resource has used exact copies of plaintiffs' marks
on what it clains to be exact replicas of plaintiffs' standards,
and it intends the public to believe that the materials that it
posted on its website are authentic versions of the standards
offered by the plaintiffs, when they sinply are not.

The fact of the matter is that the plaintiffs in this case
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have absolutely nothing to do with the electronic files that
Publ i c. Resource posted on their website. Plaintiffs had never
seen those files before they were posted on the Internet, and
plaintiffs exercised no quality control over the files that the
def endant posted on the Internet. And it certainly did not

aut hori ze Public. Resource to put those files -- sure.

The bottomline is, Public.Resource placed plaintiffs
trademar ks and | ogos on knockoff publications that are of an
inferior quality to the publications of the plaintiffs, and
that is a clear-cut trademark infringenment case for which
summary judgnent i s warranted.

Now, there is no argunment here about whether or not
plaintiffs own protectable trademarks. And when an identica
trademark is used in connection with identical or very simlar
products, it is not necessary for Your Honor to even wal k
through all the likelihood of confusion factors, and we cited
numer ous cases for that proposition in our briefs.

And not surprisingly, Public.Resource doesn't cite a single
case where a plaintiff failed to neet its burden with respect to
trademark infringenment when there is evidence of the exact sane
mar k being used in connection with very simlar services when
there is an intent to have consuners believe that the source or
origin of the defendant's product was the plaintiff.

THE COURT: Let nme ask you. You argue that the

def endant' s doubl e-keyi ng nmethod is not as effective as the
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triple-keying nmethod for guardi ng agai nst inaccuracies, but as
| understand the doctrine, | should be able to | ook at evidence
of your quality control standards to determ ne that defendant
hasn't net them

Did you put in any evidence of your own quality control
standards, and if so, where is it in the record?

MR FEE: | believe that if you | ook in the ASTM one
|"mmnost famliar wwth, M. Tom O Brien's declaration, there is
a description of those quality control nethods.

THE COURT: All right.

MR, FEE: But | would point out that | think
the bottomline is that that doesn't really matter in this
ci rcunst ance except with respect to harm which you may hear
about | ater.

THE COURT: Right.

MR, FEE:. But whether or not -- you know, they could
have done a perfect job conplying with our quality control
standards. They still don't have the right to steal our
trademarks and put it on sonething we have nothing to do wth.

Because there's no real good argunent for the assertion
that you could use the exact sanme mark on virtually identica
products wi thout avoiding infringenent, the primry argunent
that we hear from Public. Resource is that you can't bring a
trademark case in this circunstance, and that argunent is based

entirely on the Suprene Court's decision in Dastar.
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But the very first sentence of the Dastar opinion starts
with Justice Scalia saying that the issue before it was "whet her
8 43(a) of the Lanham Act prevents the unaccredited copying of a
wor k. "

That is not the issue in this case. |In fact, it's the
exact opposite. This is not an unaccredited copying of a work.
It is placing a party's trademark on a work that the plaintiff
had no involvenent in the product that bears its tradenark.

But the Suprenme Court in that case decided that it nust assess
whet her or not 8§ 43(a)(1)(A) of the Lanham Act's use of the term
"origin of goods" covered just the person who nmade the physical
good or whether it was the person who created the expression.

The Court in that case held that "origin of goods,” as that
termis used in 8 43(a), covers just the physical good at issue
and not the person who created the expression that m ght be
enbodi ed in that good, and it reached that concl usi on because
it wanted to avoid the possibility of there being a perpetua
copyright for the expression after the copyright had expired or
ot herwi se gone away.

So the Court noted that "The rights of a patentee or a

copyright holder are part of a carefully crafted bargai n under

whi ch, once the copyright nonopoly has expired, the public may

use the invention or work at will but" -- and this is
important -- "without attribution.”™ That is not what happened
her e.
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On the other hand, the Suprene Court noted, "A party could
face Lanham Act liability for crediting the creator if that
shoul d be regarded as inplying the creator's sponsorship or
approval of the copy.” And that's exactly what's happened here.

So Dastar actually confirns that a trademark infringenent
case is possible in this circunstance, not the opposite.

But you don't have to take ny interpretation of Dastar.

W' ve cited many cases that confirmthis is how Dastar's

properly interpreted. 1In the Bock case, the Court held that

Dastar stood for the proposition "that the origin of goods
provision in 43(a) of the Lanham Act does not contain a cause of
action for plagiarism"™ That's true. |If we were conpl ai ni ng
about the unattributed copying of our text, then Dastar woul d
bar that claim assum ng we didn't have a copyright infringenent
claim

On the other hand, the Slep-Tone case that we cited
i ndi cated that Dastar suggested that "there woul d have been a
Lanham Act viol ati on where, for exanple, Dastar had sinply
copied the television series and sold it as Crusade in Europe
W t hout changing the title or packaging, including the original
credits to Fox.

So just like in our case where they don't change the
original crediting to the plaintiffs, the Sl ep-Tone case
concl uded that a trademark case could be brought in conjunction

with a copyright infringenment case in that circunstance.
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Public. Resource really only cites one other case in support
of its argunent; but that case also involved an attenpt to
convert a plagiarismcase into a tradenmark infringenent claim

and that was the Prunte v. Universal Misic G oup case.

Publ i c. Resource also has tried to defend its conduct under
the first sale doctrine, but the first sale doctrine applies
only to goods that are being sold when those goods are the
genui ne product of the plaintiff that are being resold to
consuners. The electronic files that are being sold by the
defendant in this case were posted, are not the authorized
docunents that were created by the plaintiffs, and therefore
are not subject to the first sale doctrine.

Publ i c. Resource had purchased hard-copy materials from
the plaintiffs, and if they had wanted to repackage those or
do sonmething with the hard copy that they had, that woul d be
covered by the first sale doctrine. But that's not what they've
done here.

| nstead, they've created new docunents or electronic files
of what they purchased fromthe plaintiffs and tried to defend
that under the first sale doctrine, but the bottomline is that
those electronic files were never purchased fromthe plaintiffs
in this case. WMaking things worse, of course, they're of a
| esser quality than the plaintiffs' works.

Def endants also try to defend their use of the plaintiffs

trademarks by claimng nomnative fair use, but there's three
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requi renments that prove nomnative fair use. One is that the
use of the plaintiffs' mark is necessary to describe the
plaintiff's product. But there's no reason that the plaintiffs
need to refer to ASTMif what they're really trying to publish
is the law. They could just publish what they call "the |aw

W thout reference to ASTM or the other plaintiffs, and that's
exactly what happened in the Veeck case. |In Veeck, the Fifth
Crcuit noted that Veeck had just identified the building codes
as the law as to relevant towns and not as the nodel codes

t hensel ves, which is what is being done here.

The second requirenent for non-fair use is that the
def endant only use as much of the plaintiffs' trademark as is
necessary. It's not necessary, as | just explained, for themto
use any of our marks, but it certainly is not necessary for them
to use the logos of our clients.

There's a long |line of cases that we've identified in our
brief that stand for the proposition that it's very unusual, if
not al nost never the case, that you have to actually use a | ogo
as part of a nomnative fair use. |If they had to use our nane
at all, they could just call it ASTM Standard D975. They don't
need our circle and our synbol there. There's no way to argue
ot her w se.

It's even pointed out and made nore clear by the fact that
Publ i c. Resource, after the fact now, has started to post sone

standards not at issue in this case, but other standards of
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plaintiffs where they don't put the Iogo on there. So they
obviously don't need to have the | ogo there.

The third requirenent for nomnative fair use is that the
def endant not do anything that suggests sponsorship or
endorsenent by the plaintiffs of the works that are being
provi ded by the defendant. But Public. Resource, the testinony
is clear, did everything in its power to try to nake the
standards that he was posting or that Public. Resource was posting
on the website to | ook exactly |ike our standards. So there's
no basis for the notion that they did anything to avoid a
I'i kel i hood of confusion in their supposed nom native fair use.

The last point | want to touch on real quickly is the
notion that sone disclainer is present and that sonehow t hat
will elimnate the |ikelihood of confusion.

First of all, it bears noting that the defendant has the
burden of proof with respect to showing that a disclainer wll
elimnate the |ikelihood of confusion. The CFE Raci ng case,
793 F. 3d 571, fromthe Sixth Grcuit so holds, as does Wi ght

Wat chers v. Luigino's, 423 F.3d 137.

Publ i c. Resource presented literally no evidence that any
di scl aimer would be effective in this case. |In fact, the truth
of the matter is, with respect to the standards at issue in this
case, there are no disclainers at all

You saw the sort of cover sheet you were referring to

earlier with the red, white, and blue stripes on there which
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t hi nk Public. Resource likes to suggest is a disclainer of sone
sort, but that disclainmer says nothing about not being affiliated
with the plaintiffs in this case or that Public. Resource has

aut hored these materials in any way. After the fact,

Publ i c. Resource submtted sone evidence of a disclainer, but it
has nothing to do with any of the works in connection with this
matter. In any event, a proper disclainmer is not sufficient in
this case.

As the court in the International Kennel C ub case in

the Seventh Circuit recognized, quote, "especially where
infringenent in the case is verbatimcopying of plaintiff's
nanme, we are convinced that plaintiff's representation and
goodwi Il shoul d not be rendered forever dependent on the

ef fectiveness of fine-print disclainers often ignored by
consuners. "

The thing that's nost prom nent and that tells the
consunmers in the first instance who is the source of these
materials are the logos of the plaintiffs in this case.

That's what parties are going to | ook at when they're trying to
figure out who was responsible for these files. If you have sone
sort of disclainmer onit, it's going to be ignored. That's why
courts frequently don't find disclainmers to be sufficient to
avoi d conf usi on.

Unl ess Your Honor has any other questions, that's all |

have.
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THE COURT: Thank you.

MR, BRI DGES: Thank you, Your Honor. This is
Andrew Bridges again for Public. Resource.

THE COURT: M. Bridges, if the defendant's sole
purpose is to dissenmnate the |aw, as you say, why do you need
to dissemnate the plaintiffs' | ogos?

MR, BRIDGES: W don't have to, Your Honor, except
that what we've done is, in the spirit of what we understand the
i ncorporation is to be, which is incorporation of particular
docunents, Public. Resource has replicated the entire docunent.
As is. Now, we need --

THE COURT: Well, then you add this certificate; right?

MR. BRIDGES: That's right, which enphatically
makes the point that it is the law It doesn't say this is
Public. Resource's. W need to be clear. The allegations that
Publ i c. Resource is trying to confuse the public about source
sponsorship or affiliation of these standards is pretextual and
ironic. The fact is, they would sue Public. Resource no natter
what. |f Public.Resource dropped the | ogos, they would sue for
reverse passing-off, but because it maintained the | ogos,
they're suing for trademark infringenent.

Let nme be clear. Public.Resource would take direction from
this Court. Logos: yes or no? It doesn't care. It sinply
tried to replicate the | aw which consists of these docunents

i ncor porated by reference.
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Disclainmer. First of all, the Suprenme Court in two cases
has approved disclainmers. |If Public.Resource needs to say --
first of all, I"mnot sure that the plaintiffs would want their

| ogos taken off because they use their nonopoly position to try
to make noney by associating these standards that have becone
law with thenselves. But if they want the |ogos off, we wll

get the logos off, Your Honor. That's not a sticking point.
W're just trying to make clear that these are the |laws that are
inthe CFR or state |aw or whatever. |f the Court wants a

di scl ai ner --

THE COURT: Well, with regard to disclainer, if you
point to your disclainmers as sufficient to notify consuners that
the standards aren't originals, that they' re reproductions, |
| ook at the | anguage on the cover page, and it's hard to
understand how this -- is this Exhibit 16?7 -- how this resol ves
any conf usi on.

MR, BRI DGES: Your Honor, it's not just about this.
It's about the entire experience that sonebody has going to
Public. Resource's website. Wen | go to the Cornell website, |
don't think I'"'mgoing to the Library of Congress to get a |l aw.
| know |I'm goi ng sonmepl ace where | can get the law. 1|'ve got no
confusi on between the National Archives and Cornell, but | know
that | can go to Cornell to get the law. There is no |likelihood
of confusion that sonebody thinks Public. Resource wote these.

THE COURT: Then why do you have a di scl ai ner?
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MR, BRIDGES: W have this docunent that says this is
the law. We have -- and I'mnot -- there are different
disclainers at different tines, so I'mnot clear on exactly what
t hey' ve all been.

THE COURT: Wiy do you even need this?

MR, BRIDGES: W need this to nake a political point
that this is the aw, and we want people to understand that this
is no longer just somebody's private standard. This is the |aw,
and that's exactly what it says here. [It's giving the citation
to the U S. Code that nmakes it the | aw.

THE COURT: If all you want to do is to nmake sure that
consuners realize that it is the law, why do you need their | o0go?

MR. BRIDGES: |'m saying, Your Honor, we would drop
the logo in a second if that's the Court's direction. The
reason we included the logo -- we don't have to have a fight
over themwth this.

THE COURT: Well, they brought a claim

MR BRIDGES: That's right. They brought a claim and
t hey woul d have brought a claimno matter what we did, because
it's really a copyright issue.

THE COURT: The Court is unconcerned with their
notivations for bringing a claim M only concern is whether
they have a valid claim

MR BRIDGES: Your Honor, if the notivation is to

enforce a copyright right, then it's squarely in the m ddl e of




o 00~ W DN

10
11
12
13
14
15
16
17
18
19
20
21
22
23
24
25

Case 1:13-cv-01215-TSC Document 173 Filed 10/13/16 Page 119 of 142

119
Dastar, and that's a problem That's why the notivation is
relevant. If it is to get around a limtation inposed by the
Copyright Act, then it's a Dastar problem
But let ne nmake it clear. W're trying -- we don't -- what

we want is to continue to nake the | aw available. It doesn't
matter if it is with a logo or wwthout a logo. W just want to
maeke the | aw avail able. But they would have sued us for
dropping the logo as well as for including the | ogo because they
don't want the standards out there. And that's the copyright
issue. This is really a copyright case.

So if the Court says drop the |ogos, they woul d be dropped.
If the Court says add a disclainer that says you have scanned
and reformatted these, we would add that disclaimer. |If you
want to say Public.Resource had no involvenent in the creation
of these standards, that's fine. Public.Resource has no desire
to create any confusion.

As a matter of fact, Public.Resource tries to be very clear
about what these are. |If anything, the plaintiffs want everybody
to think you have to buy the law fromthem and that's the
problemin this case because they're saying they' ve got an
exclusive right to the | aw and they have the right to contro
who accesses the | aw, who nmakes a derivative work of the |aw and
so forth.

So this trademark i ssue need not be an issue, because

Public. Resource isn't trying to nake a point about itself other
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than to be clear about what it's doing. So there is -- we can
fight the trademark fight, but we don't need to fight a
trademark fight, Your Honor.
THE COURT: Al right. Thank you, M. Bridges.
MR. BRI DGES: Thank you.
THE COURT: Any discussion of renedies?
Good afternoon now.
MR CUNNI NGHAM  CGood afternoon, Your Honor
Bl ake Cunni ngham of King & Spalding. | represent Plaintiff
ASHRAE. 1'I| be speaking on behalf of the ASTM plaintiffs on
this topic. I'mmndful of the time, so I'll try to keep this
very brief.
Now, Your Honor, the Suprene Court counseled, in the

eBay v. MercExchange case, that there are four essential factors

t hat shoul d be considered when a court is deciding whether to
exercise its discretion to issue a permanent injunction.

The first of these factors is whether or not irreparable
injury will occur in the absence of an injunction. Now, here
it's not disputed that plaintiffs' standards have been accessed
t housands of tinmes on defendant's website. It's also not
di sputed that defendant placed plaintiffs' standards on the
I nternet Archive website and that they were downl oaded t housands
of times fromthat site.

That t hese downl oads and accesses woul d represent sone

impact on the legitimate market for these works is, as Your
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Honor noted earlier today, sonewhat a matter of commobn sense.
But in this case, we've also backed it up with the expert
opi nion of M. Jarosz, which of course went unrebutted.

THE COURT: Let ne ask you -- and | don't nean to junp
around, but while | have you up here. You've noved to sunmmary
judgnment as to six standards. At this tinme, are you stil
seeking a permanent injunction just as to those six?

MR. CUNNI NGHAM  So we are seeking a pernanent
injunction -- | think it was nine standards, Your Honor, that we
nmoved on. So we're seeking a permanent injunction for those
nine standards. W're also asking that the Court enjoin future
infringenment. W' ve cited a nunber of cases in our briefs where
courts have enjoined future infringenment of separate works, and
here we think that's especially on topic because Public. Resource
-- | think even earlier today M. Bridges stated that they plan
to keep posting nore and nore works, and it would not be
efficient for any of us if we have to keep com ng back and
reliving this sane case

THE COURT: You seek to cure the copyright
i nfringenment broad enough to cure any trademark infringenent,
as well as -- fromwhat | hear, everybody's willing to be
reasonable on this, but --

MR, CUNNI NGHAM  Yeah. | think an injunction on the
copyright infringement would tend to al so enconpass the

trademar k i ssues.
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THE COURT: And what's your intention regarding your
remai ni ng contributory copyright infringenent clainf
MR, CUNNINGHAM If we got an injunctive relief that
i nvol ves taking the standards off the website, | don't think we

woul d intend to keep pressing for any sort of damages or
anything on a contributory theory.

THE COURT: Al right.

MR. CUNNI NGHAM  So, Your Honor, the kind of question
becones, when | ooking at the harm here, whether the harmis
itself irreparable. Now, courts have | ooked at this question of
what mekes harmreparable or irreparable, and the Second Circuit

in the Salinger v. Colting case took up this question and said

the foll ow ng:

"Harm m ght be irrenedi able or irreparable, for many
reasons, including that a loss is difficult to replace or
difficult to nmeasure, or that it is a |oss that one shoul d not
be expected to suffer.”

Now, in this case, | feel |like there are at |east three
reasons why the harmthat's suffered would be very difficult to
measure and difficult to conpensate with nonetary damages.

The first is, as our expert M. Jarosz went into detail on,
one of the likely outcones of this case is that plaintiffs would
have to change their business nodels. [|If we |ose the revenue
fromselling standards, we nmay have to switch, for instance, to

a busi ness nodel where we charge people to participate in the
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standards creation process.

Now, our clients feel |like that would result in |ess
preferable standards that don't reflect the broad interest that
we currently try to reflect in our standards creation. They may
al so be the result that we woul d produce | ess standards, fewer
standards. Again, that's a negative outcone for us, but it's
one that's particularly hard to quantify.

A second reason why danmages m ght be hard to quantify here
is that the works are shared without restriction online by the
defendant. This |leads to an outright |oss of control by
plaintiffs of their copyrights. The works can be downl oaded,
printed, and even redistributed by anyone. And Public. Resource
not ably does not have information on how the works are used
after they're downl oaded, which nmeans that we can't even know
the full extent of the infringenent here.

Now, this is very nuch anal ogous to the 2007 G okster
case which we discuss in the briefing. |In that case, the
def endant was bei ng sued for marketing a peer-to-peer
file-sharing network that facilitated w despread sharing of
files, and the Court found irreparabl e harm because the nature
of the defendant's conduct and the redistributable nature of the
wor ks rendered the works "particularly vul nerable to continuing
i nfringement on an enornous scale.”

The Court went on there to say, "Wen digital works

are distributed via the Internet, every downl oader who receives
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one of the copyrighted works is, in turn, capable of also
transmtting perfect copies of the works. Accordingly, the
process is potentially exponential rather than |inear

threatening virtually unstoppable infringenent of the copyright."”

And we feel like we're in the sane situation here.

Def endant has shared our works wi thout restriction, we have no
view into how they're being used down the line, and there's
virtually unlimted infringenent happening. So it represents an
outright loss of control of our copyrighted works.

The third thing | wanted to get into in terns of why harm
woul d be incredibly difficult to quantify here is that there's
reputational harm It's not disputed, | think, that our
clients, the plaintiffs, have spent decades, if not over a
century, building their reputations by producing quality
standards. And if these are recreated in ways that include
errors, include substantive errors, then that could be
potentially damaging to the reputation of our clients.

And as M. Fee explained in his argunent, this is not
necessarily a purely theoretical argunent. W do believe that
Publ i c. Resource's quality control nechani sns have been quite | ax
and have resulted in sone substantive errors. One that ['l|
provi de as an exanple, in M. Pauley's declaration, M. Paul ey
from NFPA descri bed how Public. Resource's OCR process had changed
the letter M which stands for neters, into tw letters, | and

N, which of course could be an abbrevi ati on for inches.
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So it's not hard to see that these errors could lead to
real substantive changes in the works, and we feel |ike our
clients should not be forced to suffer the kind of reputationa
damages that cone along with these type of errors. And in fact,
the law is pretty clear on this. W cited two recent cases from

this circuit, the Breaking the Chain case and the Hanl ey- Wod

case that said that where there's a continued threat of
i nfringenent that could harmthe reputational interest, that
that in fact does justify an injunction.

Now, defendant, for its part, they can't conme up here and
tell you that absolutely there is no harmthat exists. Instead,
they're going to try to shift the dial ogue here to say that
there's not very nmuch harm or enough harm They' re essentially

trying to inport a fifth factor into the eBay test and say that

there nust be a severe harm But that's not really the standard
here, Your Honor. The standard is whether the harmat issue is
irreparable, and the bar is much | ower than defendants woul d
suggest. |'ll refer again to the G okster case.

In that case, the court stated, "lrreparable harm may not
be presunmed, but in run-of-the-m |l copyright l[itigation, such
proof should not be difficult to establish.” And then the court
went on to explain that | oss of market share and reputationa
harm were prinme exanples of how that could be established.

Simlarly, the Second Grcuit in Salinger v. Colting

specul ated that, even after eBay, as an enpirical matter, nost
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copyright cases would likely involve sone formof irreparable
harm And then the court went on to say, "The historica
tendency to issue prelimnary injunctions readily in copyright
cases may reflect just that.” Put sinply, the burden is not so

hi gh as the defendant suggests when it cones to irreparable
har m

The second one of the factors which I'd Ilike to discuss
qui ckly is whether or not there are other renedi es avail able
that would be sufficient here. As |I've already explained, it
woul d be very hard to quantify what damages would be in this
situation, but even if you could do so, | think it's not
necessarily contested that defendant has no wllingness or
ability to pay danages here.

In fact, if you look at the briefing, the defendants were
silent on this one of the four eBay factors. They essentially
conceded it, and there's a reason for that. W've got 257 works
at issue in just the ASTM case. Statutory danmages in the
copyright scenario can be up to $150, 000 per work for the kind
of willful infringenent that we've got here. So you're | ooking
at tens of mllions of dollars in potential danages and a
def endant who has very, very limted resources and no ability to
pay that. So there are no nonetary danmages really avail able
here, and that's why we've chosen to bring this case and ask for
an injunction.

Now, one other thing I'd like to say on that is, because
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the nonetary relief here is really inadequate, if the Court
finds for us on the nerits, the only prudent thing to do woul d
be to issue an injunction. W can't be in a situation where
it's kind of winner takes nothing, where we don't get an
injunction or damages, and the damages here aren't avail able.

So if Your Honor did find for us on the nerits but didn't
find that injunction was warranted, | guess our only option
woul d be to, next tinme M. Ml anmud posts a standard, actually to
sue himagain and this tine to ask for danages. | don't think
that that would be an efficient outcone for the defendants or
the plaintiffs or the court.

The third factor, Your Honor, to consider under eBay is a
bal ance of the hardships. This is a particularly easy factor
here because we have deposition testinony from M. Ml anud where
he essentially admts that there would be no harmto
Public. Resource. M. Ml anud was asked at his deposition

"If Public.Resource was unable to continue to post the
standards incorporated by reference on its website, what inpact,
if any, would that have on Public. Resource's financial ability
to survive |ong-tern®?"

He stated, "Probably none."

M. Ml anud was al so asked if he could identify any way in
whi ch Public. Resource woul d be harned. The only thing he could
think of was that there m ght be potential wasted effort in

posting these standards online. But, of course, this wasted
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effort is legally irrelevant since an infringer cannot claiman
equitable interest in its infringing conduct. | would direct
the Court to the Fox television case for that proposition

Now, the final of the four factors that I'd like to talk
about is the public interest. This has already been covered to
sone degree in the earlier argunents today, so | won't go into
the details other than to say that there is a public interest in
pronoting the creation of creative works.

In this instance, we feel that's especially inportant since
t he works here serve the public good. Even M. Ml anud has
admtted that these are inportant works. He's stated that
NFPA' s wor ks, quote, "save lives." And we've got the opinions
of M. Jarosz and in amcus briefs where we've seen that if an
i njunction doesn't issue here, there's a real fear that the
quantity and quality of these works will be di m ni shed.

Now, we have to bal ance that against the public interest
t hat Public.Resource clains that it serves, which is increased
access. But | think as we've heard a | ot about earlier today,
there is really no access issue here. M. Ml anud is kind of
t he | one conpl ai ning voice when it cones to access to these
standards. There's no evidence that anyone who really needed to
use these standards has not been afforded access, and we al ready
provi de access in our reading roons.

So when you bal ance these two things, | think it's pretty

clear that this factor, as well as the other three factors that
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we' ve di scussed, weighs in favor of granting an injunction.
Thank you, Your Honor.
THE COURT: Thank you.
MR, HUD S: Good afternoon, Your Honor. Jonathan
Hudis for the AERA plaintiffs. This is on the right to relief.
As M. Cunninghamcited the eBay four factors for
entitlenent to a permanent injunction, | won't reiterate them
for the Court now but just to go through the factors as uni que
to our plaintiffs in the 14-857 case.
As the sponsoring organi zati ons have established the threat
of Public. Recource's continuing infringenment, they're entitled

to an injunction. That's the Geen v. Brown case in this Court,

DDC 2015. Public. Resource's stated goal and missionis to
publicly post standards incorporated by reference into federal
and state law. Public.Resource still has an unauthorized
copy of the sponsoring organi zation's standards on its server,
as does the Internet Archive.

It would be very sinple for Public.Resource to repost the
1999 standards to Public. Resource's website and to the Internet
Archive with little effort. M. Mlanud further admts that he
wi |l strongly consider posting the 2014 standards to the
Internet if they are incorporated by reference to | aw, and that
was repeated by M. Bridges here today.

Thus, absent the issuance of a permanent injunction,

Public. Resource will continue to dissem nate plaintiffs
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standards wi t hout authorizati on.

To the factor of irreparable harm the Court shoul d
properly look to the future threat of injury to the sponsoring
organi zations. Nunber one is plaintiff's inability to prevent
further viral infringenent, and we cited, anong many cases in

our briefing, the Walt Di sney and Hanl ey-Wod cases in this

circuit.

The damage has al ready been done with respect to the '99
standards that were published for the two years online. The
2014 standards were announced in 2011, at which point there was
a 27 percent drop in the sales of the 1999 standards. Then in
2012, the year that Public. Resources posted the infringing
copi es of the 1999 standards to the Internet, there was a
further 34 percent drop in sales, and then the sal es stayed
suppressed in 2013.

The 1999 standards are used in nmany graduate courses.

The sales to students should have remai ned constant year after
year until the rel ease of the 2014 standards in August of 2014,
and that was testified to by Professor Geisinger, both in his
decl aration and in his deposition

So again, sanme with the ASTM plaintiffs. The sponsoring
organi zation's inability to nmeasure sal es | osses due to
Publ i c. Resource's acts of infringenent and contributory
i nfringenment, the funds which otherw se would be used for saving

up to underwite the cost of devel oping future updated standards
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woul d be in jeopardy.

There woul d al so be two -- excuse nme -- three adverse
effects on the quantity and quality of the effort the joint
commttee selected by the sponsoring organizations put into
creating and updating the standards. |If their work can be
freely distributed on the Internet inmmediately upon publication
and i ncorporation by reference --

THE COURT: Slow down a little bit, M. Hudis.

MR HUDS: Slow ng down -- potential future joint
comm ttee nmenbers and the sponsoring organi zati ons thensel ves
will lose incentives to update this work.

Finally, as to irreparable harm would be the inability to
informthe public that the 1999 standards are no | onger the
| at est version, and the public should purchase the 2014 version
instead. This harmto the public would be highly damaging to
t he sponsoring organi zati ons' collective reputations.

The bal ance of hardships. 1In contrast to the significant
harns to the sponsoring organizations if a permanent injunction
is not granted, Public.Resource has no cognizable interest in
continuing to infringe our standards and our copyright.

As an infringer, Public.Resource cannot conplain about its

| oss of copyright to offering an infringing substitute online,

and that's the WPI X case we cite in our briefs. It therefore
will suffer no recognizable harmif a permanent injunction is
ent er ed.
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Finally, the public interest, Your Honor. Here the public
interest favors entry of an injunction to stop further copyright
infringenment. The object of copyright lawis to pronote the
store of know edge available to the public. The Copyright Act
acconplishes this by providing a financial incentive to
contribute to the store of know edge.

Al |l ow ng Public. Resource and others to freely copy the
sponsoring organi zation's standards will detract fromthe
i nportant store of know edge, reconmended best practices for
testing, design, and administration available to the public.

If plaintiffs do not have continuing incentives to secure
copyright protection, those incentives to have updated standards
inthe future will be |ost.

Unl ess Your Honor has any questions, those are ny renarks.

THE COURT: Thank you.

MR HUDIS: Thank you, Your Honor.

MR, BRI DGES: Your Honor, while I think we agree that
eBay has stated the facts, one thing eBay al so said was success
on the nerits alone does not justify an injunction. So | think
that nmuch is clear. | want to nove quickly through the first
three factors and focus a bit on the fourth factor.

The question as to whether plaintiff has suffered
irreparable injury. So ASTM s president conceded, in an
i nternal docunent, "To date, all of Public.Resource's postings

have not had a neasurable effect on our finances."
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So they have relied upon two experts. |1'Il let the notions
to stri ke speak for thensel ves, but they are extrenely weak, and
that's trying to be very charitable. They are not conpetent
evidence. There are no qualifications that are appropriate for
them It's just serving as nout hpieces for things that
W t nesses shoul d have been saying on their own and
cross-exam ned on, and their nethodol ogi es were appalling. And
that's what they needed to show actual harm

| want to go back to this point in M. Geisinger's report.
He conpletely whiffed on the --

THE COURT: \What woul d be an appropriate renedy? |If |
found for the plaintiffs, what would be an appropriate renmedy in
your case if there is no irreparable injury for an injunction?
| assune you're not going to say, oh, we are able to pay noney
damages. Wiat woul d be the appropriate renmedy?

MR BRIDGES: | amnot able to say, Your Honor,
because we feel that the public interest here is huge, and |'1|
have to address that. |If the Court decides the Court is
inclined to grant an injunction, then | would suggest that we
have a separate round to address details. But it's just not
appropriate here, for a variety of reasons.

I n Hat hi Trust, the court -- well, that's in hardships.

"1l get to that later. But the experts here were their
substitute for facts, and their experts did not provide valid

bases for claimng irreparable harm
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What's interesting is, they sort of concede that, because
t hey nove their focus to, well, we've lost control. W' ve |ost
control. WlIl, that's |ike saying our copyright's been infringed
because that's what it neans to have a copyright infringed.

So they're sort of falling back on what eBay says is not
i nportant, not relevant, which is nmere success.

Then they said, oh, but we would suffer reputational harm
because people will m stake our product. Well, that is very
fixable, and that's not irreparable at all. | guess it could be
repaired with a very, very nodest injunction which says, put in
a disclainer and say the standards organi zati ons are not
responsible for this transcription. But they worry about that.

And it's very curious that they nentioned, oh, the problem
of quality standards. There's a reference to M. Paul ey's
declaration, and it's really instructive, Your Honor, because
M. Paul ey highlighted a dangerous error. He said in paragraph
54, one passage left out the phrase "cables rated above 2,000
volts shall be shielded.”" That was a major m stake, he said.

It was NFPA's mstake. It was an error that NFPA corrected
with an erratum Wiy did Public.Resource omt it? Because the
| aw of incorporation by reference is very clear. Incorporation
by reference applies only to the specific docunent, and it does
not extend to any corrections or revisions.

So, in fact, this was not an error on Public.Resource's

part; it was an error on ASTMs part. But because
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Publ i c. Resource is putting out there the very docunent that is

i ncorporated by reference, it was accurate. NFPA' s inaccuracy
becane the law. And maybe that's inportant for people to know
about, and if so, that's sonething that Public. Resource shows
people: This is what got incorporated, and if it's a m stake
that NFPA had to correct, well, then as an incorporated |aw,
it's mssing something inportant. So this is very, very key,
and this is actually a reason why Public. Resource's work i s good
and i nportant, because it's telling people what the law is even
when NFPA wants to recast what the lawreally is.

The question of renedies at |aw are inadequate to
conpensate for the injury? Wll, the presunption is first there
has to be a showi ng of actual injury, and there just hasn't been.
There's a nullity to consider whether renedies are inadequate to
conpensate for the injury when they haven't shown injury, and
they like to retreat behind the thing, oh, the danages are
unquanti fi abl e.

Well, that's what expert -- conpetent experts would usually
do, and they didn't have conpetent experts here. And we have
again the adm ssion from ASTM s president, no neasurable effect.
The plaintiffs' experts didn't anal yze what happened in Veeck.

They' re saying here that there would be terrible harmif
they suffer what actually happened in Veeck, and nobody showed
that the standards devel opnent organi zations had to go out of

business or couldn't afford to do standards anynore because
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Veeck said they had no right to nonopolize them There was

a case study that their experts chose not to consider. The

met hodol ogy just makes ny mnd explode. So they just don't have
evi dence on this.

Let's go to the bal ance of hardshi ps, because this is
inmportant. Again, it assunmes actual injury. The Second G rcuit
said, when it was discussing hardship for a different purpose --
it was a standing question. But the Second Circuit said,

"The nere possibility of a future injury, unless it is the cause
of sone present detrinent, does not constitute hardship."”

So what is the hardship, they say? Wll, the hardship is,
Your Honor, we've had a business nodel for a hundred years, and
it would be hard for us to change it. WlIlI, antiquity is not a
virtue, and antiquity doesn't deserve for its own sake -- the
fact that this business nodel has been here a hundred years
doesn't nean that that's what the business nodel should al ways
be.

And their docunents -- and this is Exhibit 53 where they
tal k about the next year at NFPA. This was NFPA s previous
president, was tal king about the need to change the business
nmodel anyway because of technol ogi cal advances. So asking the
Court to defend this business nodel is not an appropriate factor
to take into considerati on when their business nodel has to
change anyway, and evol ution of business nodels is natural.

You know, there had to be an evol ution of business nodel s
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for the Southern Building Codes Conference after Veeck. Lexis
changed West's busi ness nodel. Google Schol ar is changi ng

Lexi s's business nodel. Everybody adapts. PACER has threatened
t he busi ness nodel of the courthouse filing and retrieval

syst ens.

Busi ness nodel s evol ve, and there's no hardship to say, oh,
wel |, our business nodel may have to evolve. The failure of
plaintiffs to exert a nonopoly power over the lawis not itself
a hardship that the Court should take into account.

| want to go back again to one of the experts for AERA
M. Ceisinger. Conplete whiff on the ascription of |osses
because he got the years wong. He got the years w ong.

Public. Resource didn't start posting standards till two years
into the catastrophic decline. Wen an expert has such a bad
m st ake on the key fact for which he keeps getting cited, it is
just not evidence. So the hardship is not there.

Let's tal k about the hardship to Public. Resource.

No, there would be no financial effect on Public.Resource, but
Publ i c. Resource has a mssion, and that mssion is to nmake the

| aw accessible to every Anerican: poor Anericans as well as rich
Aneri cans, disabled Anericans as well as abled Anericans. And
one of the things it does is nake it possible for all sorts of
Anmericans to do things with the law that bring power to persons
to analyze the law, to critique it, to run their data analysis

tools on it because of the way they are inplenented.
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There is no other way for Public.Resource to nake these
public tools available other than by doing what it's doing.

So there woul d be a hardship. Not a financial hardship, but it
woul d be a hardship to the very beneficial mssion of
Publ i c. Resour ce.

So that takes us to the public interest, and there is a
very broad public interest here. Now, | think that the
plaintiffs tend to think of their communities as peopl e engaged
in building or designing or |aw enforcenent or |aw making. |If
you |l ook at all the stakehol ders who cone together, these are
peopl e who are sort of their community. They' re not so focused
on all the public.

| nmean, certainly they care about public safety; we grant
that. But they're not sort of -- they' re not available to
people to try to sort of stick their nose in and find out, well,
what's going on with the | aw nmaki ng here? Wat's going on with
the regulations that apply to ny child' s school or to ny child's

safety seat?

They require -- for access, by the way, they require -- and
| went to the NFPA site. | wanted to see -- | couldn't do it.
Because for nme to go get that public access, | had to agree to

consent to jurisdiction of the states where they're | ocated.
| had to enter into a contract, and | had to acknow edge their
copyright as a matter of contract in order to have access to

their public reading roomns.
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So the fact that | have to enter into a contract, | have to
submt to jurisdiction of a distant court? That's not real
public access. That's exactly what they want. It's our
control, our control over the lawitself, and that is a problem

We have a problem Your Honor. [I'mnot sure | want to say
it's a problem [It's a controversy right now over the
privatization of public functions. W've got private operators
of federal prisons and immgration facilities --

THE COURT: Keep your argunent, though, to the issue
of renedi es, because we are really running out of tinme.

MR BRIDGES: But | think the question is, is a renedy
at all inmportant? And ny point is the public interest would be
di sserved by an injunction that nore allocates to the plaintiffs
a private right over controlling access to the |law. They have
said it's loss of control.

They have said they have a power to exclude. That's fine
when it's just an ordinary copyrighted work. [It's not fine when
they are claimng -- and the phrase is in their briefs: |oss of
control, power to exclude. Wen they are claimng a power to
excl ude anybody fromthe law, for any reason, that is not in the
public interest.

The public interest is in having no private gatekeepers to
the | aw, because what everyone thinks about enmergency nmanagers
in Mchigan or privatization of parking nmeters in Chicago,

privatizing the law and giving any private party exclusive
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control and the power to exclude what anybody chooses to do with
the law and, oh, maybe it's only $49. That's still saying, your
right to do what you want to do with the law? Pay us $49, and
it's all yours. This is unconscionable, Your Honor.

THE COURT: O go to the library and make a phot ocopy.

MR, BRI DGES: Your honor, I'mnot sure that works for
soneone in Hel ena, Mntana, or Anaconda, Mntana. Hi s statenent
about accessibility in libraries, it doesn't pan out. There is
one specific version that is incorporated into |law, and that's
not -- his statistics were not right about the specific version.
And these are not available widely in public libraries. They
aren't.

One of the interesting things, a Polish graduate student
about Polish | aw asked them and said, I want to quote this
standard in nmy thesis. | want to quote this standard in ny
thesis, and ny thesis will only go to the three people on ny
thesis conmttee. And they said, Sorry. You can't. You'l
just have to cite to it.

This is control. And when it becones the |aw, ordinary
control of a copyright hol der over a copyrighted work, | get
that, but not when it becones the |aw, Your Honor.

THE COURT: Thank you, M. Bridges.
MR. BRI DGES: Thank you.
THE COURT: | have to wal k out of this courtroomin

three mnutes. Al right?
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MR HUDIS: Real fast.

THE COURT: The chief judge is waiting for me, and
that's sonebody |I'mnot going to keep waiting.

MR HUDIS: | want to make sure we get this in the
record, Your Honor. Dr. Ceisinger did not whiff. He got it
right on our present harm It's submtted into the record,
par agraphs 24 through 27 of his declaration. He got it right.
And M. Bridges can pontificate all he wants. W have shown
harm W' ve shown not only past harm but also |ikelihood of
irreparable future harm Thank you, Your Honor.

THE COURT: Al right. Thank you very nuch.

Thank you all for your very hard work and your real effort in

presentation and your argunents, which were very well prepared.

Thank you.

(Proceedi ngs adjourned at 12:57 p.m)
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