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below properly refused to determine its validity and scope upon the
motion. The part of the order denying an injunction is affirmed;
the part granting an injunction is reversed, with costs.

PELZER v. CITY OF BINGHAMTON et 8,1'.‘ '
(Cireunit Court of Appeals, Second Circuit. April 4, 1899.)
No. 140.

1. PATENTS—CONSTRUCTION OF LICENSE.

A license to make and sell a patented article during the term of the
license, royalty to be paid on all sales made before its termination, though
delivery should not be made till afterwards, by implication excludes the
licensee from the right to make sales after the license has been terminated
by his own election, though the articles sold were made during the term.

2. SAME—{UIT FOR INFRINGEMENT—INJUNCTION AgAINsT CITY.

A city which purchased patented combination gas and electric lighting
fixtures for use in its city hall, after having been notified that they were
being sold in infringement of the patent, and which took a bond to indem-
nify it against the result of litigation, has no equity, on the groumnd of
being a public corporation, to claim exemption from the usual temporary
injunction against using the fixtures pending a suit for the infringement.

Appeal from the Circuit Court of the United States for the North-
ern District of New York.

Richard N. Dyer, for appellant.
H. T. Fenton, for appellees.

Before WALLACE, LACOMBE, and SHIPMAN, Circuit Judges.

SHIPMAN, Circuit Judge. This is an appeal from an order of
December 16, 1898, of the circuit court for the Northern district of
New York, denying a motion for an injunection pendente lite against
the city of Binghamton’s unlicensed use of reissued letters patent No.
11,478, to Luther Stieringer, as assignor to George Maitland, for im-
provements in electrical fixtures. The original patent was dated
June 6, 1882. The validity of claim 1 of the reissue was sustained
by this court in Maitland v. Manufacturing Co., 29 C. C. A. 607, 86
Fed. 124, and that question did not arise upon this appeal. In July,
1898, the city of Binghamton advertised for proposals for furnishing
combination gas and electric lighting fixtures for its city hall.. Pro-
posals were submitted on July 19, 1898, by several competitors, one
of whom was David J. Malane, the .co-defendant, and the common
council or its committee were informed that the use of his fixtures
would be an infringement of the Maitland patent. The contract was
given to him upon his furnishing a bond. of indemnity against the re-
sult of lawsuits, and he entered into a written agreement with the
city on August 5th. On September 7th formal written notice was
given to the city by the plaintiff’s attorney of the proposed suit and
application for an injunction. There are 240 fixtures in the city
hall, of which 123 infringe claim 1 of the reissued patent. The ques-
tion of infringement was not argued by the defendant. The points
made by the defendant were the impropriety of enjoining a municipal
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corporation, which was a mere user, against the use of the fixtures
in a public building for a short time, and the fact that the Horn &
Brannen Manufacturing Company, which sold the fixtures to Malane,
was a licensee under the patent, so far as these fixtures are con-
cerned, A motion for an injunction was made, and was decided
against the complainant, on November 15, 1898. A second motion
was subsequently miade on the same papers and on two additional
affidavits which were apparently presented to explain the extent of
the license claimed by Malane, and from the order denying that mo-
tion this appeal was taken.

The plaintiff does not manufacture the patented fixtures, but de-
rives his profit from royalties from licensees. The licenses are of
two kinds,—one to make the insulating joint, and another to make
the whole fixture. The Macallen Company was licensed to make
joints to be sold for use only on fixtures made by licensees. The
Horn & Brannen Company was a licensee from April 1, 1896, to June
26, 1897, to manufacture, buy, and sell the patented electric fixtures
at a royalty of 3 per cent, on the wholesale selling price of the entire
fixture, including joints, and agreed not to manufacture insulating
joints, but to purchase them from licensed manufacturers. The
royalty on the joint was one cent per joint. Before the Horn &
Brannen Company voluntarily terminated its license, it had bought
from the Macallen Company the joints in question, and had fixtures
on hand which had neither been sold nor ordered. After the Malane
order, these fixtures were assembled, and the Macallen insulating
joint was. applied to each fixture. The claim of Horn & Brannen is
that, inasmuch as the joints were purchased and the fixtures were
made during the existence of the license, they could be assembled
and sold under the license after its cancellation. In order to deter-
mine the correctness of this position, reference must be had to the
terms of the license dated April 1, 1896, and it appears that the
licensee agreed to pay the licehsor royalties on all the electric light
fixtures which it sold, and that the license further provides as follows:
“This royalty shall be paid only upon said sales and said business
done by the party of the second part, the orders for which are taken
subsequent to April 1, 1896; and, at the expiration or termination in
any wise of this agreement, the said royalties shall be paid on all
orders taken prior to such expiration or termination, whether the
goods are delivered prior thereto or subsequent thereto.” Royalties
were to be paid only on sales upon orders taken after April 1st, and
the agreement was not retroactive. -They were furthermore payable
on all deliveries upon- orders madeé before its cancellation. The .im-
plication is very strong that after cancellation deliveries upon new
orders must cease. It was not the intention of the agreement that
goods could be accumulated by the licensee ‘during the continuance
of the license, and, although not ordered before its voluntary can-
cellation, ‘could be subsequently sold in competition with other: }i-
censes, and such sales made after cancellation are unauthorized.
We percelve no equity in favor of the city. Its officers were care-
fully informed of the prospect of litigation, took 4 bond to indemnify
them against an -untoward result, and other fixtures can be substi-
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tuted with very little delay. The amount of the royalty on the in-
fringing fixtures is not large, and the time during which the order
for an injunction must be operative will be short, but we are to act
upon the motion as it stood before the circuit court in December, 1898,
when the question was of larger importance to the other licensees of
the complainant. The order of the circuit court is reversed, with
costs, and the case is remanded to that court, with instructions to
grant the motion and issue an order of injunction pendente lite,

RULIFSON et al. v. JOHNSON.
(Circuit Court, N. D. New York, July 6, 1899.)

PATENTS—INVENTION—BEAN-HARVESTERS.
The Rulifson patent, No. 364,603, for improvements in bean-harvesters,
construed, in view of the prior state of the art, and held void for want of
invention as to claims 1, 3, 4, 7, 8, and 9.

This was a suit in equity by Philetus Rulifson and others against
Sylvester P. Johnson for alleged infringement of a patent for im-
provement in bean-harvesters.

Homer H. Woodward, for complainants.
David N. Salisbury, for defendant.

COXE, District Judge. This is an infringement suit based upon
letters patent, No. 364,603, granted to the complainants June 7, 1887,
for improvements in bean-harvesters. The machine consists of a
frame supported upon two wheels and capable of being adjusted up
and down to vary the depth at which the shares enter the ground
or, if desired, to throw them entirely out of action. The shares are
attached to outwardly curved arms which extend downwardly from
the frame. In front of the shares are vine lifters also attached to
the frame and provided with arms to turn the vines inwardly as
the machine is drawn along. The shares are also provided with
backwardly projecting rods which assist in throwing the vines to-
wards the center. The machine is intended to be drawn by ani-
mals and to cut two rows of beans; it is said to be simple, cheap
and durable and to effect a saving of time and labor in gathering a
crop of beans. The claims alleged to be infringed are the first, third,
fourth, seventh, eighth and ninth. They are as follows:

“l. The combination, with the frame A B, adjustably supported on the
wheels C C', of shares D D’, connected with the frame by the outwardly curved
arms E E, substantially as and for the purposes set forth.”

“3. The combination, with the frame A B, adjustably supported on the
wheels C C', of shares D D', connected with the frame by the outwardly curved
arms E E’, and points G G, substantially as and for the purposes set forth.

“4, The combination, with the frame A B, adjustably supported on the
wheels C C', of the shares D D', connected with the frame by the outwardly
curved arms I E’, and provided with the laterally projecting points ¢ ¢, sub-
stantially as and for the purposes set forth.”

“7. The combination, with the frame A B, adjustably supported on the
wheels C (/, of shares D I, connected with the frame by the outwardly

curved arms E E’, and the points G G’, provided with arms b b’, substantially
as and for the purposes set forth.



