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" LA REPUBLIQUE FRANCAISE et al. v. SCHULTZ.
(Circuit. Court, 8. D. New York. May 23, 1899.)

1. TRADE-NAMES—INFRINGEMENT—* VICHY” MINERAL WATER.

The name “Vichy,” as applied to mineral waters, is a gedgraphical name,
used generally by the owners of springs near Vichy, in France, to designate
the locality of origin, and indicate the general characteristics of their
waterd, ItIsnota trade-mark or trade-name in a legal seuse, and a suit
by such owners against a defendant for applying the name to artificial
waters can only be maintained on the theory of unfalr competition.1

2. SAME—UXRFAIR COMPETITION—LACHES.

Defendant’s testator began the manufacture of art1ﬁc1al “Vichy” water
in New York in 1862, advertising and selling the same under the name of
“Schultz’s Vlchy Water,” as his own product, and as made from analyses of
the natural spring water. His waters attdined a high reputation and a
large sale, being considered by many superior to the natural water. There
was. no attempt at deception, and his labels were entirely dissimilar from
those under which the natural spring water was sold, Held, that the use
of the name ‘“Vichy” in conneéction with this product did not tend appre-
ciably to confuse the identity of the natuial and artificial products, but,
even if it did so, it having been bégun in good faith, and continued for 30
years without objection .on the part of jcdmplainants, they could not be
heard to assert the right to an injunction.2

This was a suit by La Republique Francaise and others against
Louise Schultz, executrix, for alleged infringement of rights in a
trade-name.”

Rowland Cox for complalnanfs
Antonio Knawth for defendant .

WALLACE, Circuit Judge. Upon the proofs in this case it is
clear that the name “Vichy” is not a trade-mark or trade-name of
the complainants in the strict legal sense of the term, but is a geo-
graphical name, applied by them as well as various other owners of
mineral springs at or near Vichy, in the department of Allier,
France, to designate the-locality of origin, and indicate the general
characteristics of the waters. The bill can only be maintained upon
the theory of unfair competition by the defendants and their testator
in applying that name to the artificial mineral water manufactured
and sold by them in this country. Canal Co. v. Clark, 18 Wall. 311;
Mill Co. v. Aleorn, 150 U. 8. 460, 14 Sup. Ct. 151; Association v.
Piza, 23 Blatchf.. 245, 24 Fed. 149; Newman v. Alvord, 51 N. Y. 189;
Wotherspoon v. Currie, L. R. 5 H. L. 508-513.

For 50 years or more artificial mineral waters approximating more
or less closely in their ingredients and.properties to the natural
Vichy water have been prepared and sold by the name of “Vichy” by
manufacturers in Europe, and in this country Natural waters lose
their original virtues, more, or less, when removed from their sources,
while artificial Waters manufactured under pressure of carbonic ac1d
gas remain intact in all their ingredients. Mr. Schultz, the testator

1 As to unfair competition in trade, see note to Scheuer v. Muller, 20 C. C. A.
165, and, supplementary thereto, note to Lare v. Harper, 30 C. C. A, 376.

-2 For laches as a defense in suits for infringement of patents, copyrights, and
trade-marks. see note to Taylor y. Spindle Co., 22 C. C. A. 211,
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of the defendants, began the manufacture of artificial water in New
York City in 1862, and from that time until the present bill was filed
—a period of 30 years—continued to make and sell it in large quan-
tities here, advertising it as “Schultz’s Vichy Water.” His earliest
circular to the trade in the record contains this statement: “The
mineral waters will be made with the greatest care, and according

to the best analyses known, so that they will not differ from the.

natural springs.” As was said of him in a quite similar case by
Judge Coxe (City of Carlsbad v. Schultz, 78 Fed. 471): “The case
is devoid of any element of actunal fraud, and the defendant has
acted in good faith throughout.” His product acquired a high repa-
tation for its purity, was prescribed extensively by physicians, and
was considered by many to be preferable for therapeutical purposes
to the natural waters. It became popular as a beverage, being kept
by druggists generally to be drawn from fountains or syphon bottles,
and sold by the glass. The labels used by Schultz were widely dis-
similar from those used with the natural water. It is apparent that
he was solicitous to have the water identified with his name as its
manufacturer, and that, so far from attempting to palm it off upon
the public as the natural Vichy water, he sought to ecommend it as
an artificial water having substantially the ingredients and properties
of the natural water, but of greater excellence and purity than the
water made by his competitors. If any part of the public bought or
used his product supposing it to be the natural Vichy water, they
must have been very ignorant or very careless persons.

Assuming that the use of the name “Vichy” in connection with the
artificial water made by Schultz may have tended to divert to some
extent sales of the water of the complainants, I do not think it
tended appreciably to confuse the identity of the two articles.

If it should be assumed, however, that Schultz’s use of the name
did tend to some extent to confuse the identity of the two articles,
the case presents the question whether, after he had used it for nearly
30 years, publicly and notoriously, without any interposition on the
part of the complainants, the latter can be heard to assert the right
to an injunction. It is impossible that the owners of the natural
waters should not have known that wherever they were extensively
sold artificial waters were being made and sold extensively by the
same name. If the artificial waters had been made and sold as pur-
porting to be the natural waters, there would be less equity in the
defense of laches and acquiescence; but they were not. They were
made and sold tb supply a demand for artificial waters having prop-

. erties similar to those of the natural water. It is very late to ask
the intervention of equity to suppress a course of business which
originated innocently, and has been so generally adopted. Equity
is indisposed to assist parties who have slept upon their rights, and
acquiesced in their appropriation by others for a great length of time.
The unexampled delay and acquiescence in the present case, I think,
should defeat the action. Manufacturing Co. v. Williams, 37 U. S.
App. 109, 15 C. C. A. 520, and 68 Fed. 489; Lane & Bodley Co. v.
Locke, 150 U. 8. 193, 14 Sup. Ct. 78; McLaughlin v. Railway Co., 21
Fed. 574,

The bill is dismissed, with costs.
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. NATIONAL CASH~REGISTER C(Da v LELAND et al (three cases)/l L
L ‘ . BAME v WRiGHT ét al. . 1 S :
. (Gircuit Court of Appeals, First CiI‘Gl,l,l‘t AprIl 12 1899) '

Nos. 224-227, ' I

1. FEDEBAL PRACTICE—AOTIONS AT LAW - IﬁTERRomTomEs UNDFR STATE
Sraturss, o

Intetrogatories addiessed to the opposite party in the manner and form
prescribed by the \Ia,s.sachusetts statute (Pub. §t..c,:167), are not admissi-
ble in actions at law | in the federal courts, since Rev. St. § 861, declares
‘that ‘the mode of proof in actions at law “shall bé by oral teStimony and
the’ examination ‘of -witnesses in- open' court, except ‘as hereinafter pro-
vided,” apd the provisions subsequently made {Rev. . St. §§' 863-870) relate
exclusively to deépositions de bene essg, in perpetuam. memoriam, or under
a dedimus potestatem. Rev. St. § 914, adopting state practice, procedure,
ete., in actions at law in the fedéral éout-ts does not apply, as congress
itself has regulated the particular mattet» by express Iegislation

8. BaAME, i

The . act, of 1892 (27 Stat. 7) permittmg the t-tlung of depasitions.in. the
‘mode prescrlbed by the:laws of the state. in which the federal courts are
held ‘was merely intended to simplify the practicé of taking deposmons,
and did ‘' dot ‘authorize’ the taking ‘of ' any depositiohs ‘in Itistances not
previously authorized by federal stattes. It did not confer any additional
right ' {o ;obtain proofs by interrogatories #ddressed to-the. adverse party
in actions at law, ; . )

8. PATENTS—EXPER‘I‘ EVIDENCE

In an action at law an expert in & paJtent case may not be permitted
to state that the omission of a connécting"mechanism’ would be a ‘“‘fatal
fault* in-a cash register. It is proper: for the witness.to describe the re-
sults. of the omission of the connecting, megehanism, but his: opinion that:
it is a “fatal fault” goes beyond the provlnce of an expert. :

4, BAME.

It is proper for an expert, after describing to the jury the details of the

two machines in question, to state that a eertain part of 'defendant’s ma-
chine: was the equivalent -of, or “exactly the: nature of " a -eertain part of
plaintiff’s machire, . o

5. SAME—-ADMISSIBILITY oF EvIDENCE,

here a corporation and its officers or directors are sued for infringe-

ment, and it 'is claimed by plaintiff that thé corporations are mere devices
to protect the individual .defendants against the consequences of thelr in-
fringement, it is proper to admit the testimony of one.of the defendants
as to his Delief in the validity of a patent under which. the defendants
claim to make their machines. This evidence is admissible as tending to
show that defendants are acting in good falth

6. APPEAL—FORM OF EXCEPTIONS.

Undér rule 24, par. 3 (31 C. C. A. clxv., 90 Fed. cIxv.), of the circuit court
of appeals for the First circuit, an excepting party mus# not only set out
or indicate the specific ruling for which he contends, and the specific por-
tion of ‘the charge to which he excepts, but must also make proper refer-
ences'to the pages of the record containing the evidence on which the
requests:. were based, or the evidence establishing that the charge objected
to was erroneous. 'The court may, however, notice plain errors, though the
exceptions fail to comply with the above requirement. .

7. PATENTS—INFRINGEMENT BY CORPORATIONS—LIABILITY OF DIRECTORS.

A director of a corporation, who, by his vote or otherwise, has spe-
cifically ¢ommanded the subordinate agents of the corporation to engage
in the manufacture and sale of ah infringing article, is. liable individually
in an action at law for damages;. and it is immaterial whether or not he
knew that the article manufactured and sold did infringe a patent.

Brown, District Judge, dissentmg



