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PENTUCKNT VARIABLE STITCHING SEWING-MACH. co v. JONES
. 'SPECIAL MACH. CO.

(Cirenit Court, D. Malne. January 24, 1899.)
No. 434,

1. PAYENTS—VALIDITY AND INFRINGEMENT—SEWING MACHINES,
Claims 4 and 6 of the Woodward patent, No. 354,499, for improvement
in sewing machines, construed, and held valid and infringed

2 Same—DouBLE Usg.
Heap v. Tremont & 8. Mills, 27 C. C. A. 316, 82 Fed. 449, 453, 456, ap-
plied with referenee to a new or double use,

8. SAME—EvVIDENCE—PRESUMPTIONS,
Brooks v. Sacks, 26 C. C. A. 456, 81 Fed. 403, 405, applied as to the
nature of evidence required to overcome the presumption that the patentee
is the original inventor.

This was a suit in equity by the Pentucket Variable Stitching Sew-
ing-Machine Company against the Jones Special Machine Company
for alleged infringement of patent No. 354,499, issued December 14,
1886, to Erastus Woodward, for a sewing machine. The patent con-
taing eight claims, of which, however, only 4 and 6 are here involved.
These claims read as follows:

“{4) In a sewing machine of the class described, having a universally mov-
able work feeder, the combination, with the needle, shuttle, automatic work
feeder, and a tension device adapted to produce a constant temsion on the
thread, of automatic thread holding and releasing devices, substantially as
described, whereby the needle thread is held while the shuttle is entering
the needle loop, and released while the work is belng moved by the work
feeder, as set forth.” ‘(6) The combination of the needle, the shuttle, the
work feeder, an automatic thread grasping and releasing device, and a tension

device, all arranged and operating substantially as and for the purpose speci-
fied.”

William Quinby, for complainant,
Clarke, Raymond & Coale, for defendant,

PUTNAM, Circuit Judge. The letters patent at issue in this case
contain eight claims, relating to various improvements in sewing
machines, of which only one improvement is involved here. Whether
this particular improvement occupies relatively a leading position
among those covered by all the claims of the patent, or only an in-
cidental one, the record does not explain to us. The difficulty of
analyzing the case, arising from this omission, ix a common one,
wherever one elaim out of a number is brought forward for the con-
sideration of the court. Under such circumstances, it becomes nec-
essary to weigh with extreme care the propositions of connsel and
the evidence of the experts, in order to make sure that they do not
concern more properly the entire subject-matter of the patent than
the particular portion in question. In the present instance this diffi-
culty is increased by the fact that the letters patent at issue, so
far as the case before us is concerned, cover merely an improve-
ment on a prior patent to the same pateniee,
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The subJect m,atter of the two patents is stated in each of them
as follows: "~

“This invention has for its object to provide a gewing machine capable of
forming elongated stitches on the surface,of material to be ornamented, and
of arranging said stif¢hes in a vatiety of bruainental forme.”

Only two claims are brought ‘to:eur attention,—4 and 6. They
are built up on what was substantially the pith of the invention of
the earlier patent to.which we have referred, namely, a universally
movable work feeder, by virtue of which the machlne was made capa-
ble of elongated stitches in a variety of ornamental forms. The com-
bination‘fin issue includes with this work-feeder the needle, the shut-
tle, and a device adapted to produce a constant tension-on the thread.
These are all old elements. The alleged new' element consists of
“automatic thread holding and releasing devices,” “whereb_y, as
claim 4 says, “the needle thread is held while the shuttle is entering
the needle loop, and released while the work is bemg moved by the
work feeder.” With ‘these appear -the words “substantially - de-
scribed,”: and “as set:forth.” Claim 6, while changing the nomencla-
ture in some respects, is, for all the purposes: of: this ¢ase, the same
as claim 4, omitting the words, “whereby the needle thread is held
while the shuttle is entering the needle loop, and released while the
work is being moved by the work feeder.” In our view, for the pur-
poses_ of this case, the use or omission of these Wprds is not of im-
portance, and therefore we treat the two claims hand in hand. We
will refer to this again when we come to the question of infringement.

‘There is no question, on the record, that the element of the auto-
matic thread holding and releasing dev;ce is all there is in the claims
in issue to distinguish them from the prior patent: But with ref-
erence to-the doctrine of equivalents, as. applied-te the claims, the
parties dfe at issue.- It is maintained on the part of the defendant
that automatic thread holding and releasing devices, with functions
as shown by this patent, werec known. to the prior art, and that,
therefore, the claims must, at the best, be limited to details of con-
struction. On the other hand, the complamant cannot well maintain
that kindred devices were not known-in the prior art, but it denies
that they were ever known in combination with a “umversally mova-
ble work feeder,” or ever performed the functions which they per-
form in the complainant’s. machlne, or were adapted ; to perform them.
That they were never uged in combination with a_“universally mova-
ble work feeder” is admltted by the defendant. . .This, however, may
be a mere matter of ‘word-splitting, pr0v1ded they were used in a
kindred art, as it is plain they were, and also that. they were used
under such circumstances and with such functions.that they might
have been adapted to the purposes to which the complainant put
them, and as a part of the complainant’s combination, without the
exercise of the inventive faculty. The device of the earher patent
with which the new element was combined. was, so. far as we can
discover; the first sewing machine which successfully accomplished
the objeet to which we have referred, namely, forming mechanically
an indefinite variety of elongated stltches on the surface of the ma-
terial to be ornamented. The invention was originally intended for
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use in connection with heavy materials, but later an effort was made
to apply it to worsteds, knit goods, and other elastic goods., This
required light tension, so that the thread would feed fast enough for
forming elongated stitches, as required, without puckering. But im-
mediately certain difficulties appeared. One witness testifies as fol-
lows:

““We then found out, in sewing on moderately light goods, that we had to
carry such a light tension on the upper thread, to keep the goods from pucker-
ing, that the shuttle, passing through the loop, would arag a certain amount

of thread from the constant tension, so that it would leave a loose loop un-
derneath the goods, which was a waste of silk.”

Another witness testifies to another difficulty, as follows:

“After the needle has carried a loop of thread through the cloth, and the
shuttle has passed through the loop of needle thread, it is necessary to the
proper completion of the stitch, by the drawing up of the needle thread around
the shuttle thread, that the needle thread shall be held firmly by the tension
until the loop has been nearly or quite drawn up.”

These difficulties were speedily overcome by combining with the
light tension a provision for holding the thread firmly at the critical
period referred to in this testimony, which we bave stated. The
mechanism for accomplishing this involved some degree of ingenuity,
and it entirely removed the difficulties, and made the machine suc-
cessful for use in connection with elastic goods.

The respondent has introduced a great many earlier patents, not
so much for the purpose of proving anticipation, in the strict sense
of the word, as narrowing the construction of the claims in contro-
versy. - The defense rests mainly at this point. It would protract
this opinion beyond any reasonable necessity to attempt to explain
the numerous patents to which the respondent refers. It is suffi-
cient that they show what are called “intermittent checks,” which
term expresses the pith of the invention in question. They were,
however, not ‘applied to the present use; and we think that there is
sufficient to establish patentability in the presumption which arises
from the issue of the patent, in connection with the principles ap-
plied by the court of appeals for this circuit in Heap v. Tremont &
8. Mills, 27 C. C. A. 316, 82 Fed. 449, 453, 456. 'This being established,
we have no question that the claims are to be construed as they are ex-
pressed, without any limitation by what appears in the specification,
and that, so far as .the specification shows details, the ‘details are
illustrative, and not essential.

On the question of infringement, the respondent relies on the
phraseology with reference to which we have pointed out that claim
4 contains matter not found in claim 6. It is, however, our view
that this additional matter does not involve a specific element in the
combination. Moreover, even on the respondent’s proposition, it is
entu-e]y clear that it infringes claim 6; and we are likewise of the
opinion, for the reasons given, that the two claims are so substan-
tially alike that it mfrmges each of them. Its machine copies the
complainant’s device in every particular, except that it does not
strictly release the thread through the light tension “while the work
is being moved by the work feeder.,” It attempts to avoid the pat-
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ent by providing a supply of thread through the light tension in ad-
vance, but, as we construe the clalms this is plainly only a colorable
dxfference |

It is ‘maintained that the patentee was.not in fact the first invent’
or, or, indeed, an original inventor; but the evidence on this point is
not sutﬁcient to overcome the patent, in view of the principles stated
by the circuit court of appeals for this circuit in Brooks v. Sacks, 26
C. C. A. 456, 81 Fed. 403, 405. Let there be a decree, as to claims
4 and 6, for- a master and an m]unctlon.

ALASKA PACKERY ASS’N v. PACIFIC STEAM WHALING CO. et al.
(Circuit Court, N. D, California. March 16, 1899.)
No. 12,721,

1. PATENTS—INFRINGEMENT—REPAIR AND RECONSTRUCTION.

The purchaser of a patented machine may repair the same by replacing
worn-out parts which, in their relation to the whole structure, are tem-
porary in their nature, so long as the identity of the machine is not de-
stroyed, thotigh such parts may be among the novel or valuable features
covered by the claims. But this right to repair does not include the right
to reconstruct or rebuild the machine.

2. BAME—PRELIMINARY INJUNCTIOR. )
A preliminary injunction will not be granted to prevent the replacing
of a part of the patented machine which wears out very quickly, though
such part is one of the elements specially protected by the patent,

3. BAME—CAN-FrirIiNe MACHINES,
The Jensen patent, No. 281,767, for an improved can—ﬁlling machine,
held infringed, on motion for pxelimmary injunction.

J. H. Miller, for complainant.
M. A Wheaton and L M. Kalloch for defendants.

MORROW Cireuit J udge (ora.lly) This is an application for a pro-
visional 1n]unct1011 to restrain the defendants from infringing letters
patent of the United States numbered 281,767, for an improved can-
filling machine. The complainant is a California corporation, having
its principal place of business in the city and county of San Francisco,
and engaged, in the territory of Alaska and at other places, in the busi-
ness of packing salmon, in hermetically sealed cans. The defendant
Pacifie Steam Whaling Company is alse a corporation organized under
the laws of the state of California, and engaged in the same business as
complainant, while the business of .the defendant F. A. Robbins Press
‘Works, a.corporation of the same state, is that of repairing machinery.
The patent.in controversy is now owned by complainant, by virtue of
various assignments forming a chain of ‘title from the patentee, Ma-
thias Jensen,.to whom letters patent of the United States, No. 281,767,
were issued on iJuly 24, 1883, for a can-filling machine, -, It iy a com-.
plicated mechanism of steel iron, and brass, composed of a receiving.
hopper, semicylindrical rotary baék, with forks, knives, measuring
chamber, spout, plunger, reciprocating plate, etc., and operated by a
shaft and various arms, levers, rollers, and cams, and intervening con-



