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not offer us any new evidence so cogent on its face as to require us
to reinvestigate the merits on this apphcatlon

In Wilson v. Store-Service Co., 31 C. C. A. 533, 88 Fed. 286, already
cited, the court made some observations to the effect that, inasmuch
as ad interim injunctions in patent causes do not ordinarily main-
tain matters in statu quo, the strict rules stated in that case ap-
plied. 1In the case at bar, however, it appears that the effect of the
ad interim injunction would be practically to hold matters in statu
quo. The refusal of the injunction might operate in very great in-
jury to a long-established and extensive business, controlled by the
complainant, while it would cause no serious injury to the defendant,
whose manufacture of the alleged infringing device has been but
lately commenced, is, apparently, not extensive, and has not become
one of his principal occupations. Moreover, he must have known of
the litigation to which we have referred, and have taken his chances
in view of it. Therefore the court, feeling that it can do no substan-
tial injustice thereby, is the more content with its conclusions. Also
Judge Colt’s line of reasoning in Patent Co. v. Donallan, 75 Fed. 287,
decided June 25, 1896, supports us in the case at bar, although the
issue before him was only as to the validity of the patent.

In relation to the duty of diligence in bringing the cause to a final
hearing, we do not fail to appreciate the inevitable embarrassments
and delays to which counsel are compelled to submit in patent liti-
gation. Nevertheless, in view of the fact that the case in the Third
circuit, referred to, has not been brought to final hearing, so far as
we are advised, and that the answer in the pending suit was filed in
December last, we feel it our duty to inform the parties that, if the
defendant shall hereafter be of the opinion that due diligence is not
used in bringing the suit to a hearing on bill, answer, and proofs, we
would consider, at the proper time, a motion for a dissolution of the
injunction now ordered, based on the want of such diligence.

We deem it proper to remark that, in reaching our conclusions,
we have rested entirely upon the results of the prior litigation, and
we have endeavored, so far as possible, to form no judicial opinion
touching the merits. Let there be a decree, in accordance with rule
21, for an ad interim injunction with reference to claim 1 and claim 6.

PALMER et al. v. JOHN E. BROWNXN MFG. CO.
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PaTeENTsS—DIsTINCT INVENTIONS—TWo0 PATENTS HELD NOT FOR SaME INVEN-
TIONS—MACHINE FOR SEWING OR QUILTING FaBRrIcs.

The Palmer patent No. 308,981, for a machine for sewing or quilting
fabrics, compared with the earlier patent, No. 304,550, to the same in-
ventor, for a “mechanical movement,” and held to be for a ditferent, dis-
tinet, and patentable invention; and also construed and held infringed
as to claims 9, 10, 14, 16, 18, 1Y, 22, and 24,
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Appeal from the Circuit Court of the United States for the District
of Massachusetts. ‘

" Edwin H. Brown, for appellants.
James E. Maynadier, for appellee.

Before COLT, Circuit Judge, and BROWN and LOWELL, District
J udges

BROWN, District Judge. This suit is based upon letters patent
No. 308,981, granted December 9, 1884, to Frank L. Palmer, and
described as for a machine for sewing or quilting fabrics. The cir-
cuit court found this patent invalid, on the ground that what was
claimed therein was simply 4n application to an appropriate use of
what was claimed in an earlier patent to Palmer (304,550, dated Sep-
tember 2, 1884), without the development of the inventive faculty in
making the application. There is no doubt that Palmer was, in fact,
the inventor of the quilting machine described in the patent in suit,
and that his invention was of great ingenuity, and of great im-
portance in the art of machine quilting. His machine accomphshed
work that was formerly done only by hand, and the evidence of in-
vention afforded by the result of its apphcatlon to the practical art
is of high order. He was the first to produce by machinery scroll
quilting in lines running freely in any and all directions,—an advance
of great importance in the art. We agree with the opinion of the
circuit court that Palmer’s patent, No. 185,954 is not anticipatory,
since it lacked the “universal movement in any and all directions,”
which is the characteristic feature of his patent in suit. Had Palmer
been content to take out only the patent in suit, we think there would
be no doubt as to its validity. The difficulty in the present case
arises from the patent No. 304,550, granted to Palmer about three
months earlier than the patent in suit. This patent is for a “mechan-
ical movement,” described in the specification as “more particularly
intended for producing the change in relative position between an

-implement or toel (such, for example, as a molding or other cutter
or cutting tool, or the needle of a sewing machine) and the article
to be operated upon by the implement or tool (such, for example, as
a piece of wood or other material to be molded or cut, or a piece of
fabric to be sewed, quilted, or embroidered).” Claim 7 is as follows:

“The combination, with a rack or frack in pattern form and a positively
operating engaging device acting thereen and capable of bodily movement
relatively thereto, of carriages supporting said device, movable in directions
transverse to each other, and one mounted upon the other, whereby provision

is afforded for the movement of said engaging device along the rack or track
by its engagement therewith, substantially as herein described.”

This “mechanical movement” is employed in the machine of the
patent in suit as a part of the claimed combination. Upon Palmer’s
original application for a patent for a machine for sewing or quilting
fabrics this “mechanical movement” was made the subject of a sep-
arate claim. The date of this application was November 23, 1883,
The other claims of present importance relate to the combination of
this “movement” with the mechanism of a quilting machine, including
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a sewing machine and work holder of a construction permitting them
to co-operate with the “movement.” The patent office, however,
considered the applieation to embrace two inventions, ard upon the
requirement or suggestion of the office, the claim for the “movement”
was withdrawn from the application of November 23, 1883, and made
the subject of a new application, filed June 21, 1884. Upon the
later application was issued the earlier patent, No. 304,550, on Sep-
tember 2, 1884. Upon the earlier application was issued the later
patent, No. 308,981, now in suit.

The defendant contends that Palmer made but one invention,
namely, a “pattern mechanism,” or a feed mechanism which produces
a pattern; and that he did not make two inventions, namely, that
pattern mechanism, and, in addition, the combination of that pattern
mechanism with a sewing machine and its work holder. If it is true
that both patents are for the same invention, it follows that Palmer,
by taking the patent earlier issued, left nothing which could be made
the subject of a second patent. Our inquiry, then, will be: Are the
two patents for the same invention? Looking first to the letters
patent themselves, and comparing their claims, we are unable to say
that the combination claimed in the earlier is identical with that
claimed in the later, since the later specifically claims elements not
enumerated in the earlier. As the claims are not co-extensive, the
fact that a given element is common to both may be of little conse-
quence. Comparing next the functions, we still fail to find identity,
since it is the function of one to produce a finished and usetul product,
while the function of the other stops far short of this, and produces
merely motion in a predetermined or pattern form. From inspection
of the patents alone we are unable to say that the patent office, by
granting patent No. 304,550, exhausted its power to grant No. 308,-
981. The test of identity afforded by a comparison of the claims of
the two patents, however, is not conclusive. We must be satisfied
further that there are substantial differences, not merely varying
degcriptions of one invention, or descriptions of a single invention
in different applications to use. As said in Miller v. Manufacturing
Co., 151 U. 8. 186, 198, 14 Sup. Ct. 310, 315:

“It must distinctly appear that the invention covered by the later patent
was a separate invention, distinctly different and independent from that com-

prehended in the first patent. It must consist in something more than a mere
distinction of the breadth and scope of the claimis of each patent.”

At the date of the application for the patent in suit neither the
prior art (represented, so far as appears in evidence, solely by Palm-
er’s earlier patent, No. 185,954, for a machine without the universal
movement characteristic of the patents under consideration) nor any
prior patent disclosed anything suggestive of the combination of the
patent in suit. There is no warrant in the evidence for the claim
that the mechanical movement suggested the combination. The
“movement” was evolved by Palmer while working in the art of
quilting, and as a means subordinate to the purposes of that art. It
seems evident that throughout the inventive process which led to
the final successful result Palmer’s object was to improve the art of
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machine ‘quilting, and that the movement was conceived as a sub-
combination, or as a member of a combination in which a sewing
machine: was a necessary element. Complainant’s expert, Mr. Park
Benjamin, points out—fairly, as we think—the error of the assump-
tion that the invention of the patent in suit was made by adding the
sewing machine and work holder to the “movement,” and of the
erroneous implication that the “movement” was first in the art. Our
view as to the error of this implication disposes also of the suggestion
that the earlier application was for letters patent for a mere appro-
priate use of an independent invention. It would be more just to
say that Palmer’s knowledge of the superiority of the designs of the
handwork, and of the comparative imperfections, in design and work-
manship, of the former machines, led to the desire for a machine
that would overcome the limitations of the earlier machines and the
imperfections of their product, and that this desire led to the concep-
tion of his sewing machine so reorganized with other elements in a
new combination that it could sew lines in any and all directions.
The record evidence of the inventor’s progress in the art and of his
final achievement justifies this view, rather than the view resulting
from a tearing down of his structure, and an assumption that the
easy process of rebuilding it corresponded to his inventive act. The
architect is entitled to credit for more than the skill necessary to
build according to his perfected plan. The language of Judge Wal-
lace in Thomson-Houston Electric Co. v. Elmira & H. Ry. Co., 18
C. C. A. 145, 154, 71 Fed. 396, 405, seems especially applicable to this
case: :

“The test of identity is whether both, when properly construed in the light
of the description, define essentially the same thing. When the claims of
both cover and control essentially the same subject-matter, both are for
the same invention, and the later patent is void. A machine or structure
may embody several different inventions. There may be subcombinations in
a machine which are new and useful, and operate conjointly to perform some
subordinate function. Such a subcombination, if not patented by a claim,
might be appropriated by another without infringing a patent for the machine.
Being for a different invention, it is the proper subject of a distinct patent.
‘While two or more inventions residing in the same combination or structure
may be covered by a corresponding number of claims in a single patent, the
law does not require them all to be claimed in the same patent, and the in-
ventions may, at the option of the patentee, be secured by different patents.
It is quite immaterial that both inventions originate at the same time, and
from a single conception. In Cochrane v, Deener, 94 U. 8. 780, the court said,
‘One invention may include within it many others, and each may be valid
at the same time.,’ In all such cases, if the inventions are truly separable,
the inventor is entitled to a monopoly for it, although neither could have been
discovered and made available without the other.”

The view of the circuit court in the present case is further ex-
plained by the opinion in Simonds Rolling-Mach. Co. v. Hathorn Mfg.
Co. (July 30, 1898) 90 Fed. 201. Speaking of the present case, the
learned judge who wrote both opinions said:

“In that case (Palmer v. Manufacturing Co., 8 Fed. 454, 457) each of the
two patents was really for a machine, the machine in the earlier patent merely
needing well-known connections to accomplish the results of the machine in
the later patent; so ‘that the two patents were clearly for the same subject-
matter,” :
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We do not think, however, that it is at all obvious that, if the
mechanical movement as claimed in the patent first granted were
given to one of ordinary mechanical skill, who was familiar with the
art of machine quilting, he could have produced the machine of the
patent in suit without such a degree of ingenuity in making the
application of the “movement” to the art of quilting as would amount
to invention. Given a device capable of the production of universal
movement, there would be still necessary the perception that this
movement could be so applied in the art of quilting as to produce
the results of the machine of the patent in suit, and the further per-
ception of such a reorganization of the elements of the machines of
the prior art as would require, before a useful result could be pro-
duced, changes of a radical nature in the work holder, in the means
of holding and presenting the work to the needle, and in the sewing
machine; and also the devising of suitable driving mechanism for
operating the work holder and sewing machine in proper synchronism.
The conception of a mechanism capable merely of producing motion
in a predetermined form, and the conception of this mechanism, com-
bined, with other elements, in a machine producing work theretofore
done only by hand, are distinct. Suffolk Co. v. Hayden, 3 Wall. 315.

We think there is force in the following suggestion of the counsel
for the complainant:

“Clearly, the invention of the mechanical movement, being merely a pro-
ducer or transformer of motion, is not an invention in the art of quilting.
Therefore if defendant’s contention is true that all of Palmer’s invention is
embraced in this mechanical movement, he made no invention in a quilting

machine, notwithstanding he devised one so important that it revolutionized
the art of quilting.”

Had the “movement” been in the prior art, we think that Palmer’s
claims to the protection by letters patent of his quilting machine
would be well founded. As he has produced not only a quilting ma-
chine, but a part of that machine which may be used in other ma-
chines, we see no reason why, by properly seeking protection for all
that he has invented, he should be deprived of the protection of let-
ters patent for that which he regards as his chief invention commer-
cially considered. We are, upon the whole, of the opinion that the
two patents are for two distinct inventions, and not for one inven-
tion; that each describes a true combination; that the combinations
differ widely in their elements and in their functions, and that the
patent in suit is not for a mere use of the invention covered by No.
304,550, but for uses of which the invention of that patent is in-
capable; and that a correct expression of the relation of the two
patents is that the invention covered by one is merely an element
in a combination covered by the other. We therefore hold that the
patent in suit is valid.

The question of infringement follows. Claims 9, 10, 14, 16, 18,
19, 22, and 24 are involved. It is satisfactorily established that the
defendant’s machine performs the same work, and that it has the
capacity for scroll quilting that gives the machine of the patent in
suit its chief value. In view of our finding that ’almer’s two patents,
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304,550 and 308,981, are independent, we think that the only question
of importance upon the issue of infringement relates to the “movable
supports.” The defendant’s position is set forth in the testimony of
its expert, Mr. Metcalf:

“Defendant has discarded the supports described in these patents [304,550,
308,981], namely, the fixed track, the carriage on that track, the second track
on that carriage, and the second carriage on that track, and uses instead of
them newly-invented mechanism which consists of a simple table on castors,
which supports the fabric holder, but has nothing whatever to do with
restraining its horizontal movement, and a system of rods and guides which
restrains the fabric holder from rotating about a vertical axis, but has noth-
ing to do with supporting it.”

We think this is disposed of effectually by the testimony of Mr.
Benjamin, as follows:

“That is evidently based on the assumption that movable supports in any
machine embodying complainant’s invention must, of necessity, in all their
parts operate to hold up the fabric holder against the action of gravity. In
other words, his contention appears to be that, if any member of the mova-
ble support (whereby the fabric holder is permitted, while in the machine,
to follow the movements of the pattern) does not somehow actually take
the weight, or some part of the weight, of that fabric holder upon itself, then
the movable support of 308,981 is not present. All of the supports (according
to Mr. Metcalf) must restrain the fabric holder from moving downward
towards the earth; but, even if the support does operate to restrain the
fabric holder from moving in that direction, if some part of it can be recog-
nized as operating to restrain it also from rotating on a vertical axis, then
the complainant’s supports are not present. I certainly cannot subscribe
to that doctrine. So long as the mechanism which supports the fabric holder
permits it to follow the guidance of the pattern, it is immaterial how the
subsidiary functions of sustaining the weight of the fabric holder, and of
preventing the rotation of that fabric holder about a vertical axis are dis-
tributed among the parts which make up that mechanism. Such a disiribu-
tion will be governed simply by the exigencies of the especial conditions in-
troduced into either machine.”

We cannot regard the “supports” of the defendant’s machine as
the simple table without giving undue prominence to the mere sus-
taining of weight, and without disregarding the lateral support neces-
sary for the proper operation of the mechanism. The supports of the
defendant are the table, with its connections, whereby both vertical
and lateral support are given. What the defendant terms “restrain-
ing devices” are lateral supports, which support the fabric holder in
such a way that only the desired directions of movement are per-
mitted. The inversion of parts, redistribution of weight, and redi-
vision of work among the parts are productive of no advantage, pro-
duce no change of result, and are merely colorable changes. A pat-
ent of the primary character of that in suit cannot be evaded thereby.
- The decree of the circuit court (84 Fed. 454) is reversed, and the
cause remanded to that court with a direction to enter a decree in
favor of the complainants sustaining the validity of claims 9, 10,
14, 16, 18, 19, 22, and 24 of the complainants’ patent in suit, and
adjudging that said claims have been infringed by the defendant,
and ordering a reference to a master to take an account of profits
and damages in respect to such infringement, and awarding to the
complainants a perpetual injunction in respect to the claims above
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mentioned; and to take such further proceedings as shall be accord-
ing to law, and not inconsistent with this opinion., The costs of this
court are adjudged to the appellants,

THE GUYANDOTTE and THE DELAWARE.
(Circuit Court of Appeals, Second Circuit. March 1, 1899.)
No. 59.

CoLLIsTON — STEAM VESSELS CRrOsSING — FAILURE TO CONTINUE MANEUVER AS
AGREED BY SIGNALS.

A steamship and a tug, with a tow, exchanged signals for crossing in
accordanee with the starboard rule, the steamship being the privileged
vessel, at a sufficient distance apart to enable the maneuver to be executed
with safety, but the master of the tug, which had reversed, fearing col-
lision, interrupted the maneuver, and again started ahead, and a col-
lision resulted, in which the tow was injured. The weight of evidence
showed that the steamship held her course after the exchange of signals.
Held, that the tug was alone in fault for the collision, regardless of any
fault in the navigation of either vessel prior to the exchange of signals.t

Appeal from the District Court of the United States for the South-
ern District of New York.

This cause comes here upon appeal from a decree of the district
court, Southern district of New York, holding both respondents liable
for damage done to libelant’s car float. The car float was in tow of
the tug Delaware, and lashed to her starboard side, and was in col-
lision with the steamer Guyandotte on the afternoon of April 30,
1897, in about the middle of the North river, near the upper White
Anchorage Buoy, oft the coal docks at Communipaw.

The following is the opinion of the court below (BROWN, District
Judge): f

A little after 3 o’clock in the afternoon of April 30, 1897, as the libelant's
float No. 3, 185 feet long, was going out of the East river in tow of the tug
Delaware and on her starboard side and crossing the North river towards
Harsimus cove, above the Pennsylvania Railroad ferry in Jersey City, she
came in collision with the stem of the steamer Guyandotte going down the
North river, which struck the float on her starboard side some 20 or 30 feet
from her stern, causing the damage for which the ahove libel was filed.

The collision was not far from the middle of the river and probably from 100
te 300 yards above the White Anchor Buoy, between Ellis Island and Castle
Garden. 'The tug and float in crossing on the last of the ebb tide were headed
a little up river. The Guyandotte, 2C5 feet long, was outward bound for sea.
After leaving her pier at Beach street, she came down in about the middle of
the North river. Ahead of her an Annex ferryboat was crossing from Jersey
City towards the East river and the Guyandotte changed her course about a
couple of points to starboard in order to pass under the stern of thg ferryboat,
which accordingly crossed the bows of the Guyandotte and passed several
hundred feet to the northward of the tug and float below. The mate of the
Guyandotte, who was on the bridge of the steamship with the master, ob-
served the tug and tow before the ferryboat crossed their bow. The master
did not observe them until the steamship passed behind the ferryboat and was

1 For signification of signals of meeting vessels, see note to The New York,
30 C. C. A. 630. i



