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judgment of this court is that the cause be remanded to the circuit
court, with instructions to take such proceedings therein as will con-
form to this opinion.

f e ——

INDIANAPOLIS GAS CO. v. CITY OF INDIANAPOLIS.
(Circuit Court, D. Indiana. November 19, 1898.)
No. 9,493,

1. Discovery 1IN EQuiTy—PowERS. oF FEDERAL COURT.

The power of a federal court of equity to entertaln a cross bill for dis-
covery in a suit in equity has not been abridged by any act of congress
or rule of the supreme court, and s not superseded by statutory methods
provided for obtaining facts in actions at law.

2. BaAME—CRos8 BILL AGAINST CORPORATIONS.

It is not a sufficient reason for a corporation to refuse to answer a cross
bill against it for discovery that its officers and employés are made com-
petent witnesses for either party by the federal statutes, such testimony
not being the exact equivalent of a discovery by the corporation itself.

3. SAME—RIGHT 0F DEFENDANT TO DiscLOSURE—MATTERS GOING TO PLAIN-
TIFF'8 TITLE.

In a suit by a gas company against a city to enjoin the enforcement of
an ordinance fixing the price-of gas on the ground that its effect is to take
the plaintiff’'s property without just compensation, the plaintiff cannot
refuse to answer a cross bill for discovery on the ground that the evi
dence called for relates to matters which it would be required to prove
to establish Its case, and Is, therefore, evidence going to plaintiff's title,
where such matters affect the question of the validity of the ordinance
which constitutes defendant’s title, and the validity of which is affirmed
in its answer.

On Demurrer to Cross Bill for Discovery.

Ferd Winter, for complainant.
John W, Kern, for defendant.

BAKER, District Judge. The Indianapolis Gas Company, on Au-
gust 11, 1897, filed its bill of complaint, setting up in great detail the
fact of its organization, and the character and extent of the business
that it carried on; alleging that it conducted both an artificial and
a natural gas business in said city; alleging that the city of Indian-
apolis had adopted an ordinance, which is set out in the bill, fixing
the price of artificial gas to be furnished to the city and its inrhabitants
at 75 cents per 1,000 cubic feet, and alleging that the price so fixed
is unreasonable, and amounts to a taking of the complainant’s property
without just compensation, and without due process of law; and pray-
ing for a temporary restraining order pending the suit, and on the
final hearing for a perpetual injunction restraining the enforcement
of said ordinance. On this bill a temporary restraining order was
granted until the final determination of the cause. On February 21,
1898, the defendant, the city of Indianapolis, filed an answer denying
most of the material allegations of the complainant’s bill, and affirm-
ing the validity of the ordinance in question, and asserting that the
pricé fixed thereby was a reasonable price, and would afford a fair
compensation to the complainant for the expense of manufacturing and
supplying artificial gas to its consumers. At the same time it filed a
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cross bill against the gas company, referring to the answer of the de-
fendant as well as to the bill of complaint for a detailed statement of
the facts involved in the suit, and insisting on the validity of the ordi-
nance, and seeking by interrogatories propounded to the defendant in
the cross bill to obtain evidence to show that the ordinance was valid
on the ground that it did not amount to a deprivation of property
without just compensation, nor without due process of law. The gas
company has interposed a demurrer to the whole eross bill, and several
ly to each interrogatory contained therein.

While bills of discovery in aid of the prosecution or defense of ac-
tions at law have practically fallen into disuse, owing to the simpler
methods provided by statute for obtaining the same facts which might
have been originally obtained by such cross bills, still it seems to be
certain that courts of equity have not been deprived of their original
and inherent jurisdiction to entertain bills of discovery by reason of
such statutory provisions. The most that can be said is that these
statutes have provided a cumulative remedy for obtaining evidence of
facts which, before the enactment of such statutes, could only be ob-
tained by a bill of discovery. The court knows of no statute enacted
by congress, nor of any rule promulgated by the supreme court, which
abridges or denies the original jurisdiction of courts of equity to enter-
tain bills of discovery. However, bills of discovery in aid of the
prosecution or defense of an action at law will be of very rare occur-
rence, for the reason that the statutes provide a simpler, cheaper, and
more expeditious method of obtaining the facts than does a bill of
discovery. So far, however, as a cross bill for discovery in a suit in
equity is concerned, I am not aware that any change has been effected,
either by statutory enactment or by the rules of the supreme court.
A corporation aggregate is bound te answer a bill of discovery the
same as a natural person, except that it puts in its answer under its
corporate seal, while a natural person makes answer under oath.
‘While it is the usunal practice to join the clerk or other principal officer
of a corporation aggregate as a party to the suit in a bill for discov-
ery, such joinder is not necessary. Where a corporation is the sole
party defendant, it is its duty, if required to do so by the bill, to put
in a full, true, and complete answer; and to enable it to do so it must
cause diligent examination to be made of all deeds, papers, writings,
and muniments in its possession before answering, It wasg said by
Sir John Leach, M. R., in Attorney General v. Burgesses of East
Retford, 2 Mylne & K. 40, that if the corporation aggregate pursue
an opposite course, and the information is afterwards obtained from
documents referred to in its answer, the court will infer a disposition
on the part of the corporation to obstruct and defeat the course of
justice, and on that ground will charge it with the costs of the suit.
Nor is it a sufficient reason for the corporation to refuse to answer a
cross bill for discovery that the officers and employés of the corpora-
tion are made competent witnesses for either party by the federal
statutes. 'Whatever force this suggestion may be entitled to where
a discovery is sought from a natural person, it has none in such a
case as the present, for the corporation cannot be sworn and examined
as a witness, and it is apparent that in many cases a discovery by
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a corporation may be more beneficial and important to the attainment
of the ends of justice than would be a reliance exclusively upon the
examination of its officers and employés. In the present case the
corporation is alleged to be possessed of the knowledge of facts essen-
tial to the maintenance of the defense which the defendant does not
possess, or which it cannot so readily or satisfactorily acquire as by
obtaining a discovery through the angwer of the corporation. It is
clear that the examination of the officers and employés of the corpora-
tion can in no event be the exact equivalent of a discovery by the cor-
poration itself. Bank v. Heilman, 66 Fed. 184.

It is earnestly contended by counsel for the gas company that the
cross bill seeks to obtain evidence touching the same matters of fact
which must be established by the complainant in the original bill
to make out its case. It is said that this cannot be done, as it would
be to allow the defendant to obtain evidence touching the complain-
ant’s title. The court does not so regard it. The city exhibits as
its title and right of defense the ordinance which is assailed in the
original bill. The facts which are sought by the cross bill are evi-
dence in support of the defendant’s title, which rests on the ordinance.
‘While the evidence to assail and the evidence to support the ordinance
is coincident, because the same facts are important to each party, the
court is not of opinion that evidence touching these matters is evi-
dence touching the title of the complainant in the original bill in such
sense as that the city is not entitled to an answer from the gas com-
pany in regard to the facts affecting the validity of the ordinance
which are peculiarly within its knowledge. Every plaintiff is en-
titled to a discovery from the defendant of the matters charged in the
bill, provided they are necessary to ascertain facts material to the
merits of his case, and to enable him to obtain a decree. The plain-
tiff may require this discovery either because he cannot prove the
facts, or in aid of proof, and to avoid expense. Mitf. & T. PL. &
Prac. pp. 393, 394. It would therefore seem to be clear that the com-
plainant, in its original bill, if it had chosen to do so, might have pro-
pounded interrogatories to the city for the purpose of obtaining the
admission of such facts as would have tended to support the allega-
tions contained in its bill. If the complainant in the original bill
possessed the right to obtain a discovery from the defendant touch-
ing matters of fact set up in its bill, it is not apparent why the de-
fendant to that bill may not, by a cross bill, obtain a discovery from
its adversary touching the same matters. If the defendant to the
original bill may not obtain a discovery from the complainant touch-
ing such matters, then it would result that a court of equity, which
delights to do equal and impartial justice, would be compelled to con-
cede a right to the complainant which it denied to the defendant.
The cases in which it is said that the defendant will not be permitted
to inquire into the title of the complainant, nor be entitled to compel
the complainant to make disclosure of its title, are cases where the
defendant has no direct interest in the muniments of title of the com-
plainant. Such ig not the case here. Here the complainant assails
the defendant’s title; charges that it is invalid by reason of certain
facts, which it has set up in its bill. This the defendant denies, and
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asserts the validity of its title under the ordinance. And why may
it not compel the defendant to the cross bill to disclose facts touch-
ing that question? In the opinion of the court, it may do so. “It
has been well remarked,” observes Mr. Justice Story in his Equity
Pleading (section 390), “that in the transactions of human life it fre-
quently happens that the leading facts of the case are known only to
the acting parties; and it is, therefore, of essential service to the
cause of truth and justice that the defendant to the suit should be en-
abled to interrogate the plaintiff on his oath as to the subject-matter.
in dispute between them. The cross bill, therefore, gives a perfect
reciprocity of proof to each party, derivable from the answer of each.
And on this account the right to file a cross bill is not confined to
cases between private parties, for, if a foreign sovereign brings a bill,
the defendant may file a cross bill against him for the discovery of
matters material to his defense.”

The case of Young v. Colt, Fed. Cas. No. 18,155, cited by counsel for
the defendant to the cross bill, seems to be an authority against his
contention. In that case a bill was filed by the patentee for the in-
fringement of a reissue of his patent. The answer of the defendants
to the original bill denied that the patentee was the first inventor, or
had acquired a valid patent. It is to be observed that the defendants
in the original suit did not make their defense in their answer, or file
their cross bill, under any color of title. They neither claimed to be
prior inventors, nor to hold by assignment the elder right of any other
person. If not naked intruders or trespassers upon the title of the
patentee, they stood upon no higher ground than the allegation that
the grant of the government to the patentee was void, and they pre-
sented their cross bill to support that assertion. It was held in this
case that a cross bill for such purpose was not admissible. The
court said:

“The broad principle upon which a cross bill is allowed is that equity should
give suitors a common advantage in its processes. As it compels the defend-
ant to make disclosures and discoveries under oath to aid an action against
him, so should it secure mutuality in this privilege by allowing the defendant
to become a plaintiff, and compel his adversary to make disclosures and dis-
coveries of matters within his knowledge that are serviceable to the defense.
The parties to that end alternate places in order that each may have the same
use of the powers of the court for the same object. But a cross bill, as its
name imports, goes no further than to give the party filing it a reciprocal
right enjoyed by the complainant in the original bill in respect to their mu-
tual title or interest in the subject-matter of the suit.”

The court further said:

“Considering the cross bill in this case as a bill of discovery, the defect is
vital to it that it rests on no title in the parties filing it, either in common
with or hostile to the patentee. It is contrary to all principles of equity
pleading to permit a party who has no right himself to a subject-matter in
dispute to subject the one who shows a prima facle title to it to interroga-
tories as to the source or validity of that title. Bills framed on that ground
are always rejected as fishing, or as attempts to pry into an adversary’s title,
and as transcending the privilege granted to a suitor to draw from his ad-
versary facts tending to support his own title.”

In the present case the title of the defendant rests upon the va-
lidity of the ordinance, and the title of the complainant to recover
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rests upon a. defect of title under such ordinance. Each party,
therefore, has a common interest in the question of the validity
or invalidity of the ordinance in suit; and, in my judgment, either
party has the right by interrogatoriés to compel the other to make
disclosures and discoveries in regard to the facts of the case to aid
such party in reaching the ends of truth and justice.

Nor does the contention of the demurrant receive any support
from the case of Leggett v. Postley, 2 Paige, 599, which was a bill
of discovery filed in aid of a defense in an action at law. It was
there correctly decided that the defendant could not be compelled
to make disclosures which, if true, would subject him to a criminal
prosecution; nor could a discovery be compelled merely to guard
against anticipated perjury in an action at law. It was further
held that, to sustain a bill of discovery filed in aid of a defense in
an action at law, the complainant must show that the discovery
was material, and also that his defense at law could not be estab-
lished by the testimony of witnesses without the aid of the dis-
covery which he sought.  This latter proposition is unsound. Wil-
liams v, Wann, 8 Blackf, 477, and cases there cited. No principle
correctly decided in Leggett v. Postley, supra, lends support to the
demurrer to the cross bill.

The question in Bolton v. Corporation of Liverpool, 1 Mylne & K.
88, arose on a bill of discovery filed in aid of a defense to an ac-
tion at law brought by the corporation for the recovery of town
dues, which the defendants, by their answer, admitted that they
had in their custody; and, relating to the matters mentioned in the
bill, they also admitted that they had divers cases which had been
prepared and laid before counsel in contemplation of the then pend-
ing litigation, as also certain grants and deeds, which were the
title deeds and grants evidencing their title to the dues in question.
It was held that the plaintiff had no right to the inspection of such
deeds and doecuments, because the plaintiff had no common interest
with the defendants in the deeds and documents in question; and
it was further held that the cases laid before counsel in the pro-
gress of a cause, and prepared in contemplation of and with refer-
ence to an action or suit, cannot be ordered to be produced for the
purposes of that action or suit. Neither question decided in the
foregoing case is influential in the present case, because here both
parties had a common interest in the matters of which discovery
is sought.

The case of Ivy v. Kekewick, 2 Ves. Jr. 679, fairly discloses what
is meant by a fishing bill. The bill alleged that the testator had,
after making his will, contracted for the purchase of an estate; that
the purchase was completed by his executor, who conveyed to the
testator’s son, who was in possession; that the plaintiff was heir
ex parte materna, and that there was no heir ex parte paterna.
The defendant, by his answer, claimed as heir ex parte paterna.
The plaintiff, by the amended bill, prayed that the defendant might
set forth in what manner he was heir ex parte paterna, and all
particulars of his pedigree, and the times and places or particulars,
of the births, baptisms, marriages, deaths, or burials of all the
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persons who shall be therein named. To this part of the amended
bill a demurrer was filed and allowed, because it was a fishing
bill, seeking to know how the defendant would make out his own
title, and the facts so alleged, and of which discovery was sought, con-
stituted no part of the plaintiff’s case. They were matters of de-
fense exclusively, having no relation to the plaintiff’s case. It was
not, as here, a case where each party had a common or mutual in-
terest in the same title. On the whole, the court is of opinion that
the demurrer to the cross bill ought to be overruled, and the de-
fendant therein should be ruled to answer. So ordered.

SIMONDS ROLLING-MACH. CO. v. HATHORN MFG. CO. et al
(Circuit Court, D. Maine. July 80, 1898.)
No. 487.

1. PATENTS—LIMITATION OF CLAIMS—FORMS AND PROPORTION.

It is of little consequence whether the relative dimensions of parts of
a device are gathered from a scale expressly shown, or from the apparent
proportion indicated by drawings without a scale; and, in either event,
the dimensions shown are not to be taken as elements in the claim, unless
the patentee has expressly limited himself within the rules stated by the
clrcuit court of appeals for the First circuit in Reece Buttonhole Mach.
Co. v. Globe Buttonhole Mach. Co., 10 C. C. A. 194, 61 Fed. 958.

8. BAME—ANTICIPATION.
An inventor is entitled to be protected to the extent of what he prac-
« tically accomplishes, and no more, and anticipatory matter which has
never gone into practical use is to be narrowly construed.
8. SAME—PATENTABLE METHOD OR ART.

A method of making rolled-metal forgings that are eircular In cross-sec-
tional area, by means of dies used in pairs, and moved In opposite direc-
tions over the metal to be shaped, held to be patentable as an “art,”
in that It involved the application of knowledge or sclence to effect a
desired practical purpose, and did effect it.

4. 8AME—CAR-AXLE Digs.

The Simonds patent, No. 319,754, for improvements in faces for car-axle
dies, held not anticipated by the Bundy English patent, of May 1, 1806,
for ‘“machines or instruments for making leaden bullets and other shot”;
and also held valid and infringed as to claim 1.

8. BAME—METROD OF MAXING ROLLED-METAL FORGINGS,

The Simonds patent, No. 419,292, for a method of making rolled-metal
forgings that are circular in cross-sectional area, held to show patentable
invention over the Bundy English patent, of May 1, 1806, and over
Simonds’ earlier patent, for improvements In faces for car axles (No.
319,754); and also held infringed.

8. SAME—INVENTION.

The difficulties arising under the expressions of the supreme court in
Lock Co. v. Mosler, 8 Sup. Ct. 1148, 127 U. 8. 354, and in Underwood v.
Gerber, 13 Sup. Ct. 854, 149 U. 8. 224, with reference to the issulng of
independent patents for a machine, an art, and a product, involved in the
same fundamental invention, do not apply to the present case, because
Simond’s second patent clearly showed invention over his earlier patent.

Fish, Richardson & Storrow, for complainant.
Phillips & Anderson, for defendants.

PUTNAM, Circuit Judge. This bill is brought on the two claims
of a certain patent, applied for on June 16, 1884, and issued on June



