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LESSER et al. v. UNITED STATES.
(Circuit Court, S. D. New York. December 9, 1897.)

1. CustoMs DOTiES—PROTESTS—PROCEDURE ON APPEAL.

Certain importers appeared before the board of general appralsers In
support of their protests against the decision of the collector, but as to
one of said protests they offered no evidence before the board. Held, that
they had a right to appeal to the circuit court, and that the right to
bring new evidence was co-extensive with the right to appeal.

2, SAME—CLASSIFICATION—CURTAINS, TIDIES, AND SHAMS.

Curtains, tidies, and shams made up from cotton laces, and known
commercially by their respective names, were dutiable, under paragraph
824 of the act of 1883, as manufactures of cotton not otherwise provided
for, and not, under paragraph 3235, as cotton laces.

This was an application to review a decision of the board of general
appraisers affirming a decision of the collector of the port of New
York (classifying certain merchandise for duties as “laces,” under
paragraph 325 of the act of 1883) except in so far as related to the
items invoiced as “tidies” and “shams,” which the board found to be
manufactures of cotton not otherwise provided for, under paragraph
324. There were two protests from the collector’s decision, as to one
of which no evidence was snbmitted before the general appraisers.

Edward Hartley, for plaintiff.
Henry D. Sedgwick, Jr., Asst. U. S. Atty.

WHEELER, District Judge. The importers appeared before the
board of general appraisers in support of this protest, and had a
right to appeal to this conrt; and the right to bring new evidence was
co-extensive with the right to appeal. The goods in question appear
to be curtains, tidies, and shams made up from cotton laces into new
articles, known commercially by their respective names, and thus to
be taken out of what are known as “cotton laces,” They should be
assessed where they, as such articles, would fall, which is, as they
were not specifically named, among manufactures of cotton not other-
wise provided for, according to the protest. Decision as to these
items reversed.

TALBOT et al. v. FEAR et al.
(Circuit Court of Appeals, Seventh Circuit. July 26, 1808.)

No. 485.
1. PATENTS—INVENTION,

After a machine had been constructed to cut veneering three-sixteenths
of an ineh thick, there was no invention in changing its set or gauge
80 as to cut veneering one-half inch thick. Nor was there any invention
in making packing boxes of thick veneering so produced.

2. Same—SmirrinG Boxns.

The Thompson patent, No. 450,435, for a shipping case or box, the
ends and sides of which counsist of a single thickness of “lumber read-
Justed as to its fiber” (veneering), is void for want of invention as to all
its three claims.

Appeal from the Circuit Court of the United States for the Distriet
of Indiana.
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This was a suit in equity by Frank M. Talbot and Evert M. Thomp-
son against James H. Fear, Oliver P. Campbell, and Henry H.
Thomas, for alleged infringement of a patent. In the circuit court
the bill was dismissed after a hearing on the merits, and the com-
plainants have appealed.

Jos. A. Minturn, for appellants,
Linton A. Cox, for appellees.

Before WOODS and SHOWALTER, Circuit Judges, and BUNN,
District Judge.

BUNN, District Judge. ' The bill in this case is brought for an in-
junction and damages for infringement of letters patent No. 450,435,
issued to Evert M. Thompson on April 14, 1891. There are three
claims set forth in the patent, as follows: (1) A shipping case or box,
the ends of which each consist of a single thickness of lumber read-
justed as to its fiber so that one face is less compact than the normal
condition of the wood, and less dense than the other face, and the
box sides having a single thickness of similarly readjusted lumber,
less in thickness, and having less difference between the density of
its faces than the end pieces, said side pieces held to the end pieces
by nails, substantially as described. (2) A shipping case or box,
the ends of which consist of a single thickness of lumber readjusted
as to its fiber so that one face is less compact than the normal condi-
tion of the wood, and less dense than the other face, and box sides
which are composed of similar readjusted lumber, the compact faces
of all the readjusted lumber being in the same direction with refer-
ence to the interior of the box, and all secured together by nails,
substantially as described. (3) A shipping case or box, the ends of
which are composed of lumber readjusted as to its fiber so that one
surface is less dense than the normal wood, and less dense than the
other face, and side pieces of similar readjusted lumber, the denser
faces of all the readjusted lumber being inward, substantially as de-
scribed. It cannot be said to be very clear what the invention
claimed by complainants is. Apparently, the evidence was taken and
the case tried in the court below, and a decision rendered, upon the
theory that the claim of complainants was for an alleged new article
of manufacture, designated as “readjusted lumber.” On this appeal
this claim is distinctly repudiated by plaintiffs’ counsel, for he says in
his brief that “the patent sued on in this case is for a new article of
manufacture, and that new article of manufacture is a box, and not
a new kind of lumber or a new machine.” And again he says, “The
new product to be considered in this case is a shipping box, and not
a new kind of lumber or a new machine.” If this had been the claim
made on the trial, it seems very singular that the court should have
made no mention of it in his decision of the case dismissing the bill.
The court, by Judge Baker, gives several reasons for holding the pat-
ent invalid; and it may be well to quote the memorandum of the
opinion in full, given by complainants in their brief, as follows:

“In view of the prior state of the art, in my opinion, there was no inven-
tion in cutting thicker sheets of lumber than had been previously cut.
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The lumber, except {n increased thickness, s identically the same as the
common veneer. The fact that the complainant first produced lumber of
sufficient thickness to form the ends of egg cases simply shows that he
was the first to discover that an old machine could be used to cut thicker
lumber than had been heretofore produced. It was simply carrying a well-
known process a step in advance. The advanced step involved the invention
of no new mechanism, nor does it produce any new article of manufacture,
because the so-called new ‘readjusted lumber’ differs in po essential respect
from common veneers. And, if the production of the thicker sheets of
readjusted lumber constituted invention, I still think the patent insufficient
to secure it. The method of producing the readjusted lumber is not suffi-
ciently described; and, besides, there is no means pointed out whereby the
readjusted lumber may be differentiated from ordinary veneers. The claims
are broad enough to cover common veneers. The bill will be dismissed for
want of equity, at complainants’ costs.”

This opinion is fully borne out by the testimony. Amnother reason
which might also have been given for not allowing the invention as a
claim for a new kind of lumber is that the complainants were fairly
anticipated three years by others in the production of thick veneering,
or “readjusted lumber,” as it is called in complainants’ patent. The
evidence shows that veneering from three-eighths to five-eighths of an
inch in thickness was made in the summer of 1888, before the plain-
tiffe’ patent issued. Veneering for the making of 2ll kinds of boxes
for the shipping of eggs, bananas, oranges, lemons, berries, celery
and vegetables, harnesses, ete., had been manufactured and in com-
mon use for more than 20 years previous to complainants’ patent.
But until three years before, in 1888, it had been cut thin (that is to
say, from one-eighth to three-sixteenths of an inch in thickness),
and employed to form the sides of boxes used for all these various
purposes of shipping; the side pieces being nailed to thicker lumber,
constituting the ends made by the usual process of sawing. And
even now, or at the time the evidence was taken, very many manufac-
turers refused to use veneering for the end pieces, for the reason that
sawed lumber was stronger and better, and was not so likely to split
in nailing, and that it could be made at about the same cost, because
refuse lumber could be used in sawing, while the veneering, or lumber
pared from the circumference of a log by a rotary knife, to be of any
value, had to be cut from a fairly-good quality of timber. But the
curious thing about this case is that, if this claim for the manufacture
of a common box from readjusted lumber was made and litigated in
the court below, no mention of it should have been made by the court
in its decision. But, however that may be, this court is inclined to
agree with the counsel for complainants that the claim for the manu-
facture of a new kind of lumber is not covered by either of the three
claims of the patent, by any fair construction. Still, if the claims
were fairly capable of such a construction, it might be well supposed
that such a view of the patent would be more favorable to the plain-
tiffs’ claim for infringement than the one he is now putting forth, of
making a box from veneering,—a kind of lumber that has been in
common use for a quarter of a century. To state a proposition claim-
ing a monopoly for the manufacture of such a box is its own best refu-
tation. If it required no invention, after a machine had been con-
structed to cut veneering three-gixteenths of an inch in thickness, to
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change the set or gauge of the machine so as to cut the veneering
one-half inch thick, it required quite as little, after the lumber was
made and put upon the market, to make a box of it. Until the ad-
vent of complainants’ patent, and even since, no one except the com-
plainants had thought it of any utility to turn the compressed sides
of the lumber either in or out, but the lumber was made up without
any reference to that conception. The evidence shows that the de-
fendants have been engaged in the manufacture of egg boxes made of
veneering, but they have paid no attention whatever to the matter of
turning the sides of the lumber in any particular way. And, indeed,
if the claims of the patent are valid, the making of these boxes would
constitute an infringement of the plaintiffs’ monopoly, no matter how
made. The first claim seems to be for a box, the ends of which con-
sist of a single thickness of readjusted lumber, with the sides of sim-
ilar lumber, but less in thickness than the ends, with the side pieces
held to the end pieces by nails. Under this claim there is no require-
ment that the lumber shall be of any particular thickness, or that the
compact sides should be turned in any particular way. Any making
of a box from any kind of veneering, if there were a difference in thick-
ness between the sides and the ends, would violate the patent. And,
of course, as the ends must be made thicker in order to hold the nails,
the chance for making a box with assurance of exemption from punish-
ment would be small indeed.

Under the second claim the compact faces of the lumber must be
all turned one way. They may be all turned either out or in, but
must be all one way, which is not essential under the first claim.
Under the third claim the denser surface of all the lumber—both end
pieces and side pieces—imust be turned in. It will be noticed that
there is no requirement in either of these claims as to the thickness
of the lumber. The infringement would be just as inevitable in case
none of the lumher was thicker than the common veneering that has
been cut and in common use by all manufacturers of boxes since 1871,
as to which the plaintiffs have made no claim to be the inventors, and
which they found in the market when they entered into the box-mak-
ing businesg, as though the end pieces were made of thick veneering,
—say one-half inch,—in reference to which it has been supposed the
complainants had made a claim for being the first to manufacture.
So it seems clear that, if the patent is valid as for the manufacture of
a shipping case or box, there is no escape from a charge of infringe-
ment if one would make a box at all of “readjusted lumber,” which,
in common parlance, is simply veneering cut with a knife instead of
being cut with some one of the many kinds of saws used in sawmills.
The machine which manufactures readjusted lumber is an ingenious
one. If exceeded at all in ingenuity, it must be by the theory of util-
ity put forth by complainants for the manufacture of boxes from the
product of the machine. But it must be said that very serious inroads
have been made upon this claim for utility by the evidence for the de-
fendants. The evidence shows that readjusted lumber is made by cut-
ting from the surface of a revolving section of a log, and then flatten-
ing out the sheet so cut, and holding it in a flattened position until
seasoned. To insure the best results, the log is cut into short sec-
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tions, two or three feet long, and then dipped into hot water to toughen
the fiber, to prevent splitting as the sheet comes from the knife. Then
the log is put in the machine, and made to revolve against the ad-
justed knife, which pares the log into ribbons of wood, something after
the manner of an old-fashioned apple-paring machine, except that the
log is made to revolve until mainly cut up. One of the principal fea-
tures in the manufacture is the operation of the pressure bar, which
is an iron running lengthwise of the wood while in revolution. It is
placed on the outside of the veneer that is being cut,—just opposite
to, and parallel with, the knife. It is held against the face of the log
with set screws at very great pressure, and serves to compress the
wood in cutting so that a half-inch in thickness of the log in its natural
state is compressed fully one-sixteenth of an inch. The witnesses do
not agree as to just where this compression takes place—whether it
extends clear through the wood that runs between the knife and the
pressure bar, or is confined to the outside, which is immediately under
the pressure bar. While we do not deem the question of importance
in the decision of this case, it would seem as though the argument
were much upon the side of those who maintain that the compression
extends clear through the three-eighths or one-half inch of timber lying
between the pressure bar and the knife, because, though the pressure
is applied directly by means of the pressure bar from the outside, it
is clear that the steel knife which lies under the veneer sheet is press-
ing with something like the same force on the underside. Otherwise
the pressure would have no effect in compressing the wood. But the
weight of evidence seems to be that, while all parts of the veneering
piece are compressed, the side next the pressure bar gets the greater
share. So that the outside, which would be naturally the least firm
and compact, as being further from the heart of the tree, becomes
more compact than the inside. Of course, in very thin sheets this dif-
ference would be very small, while in one-half inch sheets it might be
more considerable. Some of the witnesses say they do not know; it
is mainly a matter of theory,—as very likely it is. But when we come
to the question of utilizing this supposed difference in the degree of
compactness of thin sheets of wood in the manufacture of boxes,
the matter becomes more and more an abstraction, and of little or no
practical value, as we think the evidence clearly shows. The plain-
tiffs’ claim is something like this: Shipping boxes are liable to be
exposed to moisture in shipping, especially while in cold storage.
This moisture may be more on the outside, or more on the inside. If
more on the inside, then the denser side of the beard should be put
outside, to resist the swelling of the inside from moisture; and vice
versa. So that in either case the warping tendency of the wood is
thwarted and neutralized, and the box kept straight; and that, while
other manufacturers of boxes depend upon the nails to keep the boards
from warping, those who manufacture under the plaintiffs’ patent
can rely upon the boxes keeping straight that are made from read-
justed lumber, with the compact side turned all one way. But the
testimony shows beyond question that there can be no appreciable
difference between the inside and cutside of egg boxes and other sim-
ilar boxes, as regards the tendency to spring or warp from moisture,
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a8 the boxes are made open, so that the air circulates with freedom
throughout —inside as well as outside. ‘And then, when made and
put upon the market. in car loads, as they are, who is to know, and
how are the purchasers to find out, whether the lumber in the boxes
has the, lesser or more compact s1de turned in or out? . The evidence
shows. that neither purchasers nor manufacturers think of this matter,
or pay any attention to it, and that by far the best lumber for boxes
is quarter-sawed lumber (that is, lumber sawed at nght angles, or
approximately so, with the layers of growth); that it is stronger, and
less liable to warp, as we all know from common expemence Veneer-
ing, which is cut parallel, approximately, with the rings of growth,
the evidence shows, is most subject to warping of any lumber, but
with good-nailing of thin sides to half-inch or five-eighths inch ’ends
a very good and-cheap box can be made from it. If a patent could be
maintained upon a box made from veneering, after the claims of the
patent in suit, there is no reason that could be given why one could
not be mamtamed for a box made of common lumber sawed from the
sides of a log, because the tendency to spring in a certain dlrectlon,
the edges always away from the heart of a log, which is firmest, is just
as certain and inevitable as so-called “readjusted lumber” is to warp
in a contrary direction. As the evidence shows, there is always some
quarter-sawed lumber coming from every log, as a result of the com-
mon method of sawing, where the log is squared by taking slabs and
boards from four sides, and then sawing the remaining block into
boards. But, just as soon as you get either way from the heart of
the log, the boards, unless confined in place by piling, will warp, by
the middle of the board bulging towards what was the heart of the
tree, and the edges in the contrary direction. It is quite evident to
the court, from the testimony, that there is no substantial merit in
either of the claims of the patent either upon the score of invention
or that of utility, The decree of the circuit court is affirmed, with
costs.

HICKORY WHEEL CO. v. FRAZIER et al.
(Circuit Court, N. D. Illinois, N. D. June 27, 1898)

1 PATENTS FOR INVENTION—PATENTABILITY—SULKIES.
) Letters patent No. 498,118, issued March 21, 1893, for an improvement
in sulkies, consisting in reducing the size of the wheels and equipping
. them with rubber tires, are void for want of invention.

8. SAME-—ANTICIPATION.
Letters patent No. 498,709, issued May 20, 1893, for an improvement in
sulkies, consisting in providing the seat and body of a large-wheel sulky
with the wheels of & small-wheel sulky, are void for anticipation.

"This was a suit by the Hickory Wheel Company against Walter
8. Frazier and others to enjoin an alleged infringement of two pat-
ents: issued to ‘Bterling Elliott for improvements in sulkies, and
assigned to the complainant.

Offield, Towle & Linthicum, for complainant.
Bond, Adams, Pickard & Jackson, for defendants,



