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This was a suit in equity by the Deering Harvester Company against
the Whitman & Barnes Manufacturing Company for alleged infringe-
ment of a trade-mark.

Banning & Banning, for complainant.
Charles Baird and Robert H. Parkinson, for defendant,

SEVERENS, District Judge. In this case I am satisfied that the
letters and figures stamped upon the pieces of machinery by the com-
plainant, and upon which it sets up its claim for trade mark or marks,
were intended in their primary purpose to designate the several pieces
of machinery, one from another, in order to give information to its
own employés, and its customers who should use its machines, of the
identity of the piece thus designated; and that, if the use of such let-
ters and figures in the manner in which they are employed serves also
to denote the manufacturer, this is incidental to the principal purpose.
The claim of a multitude of trade-marks for the purpose of designat-
ing the. several parts which go to make up the various combinations
exhibitad by the several machines which the party manufactures, is
very unusual and extraordinary. As a general thing, a trade-mark
is a common one, designating generally the thing upon which it is im-
pressed as of the manufacture of the party seeking to establish a
claim to the exclusive right thereto. It may be possible to establish
a right to such heterogenous trade-marks, but I think the rational in-
ference from such a course would be that the marking is for the iden-
tification of the thing rather than the manufacturer. Upon the evi-
dence in the record, I do not think the defendant can be held to be
engaged in the sale of the obnoxious articles under a pretense that
such articles were actuallv manufactured or originally supplied by the
complainant. The defendant has done no more than was fairly nec-
essary to enable the public to identify the things wanted from other
pieces in the maciiines of which they severally form a part. In my
judgment, the trade-mark cases decided by the supreme court of the
United States, especially the more recent ones, are quite decisive of
this case against the complainant. Manufacturing Co. v. Trainer, 101
U. 8. 51; Lawrence Mfg. Co. v. Tennessee Mfg. Co., 138 U. 8. 537, 11
Sup. Ct. 396; Coats v. Thread Co., 149 U. 8. 563, 13 Sup. Ct. 966;
Mill Go. v. Alcorn, 150 U. 8. 460, 14 Sup. Ct. 151. It does not appear
to me that the case of Singer Mfg. Co. v. June Mfg, Co., 163 U. 8. 169,
16 Sup. Ct. 1002, is opposed to this conclusion. In view of these deci-
sions, it seems unnecessary to go into a discussion of the cases at large.
The result is that the bill must be dismissed.

R. HEINISCH’S SONS CO. v. BOKER et al.
(Circuit Court, 8. D. New York, March 18, 1898,)

1. Uxramr CoMPETITION—USE OF ProPER NAME—INJUNCTION,

Defendants, former agents for the firm of R. H.’s Sons, complainant’s as-
signor, which firm enjoyed a high reputation as manufacturers of shears, en-
tered into a contract with one H.,, a former member of that firm, by which
they acquired, among other things, the right to use his name uvpon all their
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goods. - H., on withdrawing from the ﬁrm, had conveyed to it all his interest
in its property, assets, and business; and defendants, in a contract with the
firm, had admitted that it was the “sole owner of the H. trade-mark.” De-
fendants at once began to make and sell shears stamped with H.'s name,
and packed in a manper similar te¢ complainant’s goods, so as to lead the
ordinary purchaser (but not, it was claimed, the trade) to believe them the
same. At the same time, defendants continued to style themselves, upon
signs, In circulars, ete., “agents for R. H.’s Sons.” It appeared that nothing
had ever been done under any:clause of the contract, except that conveying
the right to use the name; and the real object appeared to have been solely
to acquire, under cover of the othér clauses, a claim to that name. Held, that
the eircumstances clearly indicated fraudulent intent, and that complainant
was entitled to an injunction against the use of the name, and to an account-
ing.
2. SAME-—DECEIT OF PURCHASER.

.In a suit to restrain unfair use of a “trade- -name, the criterion of unfair com-
petmon is whether crdinary purchasers, as distlngulshed from members of
the particular trade, are deceived.

8. BaAME—NATURAL CONSEQUENCES OF ACTS.
Where parties act in such a manner as naturally tends to decelve the pub-
fie, they must be presumed to have contemplated the natural consequences
of their acts,

4, SAME—ATTITUDE OF COUBTS or Equity.
Courts of equity keep pace with new- developments in competitlon for pub-
lic favor, and insist that it shall be won only by fair trade.

This was a suit in equity by the R. Heinisch’s Sons Company
against Carl F. Boker and others to enjoin alleged infringement of a
trade-mark, and unfair competition in trade.

Rowland. Cox, for complainant.
John J. Gleason, for defendants,

TOWNSEND, District Judge. More than 60 years ago one Rochus
Heinisch began the business of making shears and scissors, and shortly
thereafter established a factory at Newark, N. J., where said business
has ever since been continuously. carried on. In 1871 he sold said
business to his three sons, Rochus, Jr., Edmund E., and Henry C.
Heinisch, who carried it on as co-partners, under the firm name of R.
Heinisch’s Sons, until 1877, when said Henry C. Heinisch withdrew
from the firm, and assigned to it all his right, title, and interest in its
property, assets, and business.: At -that time the parties executed an
agreement whereby said firm, complainant’s assignors, sold to H.
C. Heinisch the stock of goods in the partnership store, and agreed
“to sell to the said Henry C. Heinisch all goods or wares manufactured
by them, * * . * and to turn over and transfer to the said H. C.
Heinisch all orders received by them from other quarters for goods of
their manufacture” And said H. C. Heinisch agreed “not to sell or
manufacture any other goods in the line or of the kind manufactured
by the said party of the second part.” In 1878 said agreement was as-
signed to defendants’ predecessors, with the consent of the complain-
ant’s assignors; and they (complainant’s assignors) extended the terms
of said agreement for five years, and agreed to manufacture for de-
fendants’ predecessors another quality of shears to be known as the
“Trenton” brand. In 1883, upon the termination of said agreement,
certain digputes arose between the parties, which resulted in an agree-
‘ment- between H. C. Heinisch and defendants’ predecessors ‘whereby
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he agreed not to engage for 10 years in the manufacture or sale of
shears in competition with the business either of complainant’s or de-
fendants’ predecessors. In 1888 complainant’s assignor and defend-
ants executed an agreement which deseribed complainant’s assignor
as “sole proprietor of the Heinisch trade-mark in cutlery, and manu-
facture of the same,” and constituted defendants their selling agents
for four years, unless sooner terminated, and wherein complainant’s
assignor agreed to furnish his goods to defendants; said goods to be
“known and designated as Heinisch quality goods,” and “to be stamped
with the regular Heinisch name, or with special brands.” In 1892
the complainant corporation was organized, and all the rights of said
Rochus Heinisch and of said firm were duly assigned to it. TUpon the
termination of said 1888 agreement, on May 1, 1892, the complainant
corporation resumed the sale of the Heinisch goods. June 10, 1892,
said H. C. Heinisch made an agreement with defendants to manufac-
ture for and sell to them, as his agents, a certain kind of shears pat-
ented by him. Said agreement contained further provisions, as fol-
lows:

“Third. The parties of the first part shall have the right to manufacture, or
cause to be manufactured, any other kinds or styles of shears or other cutlery
which they may desire to make and place on sale, with the name ‘H. C. Heinisch,’
which words shall constitute a trade-mark, to be duly registered and adopted
by the parties as suich, which said trade-mark, for all uses and purposes except
its use upon said patented shears, shall be the property of and belong to the
parties of the first part forever. Fourth. The party of the second part will im-
part to the parties of the first part any special information he may have or ac-
quire as to the best methods of cutlery manufacture; and, in consideration of the
covenants therein contained, he hereby sells, assigns, and transfers to the parties
of the first part, all his right, title, and interest in and to said trade-mark, sub-
ject only to the agreements herein contained in regard to the said patented
tailor’s shears. Fifth. In consideration of the covenant on the part of the party
of the second part herein contained, the parties of the first part hereby covenant
and agree to and with him to pay to him, during his natural life, upon all shears
or cutlery upon which they shall use the said trade-mark (other than said pat-
ented tailor’s shears), a royalty of three per cent. upon the sale price of all such
shears sold by them; and after his death they agree to pay to his legal repre-
sentatives a royalty of one and one-half per cent. upon such sale price of all such
shears sold by them, so long as they shall use said trade-mark.”

The shears manufactured by said Rochus Heinisch acquired a high
reputation in the markets of the world, and said reputation has in-
creased, and is now enjoyed by the complainant. In order to identify
his goods, said Rochus Heinisch affixed to them the name “R. Hein-
isch”; and said name, alone or as part of the name “R. Heinisch's
Sons,” has been continuocusly used by his successors in business upon
said shears and its labels, and otherwise; and certain distinct boxes,
cards, and labels have also been used to identify said goods, which have
‘been known in the markets as “Heinisch Shears.” The defendants
sell goods, so stamped, boxed, labeled, and advertised under the name
“H. C. Heinisch,” as to lead the ordinary purchaser to believe that their
goods are the goods of complainant. After the termination of said
agreement of 1892 with complainant, the defendant for years continued
to make use of two signs at the sides of the doorway of their store, hav-
ing thereon the words “R. Heinisch’s Sons,” and continued to use
postal cards notifying dealers that they were “sole agents for R.
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Heinisch’s Sons shears.” The attempt to explain this conduct as the
result of inadvertence on the part of this astute business corporation
is more impressive than silence would have been. No such explana-
tion is attempted for the imitation of size, shape, color, collocation, and
general appearance of complainant’s labels. In view of the previous
relations of the parties, it is clear that the acts of the defendants were
‘the result of deliberate attempts on their part to appropriate the busi-
ness and reputation which belongs to complainant, or of such gross
negligence as to disentitle them to the favorable consideration of a
court of equity.

The further contention of defendants, that the trade is not misled,
if true, is immaterial. Tt is clear that the devices adopted by defend-
ants deceive ordinary purchasers. The law, firmly established by re-
peated decisions in this circuit, enjoins every artifice which promotes
unfair trade, It is immaterial that professedly innocent individuals
contribute to infringe upon the good will of the proprietor, and impose
upon the ignorance of the incautious purchaser. A court of equity
keeps pace with the rapid strides of the sharp competitors for the prize
-of public favor, and insists that it shall be won only by fair trade.

The defendants contend that, in any event, they have a right to use
the name “Heinisch,” or “H. C. Heinisch,” upon their goods. H. C.
Heinisch sold to complainant in 1877 “all his right, title, and interest
in and to all the property, assets, and business of R. Heinisch’s Sons.”
In 1888 the defendants admitted that complainant was “sole proprietor
of the Heinisch trade-mark.” In 1892 H. C. Heinisch sold his name to
them, as a trade-mark. Except for his connection with his patented
shears, it does not appear that this transaction represented anything
except the purchase of the right to make profit out of the Heinisch
trade-name. Tt is true that the ingeniously worded contract purported
to provide that H. C. Heinisch should impart “any special information
‘he may have or acquire as to the best methods of cutlery manufacture.”
But said contract further gave to defendants the right to manufacture
any kind of “cutlery which they desire to make and place on sale with
the name ‘H. C. Heinisch,” ” and provided that said name should be “the
property of and belong to the parties of the first part forever.” In fact,
defendants’ goods were manufactured for them, according to the order
of their manager, Hawkins, by the firm of Clayton Bros., at Bristol,
~Conn. H. C, Heinisch never had any communication with said manu-
facturers, and said shears were not made under his instructions or
directions, but said Hawkins “had entire control of the manufacture.”
They were, however, stamped, boxed, labeled, and sold under the name
“H. C. Heinisch,” so arranged as to simulate the original Heinisch
goods. 'When H. C. Heinisch made this contract, in 1892, allowing the
-perpetual use of his name, all that he did was to look at some samples
of the goods which defendants were to have manufactured for them,
and to express his satisfaction with them, as he considered them equal,
if not superio®, to the original Heinisch goods. Although ostensibly
the chief object of said agreement was to secure the right to the H. C.
Heinisch patent, not a single pair of tailor’s shears has ever been mann-
factured under said patent. Judging from the conduct of defendants,
the actual object of said contract was to appropriate the reputation of
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the Heinisch shears by the purchase of the name “H. C. Heinisch,”
which, as a “trade-mark for all uses and purposes, except its use upon
said patented shears, shall be the property of and belong to the parties
of the first part forever.” This is not the case of a sale of a good will
in connection with a plant or a growing business. H. C. Heinisch had
sold all his “right, title, and interest” in the Heinisch business in 1871;
and defendants in 1888 had admitted that plaintiff’s assignors were
“gole proprietors of the Heinisch trade-mark.” Nor is this a case
where the party allowing the use of his name on certain goods has asso-
ciated himself in business with the manufacturers thereof. It does
not appear that H. C. Heinisch ever invested any money in said busi-
ness, or undertook any supervision over, or exercised any skill in, the
manufacture of said goods. It thus appears that, while neither of the
ostensible objects of said contract has been carried out, the Heinisch
name, attempted to be sold thereunder, has been so used as to deceive
the public. In these circumstances, it must be presumed that the de-
fendants contemplated the natural consequences of their acts, irrespec-
tive of those carefully worded provisions of said contract which appar-
ently were never intended to have any effect. The complainant is
therefore entitled to an accounting, and to an injunction restraining
the use of the name “Heinisch,” or “H. C. Heinisch,” on defendants’
shears (other than said patented shears), labels, postal cards, and other-
wise, in any way which will interfere with complainant’s enjoyment of
the benefit of its trade-name. The form of the decree will be deter-
mined after submission of proposed forms by counsel.

WESTERN ELECTRIC CO. v. CAPITAL TELEPHONE & TELEGRAPH
CO. et al.

(Circuit Court, N. D. California., March 29, 1898.)
No. 12,129,

1. PATENT—PRIOR INVENTION—MULTIPLE SWITCHBOARD.

The Firman patent, No. 252,576, for a “multiple switchboard for telephone
exchanges,” granted January 17, 1882, was not anticipated by the British
patent, No. 4,903, issued to Scribner May 14, 1880; the evidence showing that
Firman reduced his invention to practice before the first step was taken to
secure the Scribner patent.

2, SAME—NOVELTY.

Claim 1 of the Firman patent, No. 252,576, for “the combination of two
or more switchboards at the central office exchange system, to each of which
the same telephone lines are connected, whereby any two of these lines may
be connected together upon either of the multiple switchboards,” is not void
for want of novelty because of the prior state of the art, as shown in the
British patent, No. 13,487, for a telegraphic dial switchbeard, and the strap
switchboard, or the switchboard in use in New Haven and Meriden, Conn.,
in 1878.

8. SaME,

Claim 2 of the Firman patent, No. 252,576, for ‘“the combination of two
or more multiple boards, to which the lines of the terminal stations are con-
nected, and means are described whereby the switchman may readily ascer-
tain what lines are in use,” is void for want of novelty.

86 ¥.—49 ‘



