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alty at the rate of 10 per cent. upon the proceeds of their sales
of the patented article, whenever, without fault of the licensors,
the original pooling agreement should cease to be operative. That
agreement did cease to be operative when it was no longer effectual
to maintain the selling price for the patented article as between the
parties to it.

After Andrews withdrew from the combination, the concurrence
of all the remaining parties was necessary to authorize a reduction
or change in the minimum selling price. That the complainant ever
congented to a reduction by which the minimum selling price was
to be less than the cost of the article is highly improbable, and we
do not for a moment believe it to be true; but if he did, and each
party except the complainant was at liberty to sell for any price
he pleased, and was selling at prices less than cost, and paying noth-
ing into the common fund, there was nothing of substance left of
the original agreement. Under such circumstances it was only
operative to deprive the complainant of any royalty or rights as the
owner of the patent. Undoubtedly, the complainant is estopped
from asserting that the pooling agreement was not operative during
the period when he saw fit to treat the situation as one which was
consistent with the meaning and purpose of the agreement. But
the estoppel extends no further. We are satisfied that he did not
violate the agreement himself, and that he had ample justification
for refusing to regard it as longer in force. The defendants were
informed of his position in September, 1893. If, after this, they
had rendered monthly accounts, and offered to pay the royalty re-
gerved by the license, they would have had a defense to the present
suit. As it is, there was no defense, and the decree of the circuit
court was right.

The decree of the circuit court is affirmed, with costs,

WILLIAMS v. AMERICAN STRING-WRAPPER CO. et al.
(Circuit Court of Appeals, Seventh Circuit. March 10, 1898.)
No. 433.

1. PATERTS— ARTICIPATION.

Anticipation should not be found in prior devices in the art to which a
patent belongs, unless they are of such a character as to have furnished
clear, if not unmistakable, suggestion of the improvement in question;
and if the anticipatory suggestion comes from another art it should have
less significance, proportioned inversely to the distance from which it is
brought.

2. BAME—INVENTION—STRING WRAPPERS,

The Williams patent, No. 538,244, for an improvement in string wrappers,
consisting in cutting into the wrapper on both sides of the end of the string,
so that the wrapper may be easily opened without tearing or injuring the
newspaper or other article wrapped therein, presents a patentable invention.
28 C. C. A. 325, 84 Fed. 197, reversed.

On rehearing.
For former report, see 28 C. C. A. 325, 84 Fed. 197.

Before WOODS, JENKINS, and SHOWALTER, Circuit Judges.
86 F.—41
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'WOODS, Circuit Judge. ' Fora statement of this case réference is
made to: the opinion handed down at the last:session of this court
wherein it was held that the patent in suit, No. 558,244, issued on April
14, 1896, to Benajah Williams, for a wrapper for newspapers, etc.,
in view of patent No. 519,185, granted to P. J. Ogle on May 1, 1894,
was lacking in patentable novelty. A petition for & rehearing was
presented showing, on the undisputed evidence in the record, that be-
fore Ogle had conceived of his design Williams had made samples of
the wrapper for which his patent was afterwards granted, and, the re-
hearing having been:allowed, the question is whether, the Ogle de-
sign out of view, the Williams  wrapper was patentable. We are of
opinion that it was. Its utility is ‘proved and'not disputed. - It is
different from anything before it, and is not an obvious or natural sug-
gestion of what had preceded xt in the art. Stress was laid at the
argument upon the Zimmerman patent, one of the drawings of which
is in appearance substantlally like the Ogle demgn, but that patent is
for improvements in key-opening metal cans, and is described as show-
ing a detached strip termmatmg in a free tongue at one edge of
the blank sheet of which the can'is made. . The making of metal cans
is another art, and, if in a conceivable degree akin to the art of mak-
ing of wrappers for newspapers and periodicals, is 80 remotely related
that it ought not to be considered. Anticipation ought not to be
found in prior devices in the art to which a patent belongs unless they
are of such a character as to have furnished clear, if not unmistakable,
suggestion of the improvement in question; and it the anticipatory sug-
gestion comes from :another art it should of course, have less sig-
nificance, proportloned inversely to the distance from which 1t is
brought. : The device in question, simple as it is, was a happy thought,
and we hold it to have been a patentable discovery becduse it was: not
directly suggested by anything which preceded it in the art.to which it
belongs, and was not fairly or logically deducible from any or all of the
prior forms of construction. The decree below is therefore reversed,
with dlI‘eCtIOIl§ to proceed. in accordance with thls opinion,

f— e —

IRWIN v. HASSELMAN et al. -
(Oircuit Court D Indiana April 4, 1898)
" No. 9,397.

PATERTS—CONSTRUCTION OF CLAIM—INFRINGEMENT,

The Ryan patent, No. 379,334, for an improvement in book binding, al-
leged to consist in having the leaves in .small bunches or sections secured to
the back separately and flexibly, the leaves being rendered flexible by creas-
ing them parzllel to and a short: distance from the back, construed in view
of the patentee’s acquiescence in the rejection of broader claims, and held to
be entitled only to a narrow construction, and not to gecure the exclusive
right to use creased leaves in the manufacture of books,

This was a suit in equity by James M. Irwin against Otto H. Hassel-
man and others for alleged infringement of a patent for an improved
method of binding books,
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Paul Bakewell and James P. Baker, for complainant.
Addison C. Harris, for defendants.

BAKER, District Judge. This is a suit to restrain the alleged in-
fringement of letters patent No. 379,334, granted to Michael Ryan, the
assignor of the complainant. The patent is for the purpose of secur-
ing certain new and useful improvements in bookbinding. The object
of the irivention is stated to be “to provide a method of binding books,
particularly blank books and books of record and reference, in such a
manner that, when a book shall be opened at any point, the leaves may
fall and be substantially flat, and the pages thus exposed present, as
nearly as possible, a level surface, for convenience in writing and ruling
thereon.” The patent shows, describes, and claims two ways of carry-
ing the'invention into effect. In this case we are concerned only with
the form of the invention illustrated by Figs. 2 and 3 of the drawing,
and covered by elaim 1 of the patent. Hence we shall refer here
only to those parts of the specification and drawings of the patent
which relate to this form. The form in question here is that illus-
trated by Figs. 2 and 3 of the drawings here reproduced:

Referring to the above illustration, the specification states:

“D, Figure 2, is a sheet forming two leaves, which have been folded to form
the creases d, d.”

After stating the object of the invention, as before quoted, the speci-
fication proceeds (reference being here made only to Figs. 2 and 3, su
pra): :

“This object I accomplish by forming a hinge joint in the leaf at & line parallel
to, and a short distance from, the binding (which distance would vary accord-
ing to the size of the book and weight of the paper), * * * Dby a crease

made by folding as shown in Figure 2, * * * which will render the leaf
flexible at that point.”

The specification also describes and illustrates, by reference to Fig.
3, how the leaves (such creases being made as illustrated in Fig. 2) are
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made into sections or bunches, and such sections or buﬁches are bound
to the back by stitching. TFig. 3 is thus described in the specification:

“Figure 8 is a sectional view showing the bunch, C, attached -to the flexible
back, B, and & leaf of one half the bunch turned over upon the other half.”

Claim 1 of the patent (the only claim involved in this S\llt) is:

“A book composed of sections or bunches of a small number of leaves, In which
each section is secured to the back separately, and thereby flexibly thereon inde-
pendently of the others, and in which the leaves are rendered flexible at a line
parallel to and at a sufficient distance from the back, to allow each to lie flat
upon the others when open, substantially as set forin.”

The complainant, testifying as an expert in his own behalf, says that
the difference in the manufacture of books according to the first claim
of the Ryan patent and the old and familiar method of manufacture
consists solely in the use of the creased leaves; that both kinds of
books are of the same class and weight of paper, made up in bunches
or sections exactly alike, sewed in the bands exactly in the same man-
ner, except that a book of the old and familiar make has not the
feature consisting of the creased leaves illustrated and described in
the first claim of the Ryan patent. It is thus conceded that the sole
novelty consists in the use of the creased leaves. This feature Ryan
attempted to secure in various ways by the four claims contained in
his application for a patent. These claims were:

(1) “A book having leaves rendered flexible at a line parallel to and a short
distance from the back, substantially as and for the purpose set forth.”

(2) “A book having leaves perforated at a line parallel to and a short dis-
tance from the back, substantially as and for the purpose set forth.”

(3) “A book whose sections or bunches are composed of a small number of
leaves fastened together at a line parallel to and a short distance from the back,
stitbstantially a8 and for the purpose set forth.”

(4) “A book In which the leaves composing each half of each section or bunch
are stitched together along a line parallel to and a short distance from the back,
whe;gbfy ttll]f’}: are both perforated and fastened to facilitate folding, substantially
as s or .

Each of these claims was rejected by the patent office on the ground
of anticipation by former patents which were cited. The claimant
acquiesced in such rejection, and, without making any change in his
specification, filed the three new claims which were allowed, and consti-
tute a part of the present patent, the first of which is the only one in-
volved in this suit.. There was no novelty in the individual steps in
the manufacture of a book according to the rejected, claims, except in
respect of the creasing of the leaves. Acquiescence in the rejection of
a claim distinctly covering this step raises a conclusive presumption
that it possessed no novelty. Richards v. Elevator Co., 159 U. 8.
477, 486, 16 Sup. Ct. 53. The patentee having once presented claims
in such form as distinctly to secure to him the alleged novel feature of
creasing the leaves, and the patent office having rejected them, he,
having acquiesced in such rejection, is, under the repeated decisions
of the supreme court, now estopped to claim the benefit of his rejected
claims, or such a construction of his present claim as would be equiv-
alent thereto. Morgan Envelope Co. v. Albany Perforated Wrapping-
Paper Co., 152 U. 8. 425, 429, 14 Sup. Ct. 627, and cases there cited.

‘In view of the action of the patent office, the claim in suit must
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be narrowly construed. The elements of the claim are (1) a book com-
posed of sections or bunches of a small number of leaves, (2) in which
(book) each section is secured to the back separately, and thereby flex-
ibly thereon independently of the others, (3) and in which (book) the
leaves are rendered flexible, i. e. creased at a line parallel to and at a
sufficient distance from the back to allow each to lie flat upon the
others when open. The first and third of these elements are em-
braced in the rejected claims, and hence we are led to the conclusion
that the introduction of the second element in the claim in suit was
understood by the patent office to introduce some new and patentable
element in combination with the first and third elements of the claim,
The evidence shows that in the old and familiar art, as well as in
that practiced by the defendants, no section or bunch of leaves is se-
cured to the back independently of the others, but that each section
or bunch is secured to the back in such manner that it is united to all
the others, and that, if this union is destroyed, the book would come
to pieces. The novelty in books made in accordance with the Ryan
patent must consist, then, in one or both of these particulars: (1)
That each bunch of leaves is secured to the back independently of the
others; (2) that the leaves are creased before being formed into
bunches. As to the first particular, it suffices to say that the defend-
ants are not shown to have made any book in which each bunch of
leaves is secured to the back independently of the others. The pat-
entee, Ryan, acquiesced in the decision of the patent office that, in
view of the prior art, he was not entitled to claim the creasing of the
leaves as his invention, It follows, therefore, that the defendants
were entitled to use leaves which had been creased in the manufacture
ot books, and, as every step practiced by the defendants in the process
of manufacture is in exact accordance with the old and familiar art of
bookmaking, it is not apparent why the defendants may not practice
the old art using creased leaves, If the old art and the right to use
creased leaves are open to them, surely they cannot be treated as in-
fringers simply because the resulting book is similar to that of the
complainant. If the right to use creased leaves is open to the public,
as we think it is, it is difficult to understand why any one may not
use them in the manufacture of books, when each step in the process
is identical with the old and familiar art. The court is of opinion that
the excluzive right to use creased leaves in the manufacture of books
is not secured to the complainant, and that the defendants have not
infringed by making books in the old way, in which creased leaves are
used. The bill will be dismissed for want of equity. So ordered.
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DRINNEN et al. v. WESTERN WHEELED SCRAPER. CO.
 (Circuit. Court of Appeals, Sév’enth Clreuit, Marchy23,f 1898.)
No. 352,

PATENTS—«Commnvcnorx—INFRINQEMENT—-ROAD GRADFRS )

The Weloh patents, Nos. 379,550 abd 380,068, for new and useful improve-
ment§ In road graders, consist 6f a, combination of ‘old elements to produce
a machine 'ih which vertical, horlzontal and angular 'adjustments of the
scraper blade may be made w1thmlt stopping the machine, and are so limited
by the prior: state of the art as to;claim 1 of the former patent and claim 2
of the latter that they are not infringed by a machine made according to
the Houser pntent No. 454 048 77 Fed. 194, reversed. -

Appeal from the C1rcu1t Court of the United States for the South-
ern D1v1s1on of the Northern Dlstrlct of Illinois. : ‘

The Western Wheelcd Scraper Corqpa,ny exhibited its’ bill 1n ‘the circuit court
alleging infrmgément by the defendahts’of certain’ patent rights *secured by let-
ters patent as mentioned in the opinion below. Among the devices shown in
the prior art, the following were dwelt on by counsel in their arguments. in this
court: * The patent to McCall, Watking & Scott, No. 160,535, for a road scraper;
the patent to. M. B. Lasher, No. 242,659, for a grading, ditching, and leveling
machme, the patent of G. W Taft, No. 276 093, for a machine for making and
repairing roads; the patent to M. H. Gook No 296,138, for a road scraper;
the patent to S. Pennock, No. 344,197, for a road grader; the patent to M..E.
Cook, No. 359,848, for a road scraper; the patent to H. G. Moats, No. 363,342,
for a road grader; the patent to G..and O. BE. Moats, No. 370,808, for a road
grader; the patent to Paulson and Lathrop, No, 370, 655 for a road grader the
patent to Barraclough and Pritchard, No. 160,253, for a fifth wheel; the patent
to D. D. Hayes, No.- 202,169, for an extension ladder; the patent to Cyrus
Smith, No. 120,387, for an improvement in lubricating car wheels; the patent
to P. Smith No., 17&025, for a sbeering apparatus for ships;: and the patent to
B. F. Opp, No. 287 709, for a road engine. The opinion of the judge who pre-
sided at the hearing in the circuit court is in 77 Fed. 194,

R. 8. Taylor, for appellants..
L. L. Bond, for appellee. = =7

~ Before WOODS J ENKINS ana SHOWALTER, Clrcmt Judges.

SHOWALTER, Circuit Judge.‘: This is an appeal from a decree
wherein appellants were adjudged infringers of the first claim of let-
ters patent of the United States No. 379,550, issued March 13, 1888,
and of the second claim of letters patent of the United States No.
380,068, issued March 27, 1888. 8. F. Welch (assighor to appellee)
was the patentee in each instance. Each of these patents is for a
“new and useful improvement in road graders.,” In the specification
of the first, the patentee says:

“My Invention relates to that class of road graders in which the scraper is
supported by a frame mounted on wheels, and in which it can be adjusted

vertically and laterally, and can be set at different angles of diagonal adjust-
ment to the roadbed.”

Following are two of the drawings forming part of the specification
of this patent:



