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- PERRY et al. v. REVERE RUBBER CO.
(Circuit Court, D. Massachusetts. January 7, 1898)
No. 469,

1, PATENTS—NOVELTY AND INVENTION.

Dowels, and couplings In the nature of dowels, being common to all the arts,
the presumption of want of invention in the applicition of a dowel to any
particular art cannot be overcome by mere proof of novelty, or by the pre-

_sumption arising from the issue of a patent, or by indecisive proofs that it
met a long existing want which persons skilled 1n the art had not been able
‘to overcome, or by all these combined.

2. BAME—STEAM-JOINT PACKING. -

The Perry patent, No, 462,278, for a steam-joint packing, consisting of a
hollow core of cotton duck or other woven fabrie, a covering of elastic mate-
rial, and a coupling the ends of which enter the ends of the packing, is void
for want of invention.

This was a suit in equity by Edward L. Perfy and others against
the Revere Rubber Company for alleged infringement of letters pat-
ent No. 462,278, granted November 3, 1891, to Edward L. Perry, for
a steam- ]omt packlng

Edwin H. Brown and Edward P. Payson, for complainants.
Henry M. Rogers and Alex. P. Browne, for defendant.

PUTNAM, Circuit Judge. The patent in issue relates to steam
packing, or gaskets, and contains a single ¢laim, as follows:

“A stedm-joint packing copsisting of a hollow core of cotton duck or other
woven fabrie, a covering of elastic material, and a coupling the ends of which
enter the ends of the packing, substantially as and for the purpose specified.”

Questions have arisen as to the true construction of the patent,
growing mainly out of inconsistent expressions found. in the spec-
ification. As originally applied for, it contained several claims, of
which only one, and that in an amended form, was allowed to re-
main. The phraseology of the specification was not meanwhile
amended, and this accounts to some extent for its confused expres-
sions. The proceedings in the patent office show that the exam-
iners entertained and expressed certain views as to the construction
of the claim in issue, but they were not of a character to operate as
an estoppel, and cannot be accepted as of any effect; and the true
construction must be determined from the face of the patent.

‘One question relates to the nature of the coupling. This, as
shown in the drawings annexed to the application, is hollow; and
the specification proceeds as follows:

“In order to secure the compression of the packing more readily, the core, B,
is made hollow, which also provides means for attaching the ends of the hol-
low coupling tube, G, to join the two ends of the packing together, after which
the joint thus rhade is covered with a piece of suitable material. The coupling
tube is preferably of metal, but other material may be used, and is made hol-
low to endble it to be compressed with the packing. Although it is considered
materially advantageous to have the coupling in the form of a hollow tube, a
solid coupling may be used, but possibly not with as good results.”

In view of its connection, the word “materially,” found here, pre-

ceding the word “advantageous,” cannot be accepted in its proper
sense; because, if so construed, the coupling which is made an
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element of the claim would neg:essarﬂy be hollow. The word “ma-
terially” must tHerefore yield to' what follows it, '41d we must hold
that the coupling which formsian element of the’ elalm may be either
hollow or solid.

The complainants mamtam that, eyen though a solid couphng
may. be used, yet, by the terms of, the claim as interpretéd in the
light of the patent, it must be: compresslble By this, of course, the
complajnants do not intend cotopessible in every possible’sense, but
compregsible in a bracﬁqﬁ’ﬁ sense, as applied to the purposes for
which the proposed invention is intended. This proposition, how-
ever, cannot be maintained on the proper- construction of the claim
in’ connect*lon with the speeiﬂcaﬁon ‘The specification; by saying,
in effect, that the codpling may be “made hollow to enable it to be
compressed ‘with the packing,” and by omitting from what follows
all reference to compressibility, compels the court to construe the
toupling to inclide & solid one, ,not compress1ble in the practlcal
sense to which We: have refdrred.

* The 'parties ‘slso, \ift’ part ‘directly and in part indirectly, have
given certain limitations to the patent which it does’'not contain.
The respendent ‘has dis¢ussed :the ‘possibility that the core of the
tubing of the: pdtent, “consisting of' cotton duck or other woven
fabrie,” has reference to some peculiar quahty of certain materials
of:that elass; ‘andrit contends that, unless it beiso, there is nothing
patentable in the allegéd mventlon and that, if it be wo, it does not
infringe. . :But it.is entirely.plain that -reference is 1mphed1y made,
as ordlnamty in such cases, to the: well known'gtate of the art, and
that persons skilled i’ thé art may toperly Be'dssumed by the:
patentee 'to 'undefstand the néature of*the material suitable for the
core; ' Therefore ‘there is nothirig’ novel L fai- as’ the component
pax'ts of the'tubing are concerned.':

Thee complainants'seek to explain that t’hei'e is in their patented
product a’ certain' relation between ‘the size of the coupler and thé
thickness of ' the wallg of the tubing; that the walls are too thick,
and the centér hole too small, to have’ had in anticipation tubmg-
mnsed as a plpe* ot ‘conductor;’ that the paténted gasket: has a very
smallbore;. and' that- thé alleged prior tubings vary accordmgly
in this latter particular. =~ Al this; however, must be held to relate
to the complainan‘ts’ gasket: ag atﬁthally put on the market, because:
the claim contains nothir'g ay to these patticulars; and, indeed, by
express terms; thel speclﬁeatmn stdtes that the tubing may be of
any shape or cross section, and of any diameter found most desira-
ble, : adding, “Such' changes comlng within ordlnary mechamcal
skill” -

"1t follows, theretore, that no functlon claimed for the complain-
ants* gasket, arising out of the alleged. compresmblhty of the coup-
ler, or of the relative propomons of the parts, can be’ avalled of to
sustain the patent, and that'the ¢laim in isste covers a gasket
formed by a combinatioh of any size of tubmg found suitable, with
any kind of coupling which ‘cdn énter the ends of the tubing, pro-
vided only that the coverihg of the’ tubing is of an elastic material
and the core is of a fabric suitable to-give strength. .
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The specification points out that the tubing is arranged for use as
a gasket by cutting it to a suitable length according to the par-
ticular need of each case, bending it in a circle, and uniting it by a
coupling which operates as a dowel. - The function claimed for this
product is that it answers for a tubular gasket, ready to be made
of any desired size, and capable of being so coupled by the person
applying the same as to be substantially jointless. It is pointed
out that, inasmuch as it can be put on the market in the form of
tubing of any length, ready to be cut as needed, and with it any
desired number of couplings, it has been found very convenient, and
has received a large sale. The complainants maintain that the
patented product revolutionized the market, but the evidence in the
record fails to sustain this proposition. Indeed, it appears that
some of their own witnesses, who were men of large experience, had
never heard of it, and were still using gaskets of other styles.

It is shown beyond doubt, and is a matter of common knowledge,
that the tubing called for by the claim, as we construe it, contains
nothing novel. It is also shown beyond question that the use of
tubing as a gasket, by bending it in a circle, and by uniting the
ends in various ways, was also much known before the alleged in-
vention in issue. Much evidence was also offered tending to show
that several persons skilled in the art, on various occasions before
the alleged invention, had united the ends of elastie tubing, for use
as gaskets, by inserting various materials to serve as couplings or
dowels.. The complainants contravene the proofs of the respond-
ent in this particular, but they apparently rely more on the conten-
tion that the use thus proven was incidental than on an attempt
to du'ectly gainsay the evidence offered.

It is clear beyond question that the only novelty which the com-
plainants can presume to maintain is the use of the coupling, or
dowel, in connection with the tubing. It is not easy to perceive
that such a use is within the range of patentable invention. Dow-
els, and couplings in the nature of dowels, are common to all the
arts, and this application to anv particular art cannot, therefore,
be regarded as indicating inventive faculty unless the circumstances
are more peculiar than those found in the case at bar. The propo-
‘gitions relied on by the complainants, that the earlier applications
of the dowel to these purposes were incidental, so far, under the
circumstances, from strengthening their case, weakens it; because
it indicates that various persons, when the emergency arose, laid
their hands promptly on this as an available resource, so that its
use was simply an exhibition of ordinary skill in the art to which it
appertains.” The presumption of the want of the inventive faculty
in the application of a dowel to any particular art cannot be over-
come by mere proof of novelty, or by the presumption arising from
the issue of a patent, or by proofs of the indecisive character which
we have here, to the effect that it met a want which had long ex-
isted, but which persons skilled in the art had not been able to over-
come, or by all combined.

Let there be a decree entered accordmg to rule 21, d1smlssmg the
bill, with costs. . ,
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| THOMSON-HOUSTON ELDGTi{IC CO‘ v. UNION RY. CO. et al.
(Oircuit Court of Appeals, ‘Second Circuit. April 7, 1898.)
"No. 110.

PATERTS—INVERTION—ELECTRIC RamLway DEvVICES.

The Van Depoele patent, No. 495,443, for a traveling contact for electrie
railways, must be construed, as to clalms 2 and 4, as mcludmg, by impnca-
tion, means for maintaining the contact device a.nd the conductor in their
normal working relations, and, so construed, are void, as being for the same
invention as letters patent No. 424,495, to the same inventor.

Appeal from the Circuit Court of the United States for the Southern
District of New York.

This was a suit in equity by the Thomson-Houston Electric Company
against the Union Railway Company and others for alleged infringe-
ment of claims 2 and 4 of the Van Depoele patent, No. 495,443, for
a traveling contact for electric railways. The circuit court granted a
preliminary injunction (78 Fed. 363), and the respondents have ap-
pealed.

William 8. Kenyon and Charles E. Mitchell, for appellants.
Frederick H. Betts, for appellee. .

Before WALLACE and SHIPMAN, Circuit J udges,

PER CURIAM. This appeal involves the question whether claims
2 and 4 of letters patent No. 495,443, for a “traveling contact for elec-
tric railways,” granted April 11, 1893, to the administrators of Charles
A. Van Depoele, assignors to the complalnant are void because they
are for the same invention which had beéen previously patented in let-
ters patent No. 424,495, The 1nvenﬁon, to adopt the language of an
expert witness for the complamant in a former suit brought upon the
patent, “consists generally in an electric railway, having dn overhead
conductor, and a car for said rallwa provided with a contact device
carried by the car so as to form a uni ary structure therewith, and con-
sisting of a trailing arm hinged and pivoted to the car so as to bridge
the space between it and the conductor, and move freely both laterally
and vertically, and said arm carrying at its outer end a contact device
capable of being pressed upward, by a suitable tensmn device, into en-
gagement with the under side of tie ‘conductor.,” The essenhal fea-
tures of construction involve the location of the supply conductor
above the track and line of travel of the car, and contact with its under
side, the arrangement of the contact device on a. -trailing arm, and the
mamtenance of a constant upward pressure by means of a tensmn de-
vice operating upon a hinged arm., - The two claims in controversy are:

“(2) The combination of a car; an overhead conductor above the car; a con-
tact device, making underneath contact with the conductor; and an arm car-
ried by the ecar, and carrymg the contact device, and piveted so as to swing
freely around -a vertical axis” ‘/(4) The combination of a car; an overhead
conductor ahove the car; a contact device, making underneath contact with the

conductor; and.an arm on the car, movable on both a vertical and a transverse
axis, and carrying the contact device.” ‘

The patent contains 16, claims, .. The characteristics of the inven~
tion, and the scope and validity of many of the claims, were consid-



