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practiced in any other manner; and it would seem to be an indis-
pensable element in its process. The defendant’s process consists
in uniting by suitable mechanism the ends of 14 continuous sheets
of strawboard, 7 on each side, simultaneously, and afterwards sever-
ing these interlocking ends from the continuous sheets, thus form-
ing an egg-case filler. The defendant’s process seems to be purely
mechanical, and it makes use of continuous sheets of paper, which
are not severed into strips until the egg-case has been completely
formed.

The stipulation of the parties shows that the defendant is mak-
ing cell-cases in accordance with claims 2 and 3 of Smith’s patent,
No. 507,761, which consists in presenting “two series of continuous
sheets,” which are not severed until the cell cases have been com-
pletely formed. As it was decided in the interference proceeding
that the Williamg invention was prior to that of Smith, it may be
safely assumed that he would not fail to claim all of the Smith
invention which he truthfully could. But with Smith’s claims 2 and
3 before him for the construction of cell-cases by presenting two
serier of continuous sheets, he limited his claims to two sets of
strips, thus taking from Smith only his first claim. It thus appears
that Williams did not venture to claim in the patent office either
that he conceived the idea of uniting two series of continuous sheets,
or that his two sets of strips were the same thing as the defend-
_ant’s two series of continuous sheets. He ought not now to be
permitted to set up a claim which he failed to assert in the patent
office. The fact that the defendant was granted claims 2 and 3 is
cogent evidence that the Williams invention could not rightfully be
enlarged to cover these two claims in the defendant’s patent. But,
without definitely deciding the question of infringement, I am of the
opinion that the complainant’s patent is invalid. The bill will there-
fore be dismissed for want of equity, at the complainant’s cost.
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GORMULLY & JEFFERY MFQG. CO. v. WESTERN WHEEL WORKS et al.
(Circuit Court of Appeals, Seventh Circuit. February 11, 1898.)

No. 411.
1. PATENTS—INVENTION.
There is no invention in employing the well-known spiral spring to hold a
bicycle brake from the tire by bending the spring around the axis of the
brake, and having portions of it pressing on the head and the brake.

2. SaME—BIcYcLE BRAKES.
The Jeffery patent, No. 312,473, for improvements in bicycles, is void as
to claim 11, covering a spring brake, because of anticipation and lack of
invention.

Appeal from the Circuit Court of the United States for the Northern
District of Illinois.

This was a suit in equity by the Gormully & Jeffery Manufacturing
Company against the Western Wheel Works and Adolph Schoeninger
for alleged infringement of a patent for improvements in velocipedes
or bicycles.
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C, K. Offield, for appellant.
Arthur v. Briesen, for appellees.

Before WOODS and JENKINS, Circuit Judges, and BUNN, Dis-
trict Judge.

BUNN, District Judge. This suit is brought to restrain the de-
fendants from infringing letters patent No. 312,473, dated February
17, 1885, issued to Thomas B. Jeffery, of Chicago, Ill., for the inven-
tion of a velocipede. The inventor, in his specifications, states that
his invention relates to improvements in the variety of velocipedes
termed bicycles. The invention is fully set forth in 13 distinet claims,
of which only the eleventh is now in question. That claim is as fol-
lows:

“The wire brake spring bent spirally around the axis of the brake, having

portions pressing on the head and brake, substantially as and for the purpose
set forth,”

This spring is further described in the specification as follows:

“The brake spring N, Figs. 15 and 16 (shown also under the l?rake in Fig. 1),
is formed of wire coll in a spiral form around the point on which the brake is
hinged, as shown, one extremity of the coil resting under the brake, and the
other against the head, and is adjusted so that the shoe of the brake is pressed
upward.” :

This is the contrivance which the complainant claims has been in-
fringed:

“The wire brake spring bent spirally around the axis of the brake, having
portions pressing on the head and brake,”

The most obvious construction would be that the claim for inven-
tion is on the spiral wire spring, but this is wholly disclaimed by
complainant in his testimony on his examination, as follows:

“C. Q. 136. Referring now to the eleventh claim of your patent in suit, No.
312,473, please state whether you claim to be the inventor of the form of spring
used, irrespective of its application to the brake of a bicycle. A. No, I do not.”
“C. Q. 141. It was common, before your invention, was it not, to employ many
kinds of springs to keep the brake shoe out of contact with the wheel of the
bicycle? A. Yes, it was.” “C. Q. 144. Did you invent the particular form of
brake appearing in defendants’ machine? A. No, I did not.”

Jeffery also admits that he was not the first to produce a bicycle
brake wherein the shoe was normally held out of contact with the tire
of the wheel to be braked, and that he did not invent the particular
form of brake made use of by him.

Counsel for complainant, in his argument and brief, expressly
disclaims any invention for the brake spring employed, which the evi-
dence shows has been in use for a long time. not only upon bicycles,
but in sewing machines and other devices. Nor is it claimed that
there is anything new in the application of a spring brake to a bicycle.
That many and various forms of brakes were used upon bicycles pre-
vious to the issuing of complainant’s patent is shown by the record,
and especially by the following patents: Patent to William Hanlon,
No. 86,834, issued February 9, 1869; patent to S. H. Sawhill, No.
93,761, issued August 17, 1869; patent to McClintock Young, No.
95,763, dated October 12, 1869; patent to James A. McKenzie, No.
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242,212, dated May 31, 1881. But suppose the eleventh claim to be
capable of another construction, the one claimed for it, to wit, a wire
brake spring, allied with the head and brake of a bicycle as a part of
the combination, with the limitation that the spring shall be bent spi-
rally around the axis of the brake, and that portions of the brake
spring shall press upon the head, and portions upon the brake, to pro-
duce the desired result. This certainly is a pretty broad claim for so
simple a statement as that contained in the patent, to wit: “The wire
brake spring bent spirally around the axis of the brake, having por-
tions pressing on the head and brake.” In ity obvious reading the claim
would not seem to suggest a combination patent, and it seems clear
that the combination suggested is no more than an aggregation of
parts producing no new or useful result. Great stress was laid in
the oral argument upon the supposed fact that Jeffery was the first one
to connect the brake spring and machinery to the head of the bicycle
frame, as though, if he were, that settled the question of invention.
It is evident, however, that that idea was not new with him, but
wag contained in previous patents. In the patent to Sawhill, issued
in 1869,—15 years before complainant obtained his patent,—the brake
is pivoted to the post or head of the bicycle in front of the rider. It
s0 appears in the drawing; and the specification is as follows:

“A brake, H, is pivoted to the post, C, and has an upward projecting handle.
h, which is, by a spring, I, drawn forward to hold the brake off the front wheel
A simple motion of the rider will apply the brake.”

The patent to Hanlon, issued also in 1869, shows a brake attached
to the post or head of the bicycle in front of the rider, and the speci-
fication descriptive of its operation by the hands applies well to the
modern brake device, viz.:

“It will be seen that by the application of the brake to the forward driving
wheel, and the employment of a mechanism for operating it, which is manipu-
lated by the hands of the rider, the brake is rendered more effective, and the
carriage is more completely under the control of the rider, since a mere motion
of the hands manipulates the brake mechanism, and he is not obliged to change
his position, or assume any particular attitude while braking up.”

The little differences between the application of those brakes and
that of complainant do not seem to be important so far as the question
of novelty is concerned.

But suppose the complainant is not anticipated in his claim that
he is the first to make an alliance of the spiral brake spring and the
head of the bicycle, does it follow that any invention is required to
suggest such a combination? Manifestly not. It would not even
require mechanical skill, but only a moderate degree of good sense
and judgment. It is evident to the most ordinary capacity that the
brake attachment should be connected to some stationary and perma-
nent portion of the bicycle, and in a position where it can be seen by
the rider, and operated by the hand. - Besides that the hand is a
much more capable and facile instrument than the feet for such a
purpose, the latter are both quite constantly required for the much
more necessary and important purpose of propelling the machine.
Though perhaps not in proof, it is matter of common knowledge that,
while every bicycle has two pedals to be operated by the feet, hardly
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one in a hundred has any brake attachment of any sort, and that man-
ufacturers and salesmen do not provide them unless specially or-
dered. Both feet are commonly required to move the wheel forward.
Both hands are used to operate the handle bars, which guide and give
direction to the wheel, though not in the same sense that the feet
are required for the propelling power; as, though both hands are com-
monly used, the wheel may be guided with one, leaving the other hand
to operate the brake, or one hand may very well guide the wheel and
operate the brake, at the same time, leaving the other hand free.
‘When a brake is used, then, the most obvious place to put it would
seem to be in front of the rider, where it may be readily seen without
turning the head, and be operated by the hand. 'The hands, of course,
are usually upon the handle bars in front of the rider in the immediate
vicinity of the main post or head of the wheel, to which the handle
bars are attached. What could be more obvious than to attach the
brake to this post or head, or the handle bars in close proximity to
it? Brakes have sometimes been attached to the reach or horizontal
bar of the frame under the rider, but the usual manner, in accordance
with the obvious considerations before mentioned, is to attach it to
the head or post in front of the rider, where it may, with most conven-
ience, be manipulated, and this the evidence shows has been done for
many years previous to complainant’s patent. The conclusions reached
by the court as to the merits of the complainant’s claim accord very
well with the general summing up by the defendants’ expert in his
testimony, as follows:

‘“The alleged invention of Jeffery’s eleventh claim 1is, therefore, narrowed
down to the application of an old form of spring in an old manner to a bicycle
brake, to press this brake off from the wheel just as it had previously been
pressed off by other springs differently applied. In view of the great number
and variety of constructions of springs known in the mechanical arts for many
years past, and in view of the common adaptability of springs bent from wire,
or strips or plates of metal, for exerting pressure in various directions upon
variouns movable parts used in mechanies, and in view also of the common use
of springs of various kinds and variousiy applied for pressing bicycle brakes
away from the wheels, it seems to me that the application of any old construe-
tion of spring to a bicycle brake, in the same manner and to the same effect
that it was before applied in its previous locations, and to the attainment of no
new effect upon the brake, amounted merely to an exercise of good judgment
on the part of a mechanic in selecting from among the previously known

springs the one best adapted to his purpose, and did not involve any of that
ingenuity characteristic of an invention.”

The decree of the circuit court is affirmed.
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DIAMOND STATE IRON CO. et al. v. GOLDIE et al
(Circuit Court of Appeals, Third Circuit. February 4, 1898.)

No. 32.

1. AprEALS IN PATENT CASES—QUESTIONS REVIEWABLE.

A suit was brought on three patents,—one for a railroad spike, another
for a machine for making the spike, and a third for a method of making
the spike. The court granted an injunction on the spike and machine pat-
ents, but refused an injunction on the method patent; the decree stating
that it was without prejudice to complainant’s rights thereunder. Defend-
ant appealed from the decree “so far as the same grants an injunction,”
and plaintiff took no appeal. Held, that neither party was entitled to have
the appellate court consider the method patent.

2. PATENTS—ANTICIPATION.

A patent for a railroad spike having a point with diagonal cutting edges
on each side, and in the same perpendicular plane with its rear side, and a
sloping compressing surface on its front side, s not anticipated by a spike
whose point is formed by two regular sloping sides, having the under
corners or edges rounded off, so that the shank terminates in a chisel point.

8. BaME.

A patent for a railroad spike is not anticipated by a patent for a horse
nail, the functions of which are different, and which is adapted to an en-
tirely different art,

4. SAME—INFRINGEMENT,

A patent for a railroad spike, having a point with diagonal cutting edges
on each side, and in the same perpendicular plane with its rear side, is in-
fringed by a spike having two points, each with diagonal cutting edges
in the same plane with its rear side, so that, if split through the center,
two of the patented spikes would be formed. 81 Fed. 173, affirmed.

5. SAME.

A spike-pointing machine, consisting in the combination, with a recipro-
cating plunger having one or more cutters on its end, of an anvil die having
an inclined die face for supporting the spike in a position oblique to the
movement of the plunger, is infringed by a similar machine in which the
reciprocating plunger is provided with several cutters, each extending a
Iittle further forward or outward from the plunger; and also by a rotary
machine, in which the cutters, instead of being fixed to the plunger, are
formed on the periphery of a rotating disk, and placed successively further
and further from the center of rotation, so that they perform the same func-
tion as those on the reciprocating plunger.

6. SAME—RAILROAD SPIKES AND SPIKE-POINTING MACHINES.

The Goldie patents, Nos. 394,113 and 413,341, covering, respectively, a
railroad spike and a spike-cutting machine, keld valid, and infringed. 81
Ped. 173, affirmed.

Appeal from the Circuit Court of the United States for the District
of Delaware.

This was a suit in equity by William Goldie and others against the
Diamond State Iron Company and others for alleged infringement of
certain patents relating to railroad spikes and spike machines. The
circuit court rendered a decree in favor of complainants (81 Fed. 173),
and the defendaunts have appealed.

Francis T. Chambers, for appellants.
James I Kay, for appellees.

Before DALLAS, Circuit Judge, and BUTLER and KIRKPAT-
RICK, Distriet Judges.



