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only that this right would pass to the Pllrchaser, but that the inven·
tions as an entirety were to be regarded as a part of the assets.
A. G. Jennings & purchased their interests in the ipventions

December 10,1887. At that time they acquired merely an equitable
title. inasmuch :;l.S the applications for the patents were pending jn
the patent office. Their legal title was acquired at the date of t\l.e
grants of the respective patents, one being granted December 25;
1888. and the other February 5, 1889. 'fhere is abundant evi,dence
in the record to indicate that prior to December 10, 1887, A. G. Jen-
nings & Sons were aware that the inventions used in the partnership
business of Payne & Revis were claimed to be partnership pl10perty
by Revis. Irrespective of this, however, they had explicit notice
to that effect from Mellors in the letter to them of the date of Febru-
ary 14, 1888, several months before they became invested with the
legal title. As purchasers of the equitable title, their rights were
subordinate to those of Revis as a joint owner with Payne of the in-
ventions, because his were prior in point of time; and their legal title
was subordinate to those rights, because acquired with notice of
them.
Tbe defendants, having purchased their machines from vendors

who had succeeded to the rights of Revis, occupy the position of their
vendors in respect to liability to the complainant. As against those
whose title is subordinate to their equities, the defendants acquired
the right to use and sell the purchased machines. These conclu-
sioJH! lead to a reversal of the decree of the circuit court.
'lhe decree is reversed, with costs to the appellants, and with in-

structions to the court below to dismiss the bill of the complainant,
witb. costs.

NORTON et aI. v. SAN JOSE FRUIT-PACKING CO.
(Circuit Court of Appeals. Ninth Circuit. October 4, 1897.)

No. 312.
JtmSMENT IN PATENT SUIT-CONCLUSIVENE.S.

A judgment by a circuit court of appeals directing the dismissal, on the
merits, of a bill for the infringement of a patent, will be followed by that
court without any re-examination of the merits on a subsequent appeal in
a suit brought against a purchaser of the· identical machine which was al-
leged to infringe in the former litigation, though he had purchased it before
the institution of that suit.

Appeal from the Circuit Court of the United States for the Northc
em District of California.
This was a suit by Edwin Norton and Oliver W. Norton against the

San Jose Fruit-Packing Company for alleged infringement of a pat·
ent. The circuit court dismissed the bill, and the complainants have
appealed.
This is an appeal from a decree dismissing a bill in equlty brought by appel-

lants to restrain the infringement by appellee of six letters patent heretofore
granted by the government of the United States to the appellants, on meehan-
,..m that is alleged to be useful in machines that are constructed for use in the

of can bodies. No testimony was taken upon the trial of the case



NORTON V. SAN JOSE FRUIT-PACKING CO. 513

In the circuit court. The suit was tried and heard upon an agreed statement
of facts, which Is as follows: "That heretofore a suit In equity was brought
by these complainants against one Mathias Jensen in the circuit court of the
United States for the district of Oregon, upon the same patents which are in-
volved In this SUit; that the object of the said suit of these complainants against
the said Jensen was to obtain an injunction and the usual accounting for dam-
ages and profits for the alleged infringement by the said Jensen upon the same
identical patents involved in the present suit, and charged to be infringed by
the respondent herein; that testimony was taken and evidence introduced in
the said case of these complainants against the said Jensen, and the case was
duly submitted to the judge of said court for the district of Oregon, and, after
.C'onsideration of the same, an interlocutory decree was made and entered there-

in favor of these complainants, and against the said Jensen, sustaining the
validity of all of said patents, and adjudging that the said Jensen bad infringed
the same, and awarding the usual accounting for damages and profits; that
thereafter the said .Jensen duly prosecuted an appeal in the circuit court of
appeals for the Ninth circuit from the said interlocutory decree. and, after con-
sideration of the said appeal by the said circuit court of appeals, a decree was
"'11y made and entered by said circuit court of appeals, whereby the said Inter-
locutory decree was reversed, and the cause was remanded to the circuit court
for the district of Oregon, with instructions to dismiss the bill, and enter a judg-
ment in favor of the said Jensen for costs, and thereafter the mandate in said
circuit court of appeals was duly filed in said circuit court for the district or
Oregon, and, in accordance with the terms thereof, 11 decree was entered dis-
missing the said bill, and awarding costs to the said Jensen, against the complain-
ants in that suit, the complainants herein; that the respondent herein, the San
Jos1\ Fruit-Packing Company, had used in its business, before the commence-
ment of this suit, and at the time of the commencement thereof was then using,
one machine known as a body-former machine, for making can bodies,
which said machine was purchased by the respondent herein from said Mathias
Jensen, and was one of the identical machines charged by these complainants
In the said suit against Jensen to be an infringement of the patents sued on,
and for ·the sale of which the said suit was brought against the said Jensen;
that this respondent has not used any other body-former machine save and
except the one hereinabove referred to, and has never made or sold any body-
former machines of any kind, and it is solely on account of the use of the
said body-former machine purchased by the respondent from said Jensen that
this suit is brought, and it is the use of that machine which is charged by the
complainants to be an infringement of the patents herein sued on; that this case
may be submitted to this honorable court for consideration and decision upon
the printed transcript of the record in the said circuit court of appeals in the
said case, which was brought by these complainants against the said Mathias
Jensen, and which is entitled in said circuit court of appeals 'Mathias Jensen,
Appellant, vs. Edwin Norton and Oliver W. Norton,' and is numbered 134, to-
gether with the above agreed statement of facts and the exhibits that were of-
fered in evidence in said suit against the said Jensen; and upon the submis-
sion of this case, as above provided, upon said record, testimony, and exhibits,
tlbis honorable court may at once proceed to render such decree herein as it
may be advised is proper, the issues herein being identically the same issues
that were involved in said case against the said Jensen, and this stipulation
being made for the purpose of saving the necessity and expense of taking
testimony whieb would be a meTe repetition of the testimony taken in the said
suit against the said .Jensen: The parties herewith produce a printed copy of
the transcript of the record in the said case in the said circuit court of appeals,
entitled 'Mathias Jensen v. Edwin Norton and Oliver W. Norton,' and file the
same with the papers in the case."
Munday, Evarts & Adcock, John H. Miller, and Crittenden Thorn-

ton, for appellants.
Wheaton, Kalloch & Kierce, for appellee.
Before ROSS and MORROW, Circuit Judges, and HAWLEY, Dis-

trict Judge.
83F.-33
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HAWLEY, District Judge (after stating the facts as above). Upon
the statement of facts it is argued by appellee that the decree
entered by this courtin the euif Of Machine 00. v. Norton, 14 O. O.
A. 383, 67 Fed. 236, is a bar to the relief sought by appellants in
this suit; that said decree is a protection to the appellee herein, be-
cause it purchased from Jensen the machine which is alleged to be
an infringement of appellants' Patent, and is therefore in privity with
him; and that appellants are estopped from further litigating the
same question either against the parties to said suit or their privies.
The general proposition that a judgment or decree of a court of

competent jurisdiction between the same parties, and all parties privy
thereto, upon the same issues, is, as a plea, a bar, or as evidence con-
clusive, is well settled. Whenever a cause has been once fairly tried,
fully heard, and finally decided, upon its merits, by a competent tri-
bunal, the same questions, as between the same parties or their
privies in interest, ought not to be tried over again. Tlley should
be considered as forever settled. This rule is necessary for the re-
pose of society. It is in the interest of the public, as well as of the
parties, that there should be an end of litigation. It is easy to un-
derstand and appreciate the beneficial results which flow from a strict
observance of this principle, and to realize the injury which might
arise by any relaxation of the rule. In a proper case for its appli-
cation, courts of justice will notpermit the rule to be called in ques-
tion by any supposed hardship which might exist in any particular
case, but will inflexibly adhere to it, regardless of consequences.
Parrish's Lessee v. Ferris, 2 Black, 606, 608; Cromwell v. Sac Co.,
94 U. S. 351; Stout v. Lye, 103 U. S. 66, 70; Johnson Steel'Street
Rail Co. v. William Wharton, Jr., & Co., 152 U. S. 252, 261, 14 Sup.
Ct. 608 ; Last Chance Min. Co. v. 'l'yler Min. Co., 157 U. S. 683, 15
Sup. Ct. 733; Forsyth v. City of Hammond, 166 U. S. 506, 517, 17
Sup. ct. 665; Norton v. Fruit-Packing Co., 25 C. C. A. 194, 79 Fed.
793; Mining Co. v. Dangberg, 81 Fed. 73, 116, and authorities there
cited.
It is, however, claimed by appellants that the facts do not bring

this case within the general rule, because it distinctly appears there-
from that the sale of the alleged infringing machine by Jensen to
the appellee was prior to the commencement of the suit of Norton
v. Jensen in the district of Oregon; that the decree rendered in
this court in Machine Co. v. Norton, January 28, 1895, long after the
c()mmencement of this suit, is not a bar to this suit, and cannot be
h€ld to estop appellants from the consideration of their appeal upon
its merits. In Freem. Judgm. § 162, the author, in discussing the ques-
tion as to who are privies t() a judgment or decree, said: "It is well
understood, though not usually stated in express terms in works upon
the subject, that no one is privy to a judgment whose succession to
the rights of property thereby affected occurred previously to the
institution of the suit." See, also, Keokuk & W. R. Co. v. Missouri,
152 U. S. 301, 314, 14 Sup. Ct. 592, and authorities there cited. But,
if it be true that a technical bar or estoppel has not been shown, the
facts are of such a character as to' justify this court in affirming the
judgment of the circuit court, without entering into any discussion
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of the merits of the case. The appellee purchased its machine from
Jensen. It is the same machine as was involved in Machine Co. v.
Norton. This court held in that case that the machine in question
did not infringe upon any of the Norton patents therein involved.
14 C. C. A. 383, 67 Fed. 236. If the manufacturer of the machine
did not, by the making, use, or sale of it, infringe upon any of :Nor-
ton's patents, it must necessarily follow that the party who pur-
chased the machine, either before or after the suit in question, can-
not be held guilty of an infringement by the use of the same iden-
tical machine.
Appellants' counsel assert with apparent confidence and great ear-

nestness "that the former decision is wrong, and that equity, justice,
and common fairness demand that a contrarv decision shall be reached
in this case," and that, "when it comes to fully understand the merits
of this case, the court will feel itself bound, for the sake of justice and
right, to correct and overrule its former decision." We believe coun-
sel to be sincere in the expressions of their views. They have con-
vinced themselves of the soundness of their position. This court,
however, after an elaborate presentation of the case by counsel, and
after a painstaking and careful consideration of all the questions
involved, and the rules and principles announced in the authorities
cited, came to a different conclusion. After the case was thus de-
cided, a petition for rehearing was filed, and the court again
fully considered the whole case, and arrived at the conclusion that
its former opinion was correct All the judges participating therein
gave to the consideration of the case their best thought, care, and at-
tention, and were unanimous in the views expressed and conclusions
reached therein. They are still of the same opinion. This court has
never hesitated, when convinced that any views it has expressed upon
the facts or conclusions reached upon the law are erroneous, to re-
trace its steps, and place itself in line with the justice, equity, fair-
ness, and right of the case.
A full examination of all the cases decided in this court upon the

Norton patents, which have furnished a wide field of investigation
and fruitful source of litigation, will show that there has been more
or less difference of opinion expressed by the various judges who
have participated in the trials and decisions of the several cases.
The writer of this opinion has not at all times been in entire accord
with the conclusions reached by the court in some of the cases that
have been decided; but, whatever differences of opinion there may
have been as to the principles announced in any of the cases, there
cannot be any question as to the duty of the court in this case to
affirm the judgment of the circuit court herein upon the grounds here·
inbefore stated. The judgment of the circuit court is affirmed, with
costs.
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PRATT v. THOMPSON & TAYLOR SPICE CO.
(Circuit Court, N. D. Illinois. November 8, 1897.)

PATENTS FOR INVENTIONS-PATEliITABIT,I1'y-PHOC.;SS OF MACIIJNE.
The Pratt patent, No. 407,684, for a process of cleaning, coloring, and

polishing nuts, is void for want of patentability, since it consists of the ap-
plication of old substances by a new machine, and no claim is made for in-
vention of the machine.

This was an action at law by Adelaide F. Pratt against the Thomp-
son & Taylor Spice Oompany for infringement of a patent. The case
was heard on demurrer to the declaration.
Banning & Banning, for plaintifl'.
Mr. Linthicum, for defendant.

GROSSOUP, District Judge. The action is at law, to recover dam-
ages for the infringement of letters patent No. 407,684, issued July
23, 1889. The present hearing is upon a demurrer to the declaration.
It raises the question whether the patent under consideration discloses
on its face a patentable invention. The purpose of the patentee is
to disclose such a process of treating nuts as would clean the surface of
their shells, and polish and color them to an appearance rendering
them more marketable. The mechanism employed is described in the
letters patent as follows:
"A denotes a housing adapted to be closed on all sides, and which should be

provided with doors to permit access, When desired, to its interior, containing
the tumbling barrel, B, supported in horizontal position on journals, 1', at its
opposite ends in th,e sides of the housing, one journal projecting beyond the
housing, and being provided with a belt wheel, q, at which the power is applied
to rot,ate the tumbling barrel. The housing communicates from its upper side
with a suitable suction fan, C. 'I'he form of the tumbling barrel is preferably
octagonal, and it is provided at intervals with inserted longitudinal screens,
p, which are left uncovered while the tumbling op€ratiorn is being performed,
to clean the nnts by removing foreign matter (dirt) from their surfaces, but
should be closed by sliding bars or boards, 0, into grooves along their upper
and lower edges while the coloring or coloring and polishing is taking place, as
hereinafter described. To prepare the nuts to receive the coloring matter,
they s-hould be cleaned; and, to cleanse them, they are introduced through the
doors, n, into the tumbling barrel, when the doors, n, and the housing, A, are
<rlosed. The tumbling barrel is then rotated, and the fan set in motion, where-
by the dirt on the nuts is removed and drawn off by the action of the fan from
the interior of the housing, into w'hich it enters through the screens, p. After
the cleaning has been thoroughly performed, the barrel is brought to a stand-
still, and the screens are covered by sliding the bars or boards, 0, into place
over them. Dry, pulverized coloring matter, such as Italian sienna of desired
shade, or a mixture ther8O,f of different shades of color, and, if desired, other
suitable earfuy coloring material or materials mixed with the sienna,-the
mixture and ingredients depending upon the colo,r to be produced,-is introduced
in suitable quantity into the tumbling barrel, which is then again rotated.
The result, which is obtained ordinarily in from twenty minutes to half an hour,
when the motion of the barrel is stopped, is t'hat the nuts are provided with a
dull surface coloring. It is desirable that fue nuts shonld then be polished,
which I accomplish by introducing' powdered soa.pstone upon them in the bar-
rel, and again tumbling them therein for about fifteen minutes, when the nuts
are removed and packed, and ready fer the market. If preferred, the soap-
Btone may be mixed and introduced with the pulverized coloring matter,
whereby the coloring and polishing operations are performed simultaneously.
and time saved. 'l'he color most desirable for pecan nuts ranges from light


