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was the first automatic one for sewing buttons upon fabrics of the
kind to which the machine was adapted, and so the complainant
here maintains that its machine was the first one which accomplished
the purpose for which it was intended. It is very usual for patentees
to assert that Machine CQ. v. Lancaster has a very general applica-
tion. On the other hand, it was exceptional, and the invention in
suit there is easily distinguished from the great mass of patented
combinations. Its underlying idea was novel. As was said by the
supreme court, at page 273, 129 U. S., and page 9 Sup. Ct., the
mechanical function performed by the machine covered by the patent
was as a whole entirely new. In the present suit, however, the en-
tirely new fmiction is found in the device of Woodward's earlier
patent, and the patent now in is'3ue shows nothing except a method
of making the new function more useful. In this particular the case
is essentially unlike the conditions of the hypothesis stated in U. S.
v. Berdan I<lrearms Co., 156 U. S. 552, 565, 15 Sup. Ct. 420, as it is
entirely plain that the device described in the claim in issue would in-
fringe the device in Woodward's prior patent, although an im-
provement on it. It is true it is now claimed that Woodward's
earlier patent related only to a tacking machine, and that the
device in issue was the first capal;lle of doing automatically the
whole work of lasting, except stretching the upper into position,
thus leaving the hands free for that purpose. Yet the specifica-
tion of the earlier patent stated that the invention was "especially
desirable for use in the process of lasting the uppers of boots and
shoes, where it is very necessary to drive a tack very quickly, and
yet not drive more thanone at a time." All this, however, is merely
refining upon words, as the fact remains that the only addition to the
device of the prior patent was a jack. It would operate very un-
justly on the holder of the earlier patent, whoever he may be, to bar
him from the right of combining any adju8table jack whatever with
the device covered by that patent, when adjustable jacks were al·
ready well-known devices in the art, and when there are no special
circumstances to oVercome the consequent presumption that such a
combination involves no patentable invention.
The decree of the circuit court is affirmed, and the costs of this

court are adjudged to the appellees.

BATES v. KEITH.
(Circuit Court, D. Massachusetts. July 20, 1897.)

No. 647.
PATENTS-INVENTION AND INFRINGEMENT-WELT'GUIDES.

The Bates patent, No. 419,2;)9, for a welt-gUide to be used with sewIng
machines for sewing welts on cork-sole shoes, and In whlch the only es-
sentially new feature consists In the addition to the ordinary welt-gUide of
another passage, concentric and elongated, adapted to guide the outside
casing enveloping the core of the cork-welt, if valid at all, in view of the prior
state of the art, Is not Infringed by Ii guide which passes Ii coupled cO'rk-
sole welt through one passage and the usual welt through the other.
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ThIs was a suit in equity by George A. Bates agaInst George E.
Keith for alleged infringement of letters patent No. 4.19,239, for a
welt-guide for sewing machines.
James E. Maynadier, for complainant.
William QUinby, for defendant.

PUTNAM, Circuit Judge. This is a bill alleging infringement of
a patent issued for a welt-guide to be used in connection with sew·
ing machines for sewing welts on cork-sole shoes. The welts 101'
which these guides are adapted differ from the usual welts, in that
the usual welt constitutes the core for them, which core is in part
enveloped in a casing, so that the welt and the casing make a com·
}XlUnd welt, which is uescribed by counsel as "a cork-welt." Prior
to the device in suit, this cork-welt, or the core and its casing, had al-
ways been guided by hand in the process of machine sewing, and it
is claimed that the complainant's guide very materially reduces the
cost of the shoe. The entire pith of the device presented to the
court, so far as it contains anything which can be claimed to be es-
sentially new, lies in the fact that partly around the guide passage
intended for the core, and which is admitted by the specification
to be in all respects like the welt-guide in common use, there lie.
another passage, concentric and elongated, intended to guide the
casing; so that, as the core and the casing emerge from the guide,
the casing will take exterior concentric shape around at least one
edge and one surface of the core. The specification of the claim de-
scribes various details, among which are edge-guides and the rib
intended to enter the ordinary groove in the welt; but all these inci-
dentals are necessary elements which will be found in every welt·
guide; so that it is maintained by the complainant that the single es-
sential feature is that the device has two passages, one for the core
and the other for the casing, arranged substantially as we have de-
scribed. Therefore the complainant further maintains that not only
is his device a tool, as distinguished from a mere combination, but
that also the detailed elements stated in his claim are not essential
in connection with the consideration of alleged infringements. The
court need not stop to consider what the complainant means by char-
acterizing his device as a tool, or whether such a distinction has any
foundation; nor whether the complainant's proposition as to the con·
struction of his claim, assuming it to cover a combination, is correct,
or whether, on the other hand, under the circumstances of the case,
the claim is not to be construed strictly, and all the elements enu·
merated therein to be held essential, on the rules stated in Reece
Buttonhole Mach. Co. v. Globe Buttonhole Mach. Co., 10 C. C. A.
194, 61 Fed. 958, 961, and in Wright v. Yuengling, 155 U. S. 47,52,
15 Sup. Ct 1. So far as these propositions are concerned, we, for
the purposes of this case, yield to the complainant the benefit of his
entire invention, and assume that his claim is such as to cover the
whole of it. Nevertheless, with reference to the extent of his in-
vention, we must regard the state of the art, and we must also, with
due regard for exceptional cases, regard the rule laid down by the
.court of appeals for this circuit in Long v. Manufacturing Co., 21
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C. C. A,. 533, 537, 75 Fed. 835, 839, and restated in Boston & R. Elec-
tric St. Ry. 00. v. Bemis Car-Box Co., 25 C. C. A. 420, 80 Fed. 287, 290,
as follows:
"It is plain, nevertheless, on all rules, that so much of the mere form given

in the specification, drawings, and claim is essential, and must be retained, as
is necessary in order to accomplish all the functions expressly enumerated
therein."
Therefore the whole case comes down to the questions: First,

whether there is a patentable invention in making a double guide
of the general character which we have described; and, second, wheth-
er, if there iii! anything patentable in such a device, the invention
which)t covers can be regarded as of so broad a nature that the de-
vice of the respondent can be held to infringe. We refer again to
that part of the specification which says that the device is connected
to the lever of a machine. too well known to require
description; that it is connected to this lever by a tang in the usual
way; that, like. the welt-guide in common use, it has a guide passage
for the single welt constituting the core of the compound welt; that
this passage is the same as that in common use, with some changes
which are clearly mere matters of detail; and that the edges of the
walls of the guide are slotted and curved, "being," as the specification
says, "in this respect the same as the cover in general use." The
specification further proceeds that, in operation, one end of the core
is placed in its proper passage, and one end of the casing in its
proper passage; that a lasted shoe is then presented to the machine,
the awl passing through the core and the casing, and also through
the upper and a part of the inner sole, precisely as in sewing on the
ordinary welt; that, after the core and its casing are thus sewed to
the upper and inner sole, the product is the same as if they had been
sewed on by hand; and that "the other operations to complete the
shoe are in all respects the same as usual in making this kind of
shoe." This makes it entirely clear that the only novelty is the su-
perimposing on the usual passage for a welt the concentric overlap-
ping passage to which we have referred, also intended for the casing.
The specification also shows clearly that the patentee had in contem-
plation, so far as his device was concerned, nothing beyond that sub-
division of the art of sewing welts which concerns welts of the com-
pound character which we have described. A proposition of this
kind does not necessarily limit the rights of a patentee, because the
law has been stated over and over again that this fact alone would
not prevent the inventor from reaping the advantage of any function
which could be found to be withiu the claim as properly construed,
available without a modification of the machine which involves the
use of further inventive faculty, although known to him, and omit-
ted in the specifications without fraud, or not known to him. Long
v. Manufacturing Co., at page 535, 21 C. O. A., and page 837, 75 Fed.
The proposition, however, becomes important. in connection with
other facts to which we will call attention.
The respondent constructed his device in accordance with a patent

held by him, so that, perhaps, on the ordinary rule, so far as any pre-
sumptions arising from the issue of a patent are concerned, the par-
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ties stand in equilibrio. The purpose intended to be accomplished
by the respondent, and shown by the device actually used by. him,
was plainly in accordance with the statement of the specification of
his patent as follows:
'u.rhe object of my invention Is to provIde a shoe-sewing machine with a

guide capable of properly presenting to the action of the awl and needle an
imitation cork-sole welt, as well as the usual welt, and supporting these welts
firmly against any lateral motion or 'creeping' out of their proper path of move-
ment."

Thus he commences with the compound welt as a completed ele·
ment; and so it happens that, instead of the ordinary guide passage
for the core, with the overlapping concentric passage for the casing,
the passages of his guide are adapted to pass the completed cork-
sole welt through one passage with the usual welt through the other,
and are in no essential respect like the complainant's guide, as shown
in his specification and drawings, except in the fact that it contains
two guide passages. The respondent's device is, therefore, incapable
of performing the essential and only function had in contemplation
by the complainant's specification. This fact, in connection with the
rule stated in Long v. ManUfacturing Co., ubi supra, that so much
is essential as is necessary to accomplish all the functions expressly
enumerated in the patent, is sufficient to dispose of this case; but
we can take a somewhat broader view of it. Guides used inconnec-
tion with sewing machines, and for innumerable other purposes, have
been so common in the arts, and have been nsed from time im-
memorial for so many purposes, that it would be an unreasonable
state of the law which would deny as a common right to every artisan
and manufacturer freedom to procure or frame guides suited for his
art, or for his particular subdivision of any art. In this respect it is
impossible to draw. any essential distinction between the common
right and privilege of every person to adapt guides to his own peculiar
necessities and the like right to shape gouges or plane-irons, or com-
bine them of different shapes, according to the changing necessities
or desires of carpentry, or to devise, subdivide, and change the forms
of boxes, or other packing cases, according to the necessities of each
particular trade. It may be that for any established art, or any
subdivision of any spechll art, there would be invention in SO adapt-
ing or shaping guides, gouges, packing boxes, or any other common
tools and means, as to adapt them to the special art or to the special
subdivision; but whoever does this cannot, where the field is so com-
mon, encroach on any other person's special art or subdivision.
Therefore, in this case, with reference to so common a device as a
guide, even if the complainant could successfull.v maintain tbat there
is invention in devising one suitable for the particular purpose which
he had inmind,-that is, for directing tbe two elements of a compound
welt in tbe manner pointed out in his specification,-yet he could
not prevent the respondent from adapting and freely using a guide
which would be suitable for bis own special subdivision, altbough in
the same general art. Tberefore, if the patent covers anything wbich
is patentable, which may well be doubted, any claimed construction
of it which would bar the respondent from using tbe guide especially
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devised by him would, in view of the considerations we have stated,
be too unreasonable to be sustained. In view of our conclusions in
other respects, the mercantile considerations urged by the complain-
ant have no application to this case. Manufacturing Co. v. Holtzer,
15 C. C. A. 63,67 Fed. 90-7; De Loriea v. Whitney, 11 C. C. A. 355,
63 Fed. 611, 621. Let the respondent, on or before the 2d day of
August next, file a draft decree dismissing the bill, with costs, and
complainant, on or before the 5th day of August next, file corrections
thereof.

=
THE ST. PAUL.

MERRITT et a!. v. TIlE ST. PAUL.
SAME v. NAV. CO.

(District Court, S. D. New York. July 24, 1897.)
L SALVAGE-COMPENSATION-PROMPTNESS OF SALVORS.

Promptness of salvors in reaching a stranded steamer, and thus preventing
her from going further up the beach, and in getting everything in readiness
to haul her off at the first possible opportunity, and thus avoiding the great
damage i,ncident to long-continued grounding, is an important element in de-
termining the compensation.

2. SAME-WRECKING ApPLIANCES.
In fixing the amount of salvage, the importance of maintaining wrecking

companies with powerful and costly appliances, ready at a moment's notice,
by night or day. to I'("pair to the scene of a disaster, is to be taken into con-
sideration.

8. OF COMPENSATION.
$160,000, awarded for 11 days' salvage operations by a large part of tbe

wrecking force of the Atlantic coast, the total value of the appliances used
being some $400,000, with the services of 205 men, and an outlay of about
$10,000 in casb, which operations resulted in getting off the beach near Long
Branch, N.J., the liner St. Paul, which was 535 feet long, valued at $2,000,-
000, with a cargo worth $1,999,139, and freight amounting to $16,902.

4. UNLADING AND DELIVERY OF CARGO-SEVERANCE OF INTERESTS.
Where a vessel is stranded near the end of her voyage, so that the cargo

may be unloaded and delivered to the consignees, and such unlading is
equally necessary for the lightening of the ship in order that she may be
got off, and for the safety of the cargo, this part of the salvage operation is
to be regarded as done in the common interest and for the common benefit,
and the award, therefore, borne in common; but by such unlading and de-
livery there is a severance of interests, and the subsequent expense of getting
the ship afloat must be borne by her alone.

5. SAME-CHARGE AGAINST SPECJE CARGO.
No distinction can be made in the proportion of the salvage award charged

against different portions of the cargo, and specie must bear the same pro
rata charge with the rest of the cargo.

These were two libels, one in rem against the steamship St. Paul,
and the other in personam against her owner, the International Nav-
igation Company, to recover for salvage services rendered to the said
steamer by the libelants, Israel J. Merritt and Israel J. Merritt, Jr.,
composing the Merritt Wrecking Organization, and the president and
the directors of the Insurance Company of North America.
Cowen, Wing, Putnam & Burlingham, Carpenter & Park, Harring-

ton Putnam, and Samuel Park, for libelants.


