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uses. It not infrequently happens, however, that, after a decree sus-
taining a patent, additional anticipations and prior uses are brought
to light; so that upon a second suit a stronger defense can be pre-
sented than was made upon the hearing of the first suit. - Another
consideration which ought to have weight is that in Campbell v. City
of Haverhill, 155 U. 8. 610, 15 Sup. Ct. 217, the supreme court held
that the statutes of limitation of the several states apply to actions
at law for the infringement of letters patent. Equity, although not
consenting to be bound by statutes of limitation, refers to them to
determine, by analogy, the limitations which it should apply, subject
to the special circumstances of the particular case. Hence a patentee
ought not to be enjoined from bringing suits against those who in-
fringe by using, as well as against those who infringe by manufac-
turing and selling, unless upon a very strong showing, because the
bringing of the suit determines to what period, ordinarily, the ac-
counting or claim for reparation may be carried back. The defend-
ants say that they have offered to give a bond of indemnity, and that
they are perfectly able to do so. But such bond would cover only
the amount of damages actually found. It would seem therefore to
be proper to allow the suits to be brought, and, if a test case be pend-
ing, to continue them from term to term until the determination of
the test case. That can be done, as it is done, without injunction;
and, while it saves the rights of the party complaining, it relieves
those sued from expense and labor of preparation until the determina-
tion of the test case.

. As to the prayer for an injunction against suing users who have
purchased from defendants, the complainant’s bill as framed prayed
for an injunction and account of profits, as well as for damages
against the defendant company. Upon the argument of the motion,
the bill, not having been answered, was amended by striking out the
prayer for an account of profits, leaving only the claim for damages.
This brings the case directly within the rule laid down in Birdsell v.
Shaliol, 112 U, 8. 485, 5 Sup. Ct. 244. The right of the complainant,
under the authority of that case, to sue the users, is undeniable; and,
if the right to sue exists, the right to warn by letters or by C1rcu1ars,
or by advertisements in newspapers, exists, and cannot be enjoined.

The motions are overruled.

ALBANY STEAM TRAP CO. v. WORTHINGTON et al,
(Circuit Court of Appeals, Second Circuit. April 8, 1897.)

1. PATENTS—DISCLATMERS.

A patentee cannot, by means of a disclaimer, filed after issuance, incorpo-
rate into a claim for a combination a feature not before claimed in connec-
tion with that combination, and thereby make a new combination.

2. SAME—CONSTRUCTION AND INFRINGEMENT—PUMP-REGULATING VALVES,

The Blessing patent, No. 207,485, for an improvement in pump-regulating
valves, construed In connection with the disclaimer filed April 18, 1891,
and hcld to be limited to the particular combination of parts shown or their
fair equivalents, and to cover the merely described means for automatically
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regulating a pump for returning to & steam boiler the water of condensa-
tion in a closed system. 73 Fed. 825, affirmed.

This is an appeal from a decree of the circuit court, Southern
district of New York. The suit was for alleged 1nfr1ngement of
United States patent No. 207,485, granted August 27, 1878, to
James H. Blessing, for an improvement in pump-regulating valves.
The circuit court held that defendants’ structure did not infringe,
and dismissed the bill.

Edward N. Dickerson, for appellant,
M. H. Phelps and M. B. Philipp, for appellees.

Before LACOMBE and SHIPMAN, Circuit Judges.

LACOMBE, Circuit Judge. The defendants have constructed
steam—heatmg plants, which may be briefly described as consisting
of (1) a boiler which supplies steam for an engine, and also for the
heating coils, the pressure of steam for the latter being reduced
(2) by a reduction valve; (3) steam coils or radiators; (4) return
pipes from the radiators, which bring back the water of conden-
sation to a closed steam-tight vessel, known as the “pump gov-
ernor”; (5) a pump connected with the pump governor, which, when
in action, pumps the water of condensation into the boiler; (6)
a pipe connection from the boiler supplying live steam to drive
the steam pump; (7) a steam valve in this pipe; (8) a device for
opening and closing this valve, as the water in the pump gov-
ernor rises or falls, such device being a float operating the valve by
resting on the surface of the water. When the water in the pump
governor rises to a predetermined height, the float rises, the valve
is opened, and pumping begins. When pumping has reduced the
water to a predetermined level, the float descends, the valve is
closed, and pumping ceases. It is not disputed that except in one

- particular everything found in defendants’ plant antedates the pat-
ent in suit, being found in what is known as the “Syracuse Plant.”
The one point of difference is that in the Syracuse Plant the pump
was started and stopped by the operator, who turned the steam
on or off, being apprised when to do so by a water gauge on the
vessel which held the water of condensation. The steam valve
of the pump, therefore, was not operated by a float or other auto-
matic device, as it is in defendants’ system. We do not under-
stand that it is contended that in mechanical details defendants’
automatic device infringes the automatic device of the patent.
Certainly, if any such contention be made, it is wholly without
foundation. Defendants’ device, with its float moving the lever,
which turns the valve, is old and simple, and in no sense the equiv-
alent of the complicated structure of the patent. The contention
of complainant seems to be that infringement may be found in
“any apparatus adapted for use in a closed system [of steam heat-
ing] to regulate a pump through the action of the water supplied
to the pump,” wherein the rise and fall of the water caunses the
device to open or shut the valve. What force there is in this con-
tention may be seen by an examination of the patent.
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The specification sets forth that the patentee has invented “a
new and useful improvement in pump-regulating valves”; the ob-
Ject of the invention being “to regulate the action of a boiler-feed
pump by means of the quantity of water which is fed to such pump,
80 that said pump will only operate when supplied with water, and
will practically cease to operate when the water supply is stopped.”
The invention is then described at great length with references to
the drawings. The circuit court thus epitomized the description:

“It comprises two disk-shaped vessels, provided with a spring-pressed dia-
phragm and two concentric pipes, the inner of which is attached to said dia-
phragm. The return water of condensation enters the larger pipe, and, when
it has filled it and the space above the diaphragm, the weight thereof depresses
the diaphragm and smaller pipe and a valve rod governing a pump regulating
steam valve attached to said pipe, which causes said valve to close, and pre-
vents the steam from operating the pump. Thereafter, the water, continuing
to flow, passes into said smaller pipe, and also below said diaphragm, until its
upward pressure, plus that of the spring, floats the diaphragm, elevates said
smaller pipe, opens the valve, and admits the steam to the pump, which pumps
w:zber lt)acl’i' to the boiler, and automatically stops when the supply thereof is
exhausted.

We do not find that the gpecific device above described for auto-
matically regulating a steam valve ig anticipated. For aught that
appears, it was a patentable novelty. The specification states that
the invention is particularly useful in feeding pumps, which re-
turn to steam boilers the water of condensation from heating coils
in buildings, dispensing with the attendance of a controlling en-
gineer, and rendering the apparatus entirely automatic. Auto-
matic regulation of a steam pump for returning water to the boil-
ers was old in the steam-heating art, where the so-called “open
system” was employed, and also generally in the art of forcing
water into boilers by means of a feed pump which drew its water
from a source of supply, whose increase or decrease supplied the
means of automatic regulation. The patentee’s specific contriv-
ance for securing such automatic action, however, was new.

After describing the details of the invention, the specification
proceeds:

“It will now be seen that, by means of this apparatus, the water supplied
to a pump regulates exactly its action; so that, if more water be supplied, the
pump will operate faster; if less water is supplied, the pump will operate
slower; and, if no water be returned, the pump will stop entirely, unless it is
desired to keep it in slow operation.”

The claims relied on are:

“(1) An apparatus constructed substantially as described, whereby the
amount of water supplied to a pump regulates the operation of said pump.

“(2) A pump-regulating apparatus. constructed substantially as described,
and placed intermediate between the water and the pump, whereby the water
passing to such regulating apparatus opens the steam valve of the pump,
which valve is closed on the cessation of the water supply.”

It is apparent that what the patentee described as his invention,
and undertook to claim, was an “improvement in pump-regulating
valves,” irrespective of the kind of steam plant to which they were
applied: Systems for heating buildings with steam coils are re-
ferred to, but only as an illustration of one of the uses to which
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the invention may be put, and where it would be particularly use-
ful. In this respect it closely resembles the naphthol-black pat-
ent which we recently had occasion to consider in Matheson v.
Campbell, 78 Fed. 910. The device of the patent is one to be
“placed intermediate the water [to be fed to the boiler} and the
pump,” whether such water be the product of condensation or an
original supply. What he had devised, as he says in the specifi-
cation, was an improvement in pump-regulating valves in connec-
tion with pumps which fed water into a steam boiler, and he
claimed just what he had devised. From what has been already
stated as to the state of the art, it is apparent that, under these
claims, the patentee could not cover any and every form of reg-
ulating device operating automatically upon the increase or dimi-
nution of the water supply, for other devices thus operating were
well known; but he could cover any form of device Which effected
such operation by the particular combination of parts which he
devised, or their fair equivalents, for, so far as the record shows,
such combination was ingenious and novel. Defendanty’ device
has no such combination, and, as the patent stands, it would not
infringe. Complainant, apparently appreciating this situation, at
about the time this suit was begun, filed a disclaimer, in which,
after reciting that it “has reason to believe that through inadvert-
ence the claims * * * are too broad,” it “disclaims any ap-
paratus, as included in the claims of said patent, which is not di-
rectly connected with the return pipe, H, under the pressure of
the return from the heating system, without escape to the atmos-
phere.”

It now insists that the claim relied on is for a combination of
three elements: (1) A pump, (2) a regulating device, (3) a pipe
directly connected to return coils in a closed system of steam heat-
ing. And it finds patentability of such combination no longer in
the specific combination of concentric pipes, diaphragm, ete., but
in the fact that in such closed system of steam heating any reg-
ulating device operating automatically with the rise and fall of
the water in the supply tank is used, such automatic regulation not
having theretofore been used in such a system. It was old in the
open system, but by using it, as the patentee does, in the closed
system, economy is promoted, since the water of condensation is
returned to the boiler without loss of heat. The difficulty with
this contention is that it substitutes a different invention from that
described and claimed in the patent. It is mot a narrower claim,
but a different one. It is, as defendants suggest, “an attempt to
incorporate into a claim for a combination a feature which had
not been claimed in connection with that combination before, and
thereby make a new combination.” If one particular branch of
the art of working in wood—cabinet making, for example—had
never used circular saws, because they were supposed to be imprac-
ticable or useless or not economical, although such saws were used
in other branches of thé art, it might be invention' to introduce
them in cabinet making; and the individual who showed that they
were useful, practicable, and economical in that branch of the art
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might be entitled to a patent for a circular saw in combination with
the other parts of an old machine. But his specification and claim
would be expected to indicate just what it was he had invented and
what he claimed. An individual who had invented some specific
improvement in circular saws generally—something novel and use-
ful and applicable to those tools in every branch of the wood-work-
ing art-—might also obtain a patent, with a claim covering all cir-
cular. saws, which would be good to restrain infringement of his
particular improvement, But it would be a startling proposition
that he could, 13 years afterwards, file a disclaimer of any combi-
nation containing circular saws, except such as might be used in
cabinet-making machinery, and then insist that he was entitled to
sustain his claim to cover all circular saws so used (with his im-
provement or without), on the theory that no one had used them
in that branch of the art before.

We do not understand that the statutory provisions allowing a
disclaimer to be filed can be thus availed of to change the invention
claimed in a patent, and we are referred to no authorities which
sustain complainant’s contention. The object of a disclaimer is
well expressed in Chemical Works v. Lauer, 5 Fish. Pat. Cas. 615,
Fed. Cas. No. 12,135:

© “It Is designed to allow & patentee to recover on one claim of his patent, not-
withstanding other claims in it are void for want of novelty. But it requires
that the parts clalmed without right, and the parts rightfully claimed, shall be
definitely distinguishable, as matter of fact, on the face of the claims; that is,
be definitely distinguished from each other in the claims.”

The decree of the circuit court is affirmed, with costs.

GILCHRIST v. GODMAN et al
(District Court, N. D. Illinois. April 5, 1897.)

1. SALVAGE—WRECKERS HIRED TO RAISE VESSEL ARE NOT SALVORS—RIGHT TO
* COMPENSATION,
Wreckers employed by the master of a wrecked vessel to raise the
- wreck, not being salvors, are entitled to wages for their labor, reasonably
and faithfully performed, whether it is successful or not.
2 MVAVRINE INSURANCE—LIABILITY OF UNDERWRITERS FOR SERVICES IN RAISING

RECK.

Insurers of a wrecked vessel, who send an agent to superintend the
master’s efforts to raise the wreck, become jointly liable with the owner
for the pay of wreckers employed by the master.

8. SAME—EFFECT OF ABANDONMENT ON OWNER’'S LIABILITY.
An abandonment of & wrecked vessel by the owner, after an attempt to
: raise it has proved unavailling, does not relieve the owner from liability
to pay men employed in such attempt.
4. ADMIRALTY— JURISDICTION OF ACTION FOR WRECKER'S WAGES — MARITIME

CONTRACT.
A contract to raise a. wrecked vessel is sufficiently maritime in its nature

to give a court of admiralty jurisdiction of a suit to recover wages due
under it.

" Libel by Frank W. Gilchrist against Annetta 8. Godman and others.

Robert Rae, for libelant.
John C. Richberg and Schuyler & Kremer, for respondents.



