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The same difficulty arises in patent 247,153 for the apparatus.
There is, in my judgment, no quality of invention described in
claim 17

“A separating tank or compartment provided with a stirrer, and having a
chute or opening in its wall for fixing the direction of the overflow from the
separating compartment, in combination with an inclined vibrating sieve for
screening the germs carried off in the overflow, and a trough or reservoir for
receiving the starch milk which drains through the meshes of such sieve, and
means for mechanically removing from the lower stratum of the mixture in
the separating tank the heavier portion of the corn, consisting of the hulls
and matter adherent thereto, substantially as described.”

In the absence of the assumption that the separating tank there-
in -described, in its peculiar conformation adapted to the purpose,
is new, there would be no patentable invention; but the claim as
stated does not lay claim to such feature, and is therefore, under
the holdings of the supreme court, to be regarded as old, or dedi-
cated to the public. For these reasons the finding must be for
the defendants.

WESTERN ELECTRIC CO. v. WESTERN TEL. CONST. CO. et al.
(Oircuit Court, N. D. Illinois. April 12, 1897.)

PATENTS FOR INVENTIONS—INFRINGEMENT—TELEPHONE SWITCHES.

Letters patent No. 215,837, issued May 27, 1879, to H. L. Roosevelt, for
an improvement in telephone switches, whereby the receiver is suspended
- by a cord attached to a spring, so that taking up the receiver changes the
circuit, so as to ring the call bell at the other end of the line until the
person at the other end takes up his receiver, and so that dropping the
first receiver again after using the telephone automatically transfers the
call bell again into the circuit, are not infringed by a device patented by
T. A, Watson, in which the receiver hangs from a forked hook, to which
it has to be restored after using the telephone in order to transfer the
call bell again into the circuit.

Suit by the Western Electric Company against the Western Tele-
phone Construction Company and others to restrain the alleged
infringement of a patent.

Barton & Brown, for complainant.
8. 8. Stout, for defendants.

GROSSCUP, District Judge. The bill is to restrain infringement
of letters patent No. 215,837, dated May 27, 1879, issued to Hilburn
L. Roosevelt. The defendants deny infringement, and also chal-
lenge the validity of the patent.

The patent is for an improvement in telephone switcheg, and its
purpose is compactly stated in the following, from the specifica-
tions:

“It is a matter of considerable importance in connection with several tele-
graphie transmitting instruments, more especially telephones, that the opera-
tion of the transmitting instrument should automatically signal to the re-
ceiving instrument at the other end of the line the fact that a message is
about to be transmitted, whereby the receiving operator is enabled to pre-

pare himself for the reception of such message. This is especially true where
the transmitting operator is not, of necessity, a gkilied person in the electrical



960 ' 79 FEDERAL REPORTER.

art. An instance of this can be readily given: Supposing it is desired to
transmit a message to a distant point by means of a telephone or similar trans-
mitting instrument; it is obviously desirable that the mere fact of the prepa-
ration of such transmitting instrument or telephone for sending the signal
should of itself prepare the receiving operator at the other end of the line
for the reception of the message. If, for instance, a telephone were hanging
in a position to be raised by the transmitter, it would be very desirable that
the mere fact of raising such telephone to the lips should of itself inform the
receiving operator that a message was to be. transmitted. My invention is
designed to accomplish this result.,”

The letters patent then describe a mechanism wherein the tele-
phone, which, at that time, was both receiver and transmitter, was
suspended, by means of a cord, to a switch spring. The weight of
the telephone, thus acting upon the spring, kept it in contact with
one point in the circuit; but the lifting of the telephone, thereby
taking off the weight and allowing the spring to naturally recoil,
put such spring in contact with another point in the circuit. These
two points were, respectively, in the call-bell circuit and the tele-
phone circuit; a like arrangement obtaining at the other end
of the line. The effect of the whole was that, when the telephone
at the caller’s end was lifted from its suspension, it automatically
put the call bell at the other end of the line in circuit with the
signal battery, thus ringing the bell; but when, jn response to
such ring, the telephone at the receiver’s end was lifted by the
operator from its suspension, the recoil of the spring at that point
automatically cut out the signal battery, and restored the telephone
circuit. Prior to this invention, telephones using the call bell had,
been in use. In some of these they were placed in the circuit by
hand-operating ‘switches, whereby the telephone line could be
transferred between the call-bell branch and the telephone branch,
so that, when.either one was in the circuit, the other was out.
But this previous arrangement, to be entirely successful, necessi-
tated that the person at the receiving end should always be thought-
ful enough, when the interview was ended, to push back, by the
use of his hand, the switch throwing the call bell into the circuit;
otherwise, the call bell remaining out of the circuit, no call could
thereafter be sounded at that end of the line. It was found by
experience that many persons merely dropped the receiver, with-
out readjusting, by hand, the call-bell switch, and thus effectually
cut out that receiver against future calls. The invention of Roose-
velt, under consideration, it will be readily seen, cured this defect,
for the speaker, by the act of dropping the telephone, which was
also the receiver, transferred the call bell into circuit; and his suc-
cessor at the phone, by the act of raising the receiver, cut out the
call bell, and restored the telephone circuit.

But while the old mechanism, necessitating the cutting in and out
of the circuits by hand mechanism, was thus superseded, and went
into disuse, the new mechanism, embodied in the Roosevelt patent,
did not come into general use. There were probably some practical
objections, concerning which it is not necessary to pause. The
mechanism that came into general use, including that employed by
the defendants, and charged as an infringement, employed separate
receivers and transmitters, the transmitters being permanently placed
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in the box of the telephone. The receivers, still fashioned after the old
ones, were suspended by a cord, but this cord-was no longer attached
to any switch spring, nor was it in touch in any way with the
cutting in and out of the cireunits. A forked hook was provided,
projecting from the box, and communicating by -appropriate mech-
anism with a spring lever in touch with the respective circuits, so
that, when the receiver was placed in the hook, its weight put the
call bell into the circuit, but, when lifted from the hook, cut it
out by the recoil of the spring. The call bell thus put in the cir-
cuit is actuated alone by a hand crank. This was embodied in the
letters patent to T. A, Watson, which have been declared by this
court (Judge Showalter presiding) to have been anticipated, in con-
ception, by the patent under congideration.

I feel myself compelled, in view of the then state of the art, and
of the- specific difficulty that the mechanism of Roosevelt was
avowedly intended to circumvent, to hold that his patent is self-
limited to such mechanism as automatically cuts in and out the
call bell (including the ringing of the same) by the mere act of
lifting and dropping the telephone. In the defendants’ telephone,
the call bell is in circuit before the receiver is lifted; in the com-
plainant’s, the act of lifting puts it in circuit. In the defendants’
mechanism, when the connection is closed, the receiver must be
hung upon a fork,—a prescribed manual act on the part of the
operator; in complainant’s, it is dropped on its cord, thus avoiding
this otherwise definite manual act. In the Roosevelt mechanism,
the lifting of the telephone automatically actuated the circuit so
as to ring the bell; . in the defendants’ mechanism, such actuation
is only obtained by the manual turning of a crank, or pressing
of a button. In all these respects the defendants’ mechanism is
clearly differentiated from Roosevelt’s purpose, viz. an arrange-
ment whereby conscious manipulation of the switches and of the
call bell was to have been dispensed with.. T recognize that the
conception of changing back and forth the switches, by virtue of
the resting and lifting of the telephone upon the forks, is a close
copy of Roosevelt’s conception, and that perhaps his claims, stand-
ing apart from his description, are broad enough to cover the inci-
dental deviations. But, after all, the main purpose of the inven-
tion must control the scope of the claims, and such purpose cer-
tainly did not include the defendants’ mechanism.

For the foregoing reasons, there may be a finding that defend-
ants do not infringe, and for the dismissal of the bill.

9 F.—61
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COMPUTING SCALE CO. v. NATIONAL COMPUTING SCALE CO.
T _ SAME v. HOYT et al
P (Circuit Court, N, D. Obilo, E. D. March 81, 1897.)

PATENTS——INJUNCTION
In & suit for injunctmn and damages for infringement, the court will not,

upon motion of defendants, enjoin complainants pendenrte lite from suing
users of the alleged infringing machine, or from warning users by letters
or advertisements, the title of defendants never having been adjudicated.

These were two suits in equity brought by the Computing Scale
Company, the one against the National Computing Scale Company,
and the other against Frank C. Hoyt, Charles A. Hoyt, and George
B. Hoyt, partners as Hoyt & Co., for an injunction and damages
for the infringement of a patent Heard on motions by defend-
ants for temporary injunction. ,

Church & Church, for complainant,
Thurston & Bates, for defendants.

SAGE, District Judge. The complainant and the defendant the
National Computing Scale Company are engaged in the manufac-
ture and sale of spring balance computing scales, each claiming to
conduct the business under a patent owned and controlled by it.
The defendants Hoyt & Co. are selling agents and solicitors of the
National Computing Scale Company, and, as such, sell all the scales
manufactured by the defendant the National Computing Scale
Company directly to retailers and users, such as butchers and gro-
cers, and not to wholesale dealers. The first ground of the motion
is that the complainant, well knowing that these retailers and users
are generally parties of limited capital, who cannot afford to be-
come parties to a suit, and by the fear of being sued for an infringe-
ment of complainant’s patent would be as effectnally prevented
from buying defendants’ scales as if the defendants were restrain-
ed by an 1n3unct1on is seeking to intimidate the trade, and mali-
ciously to injure the defendants, by sending out circulars to the
trade in the territory in which the defendants operate, which circu-
lars contain covert threats to sue mere users of said scales, and also
contain “the false and misleading statements that the said com-
plainant owns all the foundation patents on computing or price
scales, and that it has important infringement suits pending in the
Umted States courts in different parts of the country agamst manu-
facturers and users of infringing scales.” The following is a copy
of the circular referred to:

“Warning! Consult Your Attorneys.

"All persons are warned against using and infringement on weighing and
price scales and computing and price scales. The simple using of infringing
scales makes the user just as liable to prosecution as the manufacturer or
selling agent.

“We own all the foundation patents on computing or price scales, and have
created and established the market and demand for such scales.

“Before buying scales not made by us, you will save yourself much litigation
and expense by consulting us or your attorneys respecting the question as to



