BUCK V. TIMOMY. 487

that, in the chain of the defendant, an incidental useful capacity of
the complainant’s chain is relinquished, and also that some separate
advantage is attained; but this is of no consequence, inasmuch as
the Dodge invention, as covered by each and every of the claims of
the patent in suit, has, nevertheless, been wrongfully appropriated.
Decree for complainant.

BUCK v. TIMOMY,
(Circuit Court, S. D. New York. February 6, 1897.)

1. PATENTS—AGREEMENT TO ASBIGN, i
An agreement to assign future patents, in consideration of the assignee’s
paying the expenses of taking them out, is broken by his refusal to pay for
and take out in his own name, as assignee, a particular patent, when so re-

quested by the inventor; and a subsequent assignment to another conveys a
perfect title,

2. BAME—VALIDITY AND CONSTRUCTION—BRICK-MOLD SBANDING MACHINES,
The Buck patent, No. 499,206, for improvements in brick-mold sanding ma-
chines, was not anticipated by a prior patent to the same inventor, and is for
a new, valuable, and patentable combination, whereby, by means of a yielding
mold-feeding rack, the molds are fed automatically to the revolving drum.
3. SAME—INVENTION. '
There is no invention in providing an iron plate with elongated bolt holes
where the parts must be moved slightly to effect a proper adjustment.

This was a suit in equity by Frances C. Buck against Frank Tim-
omy for alleged infringement of a patent for an improvement in
brick-mold sanding machines. ‘

George A. Mosher, for complainant.
Walter E. Ward, for defendant.

COXE, District Judge. This is an equity suit for the infringe-
ment of letters patent, No. 499,206, granted June 13, 1893, to James
A. Buck, assignor to the complainant, for improvements in brick-
mold sanding machines. The object of these machines is to sand
the molds prior to their introduction into the brick machine, so as
to prevent the adherence of clay to the molds. This is accomplished
by a hollow drum having openings over which the molds are placed.
When the drum is rotated, the sand which it contains falls into
the molds as they descend and out of them as they rise again, thus
sanding every part. Machines of this general character had pre-
viously been used, and several patents therefor had been granted
to this inventor. The improvement of the present patent has rela-
tion to the mechanism by which the molds are fed antomatically
to the drum. At first this work was done by hand. Afterwards
it was dome, imperfectly, by machinery. It was never done in a
satisfactory manner prior to the present invention. In practice, the
molds, after being used for a time, became sticky from the adhesion
of the plastic clay. This often prevented them from moving into
place. In the old machines they would adhere to the rack, be-
come wedged between the stop on the drum and the pulleys, and
thus would clog and break the machine and seriously delay the



488 78 FEDERAL REPORTER.

operation of brickmaking. The invention obviates all these difficul-
ties by providing a safe and reliable feed. The new and really
valuable features of the patent are the yielding mold-feeding rack,
pivoted at its lower end upon a fixed support, and bearings for the
pulley shaft secured to and movable with the feed rack. By this
means the shaft carrying the pulleys recedes with the rack, and
the pulieys are enabled to continue their feeding action in circum-
stances which would block the prior machines.

The patent contains two claims, both of which are involved. They
are as follows:
. “(1) In a brick-mold sanding machine, the combination with a rotary mold-carry-
ing cylinder; mold-engaging stops secured to such cylinder; of a yielding mold-
feeding rack pivoted at its lower end upon a fixed support; a mold-supporting
.belt; a belt-supporting pulley and shaft; and bearings for the shaft secured to
and movable with such rack, substantially as described.

‘.‘(2) In a brick-mold sanding machine, the combination with a rotary mold-car-
rying cylinder of an adjustable mold-engaging siop, substantially as described.”

The defenses are defect of title, anticipation, lack of novelty and
noninfringement.

The complainant has a valid title. It is assailed for the reason
that by a contract made March 6, 1889, the inventor agreed to as-
sign to A. H. Newton & Bros. all patents (or a joint interest therein)
thereafter to be secured by him. It is said that the title is in the
Newtons and not in the complainant. The court camnot accept
this view. As a consideration for the proposed assignment the
Newtons promised to pay all expenses of obtaining future patents.
Before the assignment to the complainant, Buck demanded of A. H.
Newton that he pay the expenses of taking out the patent, and re-
quested him to take it out in his (Newton’s) name as assignee. New-
ton refused to pay the expenses and declined to have anything to do
with the patent. Buck then assigned the patent to the complain-
ant and it was issued as before stated. Newton’s action in refus-
ing to perform his part of the agreement was, of course, the end of
any pretense of ownership. Kittle v. Frost, 9 Blatchf. 214, 225,
14 Fed. Cas. 694. It seems too plain for discussion that when a
party has agreed to pay a certain price for a patent, if he does not
pay the price he does not get the patent. When Buck offered to
assign to Newton upon the agreed terms and Newton positively de-
clined to pay, the transaction ended. Buck did not for this reason
lose his right to the invention. After he offered the patent to New-
ton and Newton refused to receive it, he had a right to take it in his
own name or assign it as his option; his duty towards Newton was
discharged. He was not under the slightest obligation to renew the
offer which had thus been almost contemptuously declined.

The first claim contains six elements but those which make the
combination new and valuable are the yielding mold-feeding rack
pivoted at its lower end upon a fixed support, and the belt-supporting
pulley and shaft and bearings for the shaft secured to and movable
with such rack. These features were entirely new with Buck; no
prior structure shows a yielding rack and feeding pulley. The ad-
vantages of this construciion are obvious, and are illustrated by the
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fact that after the machine of the patent came into use it sup-
planted the old methods and occupies the market, substantially,
alone. The general appearance and operation of the new and old
machines are go similar that unless care is taken the clearly meri-
torious features of the present invention may be lost gight of. There
can be no doubt that this addition to the art was a valuable ome.
So far as feeding the molds to the drum is concerned, the machine
is entirely automatic and is a perfectly working device. Prior to
1882 brick molds were sanded by hand. Buck was the first to make
a machine for doing this work. He is the father of this art. The
record shows five patents granted to him for the machines and im-
provements thereon.

The principal attack upon the patent at bar is based upon Buck’s
prior patent of July 1, 1884, which, it is argued, is a complete antici-
pation. So far as this complainant is concerned, the defendant
is at liberty to use the 1884 patent. It was to remedy the defects
of that patent that the present invention was made. In the prior
machine there was, practically, no movement of the rack and pulleys
to and from the drum. The pulley shaft was mounted upon stand-
ards bolted to the main frame. The standards could not move a
hair’s breadth. The shaft could move a small fraction of an inch
by reason of the fact that the holes in the standards were made
slightly larger than the diameter of the shaft, but this only took
place when the set screws were not used which were designed to
hold the shaft tightly in the bearings. TFor all practical purposes
the shaft was immeovable. The feed rack was fulerumed upon the
same shaft. It is true that the slight vibration of the rack in the
prior machine was sufficient for ordinary emergencies, but when a
mold caught, something had to give way. The rack would yield to
the limited extent referred to, and when that point was reached it
was rigid as if bolted to the frame. All of the difficuities incident
to this construction were obviated by the ingenious expedient of
making the rack and the entire feeding apparatus movable back and
forth in such manner that they will operate to feed the molds as
perfectly “when the stops force a mold against the wheel” as when
the molds drop into place in the normal manner. To do this re-
quired invention. The defendant’s machine is clearly an infringe-
ment of this claim. The only difference pointed out is that in the
patented machine the spring is extended and in defendant’s machine
it is compressed. This difference is wholly immaterial. The com-
plainant is not restricted to any particular form of spring.

For the reasons stated at the argument a decree upon the second
claim cannot be sustained. In order to find infringement the court
must hold that it involves invention to provide an iron plate with
elongated bolt holes. It is one of the obvious expedients of the
mechanic to place such holes in parts which must be moved slightly
in order to adjust them properly. It is not possible to uphold the
claim if construed to cover the defendant’s construction.

It follows that the complainant is entitled to a decree for an in-
junction and an accounting based upon the first claim of the patent.
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FAIRBANKS WOOD RIM CO. v. MOORE.
(Circuit Court, N. D. New York. February 12, 1897.)

). PateNts—INvexrTion—Brorcre Riwms.

The substitution, for a bicycle rim made of a single piece of metal, of a rim
composed of a series of plies of wood of varying course or direction of graim,
cemented together, each section breaking joints with each of the other sections,
and the whole forming a compact, durable, symmetrical, and highly eflicient
structure, involves the use of inventive faculty.

2. Sams,

The Fairbanks and Berlo patent, No. 496,971, for improvements in bicyele

rims, discloses patentable invention.

This was a suit in equity by the Fairbanks Wood Rim Company
against Edward 8. Moore for alleged infringement of a patent re-
lating to bicycle rims.

The patent in controversy, No. 496,971, was granted to Fairbanks and Berlo,
May 9, 1893, for improvements in rims for bicycle wheels. The invention consists
in providing a wood rim for bicycle wheels in place of the metal rims theretofore
used. The rim of the patent is composed of a series of plies of wood of varying
course or direction of grain, bent into circular form, and cemented together, each
section breaking joint with each of the other sections.. A biecycle wheel con-
structed with this laminated rim is said to be lighter, stiffer, more durable and
more buoyant than the rims of the prior art. The claim is as follows: ‘A rim for
bicycle wheels comprising in its construction a series of sections or plies of wood
of varying course or direction of grain, cemented together, the ends of each section
breaking joints with the ends of adjacent sections, and the inner surface, f, being
of convex form, and the outer surface, g, of concave form, as set forth.”

Edward 8. Beach, Nathaniel L. Frothingham, and Emmett J.
Ball, for complainant.
William O. Campbell, for defendant.

COXE, District Judge. There is but one question to decide,—the
question of invention. The court is convinced that the introduction in-
to the art of the marked, and, at the present day, universally recog-
nized, improvement of the patent, required an exercise of the in-
ventive faculties. It was not the mere substitution of wood for
iron. It was the substitution for a rim made of a single piece of
metal of a laminated rim made of a series of sections so constructed
as to form a compact, durable, symmetrical and highly efficient
structure. After the idea that wood could be used instead of metal
was conceived, the real work of invention began. How could wood
be utilized? How could a rim be made that would not erack and
warp without being so cumbersome as to be useless? Even after
a practical rim had been constructed, the bicycle community was
still incredulous as to the use of wood. It was only after its su-
periority to metallic rims had been fully demonstrated that it was
accepted by the trade. Fairbanks and Berlo were the first to make
a wooden bicyecle rim. There was nothing in the prior art to show
them how to do this and very little in analogous arts to assist
them. Carriage wheels with the ordinary compression spokes, and
reinforced with iron tires, had been made with laminated fellies,
but there is no pretense that the break joint and varying grain
features of the patent are to be found in any of these structures



