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the patented method. Why, then, should the Munson method stretch
and all others crush the paper? Why should a blunt creasing rule
co-operating with a soft compressible paper packing, produce one
result in 1876 and another in 18787 Why should it crush one year
and stretch the next? Why should it produce a deplorable failure
when known as the “Shelton Method” and a superlative success when
bearing the name of Munson?

Unquestionably many of the prior structures were crude affairs;
that some of them tore the paper at times cannot be denied, but the
court cannot accept the theory that the patentees were the first to
introduce the art of embossing in the business of making paper-box
blanks. They may have produced a more perfect counter-die than
their predecessors, but they added no novel mechanism and no new
principle of operation. They have produced no new result. To
adopt the language of the recent case of American Road-Mach. Co.
v. Pennock & Sharp Co., 77 O. G. 633, 17 Sup. Ct. 1, it would seem
that the change made by the patentees “was not the product of a
creative mental conception, but merely the result of the exercise
‘of the ordinary faculties of reasoning upon the materials supplied
by a special knowledge, and the faculty of manipulation which re-
sults from its habitual and intelligent practice.’”

The bill is dismissed.

BERRY v. WYNKOOP-HALLENBECK-CRAWFORD CO. et al.
(Circuit Court, S. D. New York. January 6, 1897.)

PATENTS—INVENTION—IMPROVEMENT 1IN CHECKS, ETC.

The Berry patent, No. 268,988, for an improvement in checks or other pa-
pers representing value, and consisting in providing them with marginal tables
of figures, to be torn off, so as to prevent raising or altering of the amount, is
void for want of invention, in view of the prior state of the art.

This was a suit in equity by Marcellus F. Berry against the Wyn-
koop-Hallenbeck-Crawford Company et al. for alleged infringement
of a patent for an improvement in checks or other papers represent-
ing value.

‘W. L. Goldsborough and Edwin H. Brown, for complainant.
Robert G. Monroe and Wallace Macfarlane, U. 8. Dist. Atty., for
defendants.

COXE, District Judge. This suit is based on letters patent No.
268,988, granted December 12, 1882, to the complainant for an im-
provement in checks or other papers representing value. The ob-
ject of the patentee was to devise a plan which would prevent checks,
money orders, certificates and similar papers from being raised or
altered, by providing them with marginal tables of figures of differ-
ent denominations which are to be torn so as to indicate the amount
for which the paper is intended. After this is done any alteration
must necessarily reduce the value of the paper. A special arrange-
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ment 1s suggested where it becomes important not.to have the face
value of the paper lowered. The claim is for: '

“A check or other paper. representing value provided with'a mble comprising
one or more compound columns, each composed of two or more simple columns
of figures of different denominations, the simple columns in each compound col-
umn being arranged out of line with and one below another, substantially as
and for the purpose herein described.”

The defenses are: First. That the corporation defendant is im-
pr 0>per1y joined with the individual defendants, the causes of action
against them being separate and distinct. This by way of demur-
rer. Second. That the infringement complained of consists in mak-
ing money orders for the government upon paper, and by the use of
plates, owned and controlled by the United States. An injunction
would in effect, therefore, be one restraining the United States.
Third. Lack of invention.

At the date of the patent it was not new to arrange figures in con-
secutive order one above the other from 1 to 9 or from 10 to 90 and
it was not new to indicate the amount for which a cheek was drawn
by punching out or tearing off the appropriate figures. The scheme
of the patent was old in principle and in all its main features as well.
The patentee’s departure from the prior art relates to matters of ar-
rangement and detail only. Grant that in these respects, especially
as embodied in the attractive money order printed by the defend-
ants, his plan is more symmetrical and complete than any that pre-
ceded it.

The court is unable to perceive how, from a patentable point of
v1ew, it adds anything to other prlor devices; the Stanfield device,
for instance. Stanfield’s patent is dated May, 1873. It relates to
English currency. Some of his drawings are illustrated by Roman
numerals and there are other differences which may well be ac-
counted for by different environment and the lapse of nine years.
It is thought, however, that any intelligent clerk in the post-office
establishment with the Stanfield patent before him could have de-
vised the money order which is the subject of this controversy. Stan-
field tears the check upon lines previously perforated for that pur-
pose, but, of course, it is wholly immaterial whether the paper be
torn in this way or by using a rule. Regarding two of his drawings
he says:

“The check represented by Fig. 3 is to be torn off at the red line, leaving all
the smaller figures on the check between the perforations up to the amounts
required, the larger ones remaining attached to the counterfoil in check book.
* * * In the check represented by Fig. 5 all figures on the right of red line
between perforations would remain on check and those to the left would remain
attached to counterfoil.”

In Fig. 5 Roman, instead of Arabic, numerals are used, but they
are arranged in three vertical rows which are “out of line with and
one below another.” Compare the Stanfield check with the claim
of the patent in suit and it will be found to satisfy every element
of the claim unless it be unreasonably restricted. Had Stanfield
never lived and had the defendants been the first to use a deviee like
his it is probable that the claim of infringement would be made as
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now, the complainant contending that the changes were merely in-
genious attempts at evasion.
The court is constrained to hold that the patent is invalid for
want of invention. Munson v. Mayor, ete., 124 U. 8. 601, 8 Sup. Ct.
622; Machine Co. v. Penpnock & Sharp, 77 0. G. 633, 17 Sup Ct. 1;
Brill Co. v. Wilson, 77 0. G. 1937, 75 Fed. 1002; Manufacturmg Co.
v. Cooke, 73 Fed. 685. It is unnecessary to consider the other de-
fenses. The defendants are entitled to a decree dismissing the bill
with costs.

OLMSTED v. A. H. ANDREWS & CO.
(Circuit Court of Appeals, Seventh Circuit. January 4, 1897.) -

No. 157.
1. PATENTS—INVENTION,

It is not invention to cause a device to work vertically that theretofore oper-
ated horizontally.

SameE— CONSTRUCTION OF CrLAMS—REJECTION AND ACQUIESCENCE.

An applicant who acquiesces in the rejection of a claim of which a particular
device was the essential feature cannot afterwards insist that a claim allowed
in place thereof shall be so construed as to read into it that device.

SAMB—~INVENTION—MaP CAsEs.

There is no invention in so altering a map case, made to contain several maps,
that it shall hold but one; or in constructing it of lighter materials so that it
shall be portable; or in making it more ornamental or attractive.
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The Nutting patent, No. 343,060, for a map case, is void for want of patentable
invention, in view of the prior state of the art; and, if invention were conceded,
the patent must be so narrowly construed as to exclude infringement even by a
device not strikingly different in form.

Appeal from the Circuit Court of the United States for the North-
ern District of 1llinois.

N. C. Gridley and L. M. Hopkins, for appellant,
Bond, Adams, Pickard & Jackson, for appellee.

Before JENKINS, Circuit Judge, and BUNN and GROSSCUP, Dis-
trict Judges.

JENKINS, Circuit Judge. This appeal is to review a decree dis-
missing the bill of complaint for want of equity. The suit was
brought to restrain the alleged infringement of letters patent of the
Tnited States, No. 343,060, granted on the 1st day of June, 1886, to
8. E. Nutting, for a map case. The subject-matter of the patent is
with exactness thus stated by counsel for the appellant:

“This map case consists of a rigid back piece that is adapted to rest flat against
the wall, 2 pair of circular end pieces, a covering, made of a single piece of ma-
terial, secured at one edge to the upper edge of the back piece, whence it ex-
tends outward over, downward in front of, and inward partially beneath the
single map, which is mounted upon a roller journaled in the circular end pieces.
This covering is of curved shape in cross section, it foilows and is secured to the
correspondingly curved edges of the end pieces, and at its lower edge it terminates
a short distance from the projecting lower edge of the back piece, leaving a
narrow opening, adjacent to said back piece, through which the map is drawn,
To the lower edge of the map is secured a round of such diameter and length



