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have compared the patents in the prior art with the patent sued en
and the alleged infringing device, and fully concur with the learned
judge at the circuit in the view that the patent, if valid, must be so
limited in its scope that the defendant does not infringe. The rea.
sons for this are so well stated in the opinion filed below that it is
unnecessary for us to repeat them in a different form. We adopt the
part of the opinion of the circuit court quoted above as the opinion of
this court, and, without considering the question of laches in the dis-
claimer, we affirm the decree appealed from, with costs.

ROSE v. HIRSH et al.
(Circuit Court of Appeals, Third Circuit. November 9, 1898.)

1. PATENTS—INVENTION—UMBRELLA STICKS.

The conception and embodiment of a metal umbrella stick, having, as a
new and useful feature, a tapering end, so drawn down as to diminish the
diameter of the tip, and the part to which the “notch” is attached, without
diminution of the metal, thus allowing the ribs and canvas to be folded closer
than formerly, and materially increasing the strength of the stick where the
strain is greatest, constitutes a patentable invention, even though metal tubes
having an increased thickness of walls in the tapering ends may have been old.
71 Fed. 881, reversed. .

2. SAME—EVIDENCE OF INVENTION—ADMISSIONS.

The purchase and sale of articles under a patent, by persons familiar with
the prior state of the art, until a dispute arises as to the amount to be paid,
while not an estoppel, is an admission of patentable novelty, which is entitled
to weight as evidence in a suit against them for infringement.

8. SAME—INFRINGEMENT.

A claim for an umbrella case consisting of a slitted leather tube having an
Internal socket at its lower end to recelve the projecting end of the umbrella
stick, and a ferrule applied to the lower end of the case, Is not infringed by a
case which has no internal socket, but in which the desired result of filling
out the lower end of the case so as to give it the appearance of a walking
stick is attained by placing a “false tip” upon the projecting end of the um-
brella stick. 71 Fed. 881, affirmed.

4, SaME—RELATED PATENTS—INTERPRETATION.
‘Where separate patents were granted to the same inventor for an umbrelia
and an umbrella case, held, that the two could not be read together, so as to
cover an umbrella and case combined.

5. SaME—UMBRELLA STICKS AND CASES.

The Rose patents, Nos. 504,944 and 504,945, for improvements in umbrella
sticks and umbrella cases, respectively, construed, and the former held valid
and infringed (reversing 71 Fed. 881), and the latter keld not infringed. Ache-
son, Circuit Judge, dissenting as to the umbrella case patent,

Appeal from the Circuit Court of the United States for the Eastern
District of Pennsylvania.

This was a suit in equity by John Rose against Henry Hirsh, Otte
J. Lang, Alfred C. Hirsh, William Hirsh, and E. M. Hirsh, trading
as Hirsh & Bros,, for alleged infringement of two patents to com-
plainant for improvements in umbrella sticks and umbrella cases,
respectively. The circuit court dismissed the bill (71 Fed. 881), and
complainant appealed.
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Before ACHESON, Cll‘Clllt Judge, and BUTLER and WALES, Dis-
trict Judges.

BUTLER, District Judge. The suit is for infringement of the
first and second claims of letters patent No. 504,944 granted to
Rose; and of the first claim of letters patent No. 504 945 granted to
Rose.

Claims 1 and 2 of the first of these patents read as follows:

“(1) A tubular metal stick for umbrellas or parasols, sald stick being drawn
down near one end so that the tubular end portion of the stick is reduced In
diameter and increased in thickness as compared with the body of the stick, sub-
stantlally as specified.

“(2) The combination of the tubular metal stick drawn down near one end so
that the tubular end portion of the stick is of less diameter than the body, with
the notch applied to said reduced tubular portion of the stick, and the ribs hung
to the notch and fitted snugly against the enlarged body of the stick, substantially
as specified.” -

The second claim covers nothing new; the first embraces the entire
invention. The “stick” is for use in an umbrella and consequently
the claim covers its combination with the other parts of the structure
—the circular “notch,” ribs and canvas top. The “notch” is fitted
to the reduced circumference of this “stick,” just as it was previously
fitted to the sticks formerly used. The second claim does not, there-
fore, add anything to the scope of the first.

The infringement of the latter is proved beyond doubt. The de-
fense urged rests on a denial of its validity.

Is this defense sound?

We do not think the allegation that metal tubes with tapering
«nds, containing an equal quantity of metal throughout their length,
——thus having an increased thickness of walls in the tapering ends,—
were old is satisfactorily proved. That metal tubes with tapering
ends, were old, may be conceded; but that the walls of the ends were
so thickened is not clear. The uses for which these tubes were de-
signed did not require such strengthening of the ends, and the sur-
plus metal used to produce the thickened walls would be simply
wasted. If any such tubes were previously manufactured it must
have resulted as an unintentional incident of the method employed
in their manufacture, and not from design. Granting, however,
that such tubes were previously made, the fact does not seem im-
portant.. They did not constitute umbrella “sticks” nor suggest
adaptability to this use. 'What Rose did was to invent and construct
a metal umbrella “stick,” having a new and useful feature—a taper-
ing end so drawn down as to diminish the diameter of the tip, and
part to which the “notch” is attached, without diminution of the
metal, thus allowing the ribs and canvas to be folded closer than
formerly, and materially increasing the strength of the “stick” where
the strain upon it is greatest. We think this is more deserving of a
patent, than much that has been adjudged patentable. If metal
tubes, such as the defendants’ witnesses describe, existed, they did
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not, as before stated, suggest the conception embraced in this “stick.”
At most they only assisted in embodying it. The invention resides
in the conception and its embodiment. The existence of the old
tube might have aided in the latter; certainly nothing more; and
that would be unimportant. The evidence shows, however, that it
did not do this; that Rose had no knowledge of the existence of such
tubes; but accomplished the construction of those he required
through experiment. For the reasons stated we cannot doubt the
validity of the patent. The defendants did not doubt it, but admit-
ted it, by the purchase and sale of umbrellas under the patent, until
dissatisfaction and dispute arose respecting the prices they should
pay.. The admission is not, of course, an estoppel; but in view of
the defendants’ presumed familiarity with the art, such an expres-
sion of judgment is evidence, and worthy probably of as much weight
as that now expressed by their experts.

Claim 1 of the second patent reads as follows:

“The within-described umbrella case, the same consisting of a tube of leather
slitted and provided with fastening devices at the upper end and having at the
lower end an internal socket extending throughout the length of the projecting end
of the umbrella stick, and fitting snugly thereto, and a ferrule applied to the
lower end of said stick, substantially as specified.”

“Umbrella cases, consisting of a tube,” constructed of various kinds
of material, “slitted and provided with fastening devices” at the up-
per end, were old at the date of the patent. Whether the “socket”
and “ferrule” described, were also old, need not be decided. The de-
vice covers these three elements. Whether the patent is valid or not,
it is not infringed by the defendants’ case—from which the “socket”
is omitted.

The object of this element in Rose’s case is to increase its circum-
ference over the tip, and thus make it correspond there with the cir-
cumference at the “notch,” rendering the case uniform and smooth
throughout. The defendants’ case is intended for their own peculiar
umbrella, the tip of which is covered permanently with wood, so as
to make its circumference correspond with that of the “notch,” thus
dispensing with the necessity for o socket within the case. This
wooden cover is not an equivalent for the omitted element in Rose’s
case; for it is not a part of the case, but of the peculiar umbrella
manufactured by the defendants. The defendants’ case cannot be
substituted for Rose’s; it can only be employed advantageously on
the peculiar umbrella described. It thus appears that the two cases
are entirely dissimilar in the respect stated; that the one cannot
be used advantageously where the other is applicable. The defend-
ants no doubt employ the wooden cover on their tip to dispense with
the necessity of using Rose’s case. That they thus do it to aveid
his monopoly does not, however, afford just grounds of complaint;
they have a right to increase the size of their tip in this manner or
any other, and thus dispense with the use of his case. If Rose had
taken a patent for his umbrella and case combined, a different ques-
tion would be presented. He did not do this, however, but took
a separate patent for the case, because he desired and intended to
obtain a monopoly in cases, not simply for the peculiar umbrella
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manufactured under his previous patent, but for all others to which
it could be applied. The effort now made to read the patents to-
gether and to treat them substantially as one, covering the umbrella
and case combined, is, of course, unjustifiable. The patent for the
case must stand alone, as issued, and so considered it clearly does
not cover any case from which either of its essential elements is
omitted. The plaintiff’s argument in this respect, if sustained,
would prohibit any modification in the form of the old umbrella
which served to make the old cover fit it smoothly and tightly from
end to end, as the plaintiff’s fits upon those to which it is applicable.
The decree is reversed and the record remitted to the ecircuit court
with directions to enter a decree in accordance with this opinion.

ACHESON, Circuit Judge (dissenting as to the umbrella case pat-
ent). . I concur in the opinion of the court in so far as it relates to
the patent, No. 504,944, for the tubular umbrella stick. I am, how-
ever, constrained to express a dissent from the conclusion which
the majority of the court has reached with respect to the umbrella
case patent, No. 504,945. In determining the question of infringe-
ment here, we ought not to lose sight of the fact that the objeet of
this invention is to convert an umbrella, when the cover is applied
thereto, into an operative and useful cane. The function of the
“internal socket” is thus stated in the specification:

“The socket, B, completely fills the space between the casing, A, and the pro-
Jecting stick and ferrule of the umbrella, so a8 to render the end portion of the
case perfectly rigid, as Is necessary in order to properly simulate a cane.”

The first claim of the patent does not require that this socket shall
be immovably attached to the leather casing, or to the ferrule at the
lower end of the leather casing, whatever may be the limitations
of the second and third claims, which are not here involved. Now,
the defendants, instead of placing the socket, in the first instance,
within the leather casing, put the socket, under the name of a “tp,”
upon the projecting end of the umbrella stick; but when the um-
brella, with the false tip thereon, is inserted into the leather casing,
we have the identical structure of the first claim of the patent. The
evidence is conclusive that this false tip subserves no useful purpose
whatever to the umbrella itself. Incontestably, the sole object in
thus using the false tip is to fill the space between the leather casing
and the projecting stick and ferrule of the umbrella when the latter
is put into the casing. In my judgment, the contrivance to which
the defendants have resorted in order to defeat the plaintiff’s patent
is a mere subterfuge, and should not avail them as a defense. Hoyt
v. Horne, 145 U. 8. 302, 309, 12 Sup. Ct. 922; Devlin v. Paynter, 28
U. 8. App. 115,12 C. C. A. 188, and 64 Fed. 398,
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THE JAMES G. SWAN,
UNITED STATES v. THE JAMES G. SWAN et al,
(District Court, D. Washington, N. D. December 7, 1896.)

1. 8pAL FISHERIES—BEHRING SEA—FORFEITURES. ]
Upon forfeiture of a vessel, for a violation of the act of congress of April 6,
1834, relative to sealing in Behring Sea, the crew of such vessel are not en-
titled to share in the proceeds of the sale to the extent of the wages due them.

2. SAME—FORFEITURE OF SEAL SKINS.
Upon such forfeiture, seal skins, forming part of the cargo, which were
taken outside the prohibited limits, and before any violation of the act oc-
curred, are not subject to forfeiture.

8. SBAME—INTENT—EQUIPAGE OF VEBSEL.

Forfeitures under said act do not depend upon questions of intent on the
part of the owners of the vessel or her equipage, and, accordingly, instruments
forming part of her equipage, though belonging to others than her owners,
are forfeited. .

In Admiralty.

Libel of information by Willilam H. Brinker, United States attorney, alleging
forfeiture to the United States of the schooner James (. Swan, her tackle, ap-
parel, furniture, and cargo, by virtue of section 8 of the act of congress of April
6, 1894, entitled “An act to give effect to the award rendered by the tribunal
of arbitration, at Paris, under the treaty between the United States and Great
Britain concluded at Washington, February twenty-ninth, eighteem hundred and
ninety-two, for the purpose of submitting to arbitration certain guestions con-
cerning the preservation of fur seals,” which reads as follows: “Sec. 8. That,
except In the case of a master making a false statement under oath in violation
of the provisions of the fourth section of this act, every person guilty of a viola-
tion of the provisions of this act, or of the regulations made thereunder, shall
for each offense be fined not less than two hundred dollars, or imprisoned not less
than six months, or both; and all vessels, their tackle, apparel, furniture and
cargo, at any time used or employed in violation of this act or of the regulations
made thereunder, shall be forfeited to the United States,”—and alleging, as
cause for forfeiture, that the schooner James G. Swan was, on the 5th day of Au-
gust, 1896, found employed in killing and capturing fur seals in the waters of
Behring Sea, within the limits of a zone of 60 geographical miles surrounding
the Pribilov Islands, in violation of the first section of said act, which reads as
follows: ‘““That no citizen of the United States, or person owing the duty of
obedience to the laws or the treaties of the United States, nor any person be-
longing to or on board of a vessel of the United States, shall kill, capture, or pur-
sue, at any time, or in any manner whatever, outside of territorial waters, any
fur seal in the waters surrounding the Pribilov Islands within a zone of sixty
geographical miles (sixty to a degree of latitude) around said island, exclusive
of the territorial waters.” 28 Stat. 52-55. The owners of the vessel have ap-
peared as claimants, apd filed an answer denying that the vessel was at any
time employed in violation of law. The members of the crew have also inter-
vened, and by their pleadings deny that any forfeiture has been Incurred, and
asserting innocence on their part of any intention to violate the law, and that,
inasmuch as the law does not specifically declare a forfeiture of wages, they are
entitled, in any event, to receive their wages out of the proceeds of a sale of the
vessel and cargo. The intervener Beninghausen claims to be the owner of the
chronometer which was used in the navigation of the vessel, and prays for restora-
tion thereof. Findings and decree for the United States.

Wm. H. Brinker, U. 8. Atty.
James B. Metcalfe, for claimants and interveners.
Henry F. McClure, for interveners.



