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SAWYER SPINDLRE CO. et al. v. TAYLOR et al.
(Circuit Court, D. New Jersey. October 7, 1895.)

1. PaTENTs—INJUNCTION ON FINAL HEARING—LACHES. .

Upon final hearing, laches, in the sense of mere delay in bringing suit
against defendants, unaccompanied by any acts amounting to an estoppel,
cannot deprive plaintiffs of their right to an injunction. Kittle v. Hall, 29
Fed. 508, and Waite v. Chair Co., 45 Fed. 258, distinguished.

2, SaMme—DEcisioxs IN OrEER CIRCUITS.

Where a patent has been several times sustained by the circuit com_'ts
in other circuits, the court should not enter upon an independent consid-
eration of the subject, but should follow those decigions, unless satisfied
that additional evidence has been submitted to it, which, if adduced in.the
former snits, would probably have led to different results. Wanamaker
v. Manufacturing Co., 3 C. C. A, 675, 53 Fed. 791, followed. )

8. SBAME—SPINNING MACHINES.

The Atwood patent, No. 253,572, for a support for spindles for spinning

machines, keld valid and infringed as to claims 3, 4, and 5.

This was a suit in equity by the Sawyer Spindle Company and
others against Taylor and others for infringement of a patent relat-
ing to spinning machines.

Fish, Richardson & Storrow, for complainants,
A. Q. Keasbey & Sons, for defendants.

DALLAS, Circuit Judge. This suit is upon patent to John E. At-
wood, No. 253,572, dated February 14, 1882, for “support for spindles
for spinning machines.” The claims involved are as follows:

“(3) The combination, substantially as hereinbefore described, of a spindle
rail of a spinning machine, a spindle, and a supporting tube flexibly mounted
with relation to the spindle rail, and copotaining step and bolster bearings.
(4) The combination, substantially as hereinbefore described, of a spindle rail,
a spindle, a supporting tube containing step and bolster bearings, flexible
connections between said tube and the spindle rail, and adjusting devices
for varying the degree of flexibility of the supporting tube and spindle there-
in. (5) The combination of the spindle rail, the spindle, the supporting tube,
loosely mounted with relation to the rail, and containing the step and bolster

bearings for the spindle, the spring, and the nut for compressing it, substan-
tially as described.”

The defendants insist that the complainants are chargeable with
laches, and fthat, therefore, “an injunction ought not to be granted,
even on final hearing,—at least, until the coming in of the master’s
report.” When the case was before the court on motion for prelim-
inary injunction (56 Fed. 110}, the same point was made, but I then,
upon full consideration, reached a conclusion adverse to the defend-
ants. The decision upon that motion was made on June 6, 1893,
and thus, without further application or appeal, the matter has rest-
ed, until now, upon hearing on pleadings and proofs, the court is
asked to refrain from granting a perpetual injunction pending any
reference that may be ordered. But, if the opinion which I formed
on the motion for an interlocutory injunction was then rightly con-
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trolling, it certainly should be no less potential now that the proofs
have been taken, and the plaintiffs insist that by them the main ques-
tions in the cause have been settled and resolved in their favor. In
fact, however, the defendants’ present position is not as strong in this
regard as it was on the interlocutory hearing. I do not feel called
upon to vindicate the action of the court in granting the preliminary
injunction, but may abridge discussion by saying that, if the delay then
set up to defeat the motion had not been satisfactorily explained,
that motion might have been, upon that ground, refused; but, upon
final hearing, laches, in the sense of mere delay in bringing suit
against the defendants, cannot deprive the plaintiffs of their right to
protection against a continuance of the unlawful use of their patented
invention, and consequent injury to their business. It is only by
words, acts, or omissions which give rise to estoppel that this right,
if and when established by the proofs, can be forfeited. This distine-
tion is clear and well recognized, and cannot be obliterated by a vague
use of the word “laches.” As I have said, mere delay in bringing
suit may, under some circumstances, impel the court to withhold its
hand during the course of litigation; and as was remarked in New
York Grape-Sugar Co. v. Buffalo Grape-Sugar Co., infra, even on
final hearing, “cases may arise where a court of equity would refuse
an injunction against an innocent infringer, by reason of the pro-
tracted course of conduct of a previous owner of the patent, who
knew of the infringement, and silently and knowingly permitted the
expenditure of substantial sums of money by the infringer.” To such
cases the doctrine of estoppel may be pertinent, but the present case
is not such an one. I have attentively read the very thorough brief
of the learned counsel of the defendants, but without finding any
fact referred to other than that, as claimed, the plaintiffs long knew
of the vioclation of their rights before proceeding to maintain them;
and I am constrained to the conclusion that his contention is met by
the rule, as I have already indicated it, that mere delay in seeking
relief will not, where there is no estoppel, prevent the granting of a
final injunction. New York Grape-Sugar Co. v. Buffalo Grape-Sugar
Co., 18 Fed. 638; Brush Electric Co. v. Electric Imp. Co., 45 Fed. 241;
Price v. Steel Co., 46 Fed. 107; McLean v. Fleming, 96 U. 8. 245-253.
In Waite v. Chair Co., 45 Fed. 258, it would seem, if the syllabus
in the report could be relied on, that the question was considered as
arising upon a motion for a preliminary injunection; but, apart from
this, the learned judge certainly does appear to have held that
long-contintied knowledge of infringement, without objection, might,
in the discretion of the court, be accepted as a reason for postponing
“the question of granting an injunction * * * until the coming
in of the master’s report.” This was held, however, wholly upon the
supposed authority of Kittle v. Hall, 29 Fed. 508; but in that case
Judge Coxe, after saying that the proposition, as presented to him,
was a most perplexing one, proceeded to consider it upon the peculiar
facts before him, and which, in his opinion, were of such character
that, as he said, “the public had a right to assume, from this pro-
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found silence and supineness, that the patentee and his successors
had relinquished any claim which they might possess.” In other
words, there was in that case not merely delay, but silence and su-
pineness, under circumstances which called for protest and activity,
and which therefore worked an estoppel, and warranted the assump-
tion of an abandonment. In this lies the distinction between that
case and the one now under consideration; for, as I said upon the
motion for a preliminary injunction, “there is nothing in this case to
show a waiver by the complainants of the right which they now as-
sert, or which should preclude them from the allowance of the special
equitable remedy which they invoke. They proceeded against these
defendants with what, under the circumstances, was due diligence,
and have done nothing to justify the imputation that supineness or
apparent acquiescence upon their part induced or invited the infringe-
ment of which they now complain.”

Infringement is not denied, except upon the theory that, “if the
patent in suit is sustained at all, it must be confined to the precise
form described and shown in the specifications and drawings” I
am unable to adopt this theory. It is, in my opinion, not well found-
ed, and it conflicts with the adjudications upon this patent to which
I am about to refer. That the difference between the patented com-
bination and that used by the defendants is formal, merely, and not
substantial, is plainly obvious, and, indeed, scems to be admitted.
I accordingly hold that infringement has been established.

The defense more strenuously urged is stated in the defendants’
brief under three heads. It is that the claims in controversy are in-
valid (1) for lack of invention, as distinguished from mechanical skill;
(2) for lack of novelty; and (3) because they are inoperative.  But,
except to the extent hereafter to be mentioned, the question-of valid-
ity cannot now be regarded as an open one. This patent has been
several times energetically attacked, and, upon full consideration, has
uniformly been sustained. Sawyer Spindle Co. v. W. G. & A. R.
Morrison Co., 52 Fed. 590, 54 Fed. 693, and 57 Fed. 653; Same v.
Turner, 55 Fed. 979. In the absence of any adjudication of the mat-
ter by a court of review, a court of first instance should not, I think,
enter upon an independent consideration of this subject, but should
follow the decisions to which I have referred, unless satisfied that
additional evidence has been submitted to it, which, if it had been ad-
duced in the former suits, would probably have there led to a differ-
ent result. In disposing, upon final hearing, of the case of Manufaec-
turing Co. v. Deisler, 46 Fed. 854, Judge Butler, with the concurrence
of Judge Acheson, acted upon the rule to which I have alluded, and
this action was subsequently approved by the court of appeals for this
circuit. Wanamalker v. Manufacturing Co., 3 C. C. A. 675, 53 Fed.
791. See, also, Office Specialty Manuf’g Co. v. Winternight & Cor-
nyn Manuf’g Co., 67 Fed. 928. The only evidence now presented
which was not before Judge Shipman when he last considered and
sustained this patent is the Phillipp Cramer patent, No. 144,319, of
November 4, 1873, and the testimony relating thereto; and I am con-
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vinced-that, if this evidence had been submitted to that learned judge,
it neither would nor should have led him to a conclusion . different
from that which was in fact reached by him. The Cramer patent,
which igfor “improvement in centrifugal machines for drawing sugar,”
relates to that class of machines whose supposed analogy. to the ma-
chine here in question Judge Shipman has characterized as “fanciful.”
Whether Cramer disclosed a practical .and operative mechanism for
any purpose is, at most, extremely doubtful, and that he did not dis-
close, anything adapted to a spinning spindle is quite evident. To
repeat, substantially, what was said by Judge Shipman with regard
to other similar patents, if Cramer’s patent gave a suggestion of be-
ing capable of such adaptation, yet the history in the record shows
that the work of Atwood was that of an inventor. The defendants
have produced a model designed to show that the invention of At-
wood might be constructed under the Cramer patent, but this model
proves too much. If it be conceded that it shows that, in the light
supplied by Atwood,ingenuity may now evolve his construction from
that of Cramer, yet the fact remains that it also shows that to do
this the Cramer mechanism must be materially modified, and a very
decided departure be made from anything which was in Cramer’s
mind. There is nothing in his patent which would have suggested .
to a mechanic of ordinary intelligence, who was not examining it for
that purpose, the Atwood “improvement in the supports for spinning
machines”; and “it is not sufficient, to constitute 'an anticipation,
that the device relied upon might, by modification, be made to ac-
complish the function performed by the patent in question, if it were
aot designed by its maker, nor adapted nor actually used, for the
performance of such functions.” Topliff v. Topliff, 145 U. 8. 161, 12
Sup. Ct. 825. Let a decree be prepared in accordance with this opin-
ion. :
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C. T. HAM MANUFG CO. v. R. E. DIETZ CO. et al.
(Circuit Court ot Appeals, Second Circuit. April 19, 1894.)
No. 93.

PATENTS — INVENTION — CONSTRUCTION OF CLAIMS — INFRINGEMENT — TUBULAR
LANTERNS.

Appeal from the Circuit Court of the United States for the North-
ern District of New York.

This was a bill by the R. E. Dietz Company and the Steam Gauge
& Lantern Company against the C. T. Ham Manufacturing Com-
pany for infringement of certain patents for improvements in tubu-
lar lanterns. The circuit court entered an interlocutory decree in
favor of complainants upon one of the patents, but found that the
other was not infringed. &8 Fed. 367. Defendant appealed.

E. 8. Jenney, for appellant.
F. F. Church, for appellees,

Decree affirmed, with costs, on opinion below.

UNITED STATES v. REED.
(Circult Court of Appeals, Second Circuit. June 4, 1894.)
No. 139.

OrFICE AND OFFICER—SHIPPING COMMISSIONERS’ EXPENDITURES—LIABILITY OF
UNITED STATES.

Reasonable expenses of a shipping commissioner for necessaries inci-
dent to the discharge of his duties, including office rent, storage of de-
ceased seamen’s effects, cost of removal from one oflice to another, sta-
tionery, telephone charges, etec., constitute valid charges against the
United States, in addition to his salary.

Appeal from the Circuit Court of the United States for the South-
ern District of New York.

This was a suit by James C. Reed against the United States under
the act of March 3, 1887 (24 Stat. 553), to recover disbursements
made by him in the discharge of his duties as shipping commissioner
of the United States at the port of New York. The circuit court
rendered a judgment in favor of the petitioner in the sum of
$4.033.71. The United States appealed.

In the court below the following findings of fact and conclusions oF
law were filed by WALLACE, Circuit Judge:

“IPirst. That the petitioner, James C. Reed, was duly appointed the ship-
ping commissioner of the United States of America, at the port of New York,
and that he duly qualified and assumed and entered upon the discharge of
the duties of such office prior to the 1st day of July, 1884.

“Second. That thereafter;, and on or about the 26th day of August, 188+ the
secretary of the treasury of the United States of America, under and pursuant



