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apply two compositions, one of which was more adhesive than the
other, or one of which was adhesive and the other not, to a single
sheet of paper, and this accomplished a new and useful result, it
might, perhaps, be said that it involved invention, in the eye of the
patent law, But this can hardly be true if we find that substantially
all this was old. In the preparation of medicinal plasters, it was
common to spread upon a sheet of leather or paper a medicated
composition, either slightly or not at all adhesive, and to surround
it with a margin of more adhesive substance, intended to secure
the plaster to the surface on which it was te be applied. Thus the
use of two substances, the one slightly adhesive, and the other readily
adhesive, upon the same sheet of leather or paper, was common long
before the date of the patent. To apply this old method in the
preparation of fly paper only called for the transposition of these
materials. All the patentee did was to reverse the order, and put
the less adhesive material on the outside or margin, and the more
adhesive in the middle of the sheet. Such a rearrangement required
no invention, but would suggest itself to any one skilled in the art.
It is not sufficient that the patentee may have produced a better
and more merchantable article, but there must have been something
novel in the means which were employed in its production. What
constitutes patentability, in this class of cases, is clearly expressed
by the supreme court in the recent case of Knapp v. Morss, 150 U.
8. 221, 14 Sup. Ct. 81. * On page 228, 150 U. 8., and page 81, 14
Sup. Ct., the court says:

“Tested by these authoritles, the validity of the patent In question must
be ascertained, not from a consideration of the purposes sought to be ac-
complished, but of the means pointed out for the attainment thereof; and if
such means, adapted to effect the desired results, do not involve invention,
they can derive no aid or support from the end which was sought to be
secured. All that Hall did was to adapt the application of old devices to a
new use, and this involved hardly more than mechanical skill, as was ruled
in Aron v. Railway Co,, 132 U. 8. 85, 10 Sup. Ct. 24, where it was said:
‘The same device employed by him [the patentee] existed in earlier patents.
All that he did was to adapt them to the special purpose to which he con-
templated their application, by making modifications which did not require
invention, but only the exercise of ordinary mechanical skill, and his right

to a patent must rest apon the novelty of the means he contrived to carry
his ideea into practical application.’”

For these reasons, patent No. 278,294, and the third claim of
patent No. 305,118, must be held to be void, for want of patentable
novelty. The decree of the circuit court is reversed, and the cause
remanded, with directions to dismiss the bill, with costs.

FAULKNER et al. v. EMPIRE STATE NAIL CO.
(Oircuit Court of Appeals, Second Circuit. April 16, 1895.)
No. 46.

ParEnTs—EQUITABLE ASSIGNMENT — BoNA FIDE PURCHASER OF LEGAL TITLE.
One who has: purchased an equitable interest in an invention cannot
Justify the manufacture and sale of the patented article, as against a
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bona fide purchaser of the legal title to the patent, who found no recorded
assignment of it, and who:was chargeable with no notice of any outstand-
ing claim thereto, or as against subsequent purchasers from the latter,
even if such purchasers had notice. 55 Fed. 819, affirmed.

 Appeal from the Circuit Court of the United States for the South-
ern District of New York.
This was a suit by the Empire State Nail Company against Ed-
ward H. Faulkper, Edward D. Faulkner, and Francis E. Faulkner
for alleged infringement of a patent relatmg to furniture nails. The
circuit court rendered a decree in favor of the complainant. 55 Fed.
819. Defendants appeal. :

Walter B. Vincent and George B. Ashley, for appellants.
‘Alan D. Kenyon, for appellee..

Before WALLACE, LACOMBE, and SHIPMAN, Circuit Judges.

LACOMBE, Circuit Judge. The suit was brought upon letters
patent No. ‘370 ,614, granted September 17, 1887, on application filed
November 2, 1881, to Thomas F. N. Finch, assignor, for an “improve-
ment in fu;'mture nails.” There is'no ques’aon as to the validity of
the patent or its infringement. Defendants contend that the
Americap Solid Leather Button Company, which manufactured the
nails they sold, had the right to use the invention by reason of cer-
tain transactions between that company and one Latimer B. M.
Finch.

The complainant’s chain of title is as follows:

1) Thomas F. N. Finch (t.he inventor and patentee) to J. W McCrillis, as-
signment dated February 12, 1882, recorded May 1, 1882.

(2) J., W., McCrillis to Samuel D, Church,,and Latimer B. M. chh, ussign-
ment dated 1884, recorded October 3, 1887,

(3). Samuel: D. Church and L. B. M Tinch to '_lhomas F. N. Finch assign-
ment dated July 16, 1886, recorded October 3, 1887. :

(4) T. F. N, Finch to Finch Manufacturing Company, a.sslgnment dated
December 21, 1886, recorded October 3, 1887,

(6) Finch Manufacturmg Company to fI'homas V. Johnson, assignment dated
November1, 1888, recorded November 16, 1888,

) Thomas V. Johnson to Empire State Nail Company, asslgnment dnted
November 2, 1888, recorded November 26, 1888.

The defendants contended that the American Company acqulred
an eguitable title -to the invention described in: said letters patent
by purchase from the inventor and Latimer Finch; that such pur-
chase was;made in the year 1881, before the patent was applied for;
and that, if such purchase did not pass title in- 1881,.the American
Company at least obtained title to one-half of the invention, and eof
the subsequent patent, when,under the assignment of McCrillis, Lati-
mer Finch obtained the same. No assignment to the Ameriean
Company was recorded. ' The. circuit court held-that the American
Company did become the owner of an equitable interest in the pat-
ent; and without entering into any discussion of the evidence bear-
ing upon that branch of the case, or deciding the questions thereby
presented, it may be assumed for the purposes of this appeal that the
American Company did, in 1884, or earlier, become the equitable
owner either of the whole patent or of an undivided interest therein.
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The only question remaining in the case is whether the manufacture
and sale of infringing articles can be justified by the assertion of
such equitable title against a bona fide purchaser of the legal title,
who found no recorded assignment of it, and neither had nor was
chargeable with notice of any claim thereto.

In May, 1886, William M. Cavanaugh started with Latimer Finch,
in the city of New York, in the business of manufacturing leather
nails and buttons. The application for the patent was then pending
in the patent office, and he made a contract in writing with Thomas
Finch, through Latimer, as his duly-accredited agent, for the pur-
chase of the patent when issued, the equipment and prosecution of
the business, and the incorporation of a company to be organized for
that purpose. He subsequently organized the Finch Manufacturing
Company, to which Thomas Finch, on December 21, 1886, assigned
all his right, title, and interest in and to the invention and the letters
patent to be obtained therefor. Cavanaugh and one Marcus, who
was associated with him in getting up the company, invested some
$4,000 in the venture, and gave to Thomas Finch shares of the stock
as consideration for the assignment. Cavanaugh testified that, at
the time the patent was purchased and transferred to the Finch
Manufacturing Company, he had no knowledge or notice that the
title to it was claimed by any one other than Finch. Unless there is
found elsewhere in the proof something tending to discredit this
statement, it must be held that a legal title, good against any out-
standing equitable claim, passed to the Finch Manufacturing Com-
pany.

Defendants rely upon a letter received by Cavanaugh on June 4,

1886. It reads as follows:
. “Providence, R. 1., June 3, 1886.
“Mr. Wm. M. Cavanaugh, No. 161 Franklin St.,, New York—Dear Sir: Your
attention is invited to the inclosed papers, as somewhat Indicating the char-
acter of the man we understand you have connected yourself in the manu-
facture of goods infringing our legal rights and patents. We hereby formally
notify you that, if you persist in this, we shall not only hold you rigidly ac-
countable in the courts for all viclation of our patents, trade-marks, labels,
and numbers, but you will probably in the end lose every dollar you put into
the enterprise, as has been the case with those who have aided this man’s
former efforts; the Standard Leather Button Company, of N. Y., and the
Empire Mfg. Co., of this city, both being sold out by the sheriff after a brief
and discreditable career. Having now been duly warned, it will be your own
fault if you follow in the footsteps of soc many who have come to grief in
this direction. _
*“Respy., yours, American Solid@ Leather Button Company,
“Chas. E. Baliley, Pres.”

Precisely what papers were inclosed in this letter is not shown by
direct proof, but the evidence warrants the inference that there were
none other than these:

First. A copy of a decree of the supreme court of Rhode Island
entered July 6, 1885, in the sunit of American Solid Leather Button
Co. v. Latimer B. M. Finch, which adjudged that:

“Defendant [Finch] was bound by his agreement dated February 1, 1881,
in the pleadings mentioned, and the complainant is entitled to insist upon and

enforce the same against him, and that said defendant be,” etec., “enjoined
from disclosing or divulging any information, knowledge, secret combination,



916 FEDERAL REPORTER, vol. 67,

or other thing whatsoever pertaining to or connected ‘with the business of
manufacturing the solid' leather nails or solid leather buttons in said agree-
ment mentioned, and from making, vending, or using, by himself, his servants
or agents, any solid leather nails or buttons in said agreement mentioned, ex-
cept under the directions and employment of the complainant, and from vio-
lating in any mannper the terms and provisions of sald agreement in the plead-
ings mentioned.”

The record shows that the decree, as originally drawn, contained a
further clause enjoining defendant, Finch, from “selling, transfer-
ring, assigning, or in any manner disposing of his interest in or
control over any invention or patent right which said defendant has
or which he may hereafter acquire, relating to solid leather buttons
or nails, except to the complainant,” which clause was struck out
before entry, and became no part of the decree.

Second. One or more circulary, under different dates, stating that
Latimer Finch, a former employé of the American Solid Leather
Button Company, was making and putting on the market spurious
imitations of its standard solid leather nails and buttons.

At the time this letter and inclosure were sent to Cavanaugh,
the American Solid Leather Button Company owned another pat-
ent for a compressed leather head nail, No. 248,269, issued to Bailey
& Talbot, October 18, 1881, and with Whlch the application of
Thomas Finch for the patent in suit, which was filed November 2,
1881, had been and still was in mterference.

In reply to this notice of June 3, 1886, Cavanaugh sent the follow-

ing, which was duly received.
“New York, June 4, 1886.

“American Solld Leather Button Co., Providence, R. I.—Gentlemen: I am
just in receipt of yours of 3d inst. Replying to same, beg to say I have not
the slightest wish to trespass on any rights that you may have, and, that 1
may not, I should be glad to have you inform me: (1) To what you have a
patent? (2) Has your patent ever been litigated, and, if so, was the de-
cision for or against you? Your answer to these two questions will enable
me to act in reference to that part of your letter wherein you threaten to sue
me for any infringements on your rights. If I am informed what your rights
are, I can probably avoid interfering with them.

“Yery respectfully, Wm. M. Cavanaugh.”

This letter of Cavanaugh’s was not replied to by the American
Company:

Other than this correspondence there is no evidence tending to
show notice to Cavanaugh, who bought from Thomas Finch for the
Finch Manufacturing Company, of any outside claim to the inven-
tion and the patent applied for by Thomas Finch.

The claim now made by defendants, viz. that the American Com-
pany had some right to or interest in the invention of Thomas Finch,
and in the patent therefor, if any should be issued, is one which
could have been so plainly and easily stated in a single brief sentence
that it is impossible to conceive that men of the most ordinary
intelligence could have intended the letter of June 31, 1886, and its
inclosures, as notice of such claim. If they did intend them . as
such notice, they wholly failed to express that intention. Neither
the letter nor the decree nor the circulars in any way indicated that
the American Company had or claimed to have any interest in the




ECAUBERT v. APPLETON. 217

Finch application, which that company was trying to defeat under
the interference with the Bailey & Talbot patent of 1881, which it
owned. The Finch Manufacturing Company then became a bona
fide owner of the patent in suit, without notice of any prior outstand-
ing equitable interest, and the title it thus obtained is good as
against such equity in the hands of subsequent purchasers, even if
they had notice. Rogers v. Lindsey, 13 How. 441, 446. It is un-
necessary, therefore, to discuss the subsequent assignments by which
the legal title to the Finch patent passed to complainant.
The decree of the circuit court is affirmed, with costs,

ECAUBERT v. APPLETON et al. (two cases).
(Circuit Court of Appeals, Second Circuit. April 22, 1895.)
Nos. 74, 75.

1. PATENTS — CONCLUSIVENESS OF PATENT-OFFICE DECISION IN INTERFERENCE
ProcEEDINGS.

A decision of the patent office in interference proceedings, upon the
question of priority, must be accepted as controlling upon the question
of fact in any subsequent suit between the same parties, unless the con-
trary is established by testimony which, in character and amount, carries
thorough conviction. Morgan v. Daniels, 14 Sup. Ct. 772, 153 U, 8. 120,
followed.

‘8, SBAME—PRIORITY OF INVENTION-~ABANDONED EXPERIMENT.

One who conceives an idea, embodies it in a4 means by which it can be
carried out, and proceeds to use it in the production of the article for
which it was designed, must be recognized as the real inventor, as
against one who conceived the idea at an earlier perlod, but, after making
experiments, abandoned any attempt to make his idea practically available.

9. SAME — Surt T0 CANCEL PATENT — EFFECT OF ASSIGNMENT OF PLAINTIFF’'S
PATENT PENDING LITIGATION.

In a syit brought under Rev. St. § 4918, to obtain the cancellation of a
patent, an assignment pending the litigation of all complainants’ right in
the patent cannot be allowed to affect injuriously the defendant’s right
to affirmative relief under a cross bill; and hence such an assignment
will not justify an immediate dismissal of the bill, before the question of
priority has been determined.

4. BaME. )

Pending a suit to obtain the cancellation of an interfering patent under
Rev. St. § 4918, the complainants assigned all their interest in their pat-
ent. Defendant had filed a cross bill asking similar relief with respect
to complainants’ patent, but the question of priority was determined
against him. While the cause was pending upon appeal, defendant first
learned of complainants’ assignment of their patent; and he thereupon
moved the appellate court to remand the case with directions to dismiss the
bill, but without prejudice to the right of the assignee to apply for leave
to file an original bill in the nature of a supplemental bill. The motion
was denied, and, the case having been heard upon the merits, defendant’s
right to affirmative relief was denied by the appellate court. Held, that
the motion to dismiss was properly denied, but that, after the decision
on the meérits, it was proper to remand the case, with directions that if
the assignee, within such reasonable time as might be designated, should
file an original bill in the nature of a supplemental bill, and make proof
“of 1t8 Interest, a decree should thereupon be entered in its favor, and also
dismissing the cross bill. Distinction between effect of assignments pen-
-dente lite by plaintiff and by defendant considered. -



