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could, without invention, have adapted the anti-sparking mechanism
to the analogous uses of the patent in suit. It must be remembered
that it was then well known to electricians that the shifting of the
brushes forward and backward upon the commutator increased and
diminished the volume of the current, and thus equalized it against
the tendencies of a changed resistance. This is what the anti-
sparking invention accomplished automatically within narrow lim·
its. It is what the so-called invention in suit accomnlished au-
tomatically through a wider scope. To an electrical mechanic, bent
upon devising a remedy for the inconstancy of the current caused by
the putting in and taking out of the lamps, and possessed of the
knowledge that a shifting of the brushes on the commutator would
accomplish this, and that such shifting, within very narrow limits
at least, could be accomplished automatically by the anti-sparking
invention, the sole problem was presented whether, by a like device,
an automatic shifting of the brushes through a wider scope, and
adapted to the whole current, could be effectuated. The mechanical
idea and conception, and the principle on which it was based, were
all before him. There was required simply experimentation to de·
termine its adaptability to the new purpose. Doubtless such ex-
perimentation was difficult and delicate, and called into exercise a
multitude of different adjustments of the brushes. But it was all
done in the light and along the lines of the earlier device and of
electrical principles well known to the public. It was, in my mind,
adjustment purely, and not a new conception of either a principle of
electricity or a mechanism to carry it out. If there is any mis-
take in this judgment, it is, I think, in putting a higher estimate
upon mechanical skill in electrical fields than is applied to other
fields. But I do not see how this can or ought to be avoided. It
necessarily requires high skill to be an electrical mechanic at all.
Adjustments and adaptations are there ever'Y day made use of. To
give to each of these the dignity and consequence of inventions
would tie up permanently this whole useful to monopoly. No
new distinct conception or discovery ought practically to go unre-
warded. But it certainly would, if its readaptations, by experiment
or adjustment, to the thousand uses the field of electricity discloses,
were to be regarded as patentable improvements.
I differ from Judge OOLT in this case with reluctance, for I defer

to his superior experience and wisdom in the patent field; but I
cannot follow him in this case without violating my own sense of
judicial responsibility. The bill will be dismissed.
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PA.TENTBD MACHINES-SALE-RESTIUCTION IN USE - PUBLIC POLICY - INJUNC-

TION.
Though a patentee sells button fastening machines made in accordance
with his patent, with a stipulation that in them shall be used, for the pur-
pose of fastenings, only the staples manufactured by patentee, but not 1D
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themselvlls patented, one who manufactures and sells staples to the pur-
chasers of the machines to be used therein will not be enjoined as a con-
tributory infringer, the restriction on the use of the machines being against
public policy.

Suit by the Heaton-Peninsular Button-Fastener Company against
the Eureka Specialty Company and others.
Sweet & Perkins (Lange & Roberts, of counsel), for complainant.
Taggart, Knappen & Denison, for defendants.

SEVERENS, District Judge. The bill is filed to restrain the al-
leged infringement of rights claimed to be possessed by the com-
plainant under certain patents issued for inventions in button-fas-
tening machines. The pith of the allegations is that the complain-
ants, being the owners of said patents, do not sell the machines man-
ufactured under them, outright, but with a condition, and that they
attach to each machine, when they sell it, a conspicuous plate or tag,
on which there is expressed a restriction to the effect that the ma-
chine was sold and purchased to use only the staples employed for
fastening made by the owner of the patent, and that every user of
the machine has full notice of this restriction; that the defendants,
notwithstanding this, and with knowledge of these facts, manu-
facture staples adapted only for use in the machines so sold by the
complainants, and persuade the users of the machines to buy and use
them in violation of the above-mentioned restriction. To this bill
the defendants have demurred. The two principal objections to the
bill which have been argued, and to which this opinion will be lim-
ited, are (1) that as the defendants are not engaged in the business
in which the machines are employed, and are only concerned there-
with in selling to those who are so employed a nonpatented article,-
an article which constitutes no part of the patented thing,-they are
not accountable to the complainant; (2) that the restriction which
the complainant puts upon the uses of these machines, whereby a
monopoly in an unpatented article is secured to the complainant, is
contrary to public policy, and that a court of equity will not en-
force it.
In support of the first objection, it is urged that the cases cited

by the complainant to show that parties held guilty of contributory
infringement should be restrained were cases in whieh some part of
a patented article was sold to another, with intent that it should be
combined with other elements to make up the infringing article. I
am not clear, however, that this distinction can be maintained upon
the allegations of this bill, which are very broad and emphatic in as-
serting, not merely that the defendants make and sell the staples,
but that they actively persuade the users of the machines to violate
the supposed rights secured to the complainant by the patent, and
the restriction in the sale of its machines. It would rather seem
that, if the complainant has such rights as it asserts, th.e defendants
would, upon such facts, be tort feasors, and that equity would re-
strain them, in the circumstances alleged.
But, upon the second ground, I think the demurrer should be sus-



BEATON-PENINSULAR BUTTON-FASTENER CO. V. EUREKA SPECIALTY CO. 621

tained. The question involved is a novel one, and depends upon
considerations of a fundamental nature. A very able and ingenious
argument has been submitted to the court to vindicate the general
proposition that a patentee may deal with his patent as he likes,
and that the right is absolute. 'l'hese three steps are taken by coun·
sel in their argument: (1) A patentee has an exclusive right in his
patented invention, and may arbitrarily control its manufacture, sale,
and use in any conceivable manner. (2) In the case at bar, the users
of Peninsular machines infringe complainant's patent rights when
they use the patented property outside of the bounds of the author·
ized use. (3) The defendants, by furnishing to those users the
means whereby their infringement is committed, with intent that
it shall be committed, are liable as contributory infringers. But I
am persuaded that the patentee's privilege has its limitations, in the
rights and interests of the public, and that it is an abuse of his priv·
ilege to so shape his dealings with his patent as to secure a monopoly
upon an unpatented article. It is hard to foresee to what ,extent
such schemes might be carried, if patents can practically be broad-
ened so as to gather in a multitude of subjects now and always hith·
erto free from monopoly. The perversion is complete in the instance
of the present case. The complainant claims in its bill that it
makes nothing in the sale of its machines, and that the entire profits
of its business are made in the sale of staples. Manifestly, such a
result is wholly inconsistent with the spirit and object of the patent
laws, and would constitute an excrescence thereon. It is doubtful,
also, whether the restriction which the complainant puts upon its
customers is enforceable upon general principles. No price is fixed
at which it will supply the staples. That may be arbitrarily deter-
mined afterwards by the seller, or he may choose not to sell at all.
The validity of such collateral stipulations introduced into a con-
tract of sale of rights secured by patents is discussed, both upon the
grounds of public policy, and of the uncertainty of the elements of
'the stipulation, in the case of Manufacturing Co. v. Gormully, 144 U.
S. 224, 12 Sup. Ct. 632; and, although the particulars of that case are
not precisely analogous to the facts here, the principles there ad-
verted to have application here, and seem to support the views I
have expressed. If the staples were themselves the subject of a
valid patent owned by the complainant, the case might be different,
as was pointed out in the case of Morgan Envelope Co. v. Albany
Perforated Wrapping Paper Co., 152 U. S. 425, 14 Sup. Ct. 627. But
they are not. They are no part of the machine, and, like the paper
in the case last cited, are used up by their first employment. But it
is argued that the complainant, having an absolute property right
under its patent, might altogether refrain from putting its machines
upon the market, and in that case neither the defendants nor the
general public would have any interest in the making of such
staples, for they would be of no use; and judicial utterances are
cited to show that the patentee may, if he pleases, withhold his
patent from public use during the whole period for which his
monopoly is granted. I greatly doubt the correctness of that propo-
,sition, as thus broadly stated. It seems to me that such a course
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.,would defeat the just expectati(lllof the public, and would not be
consistent with the implications of his grant. The expectation is
that he will promptly disclose the nature of his invention, and ac-
cord to the public, on reasonable terms, the use of it, and not that
others should be shut out of that field for the period of 17 years,
and the public be debarred from the benefits of like inventions during
that whole period. , Kor did congress intend any such result, depend-
ing' probably upon the supposed interest of the patentee in putting
his invention to profitable uses. It may be that the technical right
claimed exists, in the absence of any specific provision for compelling
the patentee to do what is expected from him, or forfeit the grant,
and that Judge Blodgett was wrong when he said in Hoe v. Knap,
27 Fed. 204,212, that, "under a patent which gives a patentee a mo-
nopoly, he is bound either to use the patent himself, or allow others
to use it on reasonable or equitable terms," if by that he meant to
state it as an absolutely binding obligation, which I doubt; but I
think a court of equity would be slow in lending its aid to such a
course, and would only do so in a clear case, and where the right
asserted is not clouded with other objections, and perhaps that is
all Judge Blodgett really intended to say. In order to justify the
refusal of a court of equity to award an injunction, it is not neces-
sary to deny that a strictly legal right exists. Said Mr. Justice
Brown, in delivering the opinion of the court in Manufacturing Co.
v. Gormully, above cited:
"From time immemorial, it has been the recognized duty of such courts to

exercise a discretion; to refuse their aid in the enforcement of unconscionable,
oppressive, or iniquitous contracts; and to turn the party claiming the benefit
over to a court of law. 'l'his distinction was recognized by this court in Cath-
cart v. Robinson, 5 Pet. 264, 276, wherein Chief Justice Marshall says: "[he
difference between that degree of unfairness which will induce a court of
equity to interfere actively, by setting aside a contract, and that which will
induce a court to its aid, is well settled. 10 Yes. 292; 2 Cox, Ch.
77. It is said that the plaintiff must come into court with clean hands, and
that a defendant may resist a bill for specific performance by showing that
under the circumstances the plaintiff Is not entitled to the relief he asks.
Omission or mistake in the agreement, or that it is unconscientious or unrea-
sonable, or that there has been concealment, misrepresentation, or any un-
fairness, are enumerated among the causes which will induce the court to
refuse its aid.' "
A bill for an injunction, since it invokes the discretion of the court,

is subject to the same objections. 2 Story, Eq. JUl'. § 959a. The
demurrer will be sustained, and the bill dismissed.

THE ADELINA v. THE GULF OF TARANTO.
(District Court, E. D. Pennsylvania. January 18, 1895.)

1. COI,LISION-IN DOCK--NEGJ,IGENCE.
A steamer is at fault in entering a dock already occupied by a vessel,

the dock being so small that at low water the steamer, being on the
ground, careens against and crushes the vessel.

2. SAME.
The fact that the vessel already in the dock changed her position, mov-

ing back Instead of forward, did not make her liable for the injury, It


