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BENNETT et at v. McKINLEY et at.
(Circuit Court of Appeals, Second Circuit. January 9, 1895.)

TRADE-MARK-"INsTANTANEOUS" TAPIOCA.
The word "Instantaneous" is not a valid trade-mark, as applied to a

preparation of tapioca which is distinguished from other preparations
of that article by reason of its adaptability for immediate use, without
the preliminary soaking required by other preparations.

Appeal from the Circuit Court of the United States for the Eastern
District of New York.
This was a suit by William S. McKinley and others against Wil·

liam D. Bennett and others to restrain the infringement of complain·
ants' alleged trade-mark. The circuit court granted a preliminary
mjunction. Defendants appeal.
Brewster Kissam (Geo. H. Fletcher, of counsel), for appellants.
Chas. G. Coe, for appellees.
Before WALLACE and SHIP:MAN, Circuit Judges.

WALLACE, Circuit Judge. The question in this case is whether
the word "Instantaneous" constitutes a valid trade-mark, when ap-
plied to a preparation of tapioca which is distinguished from other
preparations of that article by reason of its adaptability for imme·
diate use without the preliminary soaking required by other prepara·
tions. According to the theory of the complainants, the tapioca sold
in this country prior to 1891 was of three varieties,-the flake, pearl,
and granulated,-and, in either form, required a prolonged soaking
in water, lasting from three to six hours, to prepare it for table use;
and one of the complainants, after experimenting to ascertain wheth-
er tapioca could not be so treated that this prolonged soaking might
be dispensed with, discovered that it could be, by grinding the
tapioca to a further degree of fineness. In the fall of 1893 the com-
plainants commenced to manufacture the finely·ground article, and
since then have advertised and sold it under the name of ''Instan·
taneous Tapioca." Upon the packages in which it is sold by them
is printed this notice: ''Requires no soaking, but softens instantly."
According to the theory of the defendants, the finely-ground article
did not originate with the complainants, but had been imported from
France, and had been largely and continuously sold in this country,
prior to the enactment of the so-called "McKinley Tariff Aut," by
the name of "Tapioca Exotique"; and subsequently, induced by the
high rate of duty imposed upon it by the McKinley tariff act, the de-
fendants began to manufacture and sell the article in this country.
Their article is sold under the name of ''Instantaneous Cassava
Tapioca." Upon their packages, among others, is printed the follow·
ing statement: "This substance is soluble in water, forms a nourish-
ing food, and can be prepared instantaneously-without soaking-
into puddings, custards, blanc mange; griddle cakes, &c."
There is a marked dissimilarity in the symbols used upon their
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pacKages by the respective parties, and each print their own names
upon their own packages, in conspicuous type, as the manufacturers.
If the lDO$t casual inspection of the packages would not lead a pur-
chaser to discriminate immediately, the difference in their appear-
ance is certainly sufficient to preclude any inference that the de-
fendants have attempted to palm off their article upon the public
for the article manufactured by the complainants. It is plain that
the complainants are not entitled to relief on the ground of unfair
competition. T'heir case must be determined solely upon the law of
trade-mark. No principle of the law of trade-mark is more familiar
than that which denies protection to any word or name which is de-
scriptive of the qualities, ingredients, or characteristics of the article
to which it is applied. An exclusive right to the use of such a word,
as a trade-mark, when applied to a particular article or class of ar-
ticles, cannot be acquired by the prior appropriation of it, because all
persons wbo are entitled to produce and vend similar articles are
entitled to describe them, and to employ any appropriate terms for
that purpose. Whether a word claimed asa trade-mark is available
because it is a fanciful or arbitrary name, or whether it is obnoxious
to the objection of being descriptive, must depend upon the cir-
cumstances of each case. The word which would be fanciful or ar-
bitrary when applied to one article may be descriptive when applied
to another. If it is so apt, and legitimately significant of some
quality of the article to which it is sought to be applied, that its
exclusive concession to one person would tend to restrict others from
properly describing their own similar articles, it cannot be the sub-
ject of a monopoly. On the other hand, if it is merely suggestive,
or is figurative only, it may be a good trade-mark, notwithstanding
it is also indirectly or remotely descriptive. Of the numerous ad-
judications which illustrate the application of the rule, it will suffice
to refer to a few. In Raggett v. Findlater, L. R. 17 Eq. 29, the name
"Nourishing Stout," as applied to a malt lIquor, was held to be de-
scriptive. That case was cited with approval by the supreme court
in Manufacturing Co. v. Trainer, 101 U. S. 51. In the recent
case of Chemical Co. v. Meyer, 139 U: S. 540, 11 Sup. Ct. 625, the
supreme court held that the words "Iron Bitters," applied to a medi-
cine, were descriptive. In Davis v. Kendall, 2 R. 1. 566, the name
"Pain Killer," as applied to a medicine, was held to be fanciful. The
same view was taken of the name "Sliced Animals," as applied to
toys consisting of pictures of animals cut into strips or pieces, in Sel·
chow V. Baker, 93 :N. Y. 59, and of the words "Lightning Hay Knife,"
as applied to a knife, in Holt Co. v. Wadsworth, 41 Fed. 34.
Applying the rule to the facts of the present case, we think the

word "Instantaneous," as applied to the kind of tapioca dealt in by
the parties, is descriptive, and consequently not a valid trade-mark.
It not only is aptly and truthfully descriptive of one of the proper·
ties of the article to which it is sought to be applied, but it is es-
pecially appropriate to point out concisely and accurately the pecul.
iar characteristic which distinguishes the particular tapioca from
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other varieties. The order granting an injunction is reversed, and
the cause remanded to the circuit court, with instructions to vacate
the injunction.

NEWARK WATCH-CASE MATERIAL CO. v. WILMOT & HOBBS
MANUli"G CO.

(Circuit Court of Appeals, Second Circuit. January 9,1895.)
1. PATENTS-INVENTION-WATCII PROTECTORS.

There is no invention in protecting· watches from electrical influences
by means of a box or rec:lptacle of sheet iron, or other highly-magnetic
metal, made large enough to contain the watch case; it appearing that
the same result had previously been accomplished by means of an in-
ternal case of like material, as well as by making the watch case itself
of such metal. and that external safety boxes of metal and leather were
also old. 00 Fed. 614, affirmed

2. SAME.
Patent No. 413,644, to Benfield, Aufhauser & Milne, for a watch pro-

tector, is void for want of invention. GO Fed. 614, affirmed.

Appeal from the Circuit Court of the United States for the Dis-
trict Of Connecticut.
This was a suit in equity by the Newark Watch·Case Material

-Company against the Wilmot & Hobbs Manufacturing Company for
infringement of a patent for a watch protector. The circuit court
dismissed the bill (60 Fed. 614), and complainant appealed.
George Cook, for complainant.
A. M. Wooster, for defendant.
Before WALLACE, LACOMBE, and SHIPMAN, Circuit Judges.

SHIPMAN, Circuit Judge. The bill of complaint in this case was
founded upon the infringement of letters patent No. 413,644, dated
October 29, 1889, and issued to Thomas Benfield, Samuel Aufhauser,
and Alexander Milne, for a watch protector. Upon final hearing
the circuit court of the United States for the district of Connecticut
dismissed the bill, and thereupon the complainant appealed to this
court.
The principal object of the invention was to provide a device which

would prevent the movements of watches which were worn by elec-
tricians, or persons employed in electrical work, from being mag-
netized or influenced by magnetic currents when brought near dyna-
mos or other electrical appara':us. The patentees stated in their
specification the state of the art at the time of their invention, with
respect to means for obviating this injury to watches, as follows:
"Heretofore this object has been accomplished by securing within the

watch case a box. receptacle, or shield entirely surrounding and inclosing
the watch movement; such box or shield being constructed of highly-magnetic
metal, and which becomes, when placed within the case, a permanent part
thereof. The same object has also been Mcomplished, or partially so, by con-
structing the watch case wholly or partially of highly-magnetic metal; the
effect, in both instances, being that the shield or watch case will act as a reser-
voir for receiving and storing the magnetic OL' electric currents, and prevent


