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to prevent the use of Buckeye lamps by the defendants. It might
compel them to remove those actually now in use, which appear to
have been purchased direct from the BuckeyeCompany; but they could
be at once replaced by lamps of the same kind bought from those
dealers in Buffalo, whom the owners of the patent have authorized
to sell. A preliminary injunction should not be granted where
the effect is solely to impose hardship and expense upon respondents,
without substantial benefit to the complainants. The complainants
are, however, entitled to insist that the only lamps used
hereafter shall be those sold out of the monopoly, and this motion
will be denied only upon defendants stipulating to file sworn monthly

of all Buckeye lamps hereafter bought in the lifetime
of the patent and during the pendency of this suit (or until further
order), to replace those now in use or to increase their lighting plant,
showing from whom such lamps were purchased, so that complain.
ants may, if so advised, move to restrain the use of any of them
which have not been sold out of the monopoly.

ELGIN WIND POWER & PUMP CO. v. NICHOLS et al.
(Circuit Court of Appeals, Seventh Circuit January 11, 1895.)

No. 166.
1. PATENTS FOR INVEN'ffONS-ACTION FOR INFRHWEMENT-JunrsDJCTION.

The jurisdiction of a federal court, invoked by filing a bill for infringe·
ment of letters patent, is not defeated by a plea of license, which admits
the use and validity of the patent White v. Rankin, 12 Sup. Ct. 768,
144 U. S. 628, followed.

2. SAME-LICENSE-JUDICIAL SALE-PARTNERSHIP.
Where one of the assets of a firm is a license to use during the life of

the partnership a patent belonging to one of the copartners, the pur·
chaser of the firm assets at a judicial sale takes no right to use sU<;h pat-
ent, even though the tools and patterns used for making the patented ar-
ticles are included in the sale.

S. EQUITY PRACTICE-PLEA-EQUITY RULE 33.
Under equity rule 33, which provides that "if upon an issue the facts

stated in a plea are determined for the defendant they shall avall him as
tar as in law and equity they ought to avall him," the decision of the
cause does not depend wholly upon the truth of the allegations of ilie
plea, but the complainant may avoid it by proof of other facts.

Appeal from the Circuit Court of the United States for the North-
ern Division of the Northern District of Illinois.
Suit by William D. Nichols against the Elgin Wind·Power & Pump

Oompany for injunction and accounting. Complainant died pending
suit, and his administrators, Margaret A. Nichols and B. D. Nichols,
were substituted as parties complainant. Complainants obtained a
decree. Defendant appeals.
This suit was brought April 18, 1891, by William D. Nichols, a citizen of

nUnois, against the Elgin Wind Power & Pump Company, a corporation of
Illinois, for an accounting, and to enjoin infringement of letters patent for
improvements in wind mills issued to the complainant on the 13th day of
February, 1877, the 16th day of August, 1881, and the 9th day of October,
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1888, and numbered, respectively, 187,297, 240,607, and 390,698. The com-
plainant having died intestate, the suit was revived in the name of the ap-
pellees, as administrators; and the defendant, with leave of court, filed four
pleas, in substance as follows: (1) The first, addressed to the entire bill,
alleges that on the 14th day of December, 1883, William D. Nichols and John
M. Murphy entered into a contract of partnership, in 'writing, for the manu-
facture and sale of wind mills, for the period of 10 years; that Nichols then
agreed to put into the firm, for its full, free, and exclusive use, during said
period, his entire right, title, and interest in and to any and all patents on
wind mUIs which he then had and might thereafter have, together with any
and all improvements which he might afterwards make thereon, etc.; that,
in pursuance of the agreement, Nichols did put into the firm a full, free, and
exclusive license to use the inventions and improvements described and
claimed, and all letters patent relating to wind mills which he then had or
might thereafter have, including all the patents mentioned to t!Je bill of
complaint, for and during the period of 10 years, and the same became a part
of the assets of said firm, and that afterwards, on the 27th of September. 1884.
Nichols & Murphy entered into a contract in writing with Geister, in and by
which the parties agreed to form a new copartnership, under the style of
Nichols, Murphy & Geister, for the purpose of carrying on said business. un-
til the 1st day of January, 1886, which was afterwards extended until the
1st day of January, 1887, and that Nichols & Murphy, under the agreement
of partnership, contributed to its capital stock all the assets and resources
of the firm of Nichols & Murphy, Which, d,efendant avers, put said full and
exclusive license into the capital stock of said copartnership, and it became
part of the assets thereof, and that in May, 1887, Nichols filed his bill in
chancery in the circuit court of Kane county, Ill., against the said Murphy
and Geister, praying, among other things, for the appointment of a receiver to
take charge of the assets and business of said firm of Nichols, i\furphy &
Geister; that one Hoagland was appointed receiver, and, having taken pos-
session, made, by order of the court, a sale of the business, property, and
assets of the firm to the appellant, whereby, it is alleged, the appellant be-
came possessed of the business and assets, inclUding a "full, free, and exclu-
sive license under said letters patent," and has been since the sole and exclu-
sive owner thereof. (2) After setting out the partnership agreements of
Nichols & Murphy, and of Nichols, Murphy & Geister, as in the first plea,
with an averment of the further stipulation that the partners agreed to
give their personal attention and services to the tusiness of the copartnership,
the second plea alleges that, during the existence and in prosecution of the
business of the firm, Nichols made the inventions and improvements de-
scribed and claimed in letters patent No. 390,698, "if the same were made by
him at all," so that, it is alleged, they became the joint property of all of
the partners, and a part of the assets of the firm; that afterwards, in 1887,
Nichols brought a suit in chancery in the circuit court of Kane county, Ill.,
against Murphy and Geister, seeking to be decreed to be the absolute owner
of letters patent dated, respectively, April 15, 1873, l!'ebruary 13, 1877, and
April 26, 1881, free from all claims of the copartnership, praying for the ap-
pointment of a receiver, etc., but not claiming any right, title, or interest in
and to the inventions covered by letters No. 390,698; that Hoagland was ap-
pointed receiver, and, under order of the court, sold to the appellant the busi-
ness and assets of the firm, inclUding the entire right, title, and interest in
and to the last-named letters patent, for the sum of $43,000; that the sale was
duly confirmed without from Nichols, and that by reason of his fail-
ure to give notice of any claim on his part to the said inventions, either in
his bill of complaint or subsequent proceedings, the appellant was induced to
invest, and did invest, in the business, a large sum of money, in the distribu-
tion of which Nichols participated, the appellant believing that the patents
and inventions relating to wind mills, not specified in said bill,or otherwise
claimed by Nichols, were included; wherefore, it is alleged, Nichols became
and is estopped to assert title or interest therein. (3) The third plea, like
the second, is addressed to letters patent No. 390,698, sets up the same part-
nership agreements, and alleges that the inventions 01' improvements described
were made by Nichols, if made by him at all, during the existence of the
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firm, and that his experiments in relation thereto were made with the ma-
chinery and tools and at the expense of the firm. The appointment of the
receiver, and the sale of the business and property to the appellant, are
alleged, whereby it is claimed the appellant became possessed of a sole and
exclusive license to use the patent (4) The fourth pIca is to the entire bill,
and sets forth the contracts of partnership of Nichols & Murphy and of Nich-
ols, Murphy & Geister, alleging that Nichols agreed to lIut into the firm,
and thereafter did put into the firm, as a part of its assets, all machines, pat-
terns, wind-mill stock, and tools owned by him; that, at the suit of Nichols,
a receiver of the business, property, and assets of Nichols, Murphy & Geister
was appointed, who afterwards, in pursuance of an order of the court, sold
and transferred to the appellant, for the consideration of $43,000, the prop-
erty and assets of said firm, including machinery, tools, and patterns; that it
was well known to Nichols, who, as complainant in the SUit, was a party to
the receiver's sale, that the appellant was purchasing the tools and patterns
for the purpose of manufacturing wind mills of the kind alleged in the bill
to be covered by the letters patent 'in suit, and for no other purpose; that
Nichols consented to the sale, and personally received a large part ($7,400)
of the proceeds, besides being released from partnership liabilities to the
amount of $16,000; that the appellant thereby became entitled to use the
tools and patterns so purchased in manufacturing the wind mills, for which
alone they were capable of being used, and that all the mills which he has
made or sold were made by and with the patterns so purchased: Wherefore,
etc. Replication in the usual form. The causa was heard on the pleadings
and proofs and, upon a finding that the pleas were not true, a decree was en-
tered in favor of the complainants, and a reference ordered to a master, who
should ascertain and report an account of gains and profits.
Banning & Banning (0. B. Sherwood, of counsel), for appellant.
Charles Wheaton, for appellees.
Before HARLAN, Circuit Justice, WOODS, Circuit Judge, and

RUNN, District ,Judge.

WOODS, Circuit Judge (after making the foregoing statement).
The objection was raised at the hearing, by counsel for the appellant,
that under the ruling in Hartell v. Tilghman, 99 U. S. 547, the case is
one of which a federal court cannot take jurisdiction-the parties be-
ing of the same state, and the pleas being to the effect that the ap-
pellant had a license to use the inventions covered by the plaintiff's
letters patent, the validity of which is not denied. The bill in this
case is in the customary form for infringement of letters patent, and
the proposition contended for necessarily implies that the jurisdiction
invoked by the filing of such a bill-of which, it is to be observed,
no court except a federal court can take cognizance-may be defeated
by a plea of license which admits the use and validity of the patent
sued on. If the decision in Hartel v. Tilghman evermeant that much,
it has been explained and limited by later decisions, which leave no
doubt of the federal jurisdiction in cases like the present. White v.
Rankin, 144 U. S. 628, 12 Sup. Ct. 768; Manufacturing Co. v. Hyatt,
125 U. S. 46, 8 Sup. Ct. 756; Marsh v. Nichols, Shepard & Co., 140
U. S. 344,11 Sup. Ct. 798-
In respect to the merits of the appeal, much stress has been laid

upon the rule that a replication to a plea admits its validity, and that,
if the particular facts stated in the plea be proved to be true, the bill
must be dismissed, without reference to the equity arising from any
()ther facts stated in the bill. Farley v. Kittson, 120 U. S. 303, 314,
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7 Sup. Ct. 534; U. S. v.California & O. Land Co., 148 U. S. 31, 13 Sup.
Ct. 458. A necessary is that strict proof must be made of
"the particular facts stated in the plea," and it will not be enough to
prove less than, or something different from, what is averred. In
the federal practice, however, the rule itself has been modified by
equity rule 33, which provides that "if upon an issue the facts stated
in a plea are determined for the defendant, they shall avail him as
far as in law and equity they ought to avail him." In respect to that
rule, the supreme court, in Pearce v. Rice, 142 U. S. 28,42, 12 Sup. Ct.
130, said: .
"It clearly takes from the establishment of the plea the effect it had

under the old law. When, by filing a replication, issue is taken upon a plea,
the facts, if proven, will now avail the defendant only so far as, in law and
equity, they ought to avail bim. Under· the existing rule, the court may.
upon final bearing, do at least what, under the old rUle, might llave been done
when the benefit of a plea was saved to the bearing. 'When,' says Cooper,
'the benefit of the plea is saved to the hearing, the decision of the cause does
not rest upon the truth of the matter of tbe plea, but the plaintiff may avoid
it by other matter, which he is at liberty to adduce.' "

Howeverj of the pleas in question there are substantial averments
which are not proved. It is alleged in the first three of the pleas,
for instance, that Nichols gave to Nichols & Murphy an exclusive
license to use his patents for the period of 10 years, the term of the
partnership; while the proof shows that the agreement was that the
license should continue "during the life of the partnership," and that
any invention made by either party, in the "prosecution of the com·
pany's business," should be "the joint property of both parties."
Again, it is true that Nichols & Murphy contributed to the copartner-
ship of Nichols, Murphy & Geister "the assets and resources of the
late firm of Nichols & Murphy," mentioned in the inventory and
schedule attached to the contract; but it is not true, as averred and
contended, that the new firm thereby became possessed of a license
to use the inventions, or any of them, for the remainder of the term
of 10 years, for which the partnership of Nichols & Murphy had been
designed to continue. The utmost that can justly be asserted is that
the new firm acquired an exclusive license for the term of its own
existence, during which it was stipulated that no right, title, interest,
permit, or license should be granted to any other person or corpora-
tion to use, manufacture, or sell under the patents mentioned in the
schedule attached to the contract. In the schedule referred to,
particular patents were not specified, but simply, "Patents and busi-
ness, $6,000," followed by this statement:
"The above patents include all patents and improvements on the wind mill,

feed mill, and all other machinery and implements used in connection with
said manufacture, and on articles manufactured in the said business."

While this language shows that patent interests were treated as a
part of the assets and resources of Nichols & Murphy, it does not, in
terms or by fair implication, include inventions or improvements
not then in existence, and which, when brought into being, were to
be, according to the agreement, not partnership property, but "the
joint property of the parties," which is a very ditIerent thing.
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If the firm of Nichols & Murphy ceased to exist when that of
"Nichols, Murphy & Geister was organized, ipso facto the license
to the first firm to use the patents ceased, and, strictly speaking, con-
stituted no part of its transferable assets or resources. The mani-
fest intention, however, was that the new firm, during its life, should
have the same license which the other firm had had; and whether
it be considered that the original license was transferred; orthat the
legal effect of the second contract of partnership was a.· grant by
Nichols, with the consent ofMlirphy, of a new license to the new firm,
it is not important to determine. The new firm acquired no right
which could run beyond its term of life· and be sold as a part of its
:assets. So the supreme court· of Illinois seems to have held in the
case of Nichols v. Murphy, 136 TIL 380, 26 N. E. 509. Being between
the same. parties, the judgment in that case, if it had been pleaded,
would perhaps be a strict estoppel; but whether, being in proof
without objection, it should be given that effect, we need not inquire,
as our conclusion upon the evidence, outside of the judgment, would
,be the same.
n has been suggested that the copartnership of Nichols & Murphy

was not merged in the new:firm and was never otherwise dissolved,
and that if the right in the patents acquired by Nichols, Murphy &
-Geister ended in 1887, the license for the remainder of the original
term of 10 years still belonged to Nichols & Murphy, and that the
use of the inventions by the appellant, having been with the consent
and authority of Murphy, was rightful and affords no ground for a
suit for infringement. If conceded to be trne, the proposition is not
.available, because no such right is set up in any of the pleas. No
right or license under the patents is asserted, except as derived from
the firm of Nichols, Murphy & Geister, through the receiver's sale of
the partnership assets.
'J'he fourth plea differs from the others, in that it counts not on

an express but upon an implied license, arising out of the sale by the
receiver, and purchase by the appellant, of the tools and patterml
used in manufacturing wind mills of the kind covered by the patents.
The averments of this plea are not all proved as laid. No reference
, is made to the agreement between Nichols and :Murphy, or to the fact
of their partnership; but it is alleged that by the partnership con-
tract of Nichols, Murphy & Geister, Nichols agreed to put into the
firm, and afterwards did put into the firm, as a part of its assets, all
machines, patterns, wind-mill stock" and tools owned by him. The
proof, on the contrary, shows no individual contract by Nichols in re-
spect to individual property, but a contract by which Nichols & :Mur-
phy, as partners under their previous contract, entered into a contract
of copartnership with Geister, wherein it is recited that "the said
Nichols & Murphy have contributed jointly to the capital stock of
said copartnership the assets and resources of the late firm of Nichols
& Murphy," and that "the said Nichols & Murphy will be the owners
of two-thirds interest, jointly, and the said Geister the owner of a
one-third interest, in said copartnership." The plea, therefore, fails
for want of proof; but, if the avet'ments were all true, it ought not
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to prevail. The tools and patterns belonged to Nichols, Murphy &
Geister,and were necessarily included in the order for the sale by
the receiver of the assets of that firm; but a sale of toolsand patterns
which are used solely for the manufacture of a patented device, even
if the sale be made by the owner of the patent, does not necessarily
imply a license to the purchaser to manufacture and sell the device.
That depends on the intention of the parties, and is a question of fact.
In Anderson v. Eiler, 1 C. C. A. 659, 50 Fed. 775, where the owner of
a new design for mantels sold one of the mantels to a manufacturer,
who avowed his purpose to use it as a pattern, the court says:
"The inference is therefore, we think, irresistible, that he consented to this

use. Whether he actually consented or not, however, the circumstances estop
bis denial.. His silence at the time closes bis mouth."
That is, his silence proved his consent. The appellee in this case

was not silent. His assertion of individual ownership of the patents,
and denial of any right ofMurphy and Geister to the use of them, was
distinctly made in the suit which he brought against them, and other-
wise; and the proof is clear that the parties composing the appellant
company, for whom the purchase was made, were not ignorant of the
fact and extent of his assertion of right. The receiver, Hoagland,
as one of the organizers of the appellant company, was himself inter-
ested in the purchase. His testimony is in the record, and in answer
to the question whether Nichols did not claim the ownership of the
patents, and that the purchaser at the receiver's sale would not ac-
quire any interest in them by the purchase, he said: "1 think Mr.
Nichols never let up on that. He always claimed that." It is
shown, moreover, that parties concerned in organizing the appel-
lant company negotiated with Nichols, before the purchase, with a
view to the acquiring of his rights in the patents, and the circuit judge
was clearly justified in concluding that "they were purchasers with
notice of his rights." It is not shown what estimate was put upon
the patterns by the appellant when the purchase was made, and, if
any considerable sum, it must be presumed to have been with the pur-
pose of acquiring the patents, or a license to use them. decree
of the circuit court is affirmed.

L. SCHREIBER & SONS CO. v. GRIM et al.
(Circuit Court, S. D. Ohio, W. D. January 12, 1895.)

No. 4,618.
PATENTS-INVENTION-SUPPORTS FOR CASKS.

The Schreiber patent, No. 396,372, for a support for casks and barrels,
consisting of saddles with concave upper surfaces, and convex lowel'
surfaces resting in concave shoes, so as to rock them both longitudinally
and transversely, and thus accommodate themselves to the cask at the
point of support, held void as to claim 6. for want of invention, and as
being a mere application of the old ball and socket joint.
This was a bill by the L. Schreiber & Sons Company against

Ignaz Grim and Philip SeIbert for infringement of a patent for sup-
ports for casks and barrels.


