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explanation of their delay, the complainants allege that it was
caused first by their diligent searching for some purchaser of the
defendants' storage battery within the jurisdiction limits of the
circuit court of the United States for the district of Southern
New York, in which forum much of the previous litigation con-
cerning the Brush and Faure batteries had taken place, and so
avoid, by the bringing of their suit in that jurisdiction, some of the
trouble and labor which would necessarily follow the commence-
ment of a suit in this iurisdiction; and further, that all the opera-
tions of the defendants were considered by the complainants to
be simply tentative in the line of producing a practical commercial
storage battery, and only an effort on the part of the defendants
to persuade the complainants to spend thousands of dollars in
substantially a moot litigation to stop the making and sale or use
of only a few batteries, and because the complainants believed the
venture of the defendants was destined to be a failure, and die a
natural death. It is hardly necessary to say that such excuses
do not justify the laches of which the complainants have been
clearly guilty. If the rights of the complainants are now tres-
passed upon by the defendants, they were in like manner tres-
passed upon more than four years ago; and the trespass of which so
loud compla.int is made now, has been continuous. For reasons
satisfactory to· themselves the complainants, well aware of these
continuous trespasses, chose to stand by without taking action look-
ing to the vindication of their rights and the prompt punishment
of the trespasser. The result of such inaction on the part of the
complainants is found in the increased contribution of 'the capital
stock of the defendant corporation, of hundreds of thousands of
dollars, and the expenditure of an exceedingly large amount of
money in the erection of a greatly extended plant. If, in fact, the
rights of the complainants have been invaded by the alleged in-
fringing acts of· the defendants, it is scarcely an exaggeration
to say that the dilatory conduct of the complainants in protecting
their rights amounted to open encouragement of, or at least to
silent acquiescence in, such invasion. Such conduct bars abso-
lutely the remedy asked for at this time by the complainants.
Bridsou v. Benecke, 12 Beav. 1; Smith v. Railway Co., Kay, 417.
It was admitted upon the argument that the defendants were

financially responsible, and amply able to respond to any award
of damages that might be made against them. Under all the
circumstances, and for the reasons given, the motion for a pre-
liminary injunction is denied.

PRATT et at v. SENCENBAUGH et aI.
(Circuit Court, N. D. Illinois. December 29, 1893.)

1. PATENTS-EvIDENCE OF PRIOR USE.
Evidence of prior use, shOWing the identity of the. thing used with the

article covered by the patent, must be clear and explicit; and it is of little
weight when given long after the thing used has been destroyed.
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It. .....J,.lHlTA'l'lOl'f-rNFltWGEMENT-CAR-DoOR HAl'fGll'fG&'" . 'Pratt reissue patent, No. 7,795, for an improvement in car-door.b.ailgmgs, is limited by the prior art to the specific form shown in the
,.; ipatent,aJid is not infringed by a combination which lacks one of its ele-

Bill uJjYEliasE. Pratt and E. C. Stearns & Co. against S. S.
Sencenbatigh and Albert J. Ives for infringement of a patent.
Hay & Wilkipson and C. C. Linthicum, for complainants.
J. H. Raymond, for defendants.
JENKINS, Circuit Judge. The bill is filed to restrain the alleged

infringement of claims 2 and 3 of reissued letters patent to Elias E.
Pratt, numbered 7,795, dated July 17, 1877, the original of which
letters patent were issued December 5, 1876, and numbered 181,-
983. Claim 3 of the reissue is claim 2 of the original patent. Claim
201 the reissued patent first appears in the reissue. The patent is
for an improvement in car·door hangings, the specifications stating
that doors hung in the manner described may be used for barns and
warehouses, and in a variety of places, without departure from the
spirit of the invention. The invention described consists of a door-
hanging for sliding doors, comprising in its organization an over-
head track of two parallel rails separated by an intervening longi-
tudinal slot, and secured to a support by which the rails are held in
position; trucks of two wheels each, arranged side by side" and
secured to an we which.extends transversely over the slot between
the rails, Qnwhich latter the wheels ()f the trucks run; hanger irons
elongated in the longitudinal direction of the rails, resting loosely
upon the axle of the trUcks, and extending downwardly through the
slot; and a door attached to the hanger irons, and supported by
them below the rails. The elongated hanger irons, resting upon the
lUles of the trQ.cks, are said to pel'll1it a rolling motion of the hanger
irollS on the axle in the 10ngitud1nal direction of the rails, and afford
tQ the door a limited lateral play, by which the door can adapt itself
to. the· position of the ways, which may vary from imperfection in
w6rkmanship or settling of the supports. A further feature of the
inyention is a housing which contains the rails on its inner side,

extends over the rails and the trucks and hanger irons, inclos-
ing and protecting them from interference, or as stated in the speci-
fications, "preventing the working parts described from clogging
with snow and ice, and also the entrance of sparks, dust, rain, etc.,
over the doors, into the body of the. car." Claim 2 of the patent is
as device ·for hanging the door of a car,the laterally
elongated staple of lug, F, constructed and arranged to operate with
the trucks, D, and door, G, substantially as set forth and specified."
Claim 3 is as follows: "The door, G, lugs, F, trucks, D, and runlet,
B, combined and arranged to operate substantially as set forth and
specified." The defendants deny the novelty of the alleged inven-
tion, and deny. that Pratt was the first and original inventor of the
alleged improvement; deny that any door hangers for houses were
ever made, sold,orused under said patent; and claim that the

in.ventfo.11., however valu.able for freight. cars,. is im.practica-
bie' for the uMofhanging doors in hQu$es. They assert that claim
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I of the reissue is an unwarranted enlargement of the original pat·
ent, and is invalid and void. and that the door hangers manu·
factured by them are so made under letters patent of the 22d of
June, 1886, numbered 343,994, and of the 1st of March, 1887, num·
bered 358,613.
The patent in controversy has been the subject of considerable

litigation. It was first before the United States circuit court for
the Eastern district of Pennsylvania in the case of Pratt against
Lloyd & Supplee in 1887, and waB sustained by Judges McKennan
and Butler. It was there held that the novelty of the combination
or invention was fully sustained, and that claim 2 of the reissued pat·
ent was not an unwarranted enlargement of the claim of the original,
but merely a fuller statement of the ideas originally expressed, and
that, while it might seem to be narrower, a careful examination
would show that it waB substantially the same as the second claim
of the original patent, which is the third claim of the reissued pat·
ent; the court observing: "While runlet or covered track is
not expressly named, it is plainly implied. The device described
would be incomplete without it, or another substantially like it."
If I correctly conceive the drift of the decision, it is to the effect
that claims 2 and 3 of the reissued patent are identical. The pat·
ent next came under review in the case of Pratt v. Wright, in the
United States circuit court for the Northern district of New York
(65 Fed. 99), and was sustained by Judge Wallace in 1890. In
his opinion that learned judge considers the question as to the
validity of the second claim, "fairly doubtful," but under the rule of
eomity deems it his duty to follow the decision of the circuit court
for the Eastern district of Penn'.ylvania. The patent is said to have
been also sustained by Judge Colt in the case of Dunham Manuf'g
Co. v. Coburn Trolley Track Manufg Co., 65 Fed. 98. I am furnished
with no report of that decision. It is said here that this court
·should not follow these prior decisions through any reason of comity,
because, while they are entitled to high respect as precedents, this
case presents a different state of facts with respect to novelty of in·
vention, and therefore it must be determined without regard to those
decisions. It is true that the application of the rule of comity is
limited to a case involving the same state of facts. This was held
in Starling v. Plow Co., 9 U. S. App. 318, 3 C. C. A. 471, 53 Fed. 119.
Substantially the only new matter that is presented here, and was
not considered by the various courts in the other cases, has refer-
ence to the paint-mill door, testified by the defendants to have been
in use in the year 1870. It is only necessary to say, as to that, that
that door, whatever it was, was destroyed long ago by fire, and no
living witness testifies to its construction except the defendant ryeS
and his brother. It is well settled that evidence of prior use, when
the thing used is not produced, is of little weight, after a long in·
terval, as to its identity with the patent in evidence. The testimony
with respect to such prior use must be explicit and convincing, and
the evidence in this case with respect to the paint-mill door is not
flO satisfactory as to warrant me in declining to follow the decisions
already had upon this patent.
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Coming,now, to the question. of infringement. As I have stated,
the Pennsylvania court'seems to have sustained claim 2 of the re-
issue solely upon the ground that the runlet, H, is a neCessary ele-
ment of that claim. It logically follows, I think, that under such
construction claims 2 alld 3 are identical. Then we must consider
the·eharacter of the invention. or combin.ation protected by the com-
plainants' patent. Sliding doors were old. Wheels with axles be·
tween :for· supporting sliding doors were old. It was old to have
two wheels running on tracks,and to support the sliding door upon
thelti:'le between the wheel. It was old to provide runlets in cov-
ered tracks for supporting wheels to run upon. In other words,
all the<elements, and theil'coD.1binations, of the Pratt patent, were
old, except in the specific f<lrm shown and described by Pratt, and
he is' entitled to protection for that specific combination. Without
considering further whethel'the defendants"device for an adjusting
hanger an equivalent of 'the hanger of the Pratt dende, I think
thebillrnustfail upon the ground that the runlet. B. of the com-
plainants' .device is not found ill the defendants' device, and that

do not, th:erefore, It follows that the bill
must be dismissed.,

CAM:£>:j3ElLL PR1NTING--PRESS & MANUF'G CO. v. MARDEN et at
(Circuit.<;:Jourt, D. Massachusetts. December 11, 1894.)

No. 285.
1. PA.'I,'lllNfS"':'ANTICIPAri.ON":'-DIFFEl\ENT OPERATION OF SIMILAR DEVICES.

W1;J.l!l'e a change' in the essential operation of a prior machine is neces-
sarytQ' prOduce the function' of a later machine, the latter is not antici-
pated; 'though all of its devices, in substance, are used in the earlier ma-
chine.>

2. SAWll-)ilvP)ENCE.. .
AIlticipation win not be found, except in very extreme cases, on evi-

dence, of the inventor of the alleged infringing machine, and the model
receIitlymade by him.

EQUIVALENTS.
Where a claim is not limited .by the prior state of the art, it will not

be limited by the. fact of references by letters or figures to the specific
mechanism shown in the patent.

4. SA:ME--:'''SUIlSTANTIALLY AS AND FOR THE PURPOSE SE'r FORTH."
The words "substantially as' and for the purpose set f{)rth" are to ue

construed as efficacious to import a limitation ascertainable from the
specification, and necessary to make the claim coterminous with the inven-
tion, but are not to be used to import a limitation not inherent in the
invention.

Ii. S ..UIIE-:--PRI;NTING MACHINE-ANTICIPATION. . .
The! substance of the Kidder invention of a web-printing machine (pat-

entNo.':291,521), and the improvement: of Stonemetz (patent No. 376,·
053); held to be the production of a device which shall print a web of
Pllper .stationary- at the two . ends thereQf,. by means of an iplpression
cylln.der moving in a moving. fold of that web, and' not to have been
anticipated' by'" any· prior structure.

S. SAYE-'-INFRINGEM:ENT.' i
.. .1:he Kidder patent, for a web-prlntingmachine, held to be
infringed as to claims 1, 2, and 7, by the machine constructed under the
Cox patents, Nos. 441,646, 451,459, and 478,503.' '


