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contest in this case as containing the element of a fabric-feeding
mechbanism. The alleged infringing machine in that case in-
fringed these claims on either construction, and the supreme court
had no occasion to consider the question involved in the case at bar,
and does not specifically state that it had considered it. Our obser-
vations in the opinion passed down October 12, 1894, in King v.
McLean Asylum, 64 Fed. 331, as to matters not necessarily considered
by the court in reaching a result, disposes of this proposition of the
appellant. The Dennis and Capron patent came into the case as an
afterthought, and, though now strenuously urged, is 8o clearly lack-
ing in point—as such afterthoughts are apt to be—that it needs
no discussion, except to remark that in its operation the very first
step is essentially unlike the automatic principle of the Morley
machine, because the feeding of the hooks and eyes is done singly,
by hand, instead of in mass.

The patent in suit contains 18 claims, and the prayers of the
bill relate to the patent as a whole. The decree below directed that
an injunction issue “according to the prayer of the bill,” although
only claims 2 and 13 were in issue. It has been many times urged
that the public has an incidental interest in patent litigation,
which throws a duty on the court to notice certain matters of its own
motion. This is one of them; and in a patent cause a decree shonld
not go which is broader than the findings of the eourt. Heretofore
we have been content merely to correct the decree below, but, as the
duty of drawing out a proper decree rests on the solicitor for the
complainant, we will hereafter endeavor fo protect the court by a
proper adjustment of costs. As the appellant assigned no error
on this account, he is not entitled to costs in this behalf. The decree
of the court below will be modified so as to be expressly limited to
claims 2 and 13, and, as thus modified, is affirmed. Neither party
will recover any costs of appeal.
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PATERTS—ROYALTIES—CONSTRUCTION OF CONTRACT.

K. assigned to P. certain patents for velocipede saddles, and P. agreed
to manufacture, and place on the market, saddles containing the improve-
ments, or some of them, described and claimed in the patents, and to
use reasonable facilities to promote the sale of saddles of that class; to
keep accounts of all of such saddles sold; to make return thereof on
the first of each year; to pay to K., within 20 days after such return, 25
cents on each saddle sold by P. during the preceding year; and to pay
to K. half the net receipts from licensees and infringers. After the
royalties had been paid for two years, a parrow construction was put
on the patents in a suit by P. against a third person for infringement.
Thereupon, P.'s attorney suggested that returns should be made annually
as before, but that payment should be deferred till determination of the
case by the supreme court, when, if the patents were sustained broadly,
settlement for infringements could be had at the same time. K. as-
sented to this, and for several years, till the decision had been affirmed,
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7 returnsiwere made, incliding, without distinction; #ll ‘Naddlés made by
- P, all of :which were covered: by the broad construction of the psatents,
‘ Athq;&hwq;}ly,part of them were covéred by the narrow. . construction.
‘All"the #addles had been ‘marked and advertised as covered by the K.
patefits.’ “Held, that K. was’ entitled to the royalty 'on all the saddles,
the ‘¢dntract having been mdde with the understanding that the patents
covered them, and no modification of the contract having been made.

_Action by Thomas J. Kirkpatrick against the Pope Manufacturing
Company for royalty on patents. Judgment for plaintiff.

Kerr & Curtis (Paul A. Staley and Smith & Barker, of counsel),
for plaintiff; ‘ . :
William A. Redding, for defendant.

TOWN SEND, District: Judge. .This is an action at law, tried to
rhe court under a stipulation waiving a jury, to recover the amounts
shown -by: certain royalty returns made by defendant. The defend-
ant ialleges that the returns: are erroneous in part, and denies its
liubility as to such part. - Upon the evidence introduced in this case,
I find the following facts:’ C ‘ :

The plaintiff was'a manufacturer of saddles for bicycles, and had
obtained several patents for improvements therein. The defendant
had for many years been extensively engaged in the manufacture
of bicycles. ' On September: 7, 1885, the parties executed the follow-
ing agreement: . ‘ : ‘

el L “Agreement: :

“Whereas, ‘Thomas J. Kirkpatrick, of Springfleld, Ohio, has this day as-

signed %o the Pope Manufacturing Company, a corporation of Hartford.
Conmecticut, four several letters patent of the United States, viz. No. 216,-
231, dated June 3rd, 1879; No. 278,560, dated May 29th, 1883; No. 289,272,
dated' 27&1 November, 1883; and No. 314,142, dated March 17th, 1885, for im-
"provements . in velocipede saddles, as well as all rights to recover for past
infringements thereof. Whereas, both of saild parties hereto are desirous of
making sald patents of value and profit to themselves, respectively: Now,
in cunsideration of one dollar by the said Kirkpatrick to the said corpora-
tion paid, receipt whereof is hereby acknowledged, and of the stipulations
herein, it is agreed by and between the parties hereto as follows, to wit:
(1) The Pope Manufacturing' Company agrees to manufacture and place
upon the market, with reasongble promptness, velocipede saddles containing
the improvements, or some of them, described and claimed in said letters
patent, and to ure its reasonable facilitles and effort to extend the market
for and promote the sale of saddles of that class; and, further, to use its
reasonable efforts to prevent the manufacture, use, or sale of the inventions,
or eithér of them, claimed in said letters patent, by other parties in the
United States, except by purchase or license of the said corporation; and,
further, to keep true and correct accounts, open to the reasonable inspection
of the said .Kirkpatrick, or his attorneys or representatives, of all saddles
made and sold by said corporation, or under its license, containing said in-
ventions, or'either of them, and to make full and correct returns in writing
to sald Kirkpatrick, verified by oath if required by him, on or within twenty
days of'the:first day of January in each year, during the term or terms of
the sald letters ‘patent, beginning with the first day of January, 1886, said
returns :to be for gales of the preceding calendar year; and, further, to pay
to sald Kirkpatrick on or within twenty days of the first day of January
in each year ‘during the term or terms of ‘sald letters patent, beginning with
the first: day of January, 1886, the sum of twenty-five cents upon and for
each and every-saddle sold by sald corporation or by its licensees or by
infringers, from . whom it has received or recovered payment of roy-
alty or damages, during the preceding calendar year. (2) The said Kirke
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patrick agrees to transfer such orders, custom, correspondence, and other
aid' as. may be valuable to the Pope Manufacturing Company in the prosecu-
tion’ of said business-of making and selling such saddles, and such draw-
ings, models, or suggestions as he has for the improvement thereof, and
to disclose and apply for patents upon, as he may be requested, any modi-
fications’ or improvemeénts in said saddles which he may have made or begun
to develop to this date, and to assign any patents that may be granted there-
for to the said corporation, and generally to make any applications or sign
or execute any papers for and at the expense of said corporation, which it
may be advised are necessary or expedient to make said patents and im-
provements fully available to said corporation.
“Witness our hands and seals this seventh day of September, A. D. 1885,
“Thos. J. Kirkpatrick. [Seal.}
“The Pope Mfg. Co,,
“Albert A. Pope, Prest. [Seal.]”

On ‘Beptember 14, 1885, the parties executed a supplementary
agreement, which is as follows:

“Memorandum.

“That whereas, an agreement was entered into between the parties hereto,
dated the 7th day of September, 1885, relating to four several letters patent,
and saddles to be made thereunder: Now, for sufficient consideration, it is
agreed as follows: That the Pope Manufacturing Company may exercise
its discretion as to the rates of royalty to be charged to its licensees under
said patents, and as to suits against infringers, and is to keep account of
its receipts from licensees and infringers, and of all reasonable expenses
involved in the collection of royalties and damages, and to render state-
ments of said accounts to said Kirkpatrick, and that in accounting with the
said Kirkpatrick the said corporation shall deduct the amount of said ex-
penses and the collections from said receipts, and shall pay over to the said
Kirkpatrick one-half of the difference or net receipts so found, in place of
the sum of twenty-five cents upon and for each and every saddle upon
which it has received payment as stipulated at the end of the first section
of said agreement. This agreement is to be taken as a part of said former
agreement of said Tth of September, which is hereby confirmed in every re-
spect, except as expressly herein modified.

‘“Witness our hands and seals this 14th day of September, A, D. 1885.

“Thos. J. Kirkpatrick.
“The Pope M'f’g Co.,
“E. W. Pope, Sec’y.”

Upon the execution of this agreement the plaintiff discontinued
the manufacture of said saddles, and he afterwards made suggestions
concerning the improvement thereof, as provided for in said agree-
ment. Returns of sales of saddles were annually made by the de-
fendant to the plaintiff from 1886 until 1891, and payments were
made therefor for the years 1886 and 1887 in accordance with said
agreement. No other payments have been made, and this suit is
brought to recover the sums stated in said subsequent returns, which
have not been paid. The defendant had been chiefly engaged in
the manufacture of a bicycle having a large forward wheel and a
small rear wheel, prior to June, 1888. About that time it com-
menced to sell the low-wheeled, rear-driving “safety bieycle,” and
used thereon a saddle differing in construction from those used on
the older type of wheel. The saddles sold by the defendant during
the years 1888, 1889, 1890, and 1891 were different from any saddles
sold by either plaintiff or defendant at or prior to the time of making
said contract, and from any saddles sold by defendant for more than
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two years after said contract was made. The returns for saddles
sold for 1888, 1889, 1890, and 1891 were rendered undertihe following
circumstances: In April, 1887, the defendant brought suit in the
United Btates circuit court for the Northern disirict of Illinois against
the Gormully & Jeffery Company for alleged infringement of two of
the patents covered by said agreement. The court, in its opinion,
gave such a limited construction to such patents as relieved the de-
fendant therein from the charge of infringement, and dismissed the
bill. - The broad construction of the claims of said patents therein
contended for, by the defendant herein, covered hammock seats
and flexible seats suspended, front and rear, upon independent
springs. . The narrow construction adopted by said circuit court lim-
ited said, claims to saddles constructed with bifurcated springs at
the forward ends. Shortly after this decision the plaintiff met Mr.
Pratt, the attorney for the defendant company. Mui. Pratt expressed
regret at the decision, and a firm conviction that upon appeal to the
United States supreme court said patents would be broadly sustained.
Thereupon, the plaintiff remarked that, while he was sorry at the
result, he did not understand that it affected his right to receive the
royalty. - Mr. Pratt said that was a matter to which he had not
given special attention, but suggested that, during the interim from
that time on until the hearing should be had in the supreme court,
the returns should be made as before, and payment should be de-
ferred until the termination of the litigation, when, if the patents
were sustained broadly, there would be a handsome return from in-
fringers, which could be settled at the same time. The plaintiff as-
sented to this arrangement. = Early in 1889, the returns not having
been forwarded, Paul A. Staley, the attorney for the plaintiff, wrote
the following letter to said Pratt, the attorney for defendant:
“Springfield, 0., February 12, 1889.
“Charles BE. Pratt, Esq., Care Pope Mfg. Co.,, 79 Franklin Street, Boston,
Mass.—Dear Sir: Referring again to the matter of the Gormully & Jeffery
suit, and the Kirkpatrick saddle patent, Mr. Kirkpatrick desires me to
say that your suggestion of Mr. Wetmore to act in connection with the
other counsel in the case at the hearing in the supreme court meets with
his approbation. I suppose that there I8 no probability or possibility of
the case being heard for two or three years yet. I would suggest, how-
ever, if you think best, that you notily Mr. Wetmore of our intention at
such time as you desire, and when there is a probability of the case being
heard, that myself and Mr. Kirkpatrick will be glad to meet him, and go
over the case with him, after he has looked the matter up to his satisfac-
tion. Mr. Kirkpatrick also degires me to request that the Pope Company
make their usual annual statement of the number of saddles during each
year until ‘these cases are finally disposed of. This seems to be no more
than right, under the terms of ‘the ‘agreement. Of course, no other settle-
ment will be expected, other than the statement, until the final disposition
of the case is had. The annual statements, however, will furnish a basis
of such settlement in case the patemt shall be sustalned, and enable Mr.
Kirkpatrick to keep run of the business during the pendency of the suit.
“Very truly, yours, Paul A. Staley.”

This letter was authorized by the plaintiff, and was written after
he had reported to said Staley, and had talked over with him the
previgus conversation with said Pratt. Mr. Wetmore argued the
casé 'on appeal. The supreme court approved the construction of
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the Kirkpatrick patent adopted by the lower court, but did not pass
upon the Shire patent, To the foregoing letter, Mr. Pratt replied as
follows:

“14 March, 1889.

“Paul A. Staley, Esq., Springfield, Ohio—My Dear Sir: Your favor of
12th ult. came during my absence abroad. I note its contents now on
returning, and have nudged our bookkeeper about sending statements of
saddles sold, to Mr, Kirkpatrick. The number sold last year was, I believe,
5,112. The other matter is too remote still to admit of much answer now.

“Yours, very truly, Charles B, Pratt.”

And on May 11, 1889, he wrote the following letter:
“11 May, 1889,

“Paul A. Staley, Esq., Springfield, Ohio—Dear Sir: Replying to your
favor of Oth, I have to say that I gave Mr. Kirkpatrick a statement of the
number of saddles, as required, by letter; and the bookkeeper now says
that, knowing that, he did not understand it necessary to make a separate
return himself. I have now requested him to send a statement to Mr. K.,
signed by himself. ;

“Yours, truly, Charles H. Pratt.”

Except as may be inferred from these facts, there has been.no
modification of the original contract of September 7 and 14, 1885. Said
contract was drawn by the attorney for defendant, and was signed
by plaintiff without the advice of counsel. The broad construction
of said patents would include all saddles accounted for in the returns
made by defendants, namely, 34,652 saddles. The narrow construc-
tion would only include saddles not applied to safety bicycles, namely,
7,303 saddles. The defendant, in its agreement, promised to place
upon the market “saddles containing the improvements or some of
them, described and claimed in said letters patent, and to use its
reasonable facilities and effort to extend the market for and promote
the sale of saddles of that class,” and to pay a royalty for each sad-
dle sold by it containing the inventions, or either of them. The
plaintiff claims that these words refer to the inventions aetually
deseribed in said patents. The defendant claims that they refer
only to those which might thereafter be adjudged to be valid. The
ambiguity thus disclosed necessitates a further finding as to the sit-
uation of the parties, and the acts done by them showing their prac-
tical interpretation of said agreement. Upon this point I further
find as follows: The plaintiff never demanded any royalty on any
saddles sold by the defendant during the years 1888, 1889, 1890, and
1891, until July 1, 1892. The books of account kept by defendant
never made any discrimination between classes of saddles adapted
for the high-wheel and those adapted for the safety bicycle. All
flexible saddles hung upon front and rear independent springs were
treated in these accounts as coming under said agreement of Sep-
tember 7, 1885, and the returns for royalties were made in accord-
ance with such accounts. From September 7, 1885, until after the
last of the returns sued upon was rendered, there was never any
difference made in the dealings of the defendant with the plaintiff,
in its own books of account, in its catalogues or circulars, in its
returns, or in any wise whatever, between said saddles, so far as their
designation as Kirkpatrick saddles, and their inclusion in the re-
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turng made undeér said contract, are concérned. Every saddle in:’
cluded:in the returns sued mpon was’stamped as patented, with Mr.

Klrkpa.tmck’s name, and with the number and date of his patent,—
No. 314,142, March 17, 1885. These saddles, when made for safe-
ties as well'ag for high bicyeles, were designated in the catalogues,
c1rcu1ars, ‘and price lists' of the defendant as the “Kirkpatrick Sad-

dle,” being there thus distinguished in order to secure the good will
of his name. - Said saddles.commanded a higher price in the market
than other: t;ypes of saddles. The defendant never suggested to the
plaintiff that it should claim any distinction, in the return for and
payment of royaltles, between the two kinds of saddles,until after the
last of the x‘eturns in suit was made, nor until payment conformably
to the returns in suit was demanded by the plaintiff. No notice of
intention to refuse payment in.case the scope of said patents should
be limited: by the courts was ever given to the plaintiff, and there
was 1o’ mistake of fact made in the preparation and rendition of
either of the four annual returns of saddles sold by the defendant
for the years 1888 to 1891, inclusive. No returns of saddles for
these four years, except those put in evidence, and showing 5,112
saddles &old and sub]ect to royalty in 1888, 6,752 in 1889, 9, 831 in
1890, and 12,957 in 1891, have ever been made by the defenda,nt to
the plamt:ﬂ.

The defendant contends that at the time of making said contract
there was: some; doubt as-to the legal interpretation and scope of
said Shire and Kirkpatrick claims, and that said returns were made
with the mutual understanding that it should be subsequently ascer-
tained how: many of the saddles sold would come within said claims,
as they should be construed by the sapreme court of the United
States, and-that, if said claims should not be broad enough to cover
the safety saddles, they should. not be paid for, but that, by a mis-
take as to:.the legal construction of said patents, all the saddles,
both for high-and safety bicycles, were included in said returns.
The plaintiff eontends that said contract was made upon the mutual
understanding: that said claims covered all adjustable hammock seats
and flexible or treeless seats hung, front and rear, upon independent
springs. Heydenies that said returns were made by mistake, or
upon any ‘such condition as is claimed by defendant, and claims
that they constituted, in effect, when accepted, an account stated
between the: parties. Upon these points, I find as follows: 'The
assignment of said patents, and the contract between the parties,
were made with the understanding that the inventions and improve-
ments claimed and described in said patents covered adjustable
hammock: seats and flexible seats hung, front and rear, upon inde-
pendent ‘springs.. - All the saddles sold by defendant during 1888,
1889, 1890, and 1891, and of which returns were made to plamtlff
contained, said infventions and improvements, or some of them. It
is not necessary, in this finding, to determine how far this agreement
may have been understood to be dependent upon the legal construc-
tion to be thereafter put.upon said patents, because the evidence
as to the situation .of the parties, their relations to each other, and
as to the practical interpretiation put by them upon said contract,



TRAVERS ¥. AMERICAN CORDAGE CO, 375

fails to show, in any event, any understanding other than that the
royalties should be paid in case the patents should be sustained. It
does not appear that the idea of a modification of the agreement by
reason- of a limited construction of said patents ever occurred to the
. parties until after the final decision of the suit against Gormully &
Jeffery in the United States supreme court. If the defendant in-
tended to be bound, and understood that it would be bound, only
to pay royalties on such saddles as should be included under the
claims of said patents, as they might be construed by the supreme
court in the suit by the defendant against the Gormully & Jeffery
Company, it was its duty to notify the plaintiff of such intention;
and, having failed to do so, such undisclosed intention, not known
or assented to by the plaintiff, lacks the essential element of a con-
tract, and therefore no such contract, or modification of the original
contract, can be held to exist between the parties.

Upon the foregoing facts, I hold, ag matter of iaw, that the contract
is to be construed as an agreement to pay royalties on all the said
hammock or flexible saddles sold by defendant, and included in said
returns. I therefore find that the defendant is indebted to the plain-
tiff in the sum of $8,663, with interest thereon from the date when
payment was demanded, namely July 1, 1892, to the date of the
entry of the judgment.

TRAVERS v. AMERICAN CORDAGE CO.
(Circuit Court, S. D. New York. April 24, 1894))

PATENT—PLATE FOR SECURING ROPES—LACK OF INVENTION.

Patent to Taylor (No. 322,501) for an elongated metal plate, provided
with three eyes in line, and two projections corrugated on their inner
faces, for securing a rope firmly in place, involves no new principle, re-
sult, or function, and is not entitled to protection, since both the plate
aénd otghe projections are old. Sargent v. Covert, 14 Sup. Ct. 676, 67 O.

. 403.

This was an action by Vincent P. Travers against the American
Cordage Company for alleged infringement of certain letters pat-
ent, and is now before the court on final hearing.

Arthur v. Briesen, for complainant.
Frederic H. Betts and Samuel R. Betts, for defendant,

COXE, District Judge. This is an equity action for infringe-
ment of letters patent No. 322,501, granted July 21, 1885, to Theo-
dore Taylor, for improvements in rope fasteners. The patent re-
lates to that class of fasteners in which the rope is held by fric-
tion in jaws of suitable formation. The fastener is adapted to
be used where it is desired to secure a rope firmly in place with-
out knotting. It is an elongated metal plate having three eyes
placed in a line. Between the middle eve and one of the end
eyes there are two projections having corrugations on their inner
faces, these form, what the patent calls, “jaws.” These jaws hold
the bight of rope between them and, in connection with the eyes
adjacent thereto, through which the rope is passed, prevent it from



