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Therefore, a special mandate is requested, which we will grant, as
the circumstances are so peculiar. Smith v. Weeks, 3 C. C. A. 644,
53 Fed. 758. It must be €xpressly understood that we are not com-
‘mitted to any phases of the law which the new proofs, if taken, may
raise, nor barred from applying to them the rule of Telegraph Co.
. Hlmmer 19 Fed. 322, if it meets our approval and comes in point.

Ordered: The petition for a rehearing is denjed. The judgment
already entered is amended to read as follows: “The decree of the
circuit court is affirmed. This court reserves to the appellants lib-
erty to file in the circuit court an application for leave to file a bill
of review, or leave to adopt other appropriate methods, and to pro-
ceed thereon as that court may determine, with reference to the
matter of estoppel appearing in the opinion of this court passed
down March 5, 1894; the appellees to recover costs of appeal.”

DBE LORIEA et al. v. WHITNEY. ‘
(Circuit Court of Appeals, First Circuit. June 22, 1804))
No. 88,

1. PATENTS—ACTIONS FOR INFRINGEMENT—DIRECTING VERDICT.
‘When, in an action at law, the essence of an alleged infringing machine
" is not in dispute, so that the question of Infringement by it turns plainly
on the construction of the patent alleged to be infringed, and such con-
struction is for the determination of the court, either on the face of the
patent, or on its face in connection with facts of such nature that their -
existence and effect cannot be reasonably disputed, the entire issue of
infringement is practically for the court. In regard to these particulars,
the same rules of construction apply as apply to other instruments.
2, SaME.

Royer v. Belting Co., 10 Sup. Ct. 833, 135 U.' 8. 319, touching what
issues are for the jury, explained.

8, SAME—EVIDENCE—CONSTRUCTION OF PATENT.

The facts that a patented machine was the first successful one, and that
it had great commercial success, are limited in their application to ques-
tions of utility or patentable invention, and have no pertinency in cases
turning on the construction of the patent.

4. S]AiME — LiMITATION OF CLAIMS — MACHINES FOR UNHAIRING AND SCOURING

IDES.

The McDonald patent, No. 210,797, for a machme for unhairing and
scouring hides and skins, must be 11m1ted to a machine containing two feed
rolls and a supporting roll and a scouring roll; is not entitled to a broad
range of equivalents, but falls within Fay v. Cordesman, 3 Sup. Ct. 236,
109 U. 8. 408, and cases of that class; and is not infringed by a machine
which contains three rolls, the lower acting as a combined feed roll and
supporting roll.

In Error to the Circuit Court of the United States for the Dis-
trict of Magsachusetts.

This was an action by Joseph F. De Loriea and Griffin Place, ex-
ecutors of James W. McDonald, against Arthur E. Whitney, for
'damages for infringement of letters patent No. 210,797, issued De-
cember 10, 1878, for a machine for unhairing and scouring hides
and skins. On trial in the circuit court the judge instructed the
jury to find for defendant. Judgment for defendant was entered
on the verdict. Plaintiffs brought error.
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.. The ruling in the circuit court was as follows (COLT, Circuit
Judge): _ K R :

The evidence being closed in this casé, and the requests for rulings having
been presented by the counsel upon both sides, I am prepared now to state
the conclusjons that I have reached with respect to the construction of the
McDonald patent in suit, which has an important bearing upon the case.

I am of opinion that the McDonald invention described in claims 1 and 2

of his patent of December 10, 1878, must be limited to a2 machine containing
two feed rolls; a supporting roll, and a scouring roll, and that a machine which
containg three rollg, the lower roll acting as a.combined feed roll and a sup-
porting roll, is not'within the patent. )
" The specification refers to the prior Roberts patent, of November 7, 1876,
which was for a four-roll machine, and the prior McDonald patent, which was
also for a four-roll machine, and it declares that the invention is for an im-
provement on the last-named device. Theé patentee, after referring to three
~ other prior patents in his specification, and pointing out why they do not con-
tain his invention, describes what he says ‘“‘constitutes the spirit of my inven-
tion” as follows: “Two feed rolls for feeding a hide or skin to a scouring roll,
so arranged in relation to each other and to the scouring roll that one of said
rolls may be lifted from the other and held apart while a hide which has been
improperly fed is drawn back by the operator before it has passed the scour-
ing roll to be properly fed to the said scouring roll.” The spirit of the Me-
Donald invention, and the substantial improvement which he believed he had
accomplished by his Invention, was the separation of the two feed rolls,
whereby a hide which had been Improperly fed could be drawn back by the
operator. He was dealing with a four-roll machine of the Roberts type. He
had already patented one improvement on that type of machine. He now
saw still another defect in the machine, and the way to remedy it.  The defect
was that in both the Roberts machine and his prior machine the feed rolls
could not: be separated. Both these machines provided for the separation of
' the supporting roll and scouring roll by the movement of the treadle, but no
means were provided for the separation of the feed rolls by the same move-
ment. To McDonald’s mind the separation of the supporting roll and scouring
roll was old with Roberts and himself, while the separation of the feed rolls
was a new conception originating with him; and he considered this an im-
portant improvement on the prior machines, because by this means the
operator was enabled to withdraw the hide when improperly fed. This was
the principal contribution to the art which McDonald believed he had made
by the patent In suit. This is clearly shown by the file wrapper and contents,
which was not before the court in either of the two prior cases where this
patent was under consideration..

In the original application the first claim of the patent was as follows: “In
machines for unhairing and scouring skins and hides, the feed roll, D, in com-
bination with the treadle, I', and suitable connecting mechanism, whereby the
rqlls may. be separated and held apart, substantially as described;, and for the
Jburposes set forth,” The examiner held that this claim was anticipated by
the Coogan patent, of October 10, 1871; the Roberts patent, of November 7,
1876; the Larrabee patent, of July 24, 1877. He also said: “It is proper io
add that it is common, in leather-working machines, to provide vertical ad-
Justment to rolls or cylinders by means of levers and their intermediate de-
vices.”

To this the applicant replied, October 22, 1878, through his authorized at-
torney, T. W. Clarke, that the Coogan patent did not describe feeding rolls
which could operate to feed a hide; that, while Roberts describes a pressure
roll which can be moved with respect to the scouring roll, the adjustment is
not applied to the feed roll, and no adjustment is shown for the purpose of
holding one roll from another-in order that an improperly fed skin may be
withdrawn for the purpose of again properly presenting it to the feeding rolls;
that the Larrabee machine shows but one feed roll; that the drum described
in the Larrabee patent as a work-supporting cylinder has a moveinent in rela-
tion to the scouring roll, but none in relation to the feed roll; that the movement
in relation to the scouring roll, is for the purpose of feeding the pressure of the
roll upon the hide; and that there is no provision by which the hide can be
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withdrawn after it has once commenced to feed. The first claim was tbere-
fore withdrawn, and the following substituted: “(1) In machines for unhairing
and scouring skins and hides, in which two feed rolls are employed in feeding
the hide or skin to the scouring roll, D, provided with a vertical movement in
relation to the feed roll, D’, by means of the treadle, F, and suitable connect-
ing mechanism with said feed roll, D, whereby the said rolls may be separated
and beld apart, substantially as deseribed, and for the purposes set forth.”

Mr. Clarke further says in this same communication: “The applicant is aware
that it is common, in leather-working machines, to provide vertical adjust-
ments to rolls or cylinders by means of levers and their intermediate connec-
tions; but he is not aware that these adjustments have been made in ma-
chines for unhairing, working out, and scouring skins and hides for the pur-
pose of enabling a workman to withdraw a skin or hide that has become
wrinkled or folded upon itself in the feeding, so that by supporting the feed
roll, and by moving the supporting roll from the scouring roll, the skin may
be drawn back by the operative, and again fed, without the necessity of feed-
ing the same through the machine, stopping the machine, removing it from
the pile on the other side to again feed it to the feed rolls, which it is necessary
to do with the machines now in use.” That is, the principal idea that lay in
McDonald’s mind was to have the two feed rolls separate in a four-roll ma-
chine, and you will observe that in these communications with the patent
office that idea is pressed upon the examiner as the leading and principal im-
provement in his patent. In the prior Roberts machine there existed only the
separation of the work roll and the supporting roll. In the prior McDonald
patent that same feature is found. Now, McDonald said it is necessary to
separate the feed rolls in order that the operator may be able to withdraw a
hide which is improperly presented; to remedy, in other words, the defect of
permitting the hide to pass entirely through the machine, fall upon the other
side, and then to be taken up and presented to the nrachine again.

The applicant, through Mr. Clarke, still further follows up and enforces this
view of his patent in his dealings or correspondence with the patent office.
Under date of October 28, 1878, the examiner, in reply to the last communica-
tion from the applicant’s attorney, uses this language: “It is not unusual to
provide two feed rolls in a leather-working machine, and the employment of
levers and springs as means for adjustment has been shown to be 01d.” At
that date, therefore, the amended claim—the first claim of the application—
stood rejected. .

To that communication from the examiner, Mr. Clarke replies, under date of
November 14, 1878, in part, as follows: “In presenting a hide or skin to feed-
ing rolls, the same ig liable to become folded upon itself, if not properly fed;
and, if a hide is so fed that it shall be presented in a folded or wrinkled state
to the unhairing or scouring roll, it, of course, will be imperfectly dehaired
or scoured. In all the inventions heretofore employed for unhairing and
scouring, no provision has been made for withdrawing the hide or skin from
between the feeding rolls before it is operated upon by the scouring roll; and-
consequently every hide or skin that was not fed in a perfectly flat condition,
s0 that no wrinkles or folds could occur therein, had to pass entirely through
the machine, imperfectly scoured or unhaired, and required to be again passed
through the machine, in a perfectly flat condition, in order to perfectly free
it from bhair, or work it. Thus, in imperfectly unbairing and scouring one
hide, there was consumed time enough for perfectly scouring two hides. If,
however, the hide could have been withdrawn before it reached the scouring
roll, by separating and holding apart the feed roll, the time would have been
saved. Mr. McDonald has discovered that it is possible to save this time,
and he effects it in a way which seems very simple after he had accomplished
it, but nevertheless was entirely unknown and unpracticed -before he con-
ceived it; that idea being the separation of the feed rolls. The conception
of the separation of the working roll and the scouring roll was old. He ac-
complishes it by so supporting and actuating one of the feed rolls that it can
not only be lifted by the movement of the lever, but it can be held apart suffi-
ciently long to withdrawn the hide if improperly presented. Mr. McDonald
was as well aware that rolls had been given movements or adjustments in
relation to other rolls, in certain classes of machines, as he was that the feed-
ing rolls of an unhairing machine had never been organized to accomplish
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-the:result that he accomplishes. . His invention consists, not'in moving one
-poll, frem another,—-—for the same is very old, not only in’leather-working ma-
chines, but in a great variety of devices where it is' desirable to increase or
-lessen the space between rolls,—but. it does econsist in moving one roll for an-
other at a certain.time for a certain purpose, and in a certain machine; and
‘there is as:much invention in moving & roll at a cértain time for a certain
given purpose:as there is in. discovering .that one roll may be separated from
the .other for the purposes of any desirable and new adjustment. Mr. Mc-
Donald’s invention does not depend upen:-the means for separating the rolls
alone, but it further depends upon the time when said separation is to be em-
ployed; ‘and Mr.. McDonald, so far as the references show, is the first man
who has arranged;two. feed rolls so that one of them -may be lifted and held
at a certain spegified time to accomplish: & certain specified result.”

The letter then considers more in detall: the three references to which the

patent office referred the applicant in the first communication which was
made to him. - The letter further says, “I am so firm in my conviction that
neither of .the three references cited meet the invention of Mr. McDonald that
I will incorporate the following amendment in the specification.”
. He then proceeds to incorporate into the specification the amendment which
remains now.as g .part of the patent. 'That amendment points out and de-
scribes the Coogan machine, the Roberts machine, and the Larrabee machine,
and then follows this language: “But neither the boarding, pebbling, and
glossing machine of Coogan, with its rolls revolving in the same direction to
carry the end.of a folded sheet of leather in an opposite direction, nor the de-
.vice in the Roberts machine for pressing a hide against a pressure roll, nor
the mechanism.shown in the Harrington patent for pressing a hide against a
‘knife cylinder without changing its relative position to the other feed roll,
-constitute the spirit of my invention; and neither of the three patents show or
describe two feed rolls for feeding a hide or skin to a scouring roll, so ar-
-ranged in relation to each other and to the scouring roll that one of Sa,ld rolls
may be lifted from the other and held apart while a hide which has been im-
properly fed is-drawn back by the operator before it has passed the scouring
-roll, to be properly fed to the said scouring roll,- which constitutes the spirit
of my invention.” :

Then follows an amended.first claim in the following language, to be sub-
‘stituted for the last amended first claim, which was rejected. “In a machine
for unhairing, scouring, and working out sking and hides, in which two feed
rolls are employed in feeding the hide or skin to the scouring roll, the combina-
tion with said scouring roll .of the feed roll, one of which is provided with a
vertical movement in relation to the other by any suitableée means whereby the
said solls may be geparated and held apart When desirable, for the purposes
stated.”

That further amended first claim was rejected in a communication from the
examiner dated November 19, 1878. In a further communication from the ex-

. aminer, dated November 27, 1848, we find the following language: “The last
amendment and argument has been carefully considered. It has been shown
by pertinent references that a.¢ombination of coacting rolls and a lever-adjust-
ing mechanism is not novel - In fact it is.common, in most leather and hide
working maechines, to provide adjustment iwith relation to each other, where
feed rolls.are employed. before careful examination. It is obvious in this
case that the novelty, so far as the lever mechanism is involved, consists in
the peculiar -arrangement of ‘such mechanism, whereby, from a single move-
ment of the lever, the feed :rolls are separated, and the supporting roll is
adjusted relative to the gcouring roll,” That is, the examlner says, in sub-
stance: “Mr. McDonald, you.can have no patent for the separation of the

.two feed .rolls by the lever mechanism, becduse that feature is old; but you
may have a patent for the: combination of that feature with the other feature
of the separation of the work roll from the supporting roll, both sets of rolls
being separated by a single movement of the lever. You admit that the sepa-
ration of the work roll and the supporting roll is old. We hold against your
-urgent-contention that the separation of the two feed rolls by a movement of
the lever is old; but you may have a claim for the combination of those two
.elements operated by a single movement of the lever.”

. But: the applicant still remained unsatisfied. He still presses upon the pat-
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ent office that the splrit of his invention is the opening of the two feed roils
combined with a work roll, in an unhairing machine, by lever mechanism;
and in a communication from Mr. Clarke, dated November 23, 1878, we find
the following comments: “Office letter of Nov. 19, in relation to the above-
named application, is at hand, and contents noted. From its contents,
I perceive that the examiner does not fully comprehend the nature of the ap~
plicant’s invention. I therefore desire once again to call his attention to
the matter, and I will make such a comparison between the invention of Mr.
MeDonald and the cited references as will show that the subject-matter of the
claim, as it was intended to word it, is not found in any of the references cited,
and that such adjustment can only be of use in an unhairing machine, and
that none of the references cited as analogous machines describe, or in any
way show or hint at, anysuch combination. The claim also is erased, and a more
specific one ingerted in lieu thereof, to more clearly express Mr. McDonald’s
invention.” You will observe that these changes in the claim represent an
eifort on the part of the applicant to make more specific what his invention is,
and that it relates to the feed rolls alone, the capac1ty of separation, with a
work roll in an unhairing machine.

This first claim now assumes this form: “In a machine for unhairing,
scouring, and working out skins and hides, which contains a pair of feed rolls
to feed the skin to the scouring roll, and a scouring roll to work the same, the
combination with the scouring roll of a pair of feed rolls, one of which is pro-
vided with suitable means of adjustment to and from the other feed roll,
without changing the relations of the feed apparatus to the scouring roll, sub-
stantially as desecribed.” This certainly does not claim anything set forth
and shown in either of the references, and is not itself shown in either of the’
mechapisms referred to.

The boarding machine of Coogan has only two rollers, not three, and there-
fore is lacking in one element, and a very important one, of the combination.
Both his rollers are working rollers, while only one of the applicant’s three
is, in the same sense, a working roller. The Roberts machine, patent No
184,175, has, again, only two rolls in the described combination; or, if you add
to the combination containing the adjustable roll, the feed rolls, it is a
combination of four rolls, two of which are working rolls, and adjusta-
ble to and from each other, the other two of which are feed rolls, and are not
adjustable to and from each other. In our case there are but two rolls, and
the feed rolls contain the adjustability, and not the working rolls. In the
Harrington machine, we come upon the machine which has three rolls, one of
which has a working roll, as in our case. The other two are feed rolls, and
one of the feed rolls is movable, and swings upon the axis of the other to
and from the scouring roll, thus acting as a working roll or pressure roll, as
in the case of the Roberts machine. But this machine does not embody the
combination of feed rolls adjustable to various gauges, with a scouring roll
set with relation to the feed rolls at an unvariable gauge, but it embodies
the combination of a scouring roll set at a variable gauge with one of the feed
rolls; that is, the scouring roll is set at a variable gauge with one of the feed
rolls in the Larrabee of Harrington device. The feed roll may be moved to-
wards the scouring roll.

It is not the time when the ad]ustment of the roll takes place that is im-
portant. It is the act that the machine is perfoxmmg, and the error that it
falls into, that has led to this improvement; and it is clear that if such an er-
ror should be committed by the Harrington machine as the one we are pro-
viding against,—that error being the wrong presentation of the hide, and the
capacity to withdraw it by the workman,—it could not be corrected in the
same way. It could not be corrected in the same way in the Larrabee or Har-
rington machine, because, according to the applicant’s interpretation of that
machine, the feed rolls had no motion with respect to each other. But it is
also true that the Roberts machine presents no method analogous to this for
correcting a similar error in the working machine; and inasmuch as the Coo-
gan machine cannot do the work which this machine proposes to do, and has
no scouring roll whatever, and no feed rolls, but simply a pair of kneading
rolls or dragging rolls, it is useless to consider that reference any further.
Then follows this significant langudge: “It is therefore obvious that the com-
bination which the applicant claims, embodying the peculiar features of a pair



616 FEDERAL REPORTER, vol. 63.

of adjustable gripping rolls in combination with a working roll, towards which
tha gripping rolls are not adjustable” (that being the peculiar feature of the
Larrabee maechine), “and with which neither of the gripping rolls performs
the function of a pressure roll” (that is, neither of the feed rolls, according to
the spirit of the McDonald patent, performs the function of a pressure roll),
“has not been anticipated, so far as any reference yet given has shown. And
it must also be obvious that the claim, as now presented, indicates”-—what?
“Fairly, the peculiarity of this invention, and is not broader than the invention
itself.” 'That ends the correspondence with the patent office,

What followed? . The applicant accepted the position taken by the patent
office, and the patent was issued as we now find it. The patent office said,
in substance, to McDonald: “You cannot have a claim for what you consider
a8 the spirit of your invention, namely, two feed rolls so arranged with refer-
ence to each other and to a scouring roll that one of said feed rolls may be
lifted from the other and held apart while a hide which has been improperly
fed is drawn back by the operator before 1t has passed the scouring roll; but
you may have a claim for this feature, which is old, in ecombination with an-
othér feature which you admit is old. In other words, you may have a claim
for that special arrangement or combinaton whereby, from a single move-
ment of the lever, the feed rolls are separated, and the supporting roll is ad-
justed to the scouring roll.” This position was accepted by MeDonald, and
the patent was Jssued. ‘ )

I think tHe proceedings In the patent office, and the language of the specifica-
tion, show that Mc¢Donald never contemplated, as included within his inven-
tion, a feed roll which performed the double function of a feed and pressure
roll. Indeed, when he has referred to such a roll in the Larrabee machine, he
denies that his feed roll has any such double function. He says, in substance,
that his feed rolls do not perform the function of a pressure roll, and that
his feed roll is not adjustable towards the scouring roll. It was natural for
him to say this, for this was the type of the three-roll machines as represented
by Larrabee, Weed, and Sheldon, and he was dealing with a four-roll machine
of the Roberts class. I think it may be fairly said that McDonald has dis-
claimed the use in his machine of a single feed roll which has the additional
function of a pressure roil,

If, however, we assume that no such limitation exists, we are met with a
further difficulty, assuming that the patent is not thus limited. )

. If the first twe claims in the patent are to be interpreted without regard to
what took place in the patent office, or to-the recital in the specification of the
patent to which I have referred, we must then examine the scope of those
elaims. The first claim covers broadly the combination with feed rolls and
a supporting roll of a lever and intermediate mechanism, whereby, by a single
movement of the lever, the feed rolls are separated, and the supporting roll
adjusted to the scouring roll; and the second claim is for the feed rolls which
can be separated, and a scouring roll and a supporting roll which can be sep-
arated, the intermediate mechanism not being specifically made a part of this
claim, These clajms, as I interpret them, include only the four rolls, and the
means for separating them by a single movement of the lever. Now, if we
pay that these claims are not limited to the use of four rolls, but that they.
cover a machine with three rolls, in which the lower feed roll acts both as a
feed and pressure roll, then we are met by the Weed patent, where by a sin-
gle movement of the lever the lower feed, roll is separated from the upper
feed roll and the work roll. This patent appears to have escaped the attention
of the patent office. Whether Weed used the same or a different kind of work
roll makes no difference, provided that the essential thing was present in his
machine, of separating all the rolls by a single movement of the lever or
treadle. Nor does the fact that the act of pressing the foot on the treadle
in the Weed machine brings the rolls together, while the same act in the Mec-
PDonald machine releases the rolls, seem to be regarded by McDonald as a
part of his invention. I was at first inclined to attach importance to this dis-
tinction, but upon reflection, supplemented by the evidence, I am satisfied T
was mistaken. The circumstance that the rolls are held together by spring
pressure in the McDonald machine is not an element in these claims. The
words “substantially as described” do not enlarge the terms of a claim beyond
what is mentioned or referred to in the claim as the elements of the combina-
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tion. If, therefore, these claims of the McDonald patent are to receive the
broad construction which their language justifies, they are anticipated by
‘Weed. In the old equity case of McDonald v. Whitney, 24 Fed. 600, the Weed
patent was not before the court.

It being admitted in the present casc that the defendant’s machine is con-
structed with three rolls, the lower feed roll acting both as a feed and pressure
roll, I must direct a verdiet for the defendant, on the ground that there is no
evidence to go to the jury to support the charge of infringement.

James Milton Hall, for plaintiffs in error.
Joshua H. Millett and Ralph W. Foster, for defendant in error.

Before PUTNAM, Circuit Judge, and NELSON and WEBB, Dis-
trict Judges.

PUTNAM, Circuit Judge. When this case was before this court
on a prior occasion, the exceptions were not framed to bring before
us the issue which is now raised as to the construction of the
plaintiffs’ patent, but only the proper manner of submitting to the
jury certain other issues, which, it was not disputed, were proper
to be submitted to it in some form. We are now asked to consider
the question raised by the following extract from the record:

“After the evidence was all in, and counsel had submitted requests for rul-
ings, the presiding judge directed the jury to return a verdict for the defendant
on the ground that there was no evidence to go to the jury to support the charge
of infringement, and ruled as follows: The evidence being closed in this case,
and the requests for rulings having been presented by the counsel upon both
sides, I am prepared now to state the conclusions that I have reached with
respect to the construction of the McDonald patent in suit, which has an im-
portant bearing upon the case. I am of opinion that the McDonald inven-
tion, described in claims 1 and 2 of his patent of December 10, 1878, must, be
limited to a machine containing two feed rolls, a supporting roll, and a scour-
ing roll, and that a machine which contains three rolls—the lower roll act-
ing as a combined feed roll and a supporting roll—is not within the patent.”

What follows this need not be recited at this point, as it only gives
the explanation by the presiding judge of the reasons governing
his conclusion. As it does not appear that the defendant below
asked that a verdict should be directed for him for any particular
reason specified by him, or that he in any way limited himself, it
follows that if the conclusion of the circuit court was right the rea-
sons which led to that conclusion afford plaintiffs below no ground
of question in this court.

In the extract we have made from the record the issue is first put
as one of infringement, but subsequently it is stated as one of
construction of the plaintiffs’ patent. Either way of stating it may
be said to be correct. When the essence of an alleged infringing
machine is not in dispute, so that the question of infringement by
it turns so plainly on the true construction of the patent alleged
to be infringed that, such construction being ascertained or not in
dispute, a verdict in one direction ought to be set aside as against
the weight of evidence, then, under the rule as now understood,
the court ought to direct a verdict in the other direction; and
under such circumstances the issue of infringement is essentially
the same as that of the construction of the patent in suit. In the
case at bar there was no dispute as to the essence of defendant’s
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machine; and there can be: no.reasonable question of fact that,
upon one construction of the plaintiffs’ patent, defendant’s machine
mfrmged it, and tipon another that it did not.  And if, therefore, the
construetion of plaintiffs’ patent was for the determmatlon of the
court, either on the face of the patent, or on the face of the patent
in connection only with facts of such nature that their existence
and effect could not be reasonably ‘disputed, it follows that the
entire issue of infringement was' practically for the court, how-
ever it might have been with issues of novelty and patentability,
or other issues which might have been raised if the issue of in-
fringement could properly have been submitted to the jury, or de-
termined for the plaintiffs.
So far as concerns what is for the court and what for the jury,
- there is no essential distinction between patents for inventions and

_other instruments. Primarily, the construction of all of them is for
‘the court; and yet all such, even obhgatlons under seal, and, under
some cn-cumsfa ces, solemn records of judicial ’mbunals, have rela-
tion to disputed facts which must be determined by the jury before
the construcﬁon can be ﬁnally settled. In such instances the is-
sue is often spoken of as one of mixed law and fact. Yet, the
doubtful facts being determined, the construction remains for the
‘court, though thie form where verdlcts are general and not special
.may have a different appearance. Where the facts are not in dis-
pute, or, if in dispute, are so clearly’ proven and of so clear effect that
they come within the rules for directing verdicts, the construction
of the instrument remains throughout practlcally for the court,
even though under the form of dn‘ectmg the jury what determina-
tion to make. This was the precise condition of this case in the
circuit court. It is quite probable that, if the question of infringe-
ment could have been determined in favor of plaintiffs, other issues
would have followed, which must have gone to the jury. Such
issues have been discussed before us, but, if the issue of infringement
was correctly determined in connection with the construction of the
patent in suit, we have no occasion to refer to others, except to re-
‘mark that it was not necessary to send the case to the jury on ac-
count of contingencies which might have made these important,
“but did not.

Holding these rules in view, the case becomes very simple. The
progress of M¢Donald’s application through the patent office was
clearly and fully explained by the learned judge in the circuit court;
but we need not refer to it, except bmeﬂy The first claim, as orig-
inally offered, was as follows

“Tn machines for unhairing and scouring skins and hides, the feed roll, D, in
combination with the treadle, F, and suitable connecting mechanism, whereby

the rolls may be separated and held apart, substantially as descnbed and for
the pu.rposes get forth.”

There was also, originally, a second claim, as follows:

“In machines for scouring and unhairing and woirking hides and skins, the
combination of the supporting roll, G, with the treadle, F, and suitable con-
necting mechanism, whereby the same rhay be moved and held from the
soouring roll, substantially as and for the purposes set forth.”
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These were each rejected as having been anticipated by prior
patents, and for the additional reason, given by the examiner,
that “it is common, in leather-working machines, to provide vertical
adjustment to rolls or cylinders by means of levers and their inter-
mediate devices.” McDonald acquiesced in the position of the ex-
aminer; and the final result was the first claim as it now stands,
covering a combination which, according to its letter, contains, as
elements, two feed rolls, a pressure roll, and a working roll,—in
all, four distinct rolls, arranged in two sets, with levers for opening
each set simultaneously. The second claim was originally drawn
as the third claim, and was in essence the same as the first claim
now is, and has always so remained. The proceedings therefore in-
volve a clear and unquestionable disclaimer, by amendment, of a
combination which adjusts merely one feed roll or one pressure
roll with reference to another roll, even under all the limitations of
the rule touching this form of disclaimer fully stated by this court
in Reece Button-Hole Mach. Co. v. Globe Button-Hole Mach. Co., 61
Fed. 9581 Neither is the effect of this amendment complicated by
the proposition now made, that McDonald was the firgt to construct
a machine in which the rolls were closed when the machine was in
its normal condition, and that this was a distinguishing feature of
his combination, to be protected by the doctrine of equivalents.
This particular of his machine appeared in his first and second
claims as first drawn, so that, if this was a feature of novelty or
a function of his invention, these claims, as thus drawn, should
have been allowed; and it follows that his dis¢laimer by amendment
covers this feature or function also.

Now, with reference to the adjustment of the rolls, the record
shows clearly the construction, operation, and principle of the
alleged infringing machine, and in this connection there can be no
dispute nor obscurity. Plaintiffs’ deélaration contains a continu-
ando, covering the period from the 5th day of August, 1885, to the
date of the writ, and we have no concern with the somewhat different
machines built by the defendant between 1881 and 1885. The de-
fendant’s machines involved in this suit are clearly described in
the record as having three rolls, held together by spring pressure
and a treadle and lever mechanism, by which all the rolls are simul-
taneously separated by a single movement of the lever. It ap-
pears by the record that this machine has the feature, apparently
common to all three-roll machines, by which one roll serves the
purpose of both a feed roll and a pressure roll; and the separation
in the defendant’s machine in controversy, the record says, is
brought about by this feed and pressure roll moving away from
the upper feed roll and the work or scouring roll. In another place
in the record the operation in this particular is deseribed in the
following language: v

“The Whitney machine has an upper feed roll and a lower feed roll, so

that it has two feeding points. The upper feed roll and the lower roll, work-
ing together, do nothing but feed the hide along, precisely the same as the

110 C. C. A. 194,
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upper feed roll and the lower feed roll feed it along in the McDonald, and they
have no other furetion. The lower feed or pressure and the work rolls in the
‘Whitney are also feeders. The rubber or lower roll acts as a feed roll upon
the ‘surface next to the upper feed roll. It acts as a feed roll also upon the
surface next to the work roll. At that last-mentioned point it also acts as a
pressure.roll to make this roll work; that is, unhair the hide.”

Again, on page 20:

“Pressure on the treadle in the Whitney machine throws the lower roll
out in a lateral direction, and releases it from the work roll, and also from the
feed roll above, and it releases the hide from two points.”

It thus appears that in the operation of the alleged infringing ma-
chine only one roll is adjusted or moved. The proceedings in the
patent office disclaim, as old, the use of a treadle and levers by which
a single roll can be operated and adjusted; and McDonald’s inven-
tion was thus admittedly limited to the more complicated system
of levers and connections required to operate simultaneously, easily,
and for practical purposes, two rolls, each of them embraced in
different sets of rolls in the same machine.

Whether, in any event, anything claimed by plaintiffs to have
been accomplished by McDonald involved invention, within the re-
quirements of the patent laws, or whether he was anticipated, ex-
cept so far as admitted by the proceedings in the patent office, or
whether the general principles of the defendant’s machine are the
same, or its mercantile qualities depend on the same general fea-
tures, as the plaintiffs’, we do not determine. If the case turned on
any of these issues, the law might have compelled the court below
to ask the aid of a jury touching it; but, as the case in fact stands,
they can all be assumed to be as maintained by plaintiffs, or passed
by entirely, because the case is disposed of before their considera-
tion is reached. 'We refer to them again only to make sure that it
is not misunderstood that we are dealing only with the face of
the patent, and with undisputable facts of the character which we
have. described. To returm, therefore, to our last proposition, we
add that each of the two claims of plaintiffs’ patent under consid-
eration harmonize with that proposition by the use in this particular
of clear and positive expressions. Each of them, in terms, includes
two full sets of rolls as elements in the combination. The rule,
prima facie, is that, while the use of equivalents for an element in
a combination is not lawful, yet a combination which does not in-
clude all the elements does not infringe. There may be exceptions
where the nature of the invention is of such a primary or broad char-
acter that it is plain some of the elements named are unessential;
in other words, where the invention is so broad that the range of
equivalents will be correspondmgly broad, under the liberal con-
struction which the courts give to such lnventlons Miller v. Manu-
facturing Co., 151.U. 8. 207, 14 Sup. Ct. 310. But there is no reason-
able basis for maintaining, either as a matter of law or fact, that
the case is outside of the rule applied to ordinary combinations in
Meter Co. v. Desper, 101 U. 8. 332; Fay v. Cordesman, 109 U. 8. 408,

-420, 421, 3 Sup. Ct. 236; Knapp v. Morss, 150 U. 8. 221, 228, 229, 14
Sup Ct. 81; and Dunham v. Manufacturing Co. 154 U. 8. 103, 14
Sup. Ct. 986. ‘
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The appellants rely on Royer v. Belting Co., 135 U. S, 319, 10 Sup.
Ct. 833, laying down the rule that the question of what is a primary
or pioneer patent, and also the question of the differences between
the patented machine and the alleged infringing machine, are for
the jury; but even in this case the court (page 325, 135 U. 8., and
page 833, 10 Sup. Ct.) recognizes the exception that these questions
are not to go to the jury when, if a verdict should be found on them
for the plaintiff, it would be proper for the court to set it aside.
That in the present case any finding of a jury that McDonald’s in-
vention, in whatever form it could reasonably be stated by the
plaintiffs, was excepted from the practical application of the rule
touching mere combinations stated in the cases cited, could not be
accepted by the court, and that there are no facts in the case which,
on any reasonable theory, could state the mechanical principles of
McDonald’s machine and of the alleged infringing machine, so far
as they are now involved, other than as we have stated them, are
plain propositions.

The reference to the Larrabee patent in McDonald’s specifica-
tions, on which the appellants rely, instead of weighing against our
propositions, adds to them. It is referred to, with other patents, for
the purpose of stating that neither of them “show or describe two
feed rolls for feeding a hide or skin to the scouring roll,” etc. In
the absence of qualifying matter, the fair interpretation of this ex-
‘pression is the literal one.

The appellants rely on the fact that the patented machine was
the first successful one, and on the fact that it had great commercial
success. The decisions touching the effect of these propositions are
80 numerous and modern that they need not be referred to spe-
cifically, but they limit the application of them to doubtful cases
turning on questions of utility or patentable invention. They have
no pertinency to cases which turn on the construction of the patent.
We think no well-authenticated case can be found where they have
been admitted with reference to such issues. On the whole the
majority of the court are satisfied with the conclusion of the circnit
court.

The decree of the circuit court is affirmed.

FRENCH v. KRELING et al
{Circuit Court, N. D. California. August 13, 1894)

UNPUBLISHED OPERA—UNAUTHORIZED PRODUCTION-~ACCOUNTING FOR PROFITS.
One who produces an opera without authority from the author must
account to him fo1r the profits, where such opera has never been eirculated
or published, though copies had been printed for the private convenience

of performers, in learning their parts.

Bill for an accounting by T. H. French against Joseph Kreling
and others. There was a decree for plaintiff, as prayed.

Joseph D. Redding, for complainant,



