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-ferept ;thing. Perfection : of workmanship, h¢wever. much it may; increase
“,th‘e“go?yenience, extend. the use, or diminish-the expense, is not patentable.
The _distinction between. mechanical skill, with its conveniences and ad-

vantages, and inventive genius, is recognized in all the cases. * * * The
combitiation, to be patentable, must produce a different force or effect, or
-result in; ithe combined forces oF processes; from that given by thier separate
.partg, . There must be a.new result produced by their union. If not so,
t 18 only an aggregation of separate elgments.” ,

.11 these propositions are applicable to “the combination of the
lead ‘and india rubber, or other erasing substance, in .the holder
of a drawing pencil,” they are applicable to the catch-basin cover
now.in ({uestion, and to the parts of which it is made up, The
only-new feature claimed for it in argument was the obliqye bars,
and,-in erder to distinguish those from the bars in the Synge de-
vice; 'designed for a strictly analogous use,’'the suggestion was
ventured that in that structure the bars are hinged at the upper
end, and, being unattached at the lower end, are capable of being
lifted,—a guggestion which implied, and, indeed, was followed
_by.the assertion, in gnswer to a question from the bench, that a
"catch-basin cover in all other respects like that'6f the patent would
not infringe if made with bars hinged at the top and unattached
below. - It is evident that patentability cannot depend on such dis-

tinctions. The decree helow should be affirmed.
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1. PATENTS FOR INVENTIONS——INFRINGEMENT—EQUITY. JURISDICTIQON. ..
Wkere a suit to restrain the infringement of a patent and to recover
damages therefor is begun about two months ard a half before the pat-
"ent expires, the expiration of the patent before any preliminary injunc-
tiom has been applied for does not deprive the court of jurisdiction of the

case to award damages. : , e .

2. BAME—ASSIGNMENT AFPTER EXPIRATION OF THE PATENT. |

) Where the complainant in such suit agsigns his rights under the pat-
ent pending suit, but after expiration 'of the patent, his assignee is enti-
tled to be substituted as complainant, and to file an original bill in the

.. nature of 4 supplemental bill. 58 Fed. 404, reversed.

Appeal from the Circuit Court of the United States for the Dis-
triet of Indiana. oo : C '

" ‘Buit by Isaac C. Walker against the city of Ft. Wayne to restrain
‘the alleged infringement of a patent. Nathan O. Ross was substi-
“tuted as plaintiff, and fildd a supplemental bill. A demurrer there-
-to'was sustained (58 Fed. 404), and Ross appeals.

"' On the 21st of April, 1892, Isaac C. Wilker brought in the court below
-his bill of complaint against the city of Ft. Wayne, Ind., alleging infringe-
.ment of reissued letters patent No. 6,831, issued January 4, 1876, in lieu of
original letters No. 165,438, granted July 13, 1875, to Robert Bragg, show-
ing adjudications of the validity of the patent, and praying a discovery, in-
junction, and damages. ' At the ensuing May term' of the cotirt, on May 5,
1892, the defendant filed a plea, which, besides the special matters al-
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leged, contained the averment, .equivalent to the general issue, “that said
city has never caused to be made, used, or sold, or contemplated the mak-
ing, use, or sale of any such device as set forth in plaintiff’s bill, or its
plea herein, nor any device similar to that in plaintiff’s bill;” and for a
second plea it was alleged “that at the commencement of this suit the pat-
ent in the bill set forth was not owned and held by the complainant alone,
but was owned and held jointly by the complainant, the Hon. N. O. Ross,
of Logansport, Ind., Edward C. Egan, and Atwater J. Treat of Indian-
apolis, Ind., and others to defendant unknown, in and of the state of In-
diana.” No further step was taken until the ensuing term of court, when,
on November 4, 1892, the appellant, Nathan O. Ross, moved in writing, sup-
ported by affidavit, “for leave to file herein the bill, in the nature of a sup-
plemental bill, herewith exhibited,” and that he be substituted as complain-
ant, with leave to prosecute the cause In his own behalf and in behalf of
the equitable interests recited in the bill, and have the benefit of all pro-
ceedings theretofore had in the case. By that affidavit, as well as by the
averments of the proffered bill, it appears that, when the suit was com-
menced, Walker held the legal title of the letters patent in trust for him-
self, Ross, and three others, and that afterwards, September 14, 1892, with
the consent of all of the beneficiaries, Walker transferred his entire right,
title, and interest in the patent, and in all rights of action for infringe-
ment thereof, and in all rights of whatsoever kind in respect thereto, held
by him, to Ross, who thereby acquired the legal title and all rights of
action; taking for himself a five-eighths beneficial interest, and for each of
the other beneficiaries (Shirk, Egan, and Treat) a one-eighth interest. Over
objection by the. defendant, Ross was substituted for Walker as plaintiff,
and leave given him to file, as it is called in the order, “An Amended and
Supplemental Bill,” and the bill proposed was then filed. It contains the
substance of an original bill in the nature of a supplemental bill. Ten days
later the defendant moved the court to set aside this order, and to strike
the bill from the files, and, that motion having been overruled, demurred.
The court sustained the demurrer on the ground that, the term of the pat-
ent having expired, the assignment by Walker to Ross vested the latter only
with the right to recover damages for past infringements in a suit at law,
and gave him no standing to prosecute the pending suit in equity. Upon
this point the opinion of the court, repmted in 58 Fed. 404, 407, is as follows:
“The important and difficult question is whether the present plaintiff can
maintain his bill on the equity side of the court. It i{s elementary that a
party who has 4 plain, adequate, and complete remedy at law cannot suc-
cessfully invoke the jurisdiction of a court of equity.” The original plain-
tiff brought suit about two and a half months before the term of his patent
expired. He prayed for an injunction in his bill, but took no steps to pro-
cure a temporary restraining order or to bring the suit to a hearing while
he remained the party of record. While an application for a temporary re-
straining order ‘might have been made before the term of his patent expired,
yet, according to the course of procedure of the court, it would have been
impracticable to have prosecuted the suit to final hearing and decree within
that time. When the patent has expired, and the entire claim of the plain-
tiff against the defendant rests upon the infringing acts performed during
the term, an action on the case for the recovery of damages generally affords
a complete redress, and the only one to which the plaintiff is entitled.
Consoclidated Safety-Valve Co. v. Ashton Valve Co., 26 Fed. 319; 3 Rob.
Pat. § 1092. An adequate remedy at law exists in favor of the owner of
the patent, against the infringer, whenever the sole relief required is com-
pensation for past injury, provided the remedy can be afforded without
equitable aid. When the plaintiff has chosen to seek his recompense for
the enjoyment of his invention through an established license fee, and the
infringing aects raise an implied acceptance of the offer, the sum which
the plaintiff is entitled to recover is certain and fixed, and the remedy at
law is adequate, and a court of equity is without jurisdiction; and, where
the plaintiff has a mere right to the recovery of damages for past infringe-
ments, equity is without jurisdiction, Ulman v. Chickering, 33 Fed. 582;
Burdell v. Comstock, 15 Fed. 305; Root v. Railroad Co., 105 U. 8. 189;
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Spring v. Sewing-Mach. Co., 13 Fed. 446; Jenkins v, Greenwald, 2 Fish.
Pat. Cas. 37, Fed. Cas. No. 7,270; Hayward v. Andrews, 12 Fed. 786. Where
the bill is filed too late for a temporary injunction to issue before the expira-
tion of the.term gecured by thé patent, and the recovery of damages would
afford adeg,u‘até relief, jurisdiction in equity does not exist. Clark v.
Wooster, 119 U, 8. 322, 7 Sup. Ct. 217; Mershon v. Furnace Co., 24 Fed.
741; Davis v. Snilth, 19 Fed. 828; Burdell v. Comstock, 15 Fed. 395; Racine
Seeder Co. v, Joliet Wire Chéck Rower Co., 27 Fed. 367, It has been held
that 4 bill flled ‘four days before thé patent expired should be dismissed.
Mershon v. Furhace Co., supra. Where 'a bill is filed five days before the
expiration of the term, and no effort is made to obtain an injunction, the
prayer for injunction will be held as a mere pretext, and the case not of
equitable cogniz‘ance. Burdell 'v. Comstock, supra. In Racine Seeder Co.
v. Joliet Wire Check Rower Co,, supra, where the bill was filed about two
months before the patent expired, the court expressed@ grave doubt whether,
under the rule in Root v. Railrodd Co., 105 U. 8. 189, jurisdiction in equity
existed, and resolved the doubt by dismissing the bill without prejudice to
an actlon at law. While it is certalnly true that, 1f a bill in equity to
restrain the Infringement of letters patent is properly filed before the expira-
tion of the term, the jurisdiction of the court is not defeated by the mere
expiration of the patent by lapse of time before the final decree (Beedle v.
Bennett, 122 U, 8. 71, 7 Sup. Ct. 1090), yet where a bill is filed shortly be-
fore the expiration of the patent, and no application for a restraining order
13 made, and from the nature of the infringing acts complained of it is ap-
parent that an action on the case would afford adequate relief, the bill cught
to be dismisied, It is not necessary to determine whether the bill filed by
Walker ought to have been dismissed, in the view that is taken of the rights
of the present plaintiff. His rights’ were acquired by an assignment two
months after the patent had expired. It is true that the bill states that the
improvement secured by the patent was transferred, but, as the patent had
already expired, nothing remained capable of assignment, except the mere
right of actién for the recovery of damages for past infringements. If the
present plaintiff had filed an original bill to enforce his rights acquired under
the assignment, made, as it was, after the expiration of the patent, a court
of equity could not have entertalned jurisdiction. He filed, nearly four
months after the patent had expired, an original bill in the nature of a sup-
plemental bill, exhibiting a right to recover damages for past infringing acts
acquired under an asgignment made two months after the expiration of the
patent. By such assignment the plaintiff acquired the right to recover dam-
ages only for past infringements, because the patent right—the franchise—
was incapable of transfer, since it had ceased to exist. Walker had no vested
right in the remedy, which he could sell and assign to the present plaintiff.
For the recovery of damages for past infringements, which alone passed to
the assignee, an action at law afforded the plaintiff adequate redress, and, in
my judgment, the only redress to which he is entitled.” )

Robert H. Parkinson, for appellant.
8. R. Alden and W. H. Shambaugh, for appellee.

Before WOODS and JENKINS, Circuit Judges, and SEAMAN,
District Judge.

WOODS,, Circuit Judge (after stating the facts). In Clark v.
‘Wooster, 119 U. 8. 322, 7 Sup. Ct. 217, the suit was upon a patent
which had 15 .days only to run when the bill was filed; no special
ground for equitable relief was shown, except the prayer for an

“injunction;. and though, by the rules of the court, only four days’
notice of an application- was required, it does not appear that an
injunction or restraining order was asked for; yet the jurisdiction
was upheld, the court saying that, “if the case was one for equitable
relief 'when the suit was instituted, the mere fact that the ground
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for such relief expired by the expiration of the patent would not
take away the jurisdiction, and preclude the court from proceeding
to grant the incidental relief which belongs to cases of that sort;”
and a number of decisions are cited to show that this has often been
done in patent cases. In Beedle v. Bennett, 122 U. 8. 71, 7 Sup.
Ct. 1090, where the suit was upon a patent which expired by its
own limitation after the filing of the bill and before final decree,
it is said that “as the patent was in force at the time the bill was
filed, and the complainants were entitled to a preliminary injune-
tion at that time, the jurisdiction of the court is not defeated by
the expiration of the patent by lapse of time before final decree.”
See, also, American Bell Tel. Co. v. Brown Tel. & Tel. Co., 58 Fed.
409; American Bell Tel. Co. v. Western Tel. Const. Co., Id. 410.
‘When this suit was commenced, the patent in question had two
months and twenty-two days to run. It was therefore clearly with-
in the power of the court to grant a temporary injunction, if not
to enter a final decree, before the patent should expire; and thoughb
no restraining order was issued, or perhaps could have been after
the patent had expired, jurisdiction of the case was not lost on that
account.

Other objections to the original bill are urged, which are not ten-
able, or at least are not now available. A brief consideration of
them will be enough.

The city of Ft. Wayne, respondent, is located in Allen county,
Ind., but is described in the bill as “located in the county of Vigo;”
and upon that ground it is contended that the suit, as begun, was
against another party, and that an amendment of the bill was nec-
essary to make it a suit against the respondent. The erroneous
statement in respect to the location of the city was simply a mat-
ter of misdescription, not affecting or, at most, not determinative of
the identity of the party. The fact that Ft. Wayne is in Allen
county is probably a matter of judicial cognizance, notwithstand-
ing the averment of the bill; but, to say the least, the respondent,
having made a full appearance and pleaded to the merits of the
bill, has waived the objection, and also the objection that the
original complainant had an adequate remedy at law. Kilbourn v.
Sunderland, 130 U. 8. 505, 9 Sup. Ct. 594.

Walker was competent to prosecute the suit in his individual
name, either upon the averments of his own bill, which showed
him to be the holder of the legal title to the patent, or upon
the bill of Ross, which shows that he held the title for the benefit
of himself and others, of whom Ross was one, “with full power to
maintain suit to recover for infringement, and to take all steps
proper and necessary for the protection and enforcement of the
rights, legal and equitable, held under said letters patent.”

In Carey v. Brown, 92 U. 8, 171, it is said: “

“The general rule is that In suits respecting trust property, brought either
by or against the trustees, the cestuis que trust, as well as the trustees,
are necessary parties. Story, Bq. Pl. § 207. To.this rule there are several ex-
«eptions. . One of them is that where the suit is brought by the 'trustee to
recover the trust property, or to reduce it to possession, and in no wise affects
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his rela,tjpn, with his cestuis que ftrust, it is,unnecessary to make the latter-

a.}'tles ,Horsley v. Fawcett, 11 Beay, 569 was & ¢ase. of this kind, The ob-
jecttdn thken here was taken there. The mastér of the rolly said: ‘If the
objéét of the bill were to'recover thefund, with a’view to its administration
by the court, the parties interestsd must: be- represented. But:it'merely seeks
to reeover ithe-trust moneys, so a8 te enable the trustee hereafter to dis-
trlbute them agreeably to the trusts declared. It.is therefore unhecessary
t6 bring befote the court the parties ‘béneﬁcmlly interested.’ Such is now the-
settléd rhle M equity pleadlng and practlce ”

"Andi in Kermson v. Stewart, 93 . 8. 155, 160

“It cannot be doubted that under some circumstances a trustee may repre‘
sent_his ‘beneficlaries in all things. relating to their. common interest in the
trust’ propert 7. He may be invested with such powers and subjected to such.
obligations: that those for whom he holds will bé bound by what is done-
agalist him, 'as well as by what is done by him. The diffculty lies in ascer--
taining whether he occupies such a position, not in determining. its effect if he-
does. If he has been made such & representative, it is well settled that his.
beneﬁciaﬂés dte Hiot nécessary parties to a sult by him a,galnst a stranger to-
enforce the trust (Shaw v. Railroad Co., 5 Gray, 171; 'Bifield v. Taylor.
Beatty, 91;; Camphell v. Railroad Co.; 1 Woods, 876, Fed. Cas. No. 2,366; Ash-
ton v. Aﬂantic Bank, 3 Allen, 220);: or to one by a stranger against him to-
defeat it in whole or in part (Rogers v. Rogers, 3 Paige, 879; Wakeman v.
Grover, 4 Palge, 34; Winslow v. Railroad Co., 4 Minn. 317 [Gil. 230}; Camp-
bell v. Watson, 8 Ohio, 6500). In such cases the trustee is in court for and on
behalf of the beneficiaries; and:theéy, though not parties, are bound by the
judgment; unless itis 1mpéaphed for fraud or collusion between him and the
adverse party.”

See, also, Tilghman v, Prootor, 125 U. 8. 186, 8 Sup Ct 894; Rude
Westcdtt 130 U. 8. 152, 9'Sup. Ct. 463. :

Ron,, 1t ﬂollows, ha.vmg succeeded to the title and entu'e interest.

alker, was properly admltted as complainant, and was entitled .

to continue the _prosecution of the suit, unless, by reason of the
expiration of the patent, it was necessary that this suit should
abate .or be dmmxssed and all subsequent remedies be sought in
a court:of law. Walker, having ‘parted with all interest, and,
with the’ consent of the other parties concerned, having divested
himself of .any trust in, t]leu' favor, could not. prmcute the suit
further, and abatement was,inevitable unless a new plaintift could
be substltuted The nght to mtroduce new  parties, or to sub-
stitute one party for amother, in equity, when there has been a
change of interest. pending - the suit, is so well recognized that the
books treat not so much of the right as of the method of accom-
plishing the substxtutlon, It is done either by a supplemental bill,
or by an’ original bill in the nature of a supplemental bill —the
- former bemg applicable properly to those cases where the same
parties or the pame interests remain before the.court, while the
latter. s, .properly , apphcable when new parties, with new inter-
ests arising from events since the institution of the suit, are
brought before the court.”  Story, Eq. PL § 345. If a complamant
suing in his own right, parts with less than his entire interest, or

if “he! id- deprived- of ‘hiy éntire interest but he is not the sole,

complamant, the défett in either case may be supplied by means
of a supplementa,l bill... Id. §§ 346-348. But if a sole complainant
suing-in his own right is deprived of his whole interest, as'in the
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case of bankruptcy, or if he assigns his whole interest to another,
he is no longer able to prosecute the suit, for want of interest, and
the assignee may be made complainant in his stead; but, as the
title of the latter may be litigated, the substitution must be accom-
plished by means of an original bill in the nature of a supplemental
bill. Id. § 349; 2 Daniell, Ch. PL. & Pr. c. 33. The dispute here, how-
ever, is not over the general rule. The contention is that, as the
patent in this case had expired before Walker’s transfer to Ross,
nothing remained which was capable of assignment, except the
mere right of action for past infringements; that the patent right
was incapable of transfer, since it had ceased to exist; and that
Walker had no vested right in the remedy, which he could sell
and assign to the present plaintiff. Broadly stated, that means
that a complainant in equity may not transfer to another his in-
terest in the subject-matter of the contest, and confer upon the
assignee the right to prosecute the suit to a decree upon the merits,
if, by reason of events subsequent to the bringing of the suit, the
controversy has so changed as to be the subject only of an action
at law. The serious consequences of such a restriction upon the
right of a complainant to sell his interest in the subject-matter of
litigation, and to have the purchaser substituted as complain-
ant, are obvious. In every such instance an assignment by a sole
complainant, or by all-of the complainants, to a stranger, would
be followed necessarily by a dismissal of the suit at the com-
plainant’s costs. If in a federal court, and the jurisdiction depend-
ent on citizenship, the assignee might be compelled to go with his
case at law into a state court; and if, pending the suit in equity,
the right of action at law should have become barred by the lapse
of time, the complainant, whatever his original equities, might as
well abandon his case as attempt a transfer, which could benefit no
one but his adversary in the litigation.

No authority directly in point upon the question has been cited, or
has come under our observation, but an analogous question has been
determined in numerous cases where the jurisdiction, dependent orig-
inally upon diverse citizenship, has been maihtained notwithstanding
changed relations of the parties, which, if existing at the beginning,
would have made jurisdiction impossible. A bill of revivor, for in-
stance,may be brought by one who could not have brought the original
suit. Clarke v. Mathewson, 12 Pet. 164. And supplemental or ancil-
lary proceedings, though between parties of whom the court in the
first instance could not have taken jurisdiction, are treated as de-
pendent upon the suits out of which they grew. Freeman v. Howe,
24 How. 450; Minnesota Co. v. St. Paul Co., 2 Wall. 609; Krippen-
dorf v. Hyde, 110 U. 8. 276, 4 Sup. Ct. 27; Root v. Woolworth, 150
U. 8. 401, 14 Sup. Ct. 136, If, in this case, after the expiration of
the patent, Walker had died, it is clear that the suit could have
been revived and prosecuted in the name of the legal representative
(Clarke v. Mathewson, supra), or in case of bankruptcy the assignee,
by means of a supplemental bill, could have taken the benefit and
control of the proceedings; and we think it equally regular, where
the complainant has made a voluntary transfer of his title and in-



472 FERERAL REPORTER, vol. 63,

terest to one who is-4 stranger to the suit, that the latter shall be
admitted into the place:of the original complainant. The substitu-
tion-of Ross as complainant, we think, would have been proper
if Walker, besides holding the legal title, had owned the entire
beneficial interest in the patent. Ross and the others beneficially
interested, upon a full statement of the facts, would have been
proper, though not necessary, co-complainants in the original bill.
If-they had been, and there had been the same transfer of interest
which is shown to have occurred, a supplemental bill only would
have been necessary in order to dismiss Walker from the record,
and to enable the others interested to prosecute the suit; but
Walker having brought the suit as if in his own right alone, and
having transferred his interest and title to Ross, it was necessary
and proper that the latter should come in under an omgmal bill
in the: nature of a supplemental bill, and having done so he is, in
our opinion, entitled to prosecute the action to the end, as if he
had begun it. The decree below, therefore, should be reversed and
the order sustaining the demurrer to Ross’ bill set aside, and it is
80 ordered.

UNITED STATES v. HALL et al.
(Oircuit Court of Appeals, First Circuit. May 15. 1804.)
No. 85.

1. NAVIGABLE Wunns—Ons'muc'rIon BY SUNKER VEssEL, — COMPELLING Re-
MOVAL, .
Owners of a vessel, who scuttle and sink her in a harbor while on fire,
for the .purpose of saving her rigging and spars and abandoning her to
the underwriters, may be compelled to remove the hull, as an obstruction
to navigation, under Act Sept. 19, 1890, 5 10.

2. ArPEATL—REHEARING.
A rehearing will not be granted, ordlnarlly, for causes not brought to the
a.ttention of .the court on the original argument, or by the petitioner’s briet.

". Appeal from the ercmt Court of the United States for the Dis-
trict of Maine."

This was a suit by the Umted States against Hudson G. Hall and
others to compel removal of an obstruction to navigation. The
circuit court dismissed the bill, and a decree for defendants was en-
tered thereon. = The Umted States appealed.

- .Isaac Ww. Dyer, for the United States.

William H. Folger and Benjamin. Thompson, for appellees.
 Before PUTNAM, Oxrcult Judge, and NELSON and ALDRICH,
-District Judges. 8

ALDRIOH, District Judge This is a bill in equity based.upon
the act of congress of September 19, 1890 (26 Stat. 426), and insti-
tuted under. the direction of the attorney general of the United
States, to compel the defendants to remove the hull of a vessel,
whieh, it is claimed, exists as an obstruction to navigation, in Rock-
land harbor on the coast of Maine, and comes by appea.l from the

cireuit court for that district.



