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WAUKE HA HYGEIA MI\TERAL SPRINGS co. 2 HxGmA ‘SPARIx--
Wi oy v LING DISTILLED WATER CO.., -

wh'cuit Court of. Appeals, Sdventh Circuit. October 1. 1894)
A No. 116
ORxE g 4

1. TRA‘DE MARKS—RIGHTB DEFII\ED BY (,ONTRAC’I‘

Where two parties have been using similar trade-marks, a contract-
between them whereby one party is to use one form of the trade-mark
in connection with certain. words. and the other is to use another form
of it in connection with other words, followed by the use of such trade--
marks for several 'years in: accordance with. the tefms of the contract,
establishes thé rights of the parties, and is blnding upon their assignS»
anq Syccessors in business. .

2, SAM’E—-(}O,NTRACT-—REGORD I¥ PATENT OFFICE. |
' ""Sdch’ eontract 1s not, recordable. in the patent ofﬂce, since it is not a:
transfei' of a right to use a trade-mark,

Appeal, from the Circuit.Court of the Umted States for the North--
ern District of Illinois,

Suit for injunction by the Hygema Sparklmg Distilled Water-
Company against the Waikesha Hygeia Mineral Springs Company..
Complainant obtained a decree. Defendant appeals.

Thy,

The. Bfgnmuee,, Hygeia: Sparkding Distilled Water Company, filed its bill in
equity for, mjunct;jon restraining the appellant, Waukegha Hygeia Mineral:
Springs Com any, from using the word “Hygela” as a trade-mark or name

for drinkitig Wwaters, exbept in the way specified in a contract entered into
August, 20,1886, between. the appellee and -the ‘appellant’s’ predecessors.
The appsllapt answered, and filed a cross bill; the answer denying the equi-
ties of. the hill, asserting right in appellant to use the word “Hygeia” broadly
as a trade- k and claim ng ‘that the alleged contract.with its predecessor
is not Bi dfﬁg ‘upoii'the sppellant, for want of tecord Of notice, and is not
enforceable: In! equity for vatious réasons; tHe ¢ross bill alleging that the
appellant is entitled to exclusive use of ithe word as a trade-mark, and praying
that the sﬁ)é)gllee e enjoj,ngd, The decree:is for a perpetual injunction in-
favor of t ’Rﬁel ee'in accordance with the allegations and prayer of the .
original bll,' “The ‘appelled is’e manufacturer of dlstilled water, to which ‘the
trade-name’of *Hygeia” had bden applied:for some tite' prior to 1886. The
appellant is.thd ewner of a-8piing at Waukesha, Wis. (acquired. by it in 1891,
ungder title, derived rom the Smiths,, who made the contract of 1886),: to :
which the hame of *Hygela” had been applied; and its waters were marked
with the nanié" “Hygefa" aspart of the designation, prior to 1886. The spring.
was owned :and its’ business condiicted 'by  James H. and Charles T. Smith,
in and prigri40.1886; and to-avoid controversy with reference to a trade-
name, unde; ﬁ threats of prosepution by the appellee, a contract was entered
into betweeh 'the. appellee, as first p and the Smiths, as second parties,
August 20, 1888, which recited that the st ‘party was engaged in the manu- .
facture. nfﬂﬁiwned“ waters; #fid “used &8 the essential feature of its trade-
mark the word ‘Hygela’ and a;figure .of thé goddess of Hygela,” there shown;-
that. the st p(} parties wereiowners of .f natural mineral spring at Waunke-
sha, called the * ‘Hygela Natural Minera] Spring,’ and have used as the essen-
tial feature of their tradé:mark in the'sple of the waters of sald spring the
words ‘Walilkesha Hygeia Mineéral Spring,” together with' a figure of the
goddess of Hiygeia,” which is d1so shown/ 1 the contract; and that they desire:
to avoid qonmc%hand infringement In the use by hoth of their respective trade-
marks,” and to a,t end have entered .into contract.  Thereupon, “in considera
tion of ‘the prémises, and of five hundred dollars” paid by the first party to
the Second parties, the following provislons dre made‘ “First. And the party
of the first.part. shall have, and is hereby recogiized ‘as having, the exclusive
right both to use the word ‘Hygela' and the figure of which the first above is: -

.:')L
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a fac simile, in connection with the distilling of water and the manufacture
and sale of carbonated and artificial mineral waters, vichy, seltzer, ginger ale,
ete., made by distilled watér. The said party of the first part, however,
shall not in any way or manner use the said word ‘Hygeia’ in connection
with any natural mineral spring water, and shall not likewise use the words
‘Natural’ or ‘Spring’ water in or upon any stamp, cork, label, circular, adver-
tisement, sign, bill head, letter head, etc., in any way or manner calculated
to deceive or mislead the public. Second. The said parties of the second
‘part shall have, and are hereby recognized as having, the exclusive right
forever in and to the use of the said word ‘Hygeia’ in combination with
‘Waukesha Hygeia Mineral Spring’ with or without the word ‘Water’ super-
added, and of the figure of which the second above is a fac simile, including
said word ‘Hygeia’ as now a part thereof, used in any manner or connection
with the bottling, putting up, and sale of the waters, whether carbonated or
in said spring so situated at Waukesha, Wisconsin, as aforesaid, and of
ginger ale the waters for which are from said spring. They shall not, how-
ever, use the said figure except in connection on the same label, ete., with
said combination ‘Waukesha Hygeia Mineral Spring,’ and they shall not in
any way or manner use the said word ‘Hygeia' otherwise than in conneection
with said figure, and in such combination as above indicated on any stamp,
cork, label, circular, advertisement, sign, bill head, letter head, etc. They
shall not use the said word, figure, or combination in connection with distilled
water, nor in connection with any other water than said spring water.”
The testimony on the part of the appellee is directed to showing their use
of the trade-mark prior to this contract (having registered it in the patent
office in December, 1882); and that, for the several years that intervened
between the making of the contract and the purchase by the appellant, there
was strict compliance with the provisions of the contract by both parties,
and the appellee expended large sums in reliance upon it, giving great value
to its trade-mark. The testimony of the appellant is mainly directed to
showing in contravention of the contract that its predecessors named their
spring “Hygeia,” and had appropriated and used that as the distinguishing
word in the combination of words by which the water was known and
put upon the market, prior to any use by the appellee; that the appellant
had no notice, actual or constructive, of the contract made by its predecessor
in title, and was a bona fide purchaser; that the contract was an imposition
upon the Smiths, and was harsh and inequitable; and that the appellant’s
predecessor was not incorporated at the time of entering into the contract.

Banning, Banning & Payson (William B, Xeep and Frank O. Low-
den, of counsel), for appellant.
Isham, Lincoln & Beale and Herrick & Allen, for appellee.

Before JENKINS, Circuit Judge, and BUNN and SEAMAN, Dis-
trict Judges. '

SEAMAN, District Judge (after stating the facts). The com-
plainant, Hygeia Sparkling Distilled Water Company, seeks to re-
strain the Waukesha Hygeia Mineral Springs Company from use
of the word “Hygeia” as a trade-name for its waters otherwise than
specified in a contract entered into August 20, 1886, between com-
plainant and defendant’s predecessors. The defendant (appellant
here) seeks to ignore or avoid that contract, and claims prior ap-
propriation of the word, as the distinguishing name of its waters,
and prays, by cross bill, for an injunction restraining the com-
plainant from using the word in its corporate name or trade-mark.

The controlling question in this controversy is whether or not the
contract is operative between these parties for the purpose of es-
tablishing and defining their respective trade-mark rights, in con-
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nection with the testimony of silbsequent conduct.  If the contract
‘governs; the propf tendmg to show prlomty of use is*immaterial,
.and the ‘comp ainant is_entitled to protection against. employment
of the word ¢ ygeia,” ag a trade-name for waters, without the quali-
fying words provided by the contract. If the contract is excluded,
the complainant fails to establish 4 case of prior appropriation of
the name, on this record at leést and. it would remain to inquire
whether the defendant was entitled to affirmative relief: The con-
tract of August 20, 1886, was between the complainant, of the one
part, and James H. and Charles T. Smith, defendant’s predecessors,
of the other part, after each had undlsputed]y employed the word
“Hygeia” as a portion of the trade-name of their respectlve waters.
The record shows clearly that the purpose and provisions of the
contract were well understood by the original parties; that it was
executed deliberately, after considerable negotiation, and was fol-
lowed by constant and (apparently) satisfactory compliance by both
parties for several years, without dissent or disturbance, until after
the defendant purchased and ¢omimenced operations. There is no
foundation for the objection that the contract was obtained un-
fairly, and the adequacy of the consideration paid the Smiths is
not here open to question. -The agreement recited that the com-
“plainant was engaged 4n the manufacture or preparation of distilled
- waters, for which it had used as the essential feature of its trade-
. mark the Word “Hygeia” and a figure of the goddess Hygeia; that
- the ,Smiths owned a sprihg at Waukesha, called the “Hygeia
- Natural Mineral Sprm(r ” and had used as the essential featuré of
their trade-mark, in the sale of the waters, the words “Waukesha
. Hygeia Mineral Spring,” together with another figure of the
-goddess Hygeia. It does not assert priority for either, and, if
ity statement of the existing trade-mark of the Smiths be taken as
true, the use of the word “Hygeia” in the combination there shown,
prior to any ‘use by the other, party, was not conclysive of a mght
to the single word as a trade-mark, Whether it or the word
- “Waukesha” was the distinguishing word was at least open to ques-
_tion, and dependent upon circumstances. In that view, and, as
the contract states, “to avoid conflict and infringement in the use
of both of their regpective trade-marks,” an agreement between the
users would seem commendable, and for the best interest of the
parties and the public, if’ it conld be reached and made effective
for mutual protection. This contract was thereupon made, ahd it
“provides, in clear and uneqm’Vocal termis, for recognition and preser-
‘vation of the then existing formis of trade-mark which are there
Tecited as the exclusive right’of each respectively, viz.: (1) The
‘first party to use the word “Hygeia” and its figure of the goddess,
'in connection’only with its “distilling of water and the manufac-
“ture and sale 'of carbonated and artificial mineral waters, vichy,
seltzer, ginger ale, etc., made of’ distilled water,” and not to use
the word “Hygeia” in connectlon with natural mineral or spring
water, or the words “Natural” ‘or “Spring” water upon any label,
ete., calculated to deceive thé public; and (2) the second parties
to use “the word ‘Hygeia’ in the combination “‘Waukesha Hygeia
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Mineral Spring,’ with or without the word “Water’ superadded,”
and its figure of the goddess, “including said word Hygeia’ as now
a part thereof,” in connection with “the bottling, putting up, and
sale of the waters, whether carbonated or not, of said spring,” and
of ginger ale made of said waters; but the figure was only to be
used in connection and upon the same label with the combination
“Waukesha Hygeia Mineral Springs,” and “they shall not in any
way or manner use the word ‘Hygeia’ otherwise than in connection
with said figure, and in such combination as above. indicated,”
on any stamp, label, etc., and shall not use either in connection
with any otber than said spring water. It is not an attempt to
transfer or license the use of a trade-mark, or any rights therein,
or in any word thereof, but fixes and defines the existing trade-mark
of each, that confusion and infringement may be prevented. If
the word “Hygeia” had been used by the second party, at any time,
otherwise than in the combination named, such use was thereupon
and thereafter abandoned,—declared without right, and of no
effect. The contract operates by way of estoppel upon each of the
_ contracting parties, precluding each from “saying that that which
by the intervention of himself or his has onee become accredited
for truth is false.” 2 Best, Ev. (Morgan’s Ed.) § 534. Between the
parties and those claiming under them, it may well constitute the
fundamental evidence of what was adopted by each as a trade-
mark; while trade-mark rights are established by the testimony
of subsequent exclusive use, respectively, in accordance therewith.
The contract does not create the trade-mark, but it is clear evidence
of its purpose and elements. Its provisions tend directly to the
end for which the law of trade-marks has been evolved, viz. for pro-
tection of the public as well as the owner from imposition,—“that
one man is not allowed to offer his goods for sale, representing them
to be the manufacture of another trader in the same commodity.”
McLean v. Fleming, 96 U. 8. 245. This is the view in which com-
plainant’s bill sets up the contract; and the action is not in the
nature of specific performance, as the defendant’s contention would
have it treated, but is clearly for the enforcement of alleged trade-
mark rights. .

Infringement in this case is undisputed. The single word
“Hygeia” is used by the defendant for the Waukesha water, upon
labels and advertisements, without any of the other words desig-
nated therefor by the contract, and duplicating the complainant's
trade-name. If the Smiths were thus infringing, the relief prayed
for would be granted as a matter of course, under the operation of
the contract above expressed; and the only question which remains
for consideration is whether the same rule is enforceable against
the defendant, a purchaser, in 1891, of the property and rights of
the Smiths in the Waukesha water. The claim is made in behalf
of the defendant that the contract is not operative against it (1)
because of a bona fide purchase without actual or constructive no-
tice of its terms; (2) that it should have been recorded in the patent
office, under the trade-mark act of 1881, to make it effective against
an innocent purchaser. Neither of these propositions is tenable.
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(1) The purchase was not of the character which protects the buyer
from equities existing ‘againat: the seller, - Only such trade:mark
¥ights were. obtamed as were-then vested in the Smlths and their
assighs, viz.: in 11891, five years after the contract was entered, mt;o,
when the: tradevmark of each had become established in accordance
‘with: the definitions of the. contract. The purchaser found its
trade-name, “Waukesha Hygeta Mineral Spring Water,” in constant
and well-settled use; and/found the-complainant using the word
“Hygeid” for its ‘distilled,waters. This was, at, least, notice of the
conditions existing under the contract. - The defendant, can assert
no momopoly in the ndame “Hygeia” unless it can show mght throm,h
the Smiths.! Nolarger claim:can be maintained than was possessed
by the source of:-title, #nd the right is subject to the same equities,
abandenment, or: estoppel which could be asserted against the ven-
dor. (2)~:The‘,comract wag not recordable under the trademark
act.: ‘Bection 12 s cited ds applieable, but it does net provide for.
recoid of any ingtrument except transfers of the right to use trade-
marks. ' As this:cdontract is'not a transfer or assignment, and does
not‘purport to give benefits to one which were claimed to be vested
in the other; or to eonfer any new rights, it is not within the act.
The fact that complaidant had recorded its trade-mark in the pat-
ent office would therefore neither requue nor permit record of the
contract which effected no change in it.. That which was entered
of record was the same which was specified and retained in the
contract; The trade:mark, when established, is valid and entitled
to prdtection, whether registered or pot.. If the fact of registry
confers any benefits, it is only those which are specially provided in
the act'of congress, and not-covered. by the common law rule.

The appellant urges as a. further objection to the decree that the
appellee must be barred from any. relief because it is disclosed that
at some time during its inception the trade-mark was employed
by parties in the name of a corporation, when there was no corpora-
tion in fact, violating a criminal statute of the state of Illinois (sec-
tion 220: of the Criminal Code), which imposes a fine “if any com-
pany, dssociation or person puts forth any sign or advertisement,
and therein assumes, for the purpose of soliciting business, a cor-
porate name, not being incorporated.” - This statute has no applica-
tion here, even if it bears the construction for which' appellant
contends; for the reagon:!that the fact is undisputed that the com-
plainant was duly incorporated, under. the laws of the state of New
York, ih-the year 1885, prior to the execution .of the contraet in
question, and therefore the alleged premature illegal assumption of
corporate existence was.heyond the stope of inguiry in this case;
and -for the further reason that the acts do not appear to have
been committed in the state of Illinois, or after the commencement
of business. therein, and:.were lawful in the state of New York.
There:is ‘entire absence fof any showing of fraud; and, we find no
ground for this obJectmu, either under the statute referred to or
any rules of eqmty X

As stated in Canal Co. V. Clark 13 Wall. 311: “The office of a
trade-mark is fo point out distinctively the origin or ownership of
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the article to which it is affixed; or, in other words, to give notice
who was the producer.” The word “Hygeia” has no original sig-
nification which would point out the distilled water of complainant,
or any other water or article; but it has, by association at least
since the making of the contract, became identified with that water
in the markets; so that the word used alone is an emblem of the
<omplainant’s productlon, and so used would not be associated with
the defendant’s water, in the general market, where it had become
‘well known by the combination name, in which the name of its
sprmg and its local designation are preserved. The distinction
made in pursuance of the contract is well marked, and is well main-
tained in the practice which followed under it. It is the’ duty of
the’ ‘court to ‘protect both the public and the parties from imposi-
tion and confusion which would arise from indiscriminate use of
these trade-names; and, to the end that each should be distinctive
.of the origin and ownershlp by association, the defendant was prop-
-erly enjoined from infringement, and the decree is affirmed.

"WAﬁ'KESHA HYGEIA MINERAL SPRINGS CO. v. HYGEIA SPAR-
KLING DISTILLED WATER CO.

(Circuit Court of Appeals, Seventh Circuit. October 1, 1894)
No. 144,

“TRADE-MARRS—WaHAT CONSTITUTES INFRINGEMENT.

Defendant had the right to use the words “Waukesha Hygeia Mineral
Springs” .as a trade.mark, and complainant had.the exclusive right to
the use of the word “Hygela” as a trade-mark, except in the form used
by defendant. Held; that the fact that defendant made the word “Hy-
geia” more conspicudéus than the rest of his trade-mark did not consti-
tute an infringement of complainant’s rights.

Appeal from the Circuit Court of the United States for the North-
-ern District of Ilinois.

Suit for injunction by the Hygeia Sparkling Distilled Water Com-
pany against the Waukesha Hygeia Mineral Springs Company.
‘Complainant obtained a decree. Defendant appeals.

This bill in equity is filed by way of supplement to an original bill between
the same parties, on which there was a decree in favor of the complainant, re-
straining the defendant (appellant here) from using the word “Hygeia” as a
trade-name otherwise than in the combination “Waukesha Hygela Mineral
Spring,” with or without the word “Water” superadded; or, in effect, ac-
cording to the definitions of the respective trade-marks contsined in a certain
contract, bearing date August 20, 1886. The present bill seeks further in-
junctional relief by preventing 'the defendant from using the word “Hygeia”
‘in the combination allowed by the former decree *“in more conspicuous let-
ters than the other words in said combination,” by using the same in
“lnrger or different colored letters than the other words in said combination.
or in any othér manner.” A copy of the bill, record and proofs in the orig-
inal case is annexed as an exhibit, and made a part of this bill; and certain
signs, advertisements,. labels, ete., referred to as the infringing devices, were
Dbefore the court as exhibits, with the bill. The defendant filed a general de-
murrer, which was overrnled. Upon its election to stand by the demurrer,
a decree for perpetual injunction was entered, in accordance with the prayer
‘of the bill; and the defendant appeals from the decree.



