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been cured by Cheeswright’s conduct. He recognized and acted upon
the license. His correspondence and testimony—saying pothing of
Yeomans’ testimony—show this very plainly. He was unaware of
the terms in which it was expressed, and the claim set up under
it, but it may be assumed that he was aware the terms were not
more favorable to himself than the construction we have placed upon
those used; for as we have seen the license when thus construed is
consistent with the power granted to Yeomans, and is the most
available means of doing what he desired to accomplish,—in other
words it is such a license as he authorized, and knew was most
likely to be granted.

Until Yeomans’ authority was revoked and the defendants had
knowledge of it, their settlements with him were a discharge of lia-
bility. For any moneys which may have become due since, settle-
ment must be made with the plaintiffs. How the account stands
we are not called upon to determine. The parties disagree about it,
and the question is one principally of figures. If there is anything
due the courts of the state have jurisdiction and afford adequate
remedy. The suit is not based on such a claim.

The decree must therefore be disaffirmed and the bill dismissed
with costs. The case is remanded to the circuit court to carry out
this order.

SHOEMAKER et al. v. MERROW,
(Circuit Court of Appeals, Third Circuit. May 18, 1894.)
No. 14.

1. PATENTS — INFRINGEMENT Suir — EFFECT OF ADMISSIONS IN INTERFERENCE
. PROCEEDINGS.

A party to an interference proceeding practically withdrew from the
contest by means of a stipulation by which he agreed that the preliminary
statement of the other party should be accepted as evidence on the ques-
tion of priority, that no additional evidence should be received, and that
the matter should be decided on this evidence alone, without argument. A
patent having been issued to his opponent, he accepted a license thereun-
der. Held, that the stipulation amounted to an admission of priority of
invention, sufficient, as evidence in a subsequent suit for infringement,
to show prima facie that the successful party in the interference was the
first inventor.

8. BAME—WITHDRAWAL OF CLAIM—ESTOPPEL.

One who retires from an interference proceeding, and withdraws his
claim for the specific element forming the subject of the interference, is
thereafter precluded from claiming such element under his patent. 59
Fed. 120, reversed.

8. BAME—LIMITATION OF CLAIM8—CROCHETING MACHINE.

The Merrow patent No. 428,508, for a crocheting and overseaming ma-

chine, construed, and keld not infringed. 59 Fed. 120, reversed.

Appeal from the Circuit Court of the United States for the East-
ern District of Pennsylvania.

This was a suit by Joseph M. Merrow against John Shoemaker
and others for infringement of letters patent No. 428,508, issued to
complainant May 20, 1890, for a “crocheting or overseaming ma-
chine.” The circuit court rendered a decree dismissing some of the
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_defendants, but in favor of the complaiﬁant as to the others. The
opinion 18 réported in 59 Fed. 120, and contains a full statement of
the facts. Defendant appealed.

Joseph C. Fraley and 8. 8. Hollingsworth, for appellants,
Joseph B. Church, for appellee.

Before ACHESON, Circuit Judge, and BUTLER and WALES,
District Judges.

BUTLER, District Judge. No statement of the case is necessary
to an understanding of what we propose to say, and none therefore
will be made. Of the numerous errors assigned the following only
need be noticed: ,

‘(7). The circuit court erred in not holding that the conduct of the complain-
ant, Joseph M. Merrow, in the matter of the interference declared in the
United States patent office between the application of said complainant and
the  application of sald George D. Munsing and the application of Thomas
J. Holton and Frank Malsch, constituted an admisslon against interest by
the: sald complainant which . is competent evidence against him of the fact
of prior invention by said George D. Munsing of the subject-matter in issue
in said interference. (8) The circuit court of the United States for the
eastern district of Pennsylvania erred in not holding that any construction -
of said. first, second, third, and fourth clajms of said letters patent No. 428,-
508, dated May 20th, 1890, which would Include the defendants’ machine,
would render the sald claims invalid by reason of the fact that prior to the
invention by the said complainant, Joseph M. Merrow, of the subject-mat-
ter of the said claims, a machine, substantially identical with the defend-
ants’ machine had been known to and used by George D. Munsing, of and at
Minneapolis, Minn.”

We may adopt all the circuit court has said, except what relates
to the defense based on Munsing’s' patent. That patent covers
everything embraced in the claims before us. The effort to distin-
guish it by reference to the fact that these claims are broader in
terms than those of Munsing is we think futile. The invention
shown and claimed is the same. While Merrow’s claims do not
specify the “finger,” as Munsing’s do, they embrace it by implica-
tion. That Merrow so understood is shown by the fact that he
pever made a machine without it (or its plain equivalent), and by
his assertion that the respondents’ machine, which contains the
““finger” as a necessary element, is an infringement. But, further-

more, Munsing’s ninth claim says nothing about the “finger,” and,

consequently, is as broad even in terms as Merrow’s, If it be con-
ceded, ‘however, that the omission of the latter to specify the

“finger” as an element distinguishes hin patent from Munsing’s, then

it must also be conceded that it distinguishes the respondents’ ma-

chine from Merrow’s, for theirs contains the “finger,” will not oper-
ate without it, and is identical with Munsing’s.

The only question, therefore, is, did Munsing anticipate Merrow?
The proofs show that Merrow, Holton & Malsch, and Munsing sever-
ally made application for patents for “crocheting machines,”—the
first on Beptember 1, 1887, the second on September 8, 1888, and the
third on October 17, 1888,—consisting of similar combinations, con-
taining nothing new (at least as respects the claims under consider-

- ation) but the substitution of an “intermitting feed mechanism”
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(which admits of two or more stitches being taken in the same
place) for the old mechanism which fed continuously, after each
stitch. The patent office, after expressing doubt of the patentabilty
of either, declared interferences—first, between the former two ap-
plicants, and, second between all three. While certain of the re-
spective claims only were named in the issue formed, those named
embrace substantially everything covered by the invention. As
between Merrow and Holton & Malsch, the decision was in favor
of Merrow. This result lost Holton & Malsch their place in the
other contest, and it proceeded between Merrow and Munsing alone.
After taking testimony, the parties entered into a contract as fol-
lows: )

“It is hereby stipulated and agreed by and between the parties hereto that
the sworn statement of George D. Munsing, executed on the 20th day of Sep-
tember, 1889, and filed for record in this cause September 24th, 1889, be re-
ceived and accepted as evidence on his behalf on the issues of priority of
invention now pending between the parties hereto, with the same force and
effect as though regularly taken upon notice, and duly filed in this case;
that no further or additional evidence shall be taken or received; that the
case shall be taken up and decided at the earliest possible moment by the

examiner of interferences, without argument, and upon the evidence con-
tained in said sworn statement.”

The sworn statement of Munsing, referred to above, is as follows:

“That he conceived the invention set forth in the declaration of inter-
ference on or about the 1st day of December, 1882; that on or about the
1st day of June, 1883, he made drawings of the invention; that on or about
the 1st day of June, 1883, he first explained the invention to others: that on
or about the 15th day of July, 1883, he begun work on a full-sized machine °
embodying such invention, which machine was completed about the 10th
day of November, 1884, and that on or about the 10th day of November,
1884, he successfully operated said machine, and that he has since built other
machines embodying said invention, and has used the same; that he has
made no models except full-sized working machines.” -

Thus Merrow withdrew from the contest, and permitted—indeed,
assisted—Munsing to make out his case, and obtain a patent, under
which he (Merrow) was to have an exclusive license, paying a royalty
of $10 for each machine manufactured thereunder. It is unneces-
sary to pass upon the question of estoppel, which the respondents
base on this conduct. It is sufficient to consider its effect as evi-
dence on the question of priority. We regard it as an admission of
Munsing’s priority, and his consequent right to a patent. The in-
‘ference seems reasonable that Merrow proceeded far enough with
the contest to discover that a continuance would result disastrously
to him, then abandoned it, and united with Munsing to obtain a
patent for their joint benefit. This inference finds support in Mer-
row’s testimony. Any other view seems inconsistent with his con-
duct. Why, otherwise, should he abandon a contest thus entered
upon and prosecuted nearly to its close, and subject himself to the
payment of a royalty on the machines to be manufactured, if he was
the first inventor, and consequently entitled to the monopoly of such
mannfacture without paying tribute to anybody? It is said he was
tired of the contest, and therefore compromised. Men do not
commonly tire of such contests until their hopelessness is discovered.
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We see little evidence of compromlse in the transaction. Munsing
got the patent; and, although Merrow got a license under it, he
got it at a pretty large price. But, whatever may have induced his
action, it should be regarded as an admission of Munsing’s priority,
fully sufficient to make out a prima facie case against him. If he
could have answered this, it was his privilege to do so, and he
would no doubt have done it. As he did not, we must hold it to be
decisive.

But suppose it was not shown that Munsing anticipated him,
and his patent was consequently held to be valid. The result
would be the same. His claims in such case would necessarily be
so construed as to exclude the “finger” and its equivalents. After
withdrawing a specific claim for this element, in favor of Munsing,
he would be precluded from setting it up. His patent, if valid, is
for the combination minus the “finger,”—a device whose novelty
consists in dispensing with this element. The respondents, as be-
fore suggested, do not infringe such a device; for they use the
“finger,” and their machine will not work without it.

The decree of the circuit court is therefore disaffirmed, and the bill
must be dismissed with costs,

GAMEWELL FIRE-ALARM TEL. CO. et al. v. MUNICIPAL SIGNAL CO.
(Circuit Court of Appeals, First Circuit. April 11, 1894.)
No. 43,

1, PATENTS~ANTICIPATION—PRIOR STATE OF THE ART.

The Noyes patents, Nos. 359,687 and 359,688, for improvements in mu-
nicipal signaling apparatus, whereby an alarm is sounded on receiving
emergency signals, but not on receiving ordinary signals, each device be-
ing a combination of a multiple transmitter adapted to send signals of
either class automatically, a single receiving instrument, and an alarm
which responds to signals.of one class, and not to others, the method of
the first patent being by varying the strength of the current, and that of
the second by varying the duration of current impulses, were not antici-
pated by prior patents for similar devices which either lacked a multiple
transmitter, or, if having such a signaling apparatus, employed independ-
ent registers, which were dispensed with by the single receiver of the
patents, 52 Fed, 464, affirmed. Putnam, Circuit Judge, dissenting as to.
the second patent, on the ground that it was void because covered by the
claims of the first. -

2. SAME—ANTICIPATION—EVIDENCE.
. Evidence of experimental, use, merely, of a device, the model of which
is not produced, and which was not known to a subsequent inventor, is
insufficient to show anticipation of his patent.

Appeal from the Circuit Court of the United States for the District
of Massachusetts. ‘ ,

This was a suit by the Municipal Signal Company against the
Gamewell Fire-Alarm Telegraph Cempany and others for infringe-
ment of certain patents. The circuit court rendered a decree for
complainant (52 Fed. 464), and defendants appeal.



