o

STIRRAT ¥. EXCELSIOR MANUF'G CO. 607
under the statute, its defense would have been that its patent,
though later in date, had been granted upon the earlier application
to the first inventor; and yet, if the rule quoted is to have the
broad application contended for, the defense could not have been
admitted, and the other party would necessarily have prevailed.
The decision in Bates v. Coe involves no such absurdity as that in
respect to a single dispute a party may have & cause of action
against his adversary, and yet, if made a respondent, have no de-
fense. It may be granted, in the very terms of that opinion, “that
the patent or publication can only have the effect as evidence that
is given the same by the statute,” and yet, when the issue of pri.
ority of invention is presented, other facts necessary or proper for
the determination of that issue may be proved.

It is further insisted that the court had no right to consider an
earlier patent of Barnes as anticipating the one in suit; and refer-
ence is made to Cantrell v. Wallick, 117 U. 8. 639, 694, 6 Sup. Ct.
970, for the proposition that:

“The defendant cannot excuse or defend himself against the charge of
infringement of the letters patent in suit, by saying that he infringes an ear-
Her patent rather than the patent claimed in this ecase.”

The proposition is neither to be found nor has it support in the
case cited, and the contrary is well settled. 'The decree of the cir-
cuit court is affirmed.

==

STIRRAT et al. v. EXCELSIOR MANUF'G CO.
(Circuit Court, E. D. Missouri, E. D. January 20, 1893.)
No. 8,255.

PATENTS—LIMITATION OF CLAIMS—IMPROVEMENTS IN STOVES.

The Stirrat patent, No. 357,874, for an improvement in stoves, must, in
view of the prior state of the art, and of the modifications of the claims
in the patent office, be strictly limited to the construction describeg,
which includes as one essential element a removable top plate, or long
center, cast hollow, or with a projection having a water passage through
it. The patent therefore does not cover the idea of bolting a water pipe
or water box to the long center for the purpose of cooling it, and giving it .
greater durability.

Suit in Equity by Robert J. Stirrat and others against the Ex-
celsior Manufacturing Company for infringement of a patent.

Fowler & Fowler, for complainants.
Paul Bakewell, for defendant.

THAYER, District Judge. The file wrapper and contents of
letters patent No. 357,874 show that when the application was
filed the patentee (Robert J. Stirrat) supposed himself to be the in-
ventor of the hollow long center for stoves and ranges. His sole
claim was for “the long center of a stove or range, formed with
a water passage or passages therein, communicating with indue-
tion and eduction pipes, substantially as and for the purpose set
forth;” and in his specification he stated that his improvement
consisted “in forming a water passage in the long center or cen-
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ters, connected ‘with the wadter tank by suitable pipes;” ahd’ that
the main purpose of thus casting the top' plate or long center was
‘to protect it from the action of heat, and to prevent it from be-
coming warped. In the first communication from the patent office
the patentee. was advised that the supposed new method of mold-
ing and using ‘the long center of a stove as a water pipe, to render
it more durable, was not new; that both the top plates and long
centers of stoves and ranges had previously been molded with
water channels, for the express putpose of distributing the heat,
and preventing them from becoming warped. Vide U. 8. letters
patent No. 277,009, lines 40 to 45, inclusive. It would seem as
though this first communication from the patent office ought to
have satisfied the patentee that his claims as an inventor rested
upon a doubtful foundation, and that very little scope could be
given to any claim which he might eventually succeed in having
allowed. Other inventors had already suggested the idea of cast-
ing the top plates of a stove hollow, and of permitting water to cir-
‘culate therein, for the purpose of protecting the plates, in a meas-
ure, from the destructive action of heat. But, as usually happens
in such cases, the patentee persisted in his efforts to obtain a pat-
ent on something, although his main idea had been anticipated.
Having modified his specification by the additional statement that
his invention related “to those water-heating devices in which the
water to be heated is caused to pass through the long center and
a water-back,” and that his improvement consisted “in features
of construction” merely, he subsequently laid claim to “a combined
long center and water-back consisting of a top plate, C, having
the chamber C, horizontal pipe section, F', F”, eduction pipe, G,
anc induction pipe, F, substantially as set forth.,” This claim was
likewise rejected, as containing nothing substantially new; but
. eventually, and after further changes in the specification, a patent
was granted, containing three' claims, of which the first claim may
be taken as a fair sample. It is as follows:

“The combination, with the removable top plate of a cooking stove having
a chamber therein, of an exit pipe leading from said chamber at one end of
the plate, and an inlet pipe running parallel to the exit pipe, extending to

the other end of the plate, and communicating with the chamber, substan-
tially as described.”

Before the issue, however, the descriptive part of the specifica-
tion had been amended so as to state specifically that “the long
center, C, is cast with a projection having a water passage through
it almost from end to end.”

The court has been thus particular in stating some of the pro-
ceedings in the patent office for the purpose of saying that, in view
thereof, the complainants must expect a strict construction of the
claims of their patent; and for the further purpose of showing that
throughout those proceedings the patentee constantly described the
long center as a hollow casting, which had been so made for the
express purpose of carrying water therein, and resisting the action
of ‘heat. When the application for the patent was filed, the pat-
entee evidently believed that his invention consisted in casting
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the long center of a stove hollow, so that it might be used as a
water pipe or water channel. This was what he first claimed,
and all that he claimed. Before the date of his application it had
long been the practice to heat water in stoves and ranges by con-
ducting a water pipe into the fire box of a stove or range, and bend-
ing it somewhat into the form of an oxbow. The only change
which Stirrat suggested in existing and well-known devices for
heating water in stoves was the use of the long center of a stove
as a water channel in lieu of the upper leg of the old oxbow pipe;
and that this was the view entertained by the patent office is evi-
dent from the references given, and the correspondence that took
place during the pendency of the application.

Under all of the circumstances, the court is of the opinion that
the combination covered by Stirrat’s patent must be limited very
strictly to a combination of such parts as his specification de-
scribes, and that one of the essential parts of the combination is
a removable top plate, or long center, cast hollow, or with a pro-
jection having a water passage through it. The margin of inven-
tion is very small when viewed in connection with the state of the
art at the time the Stirrat patent was issued. The patent of-
fice in all probability acted upon the assumption that a long centey,
cast hollow, was an essential feature of Stirrat’s invention, as oth-"
erwise the subsequent patent to O’Keefe & TFilley, No. 358,123,
for a water box bolted to the under side of the long center, would
not have been granted. But, whether such was or was not the
view entertained by the patent office, the court is of the opinion
that such is the correct view. The specification describes the long
center as being “cast with a projection having a water passage
through it,” and there is no suggestion in the specification that the
object which the inventor hoped to accomplish in the way of pre-
venting the long center from warping could be accomplished by
other equivalent means, as by bolting a water pipe thereto, for
the purpose of cooling and supporting it.

In conclusion it is only necessary to say that it is only by lim-
iting the Stirrat patent to the precise form of device shown in the
specification that the patent can be sustained as a valid grant in
view of the prior state of the art. - The long center, cast hollow,
simply takes the place of one of the two water pipes which were
formerly in use. Whatever advantage there may be in that pre-
cise mode of construction must be conceded to the complainants,
but their patent cannot be so construed as to cover the idea of
bolting a water pipe or a water box to the long center for the pur-
pose of cooling it and giving it greater durability. The court holds,
therefore, that defendants have not infringed complainants’ letters
patent, and the bill is accordingly dismissed.

v.60F.no.4—39
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SAUNDERS et al. v. ALLEN.
 (Clrcult Court of Appeals, Second Circult. March 18, 1894)
No. 75.

1. PATENTs—INVENTxon—ern CUTTERS.

There I8 no invention ih placing antifriction rollers in the jaw of &
pipe cutter opposite the ordinary rotary cutter, when such rollers have al-
ready been combined with a cutter in which a fixed knife was substituted
for the rotiry cutter. 53 Fed. 109, affirmed.

2. SAME—INCREASED SALES AS EvIDENCE OF INVENTION., =

A pipe cutter was seemingly without patentable invention, but it was
shown that sales thereof had Increased from 3,926 in 1885 to 10,727 in
1891, There was nothing to show to what extent price, workmanship,
liberal discounts to dealers, and extensive advertising had contributed to
the suecess in introducing the tool. It appeared, also, that an old form
of cutter still remained in' very general use, and that there was a strong
competitor in another patented cutter., {Held, that the Increased use was
not sufficlent to show patentable invention.

8. SAME-—ANTICIPATION—PLEADING AND PROOF.

The giving of notice of prior patents relied on to support the defense of
anticipation, by stating the names of ‘the patentees and. the dates of their
patents, is sufficient to warrant the Introduction of such patents, if they
describe the same invention, even though they do not claim it.

4. SAME—PARTICULAR PATENT.
The Saunders reissue patent No. 10,021, for a pipe cutter, il void, as to
the secongl claim, for want of invention. 63 Fed. 109, affirmed.

Appeal from a Decree of the Circuit Court, Southern District of
New York, dismissing complainants’ bill. The suit was brought
by Alexander Saunders and others against James P. Allen, for
infringement of letters patent, reissue No. 10,021, dated Janua,ry
31, 1882, to Andrew Saunders, for a pipe cutter.

James A. Whitney, for appellants.
Livingston Gifford, for appellee.

Before WALLACE, LACOMBE, and SHIPMAN, Circuit Judges.

LACOMBE, Circuit Judge. A pipe cutter is a tool, worked by
hand, which grasps the pipe to be cut between two jaws, one or
both of which is provided with a knife, and is then revolved around
the pipe, the jaws being gradually brought nearer together, as
the cut progresses, by means of a set screw or other device. So
much of the invention as is covered by the second claim, which
is the only one defendant is charged with infringing, is thus de-
scribed in the patent:

“The invention further comprises a novel combination of an adjustable
rotary cutier with the stock of -a pipe-cutting device, and with two bearing
or antifriction rollers so placed in said stock as to support and steady the
pipe without material friction during the operation of the rotary cutter,
in severing the same, and a screw for forcing the cutter against the material
to be cut.”

The stock is simply tbe support of the movable and moving parts
of the apparatus. It is a C-shaped piece of metal, of which the
lower curve constitutes one jaw of the tool, and the upper curve
the other. As represented in the drawing and described in the



