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taken as, in effect, referring to the whole of tlie instrument in which
they belong. Westinghouse v. Gardner, 2 Ban. & A. 55; Bruce v.
Marder, 10 Fed. 750. In this view, the several elements of these
claims are to be considered as parts of mechanism for bringing the
impression platen into operation upon the types on the check and
time wheels at the proper time. If the invention had been of a
time recorder as a new thing containing these parts, the claims
might cover all modes of so bringing the impression platen into
operation; but, as it was not, they can cover only substantially
thel;le means. Railway Co. v. Sayles, 97 U. S. 556. In the machine
of the patent the impression platen is operated by the check in the
hand of the workman; in the defendant's machine it is operated by
the clockwork previously wound up. This substantial difference
seems to run through the whole, and to take the defendant's mao
chine out of the scope of all of these claims. In 'this view the sev-
eral serious questions as to the validity of these claims need not
be examined into.
Billdismissed for want of infringement.
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WESTERN ELECTRIC CO. v. SPERRY ELECTRIC CO. et al.
(Circuit Court of Appeals, Seventh Circuit. January 20, 1894.)

No. 104;
PATENTS-SUITS FOR INFRINGEMENT-CONFLICTING PATEN'I'S.

The owner of the junior of two conflicting patents is not obliged to
obtain a cancellation of the senior patent by suit, under Rev. St. § 4918,
before suing the senior patentee for infringement, since the question of
infringement depends on priority of invention, and the remedy given by
said section Is merely cumulative. Roll·Paper Co. v. Knopp, 44 Fed. 609,
disapproved.
On rehearing. Denied.
For report of decision on the original hearing of the appeal, see

58 Fed. 186.
Before FULLER, Circuit Justice, and WOODS and JENKINS,Cir-

cuit Judges.

WOODS, Circuit Judge. Upon questions already considered, the
court is content with its opinion. The petition for a rehearing
treats mainly of a proposition which was not presented either to
this court or the court below. Indeed. it was not directly in issue,
and, being of the nature of matter in abatement, perhaps could have
been made an issue only by a special plea. It is claimed now that
the question is before us because of the statement made by the
court in its opinion, in respect to the question of infringement, that
"the first claim of the Sperry patent, and other claims not quO'ted,
are essentially the same as the first and second claims of the patent
in suit." By this expression of a fact, which was obvious upon the
face of the two patents, it is said this court has decided, and made
it to appear for the first time. that "these are conflicting patents;"
and, that being so, it is insisted that the holder of the patent last
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issued cannot sue the owner of thellrst parent.without first obtaIn-
ing a cancellatlOn of the earlier patent by a decree under section
4918 of the Fe'deral Revised Statutes. Of the cases cited, only the
decision Co. v. Knopp, 44 Fed. 609, supports thepropo<
sition. Ine:tfect it is in that case that, when two patents
for one invention Dnve bren issued, the owner of the second, without
first having obtained or without seeking by his bill the relief pro-
vided by the statute, cannot sue for an accounting and to enjoin in·
fringement by the owner of the first patent. The following extract
from the opinion shows the reasoning on which the decision is
based:
"In· the ordinary case of a bill for Infringement filed by the holder of a

senior patent against the holder of a junior patent, the claims whereof con·
flict, It is no defense that the defendant is acting under a patent. The reason
of the rule, as I apprehend, is that by the grant of the first letters the govern·
ment exhausts its power to grant to -another person a monopoly ·of the same
invention. Hence, the holder of the prior patent is at liberty to treat the
subsequent patent as utterly void, In so far as It contiicts with the earUer
grant. Rob. Pat. § :370. But there is an obvious distinction between such
a case and one where the defendant proceeded against holds the prior grant,
and is operating thereunder in good faith. Ordinarily, a prior grantee of Ii
right, privilege, or estate cann()tbe pr()ceeded against as a trespasser by a
subsequent grantee of the same grantor, even though the prior grant is f()r
some reason 'VOidable, until the proper steps have been taken to have the
Invalidity of the prior grant jUdicially ascertained and declared. The prin·
ciple last referred to seems to be' applicable to the case at bar. • • • It
has been lleld that a count for Infringement and a count under section 4918
may be joined in the same bill, and I can see no objection to that course of
procedure. Leach v. Chandler, 18 Fed. 262; Holliday v. Plckhardt, 29 Fed.
853; Swift v.,Tenks, Id. 642."
We are not able to concur in that view. The analogy between

for inventions and grants of ordinary rights, privi·
leges, or estates is not perfect, and fails, we think, at the turning
point of the present question. By an ordinary grant there is a
transfer of title or estate or ownership from one to another; and
the grantor, having parted with what he had, can give nothing
by a second deed. The second deed is therefore necessarily inef-
fective, at law at least, until the first has been set aside; and the
holder of the first deed, having the legal if not equitable title, can·
not be a trespasser. But, by granting letters patent for an inven·
tion, the government makes no transfer to the patentee of a right,
privilege, or theretofore vested in itself. The essential right
is in the inventor before he obtains a patent. By making one grant,
therefore, the government does not lose power to make another.
The letters constitute, under the law, simply prima facie evidence of
the patentee's right to the invention described, as being his own dis-
covery; but whether or not he was in fact the first inventor is left
an open question between the patentee and other persons, whether
they have patents for the same invention or not. Whether one
patentee or the other, when he makes or uses the invention, is an in·
fringer or trespasser depends upon the inquiry whether the one or
the other was the first inventor, and not whether he was the first
to obtain a. patent, and this inquiry may as well be made in the
ordinary s:uitinequity as in the proceeding provided by the statute.
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Indeed, in practical effect, a decree in one procedl,lre is not different
from <the other. The questions of validity and priority, as "be-
tween the parties to the suit and those deriving title under them,"
are settled, whether the decree be in one form or the other.
If it be true, as stated, that "the holder of the prior patent is at

liberty to treat the subsequent patent as utterly void, in so far as it
conflicts with the earlier grant," and for that reason "cannot be pro-
ceeded against as a trespasser" until his patent has been canceled,
then the cases in which "it has been held that a count for infringe-
ment and a count under section 4918 may be joined in the same bill"
must be wrong, because the second count of such a bill would refute
the charge of trespass or infringement contained in the first count.
It would follow, too, that after an adjudication had been obtained
under the statute, establishing the validity of the second patent, the
owner of it could have no remedy for prior infringements, committed
when the respondent was protected by his own patent and was en"
titled to treat the complainant's patent as void. The only escape
from this would seem to be in the proposition that the adjudication
under the statute should be deemed to relate back, but the rule is
familiar that things rightly done will not be made wrongful by the
doctrine of relation. .
The stllitute, in terms, is applicable alike to all parties concerned.

''Whenever there are interfering patents, any person interested in
anyone of them," it is provided, "may have relief against the inter-
fering patentee. • * • and the court, on notice to adverse
parties, and other due proceedings had according to the course of
equity, may adjudge and declare either of the patents void in whole
or in part," etc. It is conceded that a junior patentee cannot plead
his patent as a defense. To the holder of the senior patent, there-
fore, the remedy of the statute is cumulative, and we are able to
see no controlling or good reason for saying that to the other party
it is exclusive or restrictive.
Rehearing denied.

THE HATTIE THOMA.S.

POND v. THE HATTIE THOMAS.

(District Court, D. Connecticut. January 1, 1894.)

1. MARITIME LIENS-PEHSON ACTING AS MASTER-WAGES.
One to whom the navigation, discipline, and control ot lL vessel Is In-

trusted must be considered as master, althoogh another is registered as
such; and if it does not appear that he contracted on the credit of
the vessel, he is not entitled to a lien for his wages.

2. SAME-SERVICES IN HOME PORT-LAYING UP VESSEL.
One who brings a vessel into her home port, and lays her up there,-i. e.

anchors her out of the channel, pumps her out, dries her salls, sees to
her fastenings, and renders other services usually performed by mar-
iners,-ls entitled to a lien for his compensation.

In Admiralty. Libel by Nelson Pond against the Hattie Thoill'as
to recover wages. Decree for libelant.


