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more just and judicious than the ten1ih. section of the compact of
1785, containing the provisions relied on. But the able and dis-
tinguished commissioners appointed by the two states in 1877 hall
in charge the very duty of making certain and determinate all
doubtful of the common boundary of two states. Accord-
ingly, the commission addressed itself to the task of removing all
doubt from this part of the line, as well as others, anq accomplished
its purpose successfully. Probably no section of a boundary. line
was ever more clearly, precisely, minutely, definitely, or intelligibly
laid down and defined than was the portion of the Maryland and
Virginia line between Smith's and Watkins' points, and which may
be found on pages 63, 64 of the Virginia Code, and page 482 of the
twentieth volume of the Statutes at Large of the United States.
It is useless, in this opinion, to set out the careful language of

the award in defining this line. The duty of the arbitrators was to
make it cease to be doubtful, and to establish the line with precision
and certainty. They performed that duty, and accomplished that
purpose. The line is no longer doubtful, and the defense of the
prisoner Marsh is inadmissible. It was competent for the Virginia
court by whioh he was convicted to try him, and he must be re-
manded to the eustony of· the sherifi' of Accomack county, Va.

BROWN et at v. STILWELL & BIEROE MANUF'G 00.
(Oircult Court of Appeals, Sixth Oircult. February 7, 1893.)

No. 41.
1. PATENTS FOR INVENTIONS - NOVELTY - ANTICIPATION - LIVE-STEAM FEED-

WATER HEATER AND PURIFIER.
Letters patent No. 274,048, issued March 18, 1883, to Edwin R. Stilwell,

covers a live-steam feed-water heater and purifier connected with the
boiler by steam pipes, and having a series of pans vertically arranged
above the filter, and a space or chamber above the pans and water inlet,
connected to the steam dome by a pipe, so as to discharge the hurtful
gases from the top of the purifier directly into the boiler, thus getting
rid of them without reducing the steam pressure in the purifier or boiler.
Held, that the gas-discharge pipe Vl'as a novel and operative device, and
was not anticipated by the Hayes, Jeffrey & Schlacks patents of March
30, 1880. 49 Fed. Rep. 738, affirmed.

2. SAME-COMBINATION-INFRINGEMENT.
The second claim of the patent is, in effect, a combination claim, cov-

ering a live-steam pUrifier having pans placed on a filter, and a gas-escape
pipe connected to the boiler, and is therefore not Infringed by a purifier
which is without pans vertically arranged over a filter, though it uses
the other element, the gas-escape pipe. Rowell v. Lindsay, 5 Sup. Ct.
Rep. 507, 113 U. S. 97, followed.

8. BAME-CONSTRUCTION OF CLAIM.
The first claim is for "a live-steam feed-water purifying or heating

apparatus, D, connected to the boiler by means of water pipe, K, steam-
feed pipes, L, and gas-escape pipe, M, substantially as set forth." Held,
that, in view of the statement in the specifications that the gas-escape
pipe will perform its office irrespective of the manner in which the puri-
tier and heater is constructed, the claim should not be limited to the ex-
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act combination described, bnt wm include a combination of any live-
steam pUrifier connected to the boller by means of a water pipe and two
steam pipes, as described.

4. ElAME-LIMITATION-INFRINGEMENT.
The first claim Is, however, limited by its terms and by the speeiflca-

connect the gas pipe either with the· dome of the boiler
or "the steam space of the boiler"-to a gas pipe connected directly with
th.e boUer, and is not infringed. by connecting the gas pipe to the steam
pump, although by this connection the principle of operation may be the
same. 49 Fed. Rep. 738, reversed.

Appeal from the Circuit Court of the United States for the West-
ern Division of the Southern District of Ohio.
In Eq:uity. Suit by the Stilwell & .Bierce Manufacturing Com-

pany against S. N. Brown & Co. for infringement of a patent.
There was a decree for complainant in the court below, (49 Fed.
Rep. 738,) and defendant appeals. Reversed.
Paul A. Staley, (Lysander Hill, of counsel,) for appellant.
Wood & Boyd, for appellee.
Before JAOKSON and TAFT, Oircuit Judges, and HAMMOND,

District Judge.

TAFT,Oircuit Judge. This is an appeal from a decree of the
circuit court for the southern district of Ohio, finding that the
appellee, which was complainant below, the Stilwell & Bierce Man-
ufacturing Company, is the owner by assignment of a valid patent
issued toE. R. Stilwell for a live-steam feed·water heater and puri·
fier, (letters patent 274,078, dated March 13, 1883,) and that the
appellant and defendant below, S. N. Brown & Co., has infringed
the same, and enjoining the appellant from further infringement.
By stipulation, reference to a master was waived, and $150 was
agreed upon as damages to be recovered by appellee if the decree
is not reversed.
The appellee is a corporation engaged in the manufacture of

steam machinery, and makes purifiers under the patent invol,ed in
this suit. The appellant does not manufacture purifiers, but is
the user of the one claimed to be an infringement of appellee's
patent, which was purchased from the Hoppes Manufacturing Oom-
pany, another manufacturing company of Springfield, and a com-
petitor of the appellee.
The water available for use in steam boilers is frequently filled

with impurities, which, after a constant use of the boiler for sev-
eral days, clog it, and much interfere with its proper opem-
tion. Among the impurities are sulphate of lime, sulphate
of iron, and other incrusting substances, which form a scale
in the boiler, difficult to remove. It becomes important, there-
fore, to purify the water before it is introduced into the boiler,
and the 'patent in suit is for a device to do this. If the water is
much heated, it will deposit as a sediment the objectionable sub-
stances. A well·known mode of heating the water has been to run
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it into a closed purifying chamber, where steam from the boiler is
. introduced. From this chamber the purified water runs into the
boiler by force of gravity. The steam has generally been taken
from the exhaust pipe of the engine, so that it comes into the
purifier after it has done its main work. As the pressure of the
exhaust steam is much less than that in the boiler, its heat is
less, and is often not enough to purify water which holds a good
deal of matter in solution. Several patents had been taken out
before the one in suit, for taking the live steam direct from the
. boiler into the purifier, whereby the greater heat of the steam
would more completely cleanse the water. But this plan did not
work perfectly. The heating of the water not only deposited the
solid impurities, but also released gases, which mingled with the
steam, aud materially reduced its quantity and its heating capac-
ity. The problem then was to get rid of the gases. The objection
to releasing them directly from the purifier into the air was that
it would seriously affect the pressure of the steam in the puri-
fier and in the boiler. To obviate these difficulties, the patentee
of appellee's patent, in addition to the ordinary live-steam pipe
connection between the boiler and purifier, also connected the top
of the purifier to the steam dome of the boiler with what he called
a "gas-escape pipe," ou the theory that through the upper pipe the
deleterious gases would find their way out of the purifier into the
boiler dome, and thus allow the hot steam freely to circulate in
the purineI'.
Mter this general statement, the purifier of the appellee may

be described as a cylindrical shell with cast-iron heads. In the
upper part is an overflow cup, G, into which the cold water is
fed. Below ihis overflow cup are a number of trays, usually made
of cast iron, through the bottom of which are openings to allow
the water to flow down from one pan to the next lower. Below
the pans, and filling up one side of the purifie'r, is a filtering cham-
ber, J, with an entrance at the bottom. The purifier is connected
with the boiler by pipes, M, L, and K. In operation, the water is'
pumped in at P, flowing downward from the overflow cup, G, over the
trays into the chamber, H, at the bottom, upward through the filter, J,
and thence through the pipe, K, into the mud drum of the boiler, C.
The steam enters the pnrifier from the boiler through the pipe, L,
branched into the pipes L' and L". The pipe, 'M, connects the
top part of the purifier with the steam dome of the boiler, B. In
the words of the :[iatent, "deleterious gases escaping from the water,
as it is freed from impurities, rise into the space, (1. e. the top
part of the purifier i) and as the steam is taken from the steam
dome these gases pass through pipe, M, directly into the steam
dome, without passing through the boiler." The two claims of
the patent are as follows:
"(1) A live-steam feed-water purifying or heating apparatus, D, connected

to the boiler by means of water pipe, K, steam-feed pipes, L, and
pipe, M. substantially as herein set forth.
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;"(2) A.. llve-stenm .henter or feedowMerpurifier ha'rlJlg a. series 0(. pans
vertically above the· filter, and a space or chamber. above the pans, and

connected to .. the steam dome. by a pipe, so as to discharge the
gases from the top of the purifier directly into the substantially as

set forth."
Itis very clear, and it is in fact conceded by counsel, that

everything connected .with the purifier of appellee below is old,
except. the gas-escape pipe, M. Every feature except the gas-es-
cape pipe was included in a patent issued to the same patentee
in 1867, and is now public property.
The defenses are: First, invalidity of the patent for want of

utility, novelty, and· invention; and, second,
The court pelow found all these defenses to be unsupported, and
rendered· a decree as aoove stated.
Much evidence was introduced tending to show that the theory

upon which the escape pipe is supposed by the appellee to carry
the gases is unsound. The appellant's experts testified that the
condensation of the steam in the purifier, caused by heating the
cold water, would so reduce the pressure of the steam there, com-
pared With that of the boiler, as to produce a very rapid current of
steam from the boiler into the purifier through both the steam pipe,
L, and the gas-escape pipe, 'M, making it impossible for gases to be
carried from the purifier to the boiler through either pipe. The
theoretical evidence was supported by an experiment with one
of the appellee's purifiers. A tin curtain was lightIyhung in each
of the pipes, L and M, so that it would be affected by tile light-
est current of air or steam, and opposite the curtains in the pipes
were inserted glass peep holes, permitting· easy observation of the
pirection in which the curtains swung. It was established by half
a dozen wiItnesses that when steam was up, and the engine was run-
ning, the current in both pipes, at the same time, kept both cur-
tains swung in the direction of the purifier. The appellee's ex-
pert gave it as his opinion that the curtains would interfere with
the action, circulation, and movement of the gases, and that it
was therefore not a demonstration of the claim based on it. Ap-
pellee's expert made experiments of his own with complicated ap-
paratus, the substance of Which, shortly stated, was that he gath-
ered in a test tank a sample of the gases and steam from the top
of the purifier, and by condensing the steam determined the rela-
tive volumes of the steam and the gases, first when a single steam-
pipe connection between the boiler and the purifier was open,
and then when both steam-pipe connections were open. His cal-
culations showed that the use of the second steam pipe much re-
duced the relative volume of the gases as compared With the steam.
It is difficult for a court to judge of the relative weight to be given
to these two experiments, though it should be said that the sim-
plicity of the first experiment, and the result, agreeing as it does
with the ordinary rules of mechanics governing the effect of pres-
sures, are rather more persuasive than the complicated experi·
ments of the appellee's expert. It may be, on the other hand,
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that· the theory of pressures advanced on behalf of the appellant,
by which a current is said to be created from the dome of the
boiler towards the purifier, does not give sufficient weight to the
difference between' the pressure of the steam in the boUer itself
and in the steam dome, caused by the fact that the steam is con-
stantly being drawn f,rom the steam dome through the main steam
pipe to run the engine. This may not only reduce the pressure in
the dome, but may also create a current of steam from the dome,
which will exert an influence in the top of the purifier to carry
the gases with it towards the engine. The evidence is conflict-
ing as to the practieal working of the appellee's purifier in keep-
ing the boiler free from scale or other impurities. On the whole,
the question is such a doubtful one that we are not disposed to
differ from the finding of the court below On this point that the
device is operative.
Nor do we differ with the court below as to the novelty of the

invention. It does appear that in the patent of Hayes, Jeffrey
& Schlacks, patented March 30, 1880, there is described a feed-
water purifier for boilers, which is connected to the boiler by two
pipes, through which steam would reach the purifier. The puri-
fier, however, is very different from the one in suit. It is situated
inside of the dome of the boiler. The steam pipes, connecting
the purifier with the steam space of the boiler, are referred to as
"one or more pipes;" and the two pipes, when used, are evidently
not intended by the patentee to produce a circulation and release
of gases, but rather to double the S'upply of steam to the purifier.
The patent is never shown to have been put into operation. and
the device is so small, as compared with the boiler, and so ob-
.viously without other devices necessary in a successful purifier,
that we do not think hcan be relied upon as an anticipation of
the gas-escape pipe, M, in the patent we are considering, if that
pipe in fact operates as gas-escape pipe. The other devices are
much less like the patent of appellee than the one we have de-
scribed.
Nor do we think there is any want of invention in supplying

a gas-escape pipe, if it does the work claimed for it.
The remaining question is as to infringement. The appellant

is not the manufacturer of the device claimed to be an infringe-
ment. It purchased its purifier from the Hoppes Manufacturing
Company. As manufactured and furnished to defendant, the puri-
fier contained only one steam-pipe connection between the boiler
and the purifier. The pans in the purifier made by the Hoppes
Oompany are arranged somewhat differently from those of the ap-
pellee, and are said to be more efficient in removing the impuri-
ties from the water by adopting what counsel call the "stalactite
principle." They are so made and placed that the hot water, after
it has deposited a sediment of impurities inside the pan, over-
flows and runs under the bottom of the pan towards its middle,
and then falls to the pan below. The result is an incrustation on
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the'bQttQm of each pan. The pans are thus made ,under a patell:t
issued to, John J. Hoppes. After the appellant had used the pUrl-
:fi.erfora short time, complaint was made to the Hoppes Company
that it did not do the work for which it was sold. On the supposi-
tion that not enough steam was furnished by the boiler through
the connecting steam pipe to the purifier. an additional steam-
pipe connection was made between the boiler and the purifier.
'This did not increase materially the- proper deposit of scale and
other impurities in the purifier, and after five months' use the
second boiler connection was cut off, and for that Hoppes, of the
Hoppes Company, substituted a pipe from the top of the purifier
to the steam pump. This was the only pipe furnishing steam to
the pump. The effect of the change was to make the purifier a
part of the pipe connecting the boiler and the steam pump. The
evidence is that after the change the deposit of impurities was
improved, though the feeding of the water to the boilers continued
to be imperfect. The cause of the latter trouble was found to
be a structural defect in the boilers themselves, and new boilers
were put in.
The dooble steam-pipe· connection between the boiler and the

purifier, which was maintained fOT a few months only, is not relied
on as an infringement of the patent, and was not the basis upon

damages were awarded to the complainant. The real iSS'lle in
the case is between the Hoppes Company and the 3JppeUee, as to
whether a live-steam purifier, whiclJ. uses a gw;l-esoape pipe con-
nooted to the steam pump, is an 'infringement o.f appellee's patent.
On that issue the court below found for the appellee. If this find-
ing cannot be sustained, the decree must be reversed.
The paJtentee, in his specificartions, saya :
"One object of my invention is to connect the top of the heater or purifier
with the top of the boiler or steam dome by a pipe, sO as to allow the
direct escape of gases generated in the heater." .
Again:
"L" represents a branch steam pipe, admitting steam at or near the

bottom of the series of shelves, which passes up over the pans in the op-
posite direction to the course of the water. By employing pipes, L', L", of
large area, say of two to four inches in diameter, the water in. the purifier
is kept at or near the same temperature as that in the boiler, and the space
above overflow, G, forms in fact a part of the steam dome' of the boiler.
As a consequence, deleterious gases escaping from the water as it is being
freed from impurities rise into the space, and, as steam is taken from the
,steam dome, these gases pass through pipe, M, directly into the steam
dome, without passing through the boiler."
And again:
"The principal features of my invention, which consists in connecting the

top of the heater with the stoom dome of the boiler, or with the steam
space of the boiler, can be employed with a combined heater and purifier,
or with either a heater or purifier. Thus this escape pipe would perform
its office irrespective of the manner in which the heater would be con·
structed. For instance, either the shelf or the filter might be removed, so
long as the feed water was heated by a current of live: steam in a vessel
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dirllctly connected to the J>!>Uer, itself. The escape pi])e, M, can be ad·
vantageously used in such consu'lLctlon, which is embraced in the first
clause of the claims herein."

And the claims, to state them again for the sake of clearness, are:
"(1) A live-steam feed-water purifying or heating apparatus, D, connected

to the boiler by means of water pipe, K, steam-feed pipes, L, and gas-escape
pipe, M, sUbstantially as herein set forth."
"(2) A live-steam heater or feed-water purifier having a series of pans

vertically above the filter, and a space or chamber above the pans, and
water inlet, connected to the steam dome by a pipe, so as to discharge gases
from the top of the purifier directly into the boiler, substantially as herein
set forth."
It is to be, observed that these are, in effect, combinration claims.

The second claim oovers a live-steam purifier having pans placed on
a filter, and a gas-escape pipe connected to the steam dome of the
boiler. This claim is not infringed by appellant's purifier, which is
without pans vertically arranged over a filter. Appellant uses no
filter. It is well settled that the omission in the alleged infringing
device, of an element named in a combin3!tion claim of a pa:tent
said to be infringed, is a complete defense to the charge of infringe-
ment. Rowell v. Lindsay, 113 U. S. 97, 5 Sup. Ot. Rep. 507,
l.'he first claim, however, in view of the in the specifi-

crutioo that the gas-escape pipe will perform its office irrespective
of the manner in which the purifier and heater is constructed,
ought not to be limited to a combination of the heater and purifier
eX'actly as described in the patent with the other parts named, but
will include a combinatioo of any live-steam purifier connected to
the boiler by means of a water pipe and two steam pipes, as de-
scribed. Now, appellant's device is a live-steam purifier, and if it
is connected to the boiler by three pipes, as described in the first
claim, it is an infringement of the claim. It has the water pipe, K,
and the steam pipe, L. Some point is made that the description of
the claim uses the plural, "the steam pipes, L." This probably
refers to the fa0/; that the pipe,L, enters the boiler by two branches.
The appellant does not branch the pipe, L. It is contended thrut
the use of a single pipe without branches for introducing the steam
is an omission of an important element of the c()mbination claimed,
because this division of the pipe, L, into branches is mentioned
in the specification as bringjng about a more effective distribution
of the hot steam over the water surface in the purifier. .We do not
decide this qUes>tion, because the decree must be reversed on another
and more S3ltisfRotory ground.
In our opinion, the gas-escape pipe of appellant is not covered by

the gas-escape pipe daimed in the patent of appellee. The speci-
fications connect the gas pipe, M, either with the dome of the boiler
or the steam space of the boiler. "The steam space of the boiler"
is any place within the shell of the boiler where steam is, and it
does not include the steam space inside the pipes which lead from
the boiler. The ordinary meaning of the phrase would have this
limitation, and it is very clear from tile evidence of the expe<rt called

v.57F.no.6-47
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below, that ,he' uh'detistarids the words in this sense.
Mhroover, the first'<!laim describes''tlh.e purifier aEI "C!JIluected to the
boilel' by means of * .. * gas-escape pipe, M." The purpo,se of

the, ,gaa-escape pipe with the boUer was tOO make the
puritleJ',as a As is apparent
fromlftatement of appellee itself; hereafter quoted" the idea of the
invent;or was not only to produce eiifculati<mof the gases, but to

near aspos$iblean the purifier
andthe,'1;)odler. A conneotion with pipes leading away from the
boiler ,would not serve so well ;00 maintain the, equilibrium. We
are forced to the conclusion that the inventor, in drawing his speci-
fications and claims, did:p.ot intend to cover anything bu!; a pipe
connecting the top of the pUlwer with the steam dome or other part
of the boiler. .
Weare confirmed in this opinion by the history .ofthe case. The

patentiu'suit was issued in 1883. In 1884. a patent was .issued to
J. H. Berbhire for a live-steam teed-water heater and purifier con-
rieCited to the boiler hya water pipe, K, and a &team pipe, L, while
a pipe, M,collnected the top of the purifier with the pipe,
M, leadingiromthe boiler to the.engine, or with any other circulrut-
ing pipe."'.fhe HoppeS Company own the Berkshire patent. Au-
gust 12, 1890, a patent was issued t9 Ralph B. Day for a live-steam
purifier, with a gas-escape pipe connecting the top of the purifier
directly with, the steam.pump,-the exact device used by llie ap-
pellant.. The Day patent wa,sassigned to the appellee, and was
originally set up in the bjJ10f oomplaint in this case..J. J. Hoppes
instituted interference proceedings.i» the prutent office against tihe
Day prutent, based on an. application for a patent which he had
made for the same device in 1888, and 'the controversy resulted in
'Hoppes' favor. A paJtent was issued to him fo,r his device August
4,1891.. Af1;er this the appellee dismissed that part of its bill which
alleged infringement of the Day patent. In the competition be-
tween the appellee and the Hoppefl Company, in the sale of live-
steam purifiers the former published the following caution to the
trade in 1890:
"Caution. We offer a word ofcautlon to all intending purchasers of live-

steam purifiers. We were thli! ,first to place on the market a practical live-
st,eam purifier. In our experlmEmts we discovered that two steam con-
nections between the purifier and the boiler were necessary in order to ob-
tain a perfect equilibrium of pressure between the two vessels, and perfect
circulation, both of which are absolutely necessary to prevent the accumula-
tion of dangerous and deleterious gases in the purifier, and to insure a
regular and uniform feed from t1;le purifier to the boiler. The patents granted
to our Mr. Stilwell broadly cover the two steam connections with the boiler.
When our would-be competitors put their purifiers into actual use, they also
discovered the necessity above referred to. With the pressure of this
'necessity upon one hand, and tlJ,e ;Stilwell patent clt11:fronting them upon the
other hand, they have SOught tp .escape the ,dilemmlj. in which they were
tb.us placed by suggesting to their customers that the necessary relief could
be obtained by carrying steam from the purifier to the steam pump, or
some other machine, and in that manner getting up the necessary circula-
tion. The desired end is in this way partially accomplished, and the per-



BROWN V. STJI,WELL & BIEltCE MANUF'G CO. 739·

formance of thepuriderrennated:much more llatillfactory.;but, unfortunately
for them, the arrangement indicated is broadlY covered by a patent issued
to R. B. Day, and which has. been assigned to us. We do not indulge in
threats, but we sha,ll insist on our patented rights being respected."
It would seem to be from this that the appellee, even at

so late a day, and after the very controversy here involved was
mooted, conceded that the Stilwell patent covered only the con-
nection of the escape pipe with the boiler, and that the Hoppes
Company (which is the competitor referred to) did not infringe
that arrangement by connecting the. escape pipe with the steam.
pump. .In .appellee's view it was the Day patent, and not the
Stilwell patent, which the steam-pump connection infringed. As
we have seen, the Day pwtent proved invalid. and now complain-
ant seeks to broaden the claims of the Stilwell patent beyond
what was intended or expressed by the patentee, and beyond What,
until the Day patent- failed, the appellee ever asserted.
It has been said by counsel at the bar that theories do not con-

trol the decision in patent cases; that it is facts and results which
are all-important. This is true in the sense that if a man descri\les
in his specifications a machine by which to get a certain result
so that anyone skilled in the art can reproduce the machine and
the result, he cannot be deprived of his exclusive right in the ma-
chine by a demonstration that his theory, stated in the patent,
of the causes producing the result, is untrue. But a correct .and
certain knowledge 6f the principle by which the result is reached
will often enable the patentee, or his solicitor, to cover, with
general words, many different devices in which it may be applied.
If he fails to use broad enough language to do so, then one of two
things is true: either that he does not fully understand the true
principle, and the other devices are not part of his real invention, or
else, knowing the principle, and its possible wider application, he
has chosen to limit his claim for a monopoly to one particularly
described device, and has abandoned the others to the public.
Whichever horn of the dilemma he chooses, the court has no
power to broaden the claims. In the case at bar, therefore,even
if the connection of the gas-escape pipe with the steam pump
is only another and similar device for the application of the same
principle which is embodied in the Stilwell patent in suit, as con-
tended by counsel for appellee, the patentee did not cover that
device in his patent, for he limited his claim and specification to
a connection with the steam dome of the boiler, or some other
part of the boiler; and a connection with the steam pump is not
a connection with the steam dome or the steam space of the boiler.
They may now appear to be equivalent, but they were not known
to be such when appellee's patent was issued, and the patentee
did not mention them as such in his specifications. The doc-
trine of equivalents, therefore, does not aid the appellee. Rowell
v. Lindsay, 113 U. S. 97, 5 Sup. Ot. Rep. 507.
As the patentee has expressly limited himself to a connection

with the boiler, he has given to the defendant below, and to the
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,80 fal' as, the right to make' the connection
atas;v'point outs,ide the boiler, and the steam dome, without in-
fringing' hispaten{ This rule in the constructionl of patents is
80 well established, as hardly to need authority. One of the lead-
ing 'Case9, is' that of' Keystone Bridge 00. v.Phoenix Iron Co.,
95U. S. 274; In that case the patentee claimed an invention for
wide and thin drilled eye bars edge for use in the lower
chords of iron truss bridges., The tdleged infringement was round
or cylindrical bars, flattened or drilled at the eye for the same use.
It was held that, as the patentee had specified wide and thin bars
in his clairil, he was lirilited to that'description, although the same
function was performed'! by' the alleged infringing devices. Mr.
Justice Bradley said, (pfl,ge278:)
"WhllD ,8, is ,so the, cannot alter 01' enlarge it. If the
patentees have 'not whole,'of their invention, and the omissiOb
has been the result of lIi/(d'Verteilce, they Should have sought to correct the
erJ."or by a surrender of their, patent, and an appliclltionfor a reissue. They
cannot the courts to wade through the history of the art, and spell
ou,t what they might hav:e,Glaimed, but have not ,claimed., Since the act
0(1836 the patent laws relluir(l that an applicant for a patent shall not only,
by 'It specification in writing;' fully explain his invention, but that he 'shall
particularly specify and point out the part, improvement, or combination
Which he claims as his o.'Wn invention or discovery.' Tb.is provision was
inserted in the law for the purpose of relieving the courts of the duty of

the exact Invention, of the 'patentee by inference and conjecture,
derived from a laborious examination of previous inventions, and a com-
parison thereof with that claimed by bim. This duty is now cast upon the
pa1;ent .office. There his ,claim is, or is supposed to be, examined,
scrutinized, limited, ,andm,ade to ;to what he is entitled to.n the office, refuses to. !ll\ow him Ii).! that he ask&, he has an appeal.
:But the. COurts have no to, enlarge a patent be;rond the scope ot
its claim as allowed by, 'the patent 'office, or the appellate tribunal to
which contested applications are 'referred. When the terms of a clllim
ina patent are clear distinct, (as they always should be,) the

in a suit brought l1pon the !;latent, is bound by It. Merrill y.
Yeomans, 94 U. S. 568. He can claim nothing beyond it. But the
ant may at all times, under proper pleadings, resort to prior use and the
general history of the art to assail the validity of a patent, or to restrain its

The door Is then opened, to tl;1e plaintiff to resort to the same
kind of evidence in but he cau,J].ever go beyond his claim. As
patents are procured ex parte, the public is not bound by them, but the
patentees are. And the latter cannot show their invention is broader than
the terms of their claim; or, If broader, they must be held to have sur-
rendered the surplus to the public."
'See, also, Harris v. Allen, 15 Fed. Rep. 106; Manufacturing
00. v. Rosenstock, 30 Fed. Rep. 67; Smith v. Putnam, 45 Fed. Rep.
202; Otley v. WatkiI!-s, .36 Fed. Rep. 323; Burns v. Meyer, 100 U.
So 671; Klein v. Russell, 19 Wall. 433.
But it is said this iE! a pioneer patent, one which constitutes a

decided step in the art, and that as such the courts should be
liberal ,in construing it to cover what the patentee really inventE:d.
In our opinion, all the patentee really invented was the gas-escape
pipe connection with thE: boiler. There is nothing to show in his
specifications or in the evidence that he had in mind, as feasible)
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the connection which was made in the Day or the Hoppes patent
with the steam pump. And eVt::o if there were, the words the
patentee used in his claim are too plain to admit of construction.
He set limits to his monopoly in language the effect of which no
liberality in construction can avoid.
We therefore reverse the decree, with instructions to dis-

miss the bill

On Rehearing.
(October 2, 1893.)

A motion for rehearing has been made in this case. The chief
argument for the motion is based on the fact which the record
discloses, that a short time after the issuance of, the Stilwell pat-
ent the appellee erected a purifier for the Dayton Manufacturing
Oompany's works, in which the gas-escape pipe was connected not
with the steam dome, but with a live-steam pipe, near its boiler
outlet, which supplied the steam-heating apparatus and the feed
pump. This tends to weaken the conclusion of fact reached in
the foregoing opinion that Stilwell, when he obtained his patent,
did not know that anything but a connection with the boiler di-
rect would accomplish his purpose; but we cannot see how it
affects the reasoning and result reached in the opinion, which
are based on the language of claim,-<me which excludes from the
monopoly of the patent anything but a connection with the steam
space of the boiler. Even if we were to concede that a connec-
tion with a live-steam pipe near itl;! boiler outlet was a connec-
tion with the steam space of the boiler, it is to be noted that
the escape pipe of appellant does not connect with the boiler or
any outlet from the boiler. It is an outlet of the purifier away
from the boiler. It is true that it connects with a steam-using
device, but it furnishes the steam to this device itself. In other
words, the purifier, with its single boiler connection and the es-
cape pipe to the feed pump, makes a single 'live-steam connec-
tion between the boiler and the feed pump. This is a different
device from that described in the patent, and no construction of
the language of the latter can bring the former within it.
Before closing, reference should be made to the averment of

the original bill filed by appellee in this action in reference to
the Day patent, which,' as has been said, was identical with the
device used by appellant:
"And your orator further complains and says, on information and bellef,

that heretofore, and before the 9th day of June, 1890, Ralph B. Day, ot
Mansfield, Ohio, was the original and first inventor of a certain new and useful
improvement in live-steam purifiers, fully described in the letters patent herein-
after mentioned, and which had not been known or used by others in this
country, and not patented or described in any printed publication in this or
any other country, before his invention or discovery thereof, and not in public
use or on sale for more than two years prior to his application for a patent
therefor."
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. T})js dQesnot an estoppel,:against the appellee
and :below, for. when the interference proceedings
between Hoppes resulted in the issuance of Hoppes' pat-
EWt,:aJl.d the! (;opsequent defeat of Day, the averment was with-
drawn in an amended bill; but ,it has much .probative force to
sh,ow that t4e, complainant below, did regard the Day device as
different from that patented to Stilwell, and owned by it. This,
too, is the only effect of the circular referred to in the opinion.
Counsel .for appellee seem to think that the court has treated the
circular as an estoppel. In this they are mistaken. Reference
was made to it as evidence of the construction given to its own
patent by the complainant below.
The motion for a rehearing is denied.

FORGIE v. OIL-WELL SUPPLY CO., Limited.

(C1nluit Court, W. D. Pennsylvania. July 10, 1893.)

No. 18.

PATBNTS FOB INVENTIONS-INVENTION-COMBINATION-Orr,-WELJ, TOOLS.
Letters patent No. 422,879, issued March 4, 1890, to W. Forgie, for a.

wrench for oU-well tools, consisting In the adaptation of a lifting jack .to
produce a cirCUlar horizontal pressure against the arm of a wrench, for the
purpose of screwing and unscrewing the tools, are void for want of inven-
tion, as this was only lU'. adaptation of the jack to an analogous use, and
as neither it nor the wrench perform any new function.

In Equity. Suit by William Forgie against the Oil-Well Supply
.Company, Limited, for infringement of a patent. Decree for de-
fendant.
William L. Pierce, for complainant.
James L Kay, for defendant.
Before ACHESON, Circuit Judge, and BUFFINGTON, District

Judge.

BUFFINGTON, District Judge. W. Forgie brings this bill against
the Oil·Well Supply Company, L'imited, for alleged infringement
of a patent for wrench,·for oil-well tools, applied for January 28,
1888, and to him granted March 4, 1890, and numbered 422,879.
The respondent is the selling agent of the puff Manufacturing Com-
pany, which latter is the manufacturer of the alleged infringing
machine, and the real respondent in the case. The device in dispute
is a jacking apparatus for screwing and unscrewing oil-well tools.
The resp.ondents allege their device is. made under patents issued
to one Barrett, 3ind a suit against Forgie for alleged iIJJfringement
thereof in his device was argued with this bill, and is disposed of
in our opinion at No. 54,November term, 1891. 57 Fed. Rep. 748.
The present ease turns upon two questions: (;1.) Was Forgie the

inventor of the device? and (2) if so, is the device patentable? Tools


