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for defendants have illustrated this point by adopting the language
of Judge Coxe in Bunching Co. v. Williams Co., 44 Fed. Rep. 190,
substituting the terms of the patent in suit, as follows:

“What reciprocity ecan there be between the hook, B, at one end of the
cyeglass holder, and the pin, G, and the coil, T, at the other end of the
holder? In what way does the pin, G, and coil, T, act upon the hook, B,
or the hook, B, upon the pin, G, and coil, F? Remove either, and the other
will perform its function unimpaired. The hook, B, is simply a convenient
device for holding the eyeglass, There is no combination between the pin,
G, and coil, F, which act to secure the holder upon a garment, and the
hook, B, for holding the eyeglass at the other end.”

Let a decree be entered dismissing the bill.

SAWYER SPINDLE CO. et al. v. TURNER.
ATWOOD et al. v. SAME.
(Circuit Court, D. Connecticut. May 13, 1893.)
Nos. 749 and 750.

1. PATENTS FOR INVENTIONS—INFRINGEMENT—PRELIMINARY INJUNCTION.
Where the validity of a patent has been sustained by the courts on
final hearing, the only question that will be considered on motion for pre-
liminary injunction in a subsequent suit for infringement by other parties
is whether defendants infringe.

2. SAME—CESSATION. OF INFRINGEMENT.

‘Where it is admitted that defendant has once infringed the patent in
suit, but has ceased to do so, and declares that he has no intention of
so doing in the future, it is still within the discretion of the court to
grant a preliminary injunction.

In Equity. Suits by the Sawyer Spindle Company, John E. At-
wood, and Eugene Atwood against Arthur . Turner, and by the
two last-named complainants against the same defendant, for the
infringement of eertain patents. Decree for preliminary injunction
against defendant.

-Fish, Richardson & Storrow, for complainants.
C. H. Burdett, for defendant.

TOWNSEND, District Judge. These are two motions for pre-
liminary injunctions to restrain the alleged infringement of certain
claims of letters patent No. 253,572, granted to Messrs. Draper &
Jenks, February 14, 1882, for an improvement in supports for
spindles for spinning machines, and of letters patent No. 296,377,
granted to complainants, April 8, 1884, for improvements in spin-
ning frames. As the decision of the motions depends upon the
disposition of certain questions, which are substantially the same
in each case, they may be considered together.

The validity of each of the patents has been sustained after
protracted litigation. The opinions of Judge Shipman, which
cover all the questions raised on final hearing, will be found in
Sawyer Spindle Co. v. W. G. & A. R. Morrison Co., 52 Fed. Rep.
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590, and Atwood v. W. G. & A. R. Morrison Co., Id. 475. The
claims now in suit having been thus sustained on final hearing, this
court will, upon this motion, consider only the question of in-
fringement. Edison Electric Light Co. v. Beacon Vacuum Pump
& Electrical Co., 54 Fed. Rep. 678; Brush Electric Co. v. Accumu-
lator Co., 50 Fed. Rep. 833.

The defendant is not a manufacturer of spinning machines, but
a silk manufacturer, using spindles and spinning frames in his
factory. It appears from the numerous affidavits introduced by
him that he was not at the date of the suit, and is not now, using
either spindles or spinning frames which infringe the claims in
issue under the patents in suit. This would, in itself, be sufficient
ground for refusing the injunction, unless there were other cir-
cumstances indicating a danger of future infringement. Such dan-
ger may be presumed from past infringement. Whether such in-
fringement has been shown is the chief question in these cases.
The complainants introduced but one affidavit—that of William A.
Giilbert, one of their employes—to prove the fact of infringement.
So far as said affidavit purports to state what the affiant saw in
the mills of defendant, it is wholly insufficient to show infringe-
ment of patent No. 258,572, for supports for spindles. The affiant
states that he satisfied himself that many of the frames had spin-
dles of the Morrison make, and were the same as had been en-
joined, without stating the facts on which such opinion was based.
As to patent No. 296,377, for spinning frames, the affiant deseribes
the arrangement of the cylinders, and the banding method, which
he saw, sufficiently to enable the court, assuming the affidavit to
be true, to determine whether they were infringements or not.
But it further appears from said affidavit, and from the papers an-
nexed thereto, that defendant had bought said machinery from the
Morrison Company, the makers of the infringing machines, prior
to the granting of the injunctions in the suits already referred to.
It further appeared that on January 13, 1893, the Atwood Machine
Company sent to defendants a circular letter, inclosing copies of
the opinions of Judge Shipman in said suits, calling attention
thereto, and asking defendant for a statement of the number of
spindles of the Morrison make, and of spindles in frames supplied
with the infringing banding. Defendant replied, stating the num-
ber of each in use in his factory. In March, affiant had a conver-
sation with defendant in regard to complainants’ claim for roval-
ties, in which defendant did not deny the use of the infringing ma-
chines. Defendant has made an affidavit in each case in which
he denies that he was using any infringing devices at the date of
the suit, but does not deny that he previously used them in his
factory. In regard to patent No. 253,572, he alleges that he was
misled by the language of the ecircular.

Apart from the infirmities in complainants’ proof, already re-
ferred to, and admitting that defendant may have misunderstood
complainants’ circular, his failure, in his affidavit, to deny previous
infringement, in view of his original admissions, would seem to be



SAWYER SPINDLE CO. v. TURNER. 981

sufficient to make out complainants’ prima facie case. He knew
that complainants had examined the spindle machinery in his fae-
tory, and claimed that it was an infringement of their patent.
When he made the alleged admissions of infringement upon which
complainants now rely, he had before him the opinions of Judge
Shipman, which discussed fully and clearly the patented machines,
and explained in what the infringements consisted. It is natural
to presume that, if he could have explained these former admis-
sions, and shown noninfringement, he would have done so in his
affidavit. The irresistible conclusion to be drawn from his silence
is that the allegations of past infringement are true.

A number of cases were cited on the hearing, as to whether the
court should grant a preliminary injunction when the defendant
has stopped infringement, and denies that he intends to there-
after infringe. While this is one of the questions which must
necessarily rest in the discretion of the court, the preponderance of
authority is to the effect that such a state of facts furnishes mo
reason for withholding the writ. The rule is well stated in Rob-
inson on Patents, § 1191, approved in Electrical Works v. Henzel,
48 Fed. Rep. 377. Judge Robinson says:

“The intention of the defendant to practice the invention in violation of
the plaintiff’s rights may be shown from his past aets of infringement in
reference to the same invention. * * * When the defendant has once
knowingly invaded the exclusive domain of the plaintiff, there is a strong
presumption that the wrong will be repeated, although he may have since de-
sisted, and promised to refrain, or even sworn that it is his purpose no
further to infringe. This presumption arises, whatever may have been
1hﬁe extent of the infringement, or the damage thence resulting to the plain-
tiff.”

The facts in the case of Kane v. Candy Co., 44 Fed. Rep. 287,
cited by defendant, only show that the question is one which rests
in the sound discretion of the court. As against one of the re-
spondent corporations, the court refused the writ because it was
satisfied that said corporation, three months before the filing of the
bill, had sold out its plant, and retired from business. The com-
plainants have shown past infringement by defendant. “Nothing
but a mere promise stands in the way of its doing so again. * * *
If the defendant intends, in good faith, to keep its promise, the in-
junction will not harm it; otherwise, it will be a security for the
plaintiff that its rights will not again be invaded.” Judge Wales,
in Celluloid Manuf’g Co. v. Arlington Manuf’g Co., 34 Fed. Rep.
324; White v. Walbridge, 46 Fed. Rep. 526; Facer v. Midvale Co.,
38 Fed. Rep. 231; Chemical Works v. Vice, 14 Blatchf. 179;
Walk. Pat. §§ 676, 701. The application for a preliminary injunec-
tion is granted in both cases.
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WATERMAN v, SHIPMAN et al
(Circuit Court of Appeals, Second Circuit. April 18, 1893.)

1. PATENTS—MORTGAGE—TRANSFER OF TITLE.

A mortgage by a patentee vests in the mortgagee the whole title to the
patent rights, subject only to be defeated by performance of the condi-
tion, or by redemption by bill in equity within a reasonable time after de-
fault, and the right of possession to the incorporeal property is, in legal
effect, delivered to the mortgagee at the time of the recording of the mort-
gage at the patent office.

2. SAME—RECITAL OF LICENSE—NOTICE TO PURCHASER.

The recital in a mortgage of patent rights of the existence of a license
is notice to the mortgagee and purchasers of the patent rights under the
mortgage of all the terms and conditions of the lcense.

8. SAME —ABSIGNMENT OF LICENSE — SUPPLEMENTARY PROCEEDINGS IN AID OF
EXECUTION.

In the absence of words showing that it was intended that the leense
might be assigned, a license conferring the exclusive right to manufacture
and sell patented articles is not assignable, and does not vest in a receiver
of the property of the licensee, appointed in proceedings supplementary
to execution under the New York Code of Civil Procedure.

4, S%)ME — INFRINGEMENT — SUIT BY EXCLUSIVE LICENSEE AGAINST OWNER OF

ATENT.

A licensee who has the exclusive right to manufacture and sell a pat-
ented article can maintain a suit in equity against the patentee, if the lat-
ter is guilty of an infringement by making and selling himself, to redress
the wrong occasioned thereby, and such suit arises under the patent laws.
of the United States.

5. SAME—INFRINGEMENT—SUIT BY LICENSEE — COMBINATION BETWEEN OWNER
AND CODEFENDANTS.

If the bill of the licensee who has the exclusive right to manufacture
and sell a patented article alleges a combination between the owner of
the patent and other persons, who are made parties defendant with the
owner, to deprive the complainant of the benefits and advantages of his.
license, and the evidence shows that a license granted by the owner of
the patent to his codefendants was granted by him, and procured by them,
for the paramount purpose of preventing the complainant from enjoying
the monopoly conferred by his license, the defendants are joint infringers
of the complainant’s rights, and he is entitled to relief against all the
parties defendant.

8. SAME—VALIDITY—WANT 0F NOVELTY—EVIDENCE.
If defendants in a suit for infringing letters patent plead want of nov-
elty, and set up in their answer, and offer in evidence, a large number of
. patents prior in date to those of the complainant, the court will not ex-
amine these patents, in the absence of expert testimony to explain them,
or to indicate what they contain to negative the novelty of the complain-
ant’s patents, unless the character of the invention has so little complexity
that expert testimony is not required for that purpose.
7. SAME—WANT OF NOVELTY—EVIDENCE.

In a suit for the infringement of letters patent, defendants introduced
in evidence a pamphlet of about 25 pages, published two years after the
patents were issued, entitled “An Expose of the Assumptions and Business
Methods of a Dealer and Reputed Inventor,” which was prepared and pub-
lished by a rival manufacturer apparently for the purpose of discredit-
ing the inventions of the complainant, and his personal character and
business methods. The greater part of the pamphlet was scandalous mat-
ter, irrelevant to the issues. The author testified that, so far as it referred
to the patents he had studied, the pamphlet correctly expressed his views
respecting the same. Held, that the contents of the pamphlet could not be
considered competent evidence upon the issue of novelty, and that com--
plainant’s counsel was justified in refusing to cross-examine the author.



