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CONSOLIDATED ELECTRIC STORAGE CO. et al. v. ACCUMULATOR
CO.

(Circuit Court of Appeals, Third Circuit. April 25, 1893)

PATENTS FOR INVERTIONS—INFRINGEMENT—PRELIMINARY INJUNCTION.

In a suit for the infringement of a patent, which had been upheld by
the circuit court of another circuit in a prior suit, it was shown that the
defendant company was the successor of the defendant in the prior suit,
having the same president, operating the same plant, and doing the same
business. Before the hearing of the motion for preliminary injunction,
defendant had completed its proofs as to the expiration of a Spanish
patent, alleged to be for the same device as that sued on, claiming that
such expiration avoided the latter. It appeared that the prior suit had
been opened to admit this defense, but the court, after the hearing,
refused to suspend the injunction. Held, that it was within the discre-
tion of the court in the present suit to grant the preliminary injunction,
and require complainant to give bond to indemnify defendant in case the
suit were determined in his favor. 53 Fed. Rep. 796, affirmed.

Appeal from the Circuit Court of the United States for the Dis-
trict of New Jersey.

This was a suit by the Accumulator Company for infringement
of a patent. Complainant’s motion for a preliminary injunction
was granted below, (53 Fed. Rep. 796,) and defendants appeal. Af-
firmed.

‘Wm. H. Kenyon and C. E. Mitchell, for appellants.
Frederic H. Betts, for appellee.

Before ACHESON, Circuit Judge, and BUTLER and WALES,
District Judges.

ACHESON, Circuit Judge. This being an appeal from an inter-
locutory decree granting a provisional injunction, the only question
properly before us for determination is whether or not the legal
discretionary power of the court below was fairly exercised under
all the circumstances. It would be altogether premature for us
to pass upon the merits of the case, or to consider with a view to
a definitive judgment the important and close questions involved in
this litigation. The action of the court below complained of was
based upon adjudications of the United States eircuit court for the
southern district of New York., Judge Coxe, in Electrical Accumu-
lator Co. v. Julien Electric Co., 38 Fed. Rep. 117, 39 Fed. Rep. 490,
after a protracted litigation, at final hearing sustained the first
claim of Faure’s patent, (here in suit,) and granted an injunction.
In a later suit for the infringement of the patent (Electrical Ac-
cumulator Co. v. New York & H. R. Co., 40 Fed. Rep. 328) Judge
Lacombe granted a preliminary injunction. Thereafter the Julien
Electric Company, which was a New York corporation, ceased to
do business, and a New Jersey corporation, the present appellant,
(the defendant company below,) was formed; and this new company
transferred to New Jersey the plant and business of the New York
corporation. William DBracken, who had been president of the
Julien Electric Company, and was a codefendant with it in the first
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New York suit, became the president of the New Jersey Company,
and is a defendant in the present suit. Whether or not legal priv-
ity, strictly speaking, exists between the enjoined New York corpo-
ration and the New Jersey corporation, the court below has found,
and the fact seems to be, that the appellant company is substan-
tially the old concern, Wlﬂl another name, acting under a new cor-
porate organization. Mr. Bracken’s afﬁdavit impliedly concedes
that since October, 1891 the appellant company has been doing
that which Judge Lacombe held to be an infringement of Faure's
patent.’

In October, 1891, the Julien Electric Company made application
to Judge Coxe to dissolve the injunction which had been granted
against that company, on the ground that Faure’s American patent
had terminated on June 27, 1891, by reason of the expiration at that
date of a Spanish patent which had been granted to him. While
the court opened the case to admit this new defense, the motion
to suspend the injunction was denied by Judge Coxe. Electrical
Accumulator Co. v. Julien Electric Co., 47 Fed. Rep 892.

The bill in this case was filed January 7, 1892. Two days later,
notice of a motion for a preliminary injunction was given to the
defendants. On January 19th there was an order to show cause.
The hearing, however, did not take place until December, 1892, In
the mean time the proofs respecting the Spanish patent had been
completed, except the putting in of the file wrapper and its con-
tents in Faure’s American application, but the other proofs were
incomplete. On January 20, 1893, the court made its interlocutory
decree granting an injunction, but upon condition that the plaintiff
give a bond for $5,000 to secure the defendants against pecuniary
damages, if ultimately the decision of the court should be in their
favor. '~ The court below regarded the defendants as virtually en-
joined by the court of the second circuit, and, without undertaking
to express a positive judgment upon the question whether the Span-
ish and American patents were for the same invention, was of the
opinion that the defendants should be held under injunction in this
jurisdiction until the rights of the parties should be determined
at final hearing. Now, having regard to all the circumstances, we
are not prepared to say that this conclusion was unreasonable, or
that the granting of an injunction pendente lite upon the terms
prescribed was an improvident exercise by the court of its legal dis-
cretion. True, in view of the fact that the case was nearly ready
for final hearing in December, 1892, the court might well have de-
clined then to hear the motion made the previous January. But it
is not satisfactorily shown to us that the plaintiff was responsible
for that delay, or was guilty of any laches; and whether the motion
should be heard at so late a day was peculiarly a matter for the
determination of the judge below, who had personal knowledge of
the causes for the delay in taking up the application,

‘We ought here to state that we deny the appellants’ motion for
leave to file in this court, as part of the proofs, the file wrapper and
its contents in Faure’s American application. As this evidence
was not before the court below, it ought not to be considered here.
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Should a like motion be made in the court below, it will doubtless
be granted. Upon the case as now presented, and without intend-
ing to intimate any opinion upon questions affecting the final rights
of the parties, we affirm the interlocutory decree.

JOHNSON RAILROAD SIGNAL CO. v. UNION SWITCH & SIGNAL CO.
(Circuit Court of Appeals, Third Circuit. April 17, 1893.)
1. PATENTS FOR INVENTIONS—INFRINGEMENT—WHAT CONSTITUTES SALE.

A railroad company had acquired by license from the patentee the right
to make and use patented signals on its lines, and it contracted with
defendant, a switch and signal company, to make and erect them for a
stipulated compensation, which defendant accordingly did. Held, that
this was not a sale of the patented device by defendant, and hence it did
not constitute infringement. 52 Fed. Rep. 867, reversed.

2. SAME—THREAT TO INFRINGE.

Another railroad company advertised for proposals to furnish materials
and do certain work on its line, which included furnishing and erecting
such patented signals. Defendant offered to do the work, and furnish
everything required except the signals, representing that these could be
obtained for about $300 additional. The railroad company declined this
offer, and defendant then proposed to furnish these signals for the addi-
tional $500; but a few days later it withdrew the proposal. Held, that
this was not such a threat to infringe the patent as to warrant an injune-
tion; for the presumption is that defendant intended to procure the
signals by lawful means.

Appeal from the Cireuit Court of the United States for the Dis-
trict of New Jersey.

In Equity. Bill by the Union Switch & Signal Company against
the Johnson Railroad Signal Company for infringement of a patent.
There was a decree for complainant, (52 Fed. Rep. 867,) and defend-
ant appeals. Reversed.

Edwin H. Brown, for appellant.
J. Snowden Bell, for appellee.

Before ACHESON, Circuit Judge, and BUTLER and WATLES,
District Judges.

BUTLER, District Judge. The only questions presented by the
assignments of error, requiring consideration, grow out of the
charge of infringement, which is based on alleged sales to the
Boston & Albany Railroad Company, and an alleged offer to sell
to the Old Colony Railroad Company, of Massachusetts. We do
not think either allegation is sustained by the proofs.

As respects the first, the facts are that the railroad company,
first named, having acquired a right by license to make and use
the signals on its lines, contracted with the appellant to make and
erect them for a stipulated compensation; and that the latter did
make and erect them accordingly. This was not a violation of the
appellee’s rights. The appellee, however, claims that it was, be-
cause the transaction, as it thinks, comstituted a sale within the
meaning and prohibition of the patent laws. A contract to make



