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the witnesses examined on behalf of the surveyQr. of
the fum. of Mihalovitch, Fletcher. & Co., testified that he had been a
dealer in liquors about 20 years; that the order in this. case was for
bottles, from Germany; that the commercial designation of the ar-
ticles in question was "fancy bottles;" and that his firm had been
in the habit of filling and shipping them from Cincinnati allover the
United States. Another wholesale dealer testified that they were
known to the trade as "fancy bottles," and had long been known as
SUCh; and that among his earliest recollections was that of seeing
one representing Napoleon Bonaparte. The testimony, so far as
it is an expression of the opinion. of the witnesses whether the ar-
ticles are bottles or ornaments, is hardly competent. It is compe-
tent to prove what il;! the commercial designation, known to the
trade, .of the mer·chandise in question. But that is quite different
from the expression of an opinion by a witness that the article falls
within or without the class claimed, because that is a question for
the jury or for the court. Greenleaf v. Goodrich. 101 U. S. 278;
Wills v. Russell, 100 U. 8. 621; Recknagel v. Murphy, 102 U. S. 197.
The weight of the testi'llony of these witnesses is in favor of the
conclusion reached by the general appraisers.
The application for review makes the claim that a duty of 60 per

centum ad valorem should be assessed under the following provi-
sions of paragraph 105: "Flint and lime pressed glassware, not cut,
engraved, painted, etched, decorated, colored, printed, stained, sil-
vered, or gilded." But these articles are not pressed glassware;
they are molded, which brings them within an express provision of
paragraph 103. The claim was made upon the hearing that, if they
did not come within the provisions of paragraph 105, they did fall
within the provisions of paragraph 106, which includes "all articles
of glass, cut, engraved, painted, colored, printed, stained, decorated,

or gilded, not including plate glass silvered or looking-glass
plates." But it appears from the testimony of the United States
appraiser as well as for an inspection of the articles, that they are
etched,-the appraiser testifies,-by the use of fluoric acid. They
:are therefore expressly excluded from the operation of paragraph
106, which does not mention etched glass. The application, whether
it be considered upon the testimony, or upon the construction of the
paragraphs referred to, must be denied, and the entry will be ac-
,cordingly.

EDISON ELECTRIC LIGHT CO. et aI. v. EQUITABLE LIFE ASSUR.
SOC. OF UNITED STATES.

(Circuit Court, S. D. New York. May 8, 1893.)

1. PATENTS-ACTION FOR INFUINGE)fEN'l'-Pr.EADING.
In a suit in equity for infringement of a patent the defense of laches

may be presented by a plea.
2. SAME-LACHES.

A patentee cannot maintain an action for infringement against a mere
user who, in common with the public generally, has used the patented
device openly for a period of 11 years, with the full knowledge of the
patentee, and without objection by him.
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In Equity. Bill by the Edison Electric Light Company and oth-
ers against the Equitable Life Assurance Society of the United
States. Defendant filed a plea alleging laches and acquiescence in
defendant's alleged infringement for 11 years. Plea sustained.
Eugene H. Lewis, for complainants.
Leonard E. Curtis, for defendant.

COXE, District Judge. The defendant asks by the plea to have the
bill dismh;sed on the ground of laches. No authority for this prac-
tice in an infringement suit is cited by counsel. There is no doubt,
however, that the defense of the statute of limitations may be pre-
sented by plea. 2 Daniell, Ch. PI. & Pl'. 728; Story, Eq. PI. § 757.
It has also been held that a party, who for 40 years had been in
peaceable possession of premises sought to be recovered, could pre-
sent the question of laches by a plea. Blewitt v. Thomas, 2 Yes.
Jr. 669. So in an action for rent, the defense of 26 years' undis-
turbed possession was interposed by plea and sustained. Baldwin
v. Peach, 1 Younge & C. 453; Story, Eq. PI. § 814; Coop. Eq. PI.
288. In Lansdale v. Smith, 106 "(:c. So 391, 1 Sup. Ct. Rep. 350, it
was held that the defense of laches might be asserted by a de-
murrer although it could also be presented by plea or answer. On
the other hand, the trend of modern decisions is against trying
causes piecemeal and in favor of relegating defenses which go to
the merits to the domain of the answer. Rhode Island v. :Massa-
chusetts, 14 Pet. 210, 257; Sharp v. Reissner, 9 Fed. Rep. 445; Kol'll
v. 'Wiebusch, 33 Fed. Rep. 50; Bailey v. Le Roy, 2 Edw. Ch. 51-1.
In Walker on Patents the author, at section 597, says:
"A plea is not appropriate for such a defense, [laches,] because, if the 1.Jill

shows tlelay and is silent about excuses thcrefor, thc methotl of R pIca would.
1.Je to state that there is no such excuse, and because, by taking issue on sucll
plea, and proving an excuse, the complainant coultl cut off all othcr tlcfenses,
and win the cause."

It will be observed that the learned author does not pronounce
the plea an improper pleading, but only inappropriate and unwise.
Although no exact precedent has been found the court is entirely
clear, after an extended examination of analogous cases, that this
plea was properly filed.
By setting it down for argument the complainants have admitted

the facts therein alleged to be true. Briefly stated these facts are'
that third parties have openly infringed the patents for 11 years
with the knowledge of the complainants and their predecessors;
that the defendant is not a maker and seller, but only a user of the
alleged infringing articles, and has, as the complainants well knew,
been using such articles openly and notoriously for the last 11 years
as a part of the apparatus for lighting its building in New York
city; that although continuously within the jurisdiction of this
court and abundantly able to respond in damages the complainants
have never given any notice to the defendant or asserted any claim
under either of the letters patent mentioned in the bill. The ques-
tion, then, is this: Can a patentee maintain an equity action of in-
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fringement against a m,ere user who has used the patented structure
openly for a period of 11 years with the full knowledge of the paten-
tee and without objection from him? It is thought that this ques-
tion must be answered in the negative. Hammond v. Hopkins, 143
U. S. 224, 12 Sup. Ct. Rep. 418; Galliher v. Cadwell, 145 U. S. 368,
12 Sup. Ct. Rep. 873; Foster v. Railroad Co., 146 U. S. 88, 13 Sup.
Ct. Rep. 28; Lansdale v. Smith, 106 U. S. 391, 1 Sup. Ct. Rep.
350; 3 Rob. Pat. § 1194; Coats v. Thread Co., 13 Sup. Ct.
Rep. 966; and cases cited in Kittle v. Hall, 29 Fed. Rep. 508.
The bill alleges that the defendant has been infringing "ever sinc£
the 27th day of December, A. D. 1881." In Brush Electric Co.
v. Ball Electric Light Co., 43 Fed. Rep. 899, this court had a
similar allegation under consideration, and, by implication, decided
that a bill which alleged a continuous infringement for 10 years
without excuse, was bad on demurrer. The bill in that case was
saved, however, because the word "since" was construed to mean
not "ever since," but "subsequently to" the date of the patent.
The case at bar differs in many respects from the cases cited in

support of the bill chiefly because it is affirmatively established by
the allegations of the plea that the patents were plundered openly
and continuously by the public without complaint by the owners
of the patent, and that the defendant's alleged infringement was
,veIl known to them during 11 years and was acquiesced in without
even a notice to desist. The fact, too, that the defendant is only a
user would seem to dispose of the doctrine applicable to a mul-
tiplicity of suits as well as other grounds of equitable cognizance.
It must be conceded within all the authorities that, upon the admit-
ted facts here, an accounting and a preliminary injunction are
out of the question, and it is difficult to imagine upon what the-
ory a permanent injunction can issue. The theory of the rule is
that as the defendant has used these fixtures for 11 years with the
permission of the complainants they cannot now complain of their
use. If the defendant were maldng and selling new fixtures and thus
interfering with the complainants' business the rule might be differ-
ent, but it would seem that the rights of the parties are fixed and
determined as to the structures which the defendant has used so
long with the complainants' implied consent. In other words, the
complainants can only be injured to the extent of their license fee,
and the right to recover this has been lost by their own negligence.
The doctrine of "McLean v' Fleming, 96 U. S. 245, and Menendez v.
Holt, 128 U. S. 514, 523, 9 Sup. Ct. Rep. 143, is invoked by the com-
plainants. Although both these cases relate to trade-marks no
reason is perceived why the principle there enunciated should not
be applicable to patent causes, but it is thought that it is not
applicable to the facts in hand for reasons already given.
It was stated at the argument that there was ample excuse

for the delay in bringing the action, and that one object in set-
ting the plea down for argument was to have a precedent established
by a determination of the question whether a complainant should be
required to allege his excuses for delay in the bill or reply to the al-
legations of the answer setting up the defense of laches. The court
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is of the opinion that, even if the complainants are right upon the
proposition that the bill in its present form can be sustained for a
portion of the relief pr:1yed for, it is much wiser and safer to <lmend
the bill by setting up all the facts upon which they rely. "llere
the delay appears upon the face of the bill the excuse should appear
also. In Badger Y. Badgpr, 2 ""Vall. 87, the court says that the COln-
plainant in a suit in equity "should set forth in his bill specifically
what were the impediments to an earlier prosecution of his claim;
how he came to be so long ignorant of his rights, and the means
used by the respondent fraudulently to keep him in ignorance; and
how and when he first came to a knowledge of the matters alleged
in his bill; otherwise the chancellor may justly refuse to consider
his case, on his own showing, without inquiry whether there is a
demurrer or formal plea of the statute of limitations contained in
the answer."
It is thought, therefore, that the plea must be allowed, but with

leave to the complainants to amend their bill within 20 days.

SMITH v. S'l'EWART et aI.
(Circuit Court, E. D. Pennsylvania. April 24, 1893.)

No.11.

1. DESIGN PATENTS-NOVET,TY AKD INVEKTION-NEW ApPEARANCE.
'1'he invention and novelty required in the case of design patents is very

small and of low order, and differs from the novelty and invention re-
quired .for mechanical patents. All that the statute requires in the case
of designs is the production of a new .and pleasing design which may add
value to the object for which it was intended.

2. SAlfIE-1I'1AsoNIC DESIGN FOR DECORATIKG RUGS.
Design patent No. 18,703, granted October 23, 1888, to William T. Smith,

for a masonic design for decorating rugs, consisting of the selection of
certain masonic symbols, and the grouping thereof in an orderly and taste-
ful manner, so as to form what many would consider an attractive panel,
large enough to cover the face of the rug, involves novelty and invention,
and is valid.

3. SAME - INVENTOR - CONCEPTION OF IDEA - ADJUSTMENT OF DETAILS BY
DRAUGHTSMAN.
An allegation that a design was invented by the patentee's draughts-

man, and not by the patentee, is not sustained where it appears that the
patentee conceived the idea and manner of carrying it out, although the
draughtsman applied the idea and made the drawing.

4 SA:ME-INFRINGE}lENT-RUGS.
Design patent No. 18,703, for a design for decorating rugs consisting of

a panel, on which certaIn masonic symbols are arranged, with a border of
oak leaves, is infI'inged by the manufacture of rugs which follow the
patented desil-,"llliterally, except the border, the distinguishing and dominat-
ing feature of the patented design being the panel.

5. SAME-INFRINGEMENT-AMOUNT RECOVERABLE.
In a suit for infringing a design patent for rugs, it appeared that the

defendants had copied the plaintiff's design; that the rugs manufactured
by the plaintiff were marked as the statute requires; and that from the
one copied the mark had been removed. One of the defendants testified
that he was not aware of the patent, and that he inquired of the designer
of the copy about it, and was told that there was no patent. At that
time the patent had not issued, but had been applied for. The defendants
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