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REECE BUTTONItOJ.,E MACH. CO. v. GLOBE BUTTONHOLE MACH.
CO. et aL

(Oircuit COurt, D. Massacl;msetts. March 29,l893.)
No. 2,938.

1. PATENTS FOR INVENTIONS-BUTTONHOLE MACHINE.
Letters patent 240,546, granted April 26, 1881, to John Reece, for n

buttonhole machine, are not infringed as to claiml;l 5, 11, 12, 13, and
18 by the fI1achine made under letters patent 450,844 and 450,950, issued
April 21, 1891, to James H. Heed and Charles A. Dahl, for a buttonhole
stitching and barring machine; for the Reece patent, by its specifications
and claims, is a machine moving the cutter and stitcher to and over the
cloth clamp flnd cloth, wbile the Heed and Dahl machine moves the cloth
clamp llnd cloth to and lmder the cutter and iC'titcher.

2. 8AME-EXTE1'iT OF CLADI-LIMJTATION.
Reece's eleventh claim was in part for a device "to change the positions

of the frame and bedplate longitudinally." This was objected to on the
ground that IlO mellns were shown for movIng the bedplate relatively to
the frameworK, as the claim would seem to imply. 'rhe claim was modi-
fied so as to read, "move said· framework longitudinally upon said bed·
plate." Held, that the patentee was limited to a machine wherein the
frame moved and the bedplate was statiollftry, although a machine built
substantially according to the description of the patent could be made to
Qperate by fixing the frame and moving the bedplate.

In Equity. Bill by the Reece Buttonhole Machine Company
against the Globe Buttonhole Machine Company and others for in-
fringement of letters patent.. Bill dismissed.
James H. Lange, F.P. Fish, and J. J. Storrow, for complainant.
Oharles E. Mitchell, Clarke & Raymond, and Frederic H. Betts,

for defendants.

CARPENTER, District Judge. This is a bill to enjoin an
infringement of claims 5, 11, 12, 13, and 18 of letters patent No.
24Q,546, granted April 26, 1881, to John Reece, for a buttonhole
sewing machine. The machine made by the respondents is de-
scribed in general and essential features in the specifications and
drawings of letters patent Nos. 450,844 and 450,950, both issued
April 21, 1891, to James H. Reed and Charles A. Dahl, for a button-
hole stitching and barring machine. The only issue here is whether
the. respondents have infringed.
In constructing a machine to make buttonholes there are two

classes of elements to be taken into account: First, the cloth
or leather in which the buttonhole is to be made; and, secondly, the
various devices (1) to support and clamp the work; (2) to cut the
buttonhole; and (3) to stitch the buttonhole. At the time the
Reece invention was made, the known machines for this purpose,
none of which were entirely automatic, were divided broadly into
two classes. In one class, the cloth being supported on the cloth
plate and there clamped, the cloth plate remained at rest, and the
cutting and stitching were moved with relation there-
to; in the second class, the cloth being in like manner supported,
the cloth plate moved so as to present the work in the proper
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('elation to the operating mechanism for cutting and stitching. The
machine shown in the patent to J. A. and H. A. House, No. 39,442,
dated August 4, 1863, is an example of the first class; while the
machine known as the "Humphrey" or "Union" machine, first
patented to Daniel W. G. Humphrey, October 7, 1862, and the
machine shown in the patent to J. A. and H. A. House, No. 36,932,
dated November 11, 1862, are examples of the second class. The
Humphrey the work to be turned half way around
at each buttonhole, while the House machine moved the work for-
ward to the extent of the length of the buttonhole, and laterally
to the extent of the width of the eye of the buttonhole. The
Humphrey machine may be said to turn the work, and the House
machine to move the work.
I come, then, to consider what construction shall be given to the

Reece patent, or, in other words, what is the extent of the Reece
invention? This, I take it, is to be determined by ascertaining wh,at
is the new function conceived by Reece as embodied in his machine.
For the purpose of this case the question may be solved., in onp
view, by ascertaining whether the new function of the Reese mao
chine was conceived by him as applying to both the general methods
of operation above described, or whether it was confined to one
alone. This question appears to be significant when attention ill
turned to the machine of the patent and to the alleged infringing
machine. They differ in nearly every detail of construction, and
nearly every operation is performed by different devices. For the
purpose of the present discussion, however, these different de-dcelll
may be assumed to be equivalents· for each other. But there is a-
broad distinction between the patented machine, as literally de-
scribed in the patent and as actually built by the complainant, on
the one hand, and the machine of the respondents on the other. The
first machine moves the cutter and the stitcher to and over the
cloth clamp and the cloth, while the second machine moves the cloth
clamp and the cloth to and under the cutter and the stitcher.
This broad difference not only characterizes the machines, as whQles,
but also evidently determines many of the differences in detail be·
tween the two, in respect to which differences in detail the Dahl
machine, being the junior machine, mav be said to vary by the sub-
stitution of what may be assumed, as before said, to be equivalents.
The question, then, recurs whether the fixed cloth plate type of ma-
chine described in the patent is intended by the Reece patent to be
the best machine in which his invention may be embodied, or
whether it is intended to limit the field of his invention to machines
of that type. I confess that the preamble of this specification, al-
though not, of course, conclusive, seems to me very persuasivr' ''In
the question as to what was the real invention. He says:
"This invention relates to sewing machines for stitching buttonholes, aJBd 18
an improvement upon that class of the said machines wherein the stitching
mechanism is made to travel first along one side of the buttonhole slit, then
about the eye, and along the other side of the silt."
It might be said that this language imports that the machine is

-one which shall cause the presentation of the needle to the cloth
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in a certain w-ay, without. to whether this. be effected by
the motion the needle or by #le mqtion of the clqth. But this
suggestion is by the considerl;ttion ,that there were previous ma-
chines in w4:ich the n,eedle-in an imperfect way, indeed-traveled,
but still in this same path,as appears by reference to the
machines to which I have alread,y referred. The I!ltatement seems
to me strongly to suggest that the. machine as conceived by the
inventor was not a machine in which, for example, the needle at
successive points of time was to be found at successive points of
space over the surface of the cloth, but rather a machine in which
the needle reached those points by its own motion as
distinguished from the motion of the cloth. If this be so, of course
the statement qualifies and is to be read into each claim, and limits
them all, so as to exclude all machines constructed like those built
by Dahl.
I think the reading of ,the claims, taken in connection with their

history, I!ltrongly confirms this view. In the fifth, eleventh, and
thirteenth claims the framework which carries the cutting and
stitching mechanism is· literally described as "moving." The
eleventh claim, as originally drawn, was as follows:
"(11) In a l;luttonhole sewing machine, a clamp and bed to hold the material,

the framework, a, the buttonhole cutting devicE' connected therewith, com-
bined with a, cam disk to operate the said buttonhole Clltter to cut a slit in the
material held by the clamp, and then to [change the relative positions of tho
frame and bedplate 10ngltcdlnallY,l to remove the blade of the cutter from
above the clamp, substantially as described,"
The examiner objected as follows:
"In tlie first claim the Inclusion of means for changfng 'the relative positions

of the bedplate and framework longitudinally' must be objected to, as no
means is shown and described for moving the bedplate relatively to the frame-
work, as the claim would seem to imply. The eleventh claim must be ob-
jected to for the same reasons as were- urged to the first claim, no means
being shown for changing the relative position of the bedplate with respect
to the frame, as the claim would seem to imply."
The petitioner thereupon amended the eleventh claim by striking

out the words above included in brackets, and inserting in their place
the words "move said framework longitudinally upon said bedplates."
The first claim was amended in similar terms. Words of the same
import were inserted in the twelfth and thirteenth claims, in re-
spQnse to objections of the examiner, but under circumstances which
make these changes less persuasive than that above quoted.
I now pass to a consideration of the question whether this change

operates to limit the scope of the patent to the literal terms of the
inserted words) in so far as they differ from the terms of the words
for which they were substituted. It is clear that these literal terms,
if originally written in the claim, would not limit the invention to
a machine having the specific motions indicated by them, if it ap-
peared that the state. of the art at the time of the invention would
permit a construction so broad as to include other correlative and
equivalent motions, whether of the part described as moving or of
one or more of the associated parts. On the other hand, it is clear
that if the literal terms under discussion were substituted nece$·
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sarily, and only, for the purpose of limiting the claim to the specific
motion finally described, as distinguished from the motion described
by the erased words, then they do operate so to limit the claim to
that extent. The complainant in this case refers to the fact that
nearly all the cases in which specific words have been so construed
have been cases in which the prior state of the art would have so
limited the invention, even if the specific words had not been u&ed,
and he urges that the doctrine should not be extended further. But
it seems to me that this argument would make the doctrine or no
effect. The inventor may be limited to the only possible invention,
and this is to be determined by an examination of the state of the
art. He may also be limited by the actual limits of the invention,
so far as those limits may be ascertained from his own words; and
such a limit I think may be inferred from his intentional substitu-
tion of a narrow claim for a broad claim. When he has himself
fixed such limits, he cannot afterwards claim a construction which
will extend his rights beyond them. He has himself decided in ad-
vance whether the invention which he has in fact made be a broad one
or not. Union Metallic Cartridge Co. v. United States Cartridge Co.,
112 U. S. 624, 5 Sup. Ct. Rep. 475. The complainant contends that
the patent itself shows that the invention of Reece was broad
enough to cover both the corresponding' or reversed motions which
appear in these two machines, because the machine literally de-
scribed in the patent is capable of both motions. It is, indeed, true,
as shown by experiment at the hearing, that ina machine built
substantially, in the respects here considered, according to the de-
scription of the patent, if it be so placed as that the bedplate, rather
than the frame, rests on the earth through suitable supports, the
operation of making a buttonhole may be carried on by the move-
ment of the bedplate, carrying the cloth clamp and the cloth, while
the frame remains at rest. But this was not the apparent intent
of the inventor, and the machine as a whole is not, I think, so con·
structed as to suggest such a use, or to make it desirable or eco-
nomical. The whole construction of the machine, as distinguished
from the underlying principle on which it operates, seems to me to
be contrived with great skill to operate only by the movement of the
frame, and to be a development of the idea or invention of a machine
which should operate only in that way. But laying aside this consid-
eration, which is not conclusive, but only confirmatory, it seems to me
most clear that when the complainant suggests that the Reece ma-
chine, as described in the patent, is capable, by a change of anchorage
of the parts, of the reversed motion, wherein essentially the Dahl ma-
chine differs from it, he points out the course which the patentee
might have taken had he intended to claim the construction for
which the complainant now contends. The officer of the patent office
rejected the claim which seemed to imply that the bedplate might
be made to move, not because an invention so broad as that was
impossible, by reason of the state of the art, which would show
that it was not novel, but he rejected it because, by reference to
the specifications, it seemed to him that the inventor had not de-
scribed, and therefore had not in fact made, an invention so broad.
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If, in this conclusion, the patent office, officialwal1l in error, the pat-
entee might have answered the objection in either of two ways: He
might have pointed out that the description in the spelJitipation im-
plied the reversal of motion, bepause it was evident from. an inspec-
tion of thedfawing that if the bedplate, rather_ than the frame,
were anchored, the proper motioI18 of the interacting parts would
still .go on. He would have plainly right in th.is assertion.
'And if the examiner had rejoined that the specification shows no
description or reference to an organization whereby the bedplate is
anchored, the. patentee would have satisfied this objection by so
amending the specification as to describe the method by which the
altel'Jlative motion could be effected,. Instead of so doing, he modi-
fied the claim so as to bring his invention within the limited field
to which the examiner apparently supposed it to be intact confined.
It has been strongly argued that, whenap.inventl.on as actually

made appears to have a broad scope, the court ought to make every
possible intendment in order to give the inventor full benefit
of his invention. The argument is very persuasive. But I think
that in this case the inventor has deliberately and unequivocally
fixed a limit beyond which, under the present decisions on this point,
the court is not at liberty to extend his rights. In reading with
great care the testimony of the inventor in this case, .and the speci-
fications and claims of the patent, I find myself also more and more
led to the conclusion that the patent, as above constrned, does in
fact cover the actual invention. ,The inventor, in his testimony,
describes very clearlY,and still briefly, the whole train of operations
by which by the mere tripping of. a single le'\;er by: the operator
(and with the slackening or pulling down of the thread, which is a
necessary preliminary to the operation of most, if·not all, sewing
machines) is performed automatically the whole work of making
a. buttonhole. But ,does not claim as an integral organism the
mechanism which performs thiswol,'k. He claims separately the
mechanism which performs each step in this train of operations,
but makes no claim which combines any of these separate mechan-
isms. It is true, indeed, that this may arise from the opinion of
the person who drew the papers as to the proper function of the
claims, rather than from. the opinion of the inventor as to the SCOpl'
of his invention. But from considerations broader than this, in
fact, from the case as a whole, it seems to me that the invention as
it lay finally in the mind of the inventor was that of a completely
organized automatic machine. to make a buttonhole by moving the
stitching mechanism, and, further, that the inventors of the Dahl
machine have reached the same result by a. different road.
The bill must be dismissed, with costs of the respondents.



GERARD 'V. DIEBOLD SAFE & LOCK CO •

. GERARD v. DIEBOLD SAll'E & LOCK CO.
(Circuit Court of Appeals, Fifth CIrcuit. Februa.ry 20, 1893.)

No. 60.

889

PATENTS FOR INVENTIONS-CLAIM-INFRINGEMENT.
Letters patE:nt No. 246,748, issued September 6, 1881, to Alonzo Gerard,

for a combination consisting of "au Improvement In burglar-proof sates,"
which do not claim any improvement in the lock, but admit that "any
suitable locking device". may be used, are not infringed by the making and
selling of lOCks for jail cages similar to those used In the patented sates.
48 Fed. Rep. 380, affirmed.

Appeal from the Oircuit Oourt of the United States for the Eastern
District of Texas.
In Equity. Bill by Alonzo Gerard against the Diebold Safe &

Lock Company for infringement of letters patent. A demurrer to
the bill was sustained, and the bill dismissed. See 48 Fed. Rep. 380,
where a full statement of the facts will be found Complainant ap-
peals. Affirmed.
Statement by LOCKE, District Judge:
The complainant in the court below, appellant here, filed his bill January

28, 1891, alleging, in substance, that he was the original inventor of a new
and useful improvement in burglar-proof safe locks, and had upon due ap-
plication received letters patent No. 246,748 for the same; that since the grant-
Ing of said letters patent the defendant company has caused to be made and
sold, and had used in the construction of locks in jail cages, the invention and
improvement described and claimed In said letters patent, thereby infringing
complainant's patent, greatly to his damage, and praying an injunction and an
accounting and computation of damages, and judgment therefor. The de-
fendant demurred to complainant's bill, and upon hearing the demurrer was
sustained, and the bill dismissed. From that judgment this appeal was taken.
Clarence H. Miller, (Franz Fiset, on the brief,) for appellant.
H. F. Ring, (Goldthwaite, Ewing, and H. F. Ring, on the brief,)

for appellee.
Before McCORMICK, Oircuit Judge, and LOCKE and

District Judges.

LOCKE, District Judge, (after stating the facts.) In the complain-
ant's bill, he asks an injunction and damages under an invention and
improvement in burglar-proof safe locks; but, when an examination
is had of the letters patent presented in support of the claim, it ap-
pears that the patent was granted for an improvement in burglar-
proof safes. In the court below it was held, in an extended opinion,
after a careful examination of the patent, that the patent was in no
way for an improvement in burglar-proof safe locks, as is alleged
in complainant's bill, but that the safe was an. important and neces-
sary element in the combination, which would be required, to show
an infringement; and with the views therein expressed we concur.
The specifications filed in the application for a patent provide for

an improvement in burglar-proof safes, and state directly, in terms,
that "this invention relates to burglar-proof safes, the object being
to provide a safe with nonexplosive seams," and exhibit how a sys-


