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HOTCHKISS v‘ iSAMUEL cUPPms WOODEN‘-‘WARE CO.
(Dlstrict Court, E. D. Missouri, E. D. Novembér 28, 1891
ORI T bl ey »,':‘.‘ NO 3465

1. PATENTS FOR Ivaxpm—-Ormnsms AGAINST. PATENRT LAWS—-MARKING Un-
+. . PATENTED ART (f
- In an acétion’ tm er B,é’v St. §-4901, to“recover penalties for marking un-
_patented articles as m ted,” the jury ‘can only consider cases in which
"thé marking a,s ‘ol five years before the commencement of the
.., 8uit, and wltbgn the udicml district in whieh it 1s brought.
2. BA:M—[NTEM\-—EvaH
i:/Torender defendant; liable for the penalty, the marking must have been
-..dona;for the purpose of decelving the public, and in determining the ex-
:iatence of such purpose the jury may consjder that, althiough the articles
were in fact unpatented, they were cipimed to have beén manufactured
under a certain.patent, and, that the question whether, they were covered
. by-such patent was ione upon which persons skilled” in the patent law
- might. reasonably entertain different opinions. The fact that defendant
~ may have become convinced, some time after the marking wag done, that
- the articles were not covered by the patent, would not render it liable

3. S.um—‘ IABILITY OF CORPORATIONS—INTENT OF OFFICERS.
- poration may be:held Hable under this section when the wrongtul
‘ tww ‘#Feproven to have been committed by some officer or agent thereof
within the scope of his authority, knowing that the articles were
pa, ted, and with mtent to decelve the public.

4.‘SA INGLE OFFENSE.
¢ ‘marking of a number of separate articles with intent to deceive the

publio pes not constitute separate offenses when it is all done on the same
day and at the same tline, so that the marking is practically a continuous
act, ‘and in such case but one offense is committed, and one penalty is re-

covemble

A.t Taw. -Action by Charles A. Hotchklss, for h1mself and to the
use of the United States, against the Samuel Cupples Wooden-Ware
Compa.ny to recover penalties under Rev. 8t. § 4901, for marking cer-
tain unpatented articles with the word “Patented, » for the purpose
of decelving the public.

Wm. Eccles, for plaintiff.
Geo. A. Madill, for defendant.

THAYER, District Judge As you are aware, this is a suit
brought by -the plaintiff in his own behalf and in behalf of the
United States, to recover penalties imposed by the laws of the
United States for markmg an unpatented article with the word
“Patented.” and doing so. with intent to. deceive the public. The
motive that inspired congress to enact such a law was fairly
stated to you by Mr. Eccles, in opening the case, and nothing fur-
ther need be said by me upon that subject. The complaint in this
case charges that defendant marked the words “Patented, September
28, 1880,” on 1,420 rope reels manufactured between July 1, 1885,
and Apml 5, 1890 But as the case stands at the conclusion of the
* trial, the ev1dence will not warrant you in finding that more than
400 rope reels were so marked in this district between the dates
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mentioned. The: answer admits that 200 rope reels were marked
with the words in question during the month of August, 1885, and
that 200 were so marked in March, 1887, these being the reels
made by the Whitman Agricultural Company, here in St. Louis.
There is no evidence before you that any other reels were so marked
at the city of St. Louis, or within this judicial district, within five
years before this suit was begun; hence the questions that you have
to determine are these: First. . Were the rope reels manufactured
by the Whitman Agricpltural Company in -August, 1885, and March,
1887, unpatented articles? Second... If unpatented, did the defend-
ant cause the words “Patented, September 28, 1880,” to be marked
thereon for the purpose of decelvmg the pubhc"

As to the first of these questions, the court has determined to
instruct you as a matter of law that the rope reels in question
were not covered by the Le Roy patent of date September 28, 1880,
or by his subsequent patent; but in doing so it is proper that I
should say for your information, in view of the character of the
suit and the nature of the testimony, that the patent taken out by
Mr. Le Roy, dated September 28, 1880, contains four claims. The
patentee points out four different mechanical combinations, each of
which he claims to be patentable, and all of which the patent office
eventually allowed. Now, if the reels made by the Whitman
Agricultural Company embodied any one of the four combinations
described in the specification and covered by the claims, then the
defendant had an undoubted right to mark the reels “Patented,
September 28, 1880,” although they were not so constructed as to
embody all of the patentable combinations. To entitle it to brand
ihe reels “Patented, September 28, 1880,” it was not essential to
construct the reels so as to contain all of the mechanical combina-
tions covered by the patent. It is very clear that the reels as made
did not contain the combination covered either by the first, the sec-
ond, or the third claims of the Le Roy patent of date September
28, 1880; and the court is of the opinion, and so instructs you,
that they do not contain the combination covered by the fourth
claim, and for that reason the reels must be regarded as unpatented
articles, so far as the Le Roy patents are concerned. And in this
connection I will add that the Le Roy patents are the only patents
in evidence under which it is claimed that the reels are or were
patented articles.

Now, while I express the opinion last stated, that the reels were
not covered in any respect by the Le Roy patents, yet it is fair to
say that this is a matter which is not entirely free from doubt
and difficulty. Different persons skilled in the patent law might
reasonably entertain different opinions as to whether the combina-
tion covered by the fourth claim of the Le Roy patent is embodied
in these reels. The question is one, I think, that fairly admits of
controversy among persons skilled in the construction and applica-
tion of the patent laws, and it is proper for you to take that fact
into consideration in a case of this character, when you come to
determine whether the defendant was actuated by a fraudulent
purpose in marking the reels patented. I will make no further com-
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ments concerning the patentablhty of the reels, but will instruct
you to regard them as in fact unpatented artlcles
* As I have already instructed you that the evidence only shows
the marking of 400 reels in this district, and as I have also charged
you, a8 a matter of law, that they were not covered by Le Roy’s
patents, or either of them, it follows that the main question which
you will have to consider and determine is whether the defendant
marked the reels as it did for the purpose of decelvmg the public,
as the plaintiff alleges. That is the vital question in this case, as
counsel on both sides practically concede. The offense does mnot
consist merely in marking an unpatented article “Patented,” or
in selling an unpatented article that has been marked “Patented ”
The mere sale of an article 0 marzed is not an offense. The
offense, under the statute, consists in marking an unpatented article
“Patented,” and in doing so with an intent, entertained at the time,
of deceiving the public. Hence, if the marking' complained of was
dome by the defendant, not with intent to deceive the publie, but
in good faith, on the supposition that the reel, or some part thereof,
was pa.tented 1o offense was committed, and the defendant is not
liable on any of .the counts. On the other hand, if it caused the
reels to be marked “Patented, September 28, 1880 ? at a time
when it either kuew, believed, or supposed that ag constructed they
were not covered’ by  the Le Roy patents, or either of them, and
were in fact unpatented articles, then you have the right to infer
that:the defendamt’s purpose in so marking them was to deceive
the public, and in'that event an offense was committed, and the
de‘fendalnt is liable for the penalty imposed by the statute. '

:In considering ‘the quéstion of intent, your imquiry must be di-
rected to the time when the marking was done;- that is to say, to
the ‘menth of August, 1885, ‘and the month of March, 1887. If at
those ‘dates, whién the reels are said to have been made, and the
marking ‘thereon!is said‘to:have been done, the defendant, its
officers and - agents, supposed the reels to be: covered by the Le
Roy'patent, then it is not liable in this action; although you may
be of the'opinion that the defendant or its agents; or some of them,
at a subsequent date, came to a diﬁerent conoluswn In other
words, 'to'render ‘the defendant liable for the penalty sued for; it
must appear that defendant entertained the purpose of deceiving
the public when the marking was done, or when it was caused to be
done. Co

Now, ‘a8 you know, the defendant in this case is a corporation,
not a private individual, and, being a corporation, it can only be
held liable for such wrongful and unlawful acts as are complajned
of in this suit when they are proven to have been committed by
some officer or agent of the corporation, while acting for the cor-
poration, and within the scope of his authority as such officer or
agent. 'And you will have to determine, among other things,
whether ‘the wrongful dets in this 1nstance alleged to have been
committed by the defendant company were done or committed by an
agent -or officer in its employ, for whose acts in such matters the
corporation was and is responsible.. Bearing on this question, the
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court gives you the following directions: If you believe that
Mr. A. W. Benedict was in charge of defendant’s purchasing depart-
ment in the years 1885 and 1887, and that it was a part of his
duty, as the head or chief of that department, to give orders for the
manufacture of rope reels, and to direct after what models or
samples they should be made, and what brands or marks should
be stenciled thereon, and that it was also his duty to give orders
on the defendant’s cashier to pay for such reels as were manufac-
tured pursuant to his direction; and if you further find that, while
80 acting as the head of the purchasing department, Mr. Benedict
caused or procured the reels made in August, 1885, and March,
1887, to be made and marked with the words now complained of,—
ithen the acts of said Benediet in that behalf are the acts of the
defendant, and the knowledge possessed by said Benedict as to
whether the reels were patented, and the purpose by him enter-
tained in causing them to be marked with the words complained
of, are to be regarded by you as the knowledge and purpose of the
defendant for all of the purposes of this case.

‘With reference to the burden of proof, I instruet you that the bur-
den rests upon the plaintiff,. To warrant a verdict in favor of the
plaintiff on any particular count in the complaint, it must be made
to appear by a elear preponderance of evidence that on or about
the date alleged in such count, some agent or officer of the defend-
ant company, acting at the tune for the company, and within the
scope of his authority, as I have heretofore explained, caused the
wards “Patented, September 28, 1880,” to be marked upon an
unpatented rope reel within this judicial district of the state of
Missourd, and did so for 'the purpose of deceiving ‘the public. You
have nothmg to do with reels that were manufactured and marked,
as the evidence shows, in the state of Ohio, outside of the limits of
this judicial district. And I will also say that you have nothing to
do with such reels as may have been manufactured and marked
prior to the 1st day of July, 1885. You can find a verdict in plain-
tiff’s favor on some counts, and agalnst him on other counts, accord-
ing as the proof may be; that is to say, you are not bound to
render the same verdict on all of the counts of the complaint. As
before stated, there are 1420 counts in all, and, as there is no evi-
dence that more than 400 reels were marked in this district within
the five years preceding the commencement of the suit, you must,
in any evenf, return a verdict for the defendant on at least 1,020
counts contained in the complaint.

In conclusion I will say that, where several unpatented articles
are falsely marked “Patented,” and the marking or branding is all
done on the same day and at the same time, so that the act of
marking is practically a single, continuous act, but one offense is
committed under this statute, and only a single penalty is recover-
able, although more than one article may have been marked.
Therefore, if you believe that the rope reels manufactured by the
‘Whitman Agricultural Company were branded in lots of some 25
or &) at a time, as some witnesses have testified, then you will re-
gard the branding of such a lot of 25 or 50 reels, all at one time,
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in the mdnner-deseribed, ‘as constituting but 4’ single offense, for
which - otily ‘dfgingle penalty: of $100 can be’ recoveréd.  Taft v.
Lithographing Go,, 38 Fed. Rep: 28,-4nd 39 Fed. Rep. 781

Ymi a#1% ‘the wole judges of the’ Weight of the testimody and of the
credibility of @t of the witnessek' who have testified in your pres-
ence, and'if the evidence in thd ¢ase satisfies you that any of the
witnesses have ‘knowingly testified falsely as to aby material fact
in"contréversy, you are at liberty ‘to reject the:entire testimony of
any such 'witwess or witnesses; ‘ahd, inasmuch ag you have to deter-
mine’ the purpose which actuated: hhe defendant’s agents in branding
cértain rope reéls with the words: “Patented, September 28, 1880,”
it will be 'your:duty, in determining that issue, toconsider all the
facts and circumstances in evidence, and to draw such inferences
as you deem justifiable and proper. The caseiis left with you, you
having heard all the testlmony, to be dealt with as you see fit in
view ob the evidence and in new of the law as I have explained
and declared it.

. THE QUEENSMORBE.
MYERS et al. v. THE: QUEENSMORE: -
(Glrcuit Court of Appea.ls, Fourth Circuit. Febmary 7, 1893.)
e o No 32,

1. IBIPPING-—-FREIGHT—SEIPPER 8 CONTRACT—GUARANTY. -

A contract- for the shipment' of cattle guardntied the payment of
freight by the, shippers, whether or not the cattle were “lost in any manner
whatsoever,” and also provided that the freight should be payable on the
‘arrival of the 'ship at Iiverpool. Held, that the fattéer provision did not
relieve the -shippers from labllity on their absolute guaranty, though
the cattle-were lost through fire and subsequent wreck of the vessel, which
failed to reach its port of destination.

2 SaME—BILL QF meq. .
Such lability was not affected by any question as to whether the bill of
lading providing, “Freight payable, ship lost or not lost,” was or was not
in harmony’ with the’ shipping contraet.

Appeal from the Dlsfrlct Court of the United Sta,tes for the Dzs-
trict of Maryland. :

In Admiralty. Libel to recover freight. Decree for hbela.nts.
51 Fed. Rep. 250. Respondents appea.l Affirmed.

Thomas W. Hall, for appellants.
Arthar George Brown and Frederick Brune, for, appellee.

. Before GOFF, Circuit Judge, and HUGHES and SIMONTON,
District J udges

" HUGHES, District Judge This suit relates to a shipment of
517 cattle from ‘Baltimore for Liverpool, in October, 1889, on the
British steamship Queensmore. ' The shipment was made under
the provisions of a general contract entered into July 12, 1889,
between Myers & Houseman, cattle shippers of Baltimore, and the
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agents of the Johnston Line of ocean steamers, of which the
Queensmore was ohe, Among the provisions of this general contract
is the following clause:

. “The freight is payable upén sa:ld cattle at the rate of eighty shillings Briﬁsh
sterling per head on the number shipped at Baltimore, whether delivered alive

:tl;i no'f’delivered at all, and 18 payable in leerpool on the arrival of the steam-
ps.

i According to the custom of merchants the general contract was
signed only by the shippers, Myers & Houseman, and the bills of lad-
ing delivered under it only by Patterson, Ramsay & Co., agents of
the ship. The contract of ‘July contemplates the delivery of such
bills of lading. = There were two parcels of eattle, and two bills of
lading identical in terms. Amnother provision of the general contract
of July -was that the ship should be “free from all responsibility for
mortality or accident of any kind to the cattle, or any of them; and
if any of them die, or are thrown overboard or are washed everboard,
or are lost in any manner whatsoever, the freight is nevertheless
to be paid, and is hereby guarantied to be paid, by the shippers,”—
nothing being said in this clause limiting the liability of the shippers
to payment only upon the arrival of the ship in Liverpool. A clause
in the bill of lading signed by agents of the ship is similar to the
foregoing, except that it relates to the loss of the ship. It pro-
vides that “freight is payable, ship lost or not, upon the number of
animals embarked, without regard to and irrespective of the number
landed; and the shippers hereby guaranty payment of such freight
if not paid by consignees.”

The steamer sailed from Baltimore on the 27th of October, 1889,
with a large quantity of compressed cotton and other general mer-
chandise on board, and with nearly a thousand catile on the decks,
the 517 shipped by Myers & Houseman being included. A few days
after the ship got out to sea, fire was discovered in the cotton. It is
not charged that this accident or any subsequent misfortune that
befell the ship was due to negligence of those in charge of her.
Every effort was made to extinguish the fire, to protect and pre-
serve the cattle, and save the sghip, but in vain. The cattle were
suffocated or necessarily thrown overboard, only eight or ten in
the bow being saved. Five days after the fire had been in progress,
and after the ship, in consequence of the burning of her machinery,
had become unmanageable, the ship herself was lost, and became
a total wreck, from having struck a rock on the southwest coast of
Ireland. The libelants claim the freight as due on the cattle, under
the terms of the general contract and on the bill of lading, making
them due, “ship lost or not lost.”

Action for the freight was brought in the district court of the
United States for Maryland, sitting in admiralty, by which a decree
was rendered in favor of the libelants for $10,172.43, the amount
claimed. This appeal is from that decree. No other question was
raised in the court below, or is presented here, but the simple one
whether the clause which has been quoted from the general con-
tract of July, 1889, providing that the freight should be “payable
in Liverpool on the arrival” of the ship there, releases the ship-



1024 FEDERAL 'REPORTER, vol. 53

pers ‘from’ Lability: \for” the freight, in ‘consequence of ‘the’ Toas
of thé¢ shipat'sea and néfiarrival at Liverpool. On the coniyary, the
Lability is virtually admitted to exist, but for this langiage 1n the
contract: i Tf there was 'no other clause in the: respondents’ con-
tract of, July 1&] 1889, exéept that making the fréight payable on

arrival of ‘the ship at Liverpool, there might be sofie difficulty
m holdmg respondents liable under it. By that contract the freight
was not.madeipayable at Baltimore by the shippers, but was made
payable at Liverpool by the consignees; and the shippers gave an
absolute guaranty that it should be paid, the guaranty being limited
by no condition of arrival at the port:of destination. In this suit
it is not the consignees in Liverpool that are sued, under their obli-
gation as such, for it may be easily conceived that they are under
no obligation in respect to:cattle that never “arrived’at Liverpool”
or came into their custody; but it is'the shippers 'who are sued on
their guaranty:of the freight—a guaranty absolute and unlimited
in its terms,.that the freight should-be paid whether the cattle
should die, or be thrown overboard or washed overboard, or lost in
any manner whatever. ‘That guaranty of the shippers is absolute
and unlimited:jn its terms, and cannot be construed to depend upon
a clanse relating to paymerit in Liverpool by consignees, who would,
as-merchants, bé bound to pay only when the. cattle should come
into their hands. This latter clause contemplates the arrival of
the ship, and the obligation of the consignees in ‘that contingency.
The preceding: clause contemplates the loss of the cattle at sea,
and the obligation of the shippers in that contingency. It is the
guarantying clduse that we are called upon to deal with, and not
the other. We think the shippers are liable on their guaranty for
the frelght ‘

Tt is useless to discuss the effect of the clause in the bill of lading
providing that “freight is payable, ship lost or mot lost, upon the
puinber of animals embarked.” As already shown, the genera.l con-
tract signed by :the shippers fixes their: liability, without reference
to the loss of the ship; and this liability cannot be affected by the
question whether the clause, “ship lost! or not lost,” in the bill of
lading, was or was not in harmony with the general contract of July,
and binding. The decree below is affirmed.
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