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to 20 per cent. of the aetive material is outside the perforations.
Mr. Salom testifies that—

*“Such surface layer of active material as iIs found on all of defendants’ plates is,
when taken by itself, and entirely apart from such active material as is packed
in the perforations, a more substantial and efficient. layer, and vastly more sub-
stantial and efficient layer of active materigl for the purpose of a storage
battery in the ordinary uses of such a battery, than the active layer of the
well-known Plaute battery which is procured by electrical disintegration of
the leaden support itself.”

It is extremely difficult, not to say hazardous, for a court to dissect,
analyze, and welgh affidavits such as these, taken ex parte, and so
contra,dictox;y in material statements, and to adjudge where the truth
lies. .To aid the court in arriving at a just conclusion, the witnesses
should be subject to a most rigid cross-examination. Failing that,
there must, of necessity, be left in the mind a doubt, of which, in pro-
ceedings of this nature, the defendant is entitled to the benefit. Is
this structure of the defendants the same as the structure in the
New York case? The affirmative is as strongly asserted by the
one side as the negative is by the other. If it be true that the
active material adhering to the surface of the plate mow made by
the defendants is so substantial as to be in quantity 15 to 20 per
cent. of the whole, I can hardly hold that the structure is the same
as heretofore adjudicated to be an infringement of the complainant’s
plate. In that plate the material outside the perforations was ad-
mittediy 80 very shght in quantity as to be pegligible. Personal in-
spection of the plate in question has not destroyed the doubt. I
frankly say that, as & nonexpert, I am unable to see how the ad-
hesion-of the minute quantity of active material upon the knife-
blade edge of the division bars of the defendants’ grid can poss1b1y
amount to the percentage of the whole as tlestified to. It is to me
almost incredible. But the sworn statement is before me, and I can-
not mject it. Two witnesses assert it as a fact. But one witness
contradicts it. T cannot, under such circumstances, glve any great
credit to the evidence of mere eyesight.

With this doubt, then, as to the character of the defendants’ grid,
existing, I think I should not grant the motion for attachment.
This proceeding is eriminal in its nature and character, and the same
rule should govern as in the trial of indictments. The burden of
proof establishing violation of the injunction is upon the complain-
ant, and the defendants are entitled to the benefit of any reason-
able doubt. The motion is denied.

ACCUMULATOR CO. v. CONSOLIDATED ELECTRIC STORAGE CO.
et al

(Circuit Court, D. New Jersey. January 17, 1893.)

1. PATENTS FOR INVENTIONS — PRELIMINARY INJUNCTION — COMITY BETWEEN
CirouITs.

On.a motion for a preliminary injunction against the infringement of a
patent a circuit court will ordinarily follow the decision of another circuit
court upholding the patent and declaring infringement, especially when
the parties are practically the same, and the acts complained of are iden-
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tical; and the injunction will not be denied upon the ground of a newly-dis-.
covered defense, or additional evidence, unless it is of so potent a character
as to convince the court almost beyond a reasonable doubt that, if pre-
sented in the prior case, the result would have been entirely different.

2. SaME.

On a motion for a preliminary injunction against the infringement of let-
ters patent No. 252,002, granted to C. A. Faure, for secondary storage
batteries, it appeared that the patent had been thrice sustained in another
circuit after long, expensive, and arduous litigation; but there was pre-
sented as a new defense evidence tending to show that the inventor had
procured a Spanish patent for the same invention, which had since expired
by limitation, It appeared, however, that this defense had been set up
in the prior case, subsequent to the decree therein, by a motfion to dissolve
the injunction, and that the court had then refused, on practically the same
evidence, and after full argument, to suspend the injunction or vacate
the decree. On the present motion defendant's affidavits, both as to the
identity of the invention covered by the Spanish patent and as to the ex-
piration thereof, were strongly controverted by complainant. Held, that
on this state of facts the court would not deprive complainant of the fruits
of its victory by denying the preliminary injunction, but would require it
to give a bond to cover any damages caused thereby to defendant, in case
the defense was held valid after final hearing.

In Equity. Bill by the Accumulator Company against the Con-
solidated Electric Storage Company and others for infringement of a
patent. Heard on motion for preliminary injunction. Granted.

. H. Betts, for complainant.
Thomas W. Osborne, William H. Kenyon, and C. L. Mitchell, for
defendants.

GREEN, District Judge. The bill of complaint in this case was
filed to enjoin an infringement of certain letters patent now owned
by the complainant, dated January 3, 1882, and numbered 252,002,
and granted to C. A. Faure, for secondary storage batteries. The
first claim of this patent has been upheld and sustained as a valid
claim by the United States circuit court for the southern district of
New York in several contested cases. Electrical Accumulator Co.v.
Julien Electric Co., 38 Fed. Rep. 117, and Electrical Accumulator Co.
v.New York & H. R. Co., 40 Fed. Rep. 328.  The defendant company in
the first-named case,—the Julien Electric Company,—and who was
practically the defendant in the second case also, has been absorbed
by the Consolidated Electric Storage Company, the present defend-
ant. Mr, Bracken, the president of the defendant company, was the
president of the Julien Electrical Company, and it is not denied that
-the defendant company has taken over all the plant and business of
the Julien Electrical Company to itself, and is practically its suc-
cessor. The letters patent having been declared valid by a judgment
of a circuit court of the United Btates, this court will adopt snch ad-
judication on well-established principles, and accept the conciusions
there arrived at, especially as the parties are the same, or practi-
cally so, and the infringing acts are substantially identical in char-
acter.

The complainant now comes into this court to ask for a preliminary
injunction against the defendant, and as it appears that the acts
which the complainant alleges to be infringing acts have been ad-
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judged 40t be'in a court of ¢ompetent jurisdiction in ‘another cir-
cuit, and that the predecessors of the defendant have béen enjoined
and prohlbmed by ‘the decree of such circuit court from the commis-
sion of such infringing acts, ordinarily the motion would be granted
The ' cornity' which exists' between the federal courts would justify
such action ()n the part of this ¢ourt without further investigation
into the merits of the case.

But the defendants allege that they have a new and valid defense
to the chﬂrges made against them by the complainant. - Admitting,
they say, that the letters patent now owned by the complainant were
valid when granted, and that the claim alleged to be infringed has
been sustained by the circuit court in the jurisdiction mentioned,
yet that since that adjudication it has been made known to ihem that
Faure obtained a patent in Spain for the same invention covered by
the letters patent in the United States; that the patent in Spain,
bemg limited to a term of 10 years, and havmg been issued in 1881,
ipso facto expired in 1891, which date was previous to the alleged in-
fringing acts committed by the defendant corporation; that, the ex-
piration of the Spanish patent necessarily ending by force of the stat-
ute the life of the American patent, the monopoly which had been se-
cured to Faure by the American letters patent has ceased and deter-
mined, and that there is no longer any hindrance to the manufacture
of storage batteries as invented by Faure in this country. They
further declare that this defense has never been raised and deter-
mined by any court, and is now made for the first time, on this present
occasion, and hence they contend that no preliminary injunction
should be gra,nted

The rule is well settled that where a patent has been declared
valid by a decision of a circuit court of the United States in one cir-
cuit, such decision will be followed by the federal courts in
other circuits, unless it shall be made to appear that new evidence has
been discovered, or a novel defense is to be presented, of such a char-
acter and of such significance that, if it had been introduced at the
hearing in the other eircuit, it would have led the court there to a differ-
ent conclusion. Does this case fall within the exception? The com-
plainant here is entitled to all the protection that can be justly claimed
from the result in New York. The patent in question has been sustain-
ed there after an unusually long, arduous, and expensive litigation; not
only once, but twice, and thrice. To deny to the complainant the
fruits of its legal victory, except for causes which necessarily compel
such a result, would be to make judicial proceedings a travesty of
justice. Nor is it true that alleged new defenses will always work a
suspension of the granting of an injunction based upon the adjudica-
tion in another circuit. Such statement of the rule is too broad. The
defense, to be effective, must be so potent in its character as to carry
conviction almost to the degree of being beyond a reasonable doubt,
that, if it had been made in the original cause, and upon the first hear—
ing, the court would have arrived at a totally different result. Now,
in this case it appears that after the granting of the injunection upon
final hearing in New York application was made by these defendants
to the court there to dissolve that injunction upon the very ground
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that the granting of the Spanish patent had been discovered, and that
such Spanish patent had determined by lapse of time, and so had de-
termined the American patent. The matter was vigorously argued,
but the court in New York declined to suspend the injunction, or va-
cate the decree which it had made. Judge Coxe in delivering the
opinion of the court says:

*This is a motion to dissolve an injunction issued pursuaut to an interlocutory
decree on the ground that the complainant’s patent is invalidated by the ex-
piration of a Sgpanish patent for the same invention. At the oral argument
it was decided that the questions presented were too important to be deter-
mined upon affidavits, but that the defendants should be permitted to amend
their answer, and set up the expiraton of the Spanish patent as a defense, and
that the proof pro and con upon the issue thus raised should be taken in the
usual way. The only question reserved for further consideration was whether,
pending the taking of the proofs, the injunction should be sustained. It must
be remembered that the cowmplainant obtained a decree after an unusually
long, arduous, and expensive litigation. This decree was upon one claim only,
and the claim was restricted within narrow limits. A judgment so obtained
should not be lightly set aside. To suspend the injunction is tantamount to
‘vacating the decree. It would seem unjust to the complainant to overthrow,
even temporarily, a judgment reached after years of toil upon ex parte, and
possibly incorrect, statements. In a matter of such importance the complain-
ant should retain its rights until deprived of them by testimony presented in
the usual course of equity proceeding. With ordinary diligence the question
can be determined in the course of & few months. The defendants cannot be
seriously injured by the short delay, especially in view of the fact that they
have at all times contended that there is nothing novel or desirable in the com-
plainant’s patent as limited by the decree, and a Faure electrode has no ad-
vantages over electrodes mechanically coated.” 47 Fed. Rep. 892.

The motion to dissolve the injunction was denied.

From an examination of the papers it is apparent that the facts
concerning the Spamsh patent now opened to this court were fairly
laid before the court in New York, yet that court was not persuaded
to change its opinion as originally pronounced. Judge Coxe distinctly
held that, notwithstanding the evidence touching the new mattars of
defense, the complainant was entitled to retain all the rights that had
been accorded to it, until deprived of them by testimony presented in
the usual course of equity proceedings. It is quite clear that if these
rights ought to be retained by the complainant this court should not
weaken or destroy them by refusing to aceept and act upon the judg-
ment of Judge Coxe in the case before him. The defense upon which
the defendant now relies is, as has been stated, that the expiration of
the Spanish patent has worked the forfeiture of the American patent.
Judge Coxe, in the case of Brush Electric Co. v. Electrical Accumu-
lator Co., 47 Fed. Rep. 48, in characterizing a defense of this nature,
used this language:

“It may as well be admitted that this defense does not appeal strongly to the
conscience of a court of equity. Statute creates it, and in all cases where the
facts are clear the statute must be implicitly followed. But no one can ex-
amine the course of judicial decision upon the subject without being impressed

with the fact that the courts have sought to construe it liberally, and have
seldom, except in the plainest cases, permitted it to defeat a valuable patent "

And again:

“These observations are, perhaps, only germane to the present Inquiry, 'as
they tend to emphasize the suggestion already made that in dealing with a
defense where, as in this case, the disaster following the inventor’s act is so
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out of proportion with the fault, if fault it be, the esurt should proceed with
the utmost caution, and, where. the evidence is not clear, give to the inventor
the beneﬁt of the doubt.”

It thJs alleged new defense is to prevail in opposition to thls motion
for an injunction pendente lite, it is necessary that the defendants
should satisfy the court that the invention of the Spanish patent is
the same invention as that patented in the American patent, and
that the term of the Spanish patent (actual or potential) has really ¢x-
pired. The burden of proof must necessarily fall upon the defendant.
The complainant denies that the Spanish patent has actually expired,
and insists that it is not for the same invention as the patent in the
suit. As to the second contention, the expert witnesses for the com-
plainant are as positive and as clear and as emphatic in their asser-
tion that the invention protected by the Spanish patent is not identic-
al in any respect with that protected by the American letters patent,
as are the expert witnesses for the defense in their assertions to
the contrary. Upon a somewhat hasty, and perhaps a superficizl, ex-
amination of the claims of the two patents, there seems to be ground
for asserting a distinct difference. Take, for instance, the fivss
claim of the Spanish patent, it is clearly for a process. The first
claim of the American patent is for a storage battery, or for an ele-
ment of a storage battery. Like differences are apparent in other
claims. I do not say that upon a close analysis of the two patents,
with such light thrown upon them as able and expert witnesses may
reflect by their testimony, the patents may not prove to be practically
for the same invention; but in the present state of the case, and as
the matter has been presented to me, there exist serious doubts as
to that, which, upon the present motion, must be resolved against
the defendant.

T am unwilling, upon the proofs as they are now before me, to ren-
_ der nugatory the adjudication of the circuit court in New York by

refusing, upon the grounds taken by the defendant, a preliminary
injunction. On the contrary, the true object of the preliminary in-
junction is to retain matters in statu quo until a final hearingz. 'Ihe
statu quo in this case, equitably considered, is that the defendant, be-
ing under injunction in another jurisdiction, should be so dealt with by
this court that such injunetion would be, as far as practicable, effective
here, the acts which it is doing having been determined to be iafrinze-
ments of Faure’s patent; and until the court can be fully satisfied
that Faure’s patent has no valid existence such acts ought to be en-
joined. Of course it is quite possible that the position taken by the
defendant touching the Spanish patent, and the insistment thai its
determination has destroyed the American patent, may be the conclu-
sion reached finally by this court. If such result should be arrived at,
this cause would fall from the want of jurisdiction of the court to en-
tertain it. If this eourt has not jurisdiction, its injunction would have
been improvidently issued, and the defendant would be entitled to pe-
cuniary redress for the resulting interference with its business. Under
these circumstances, while the motion for a preliminary injunction is
granted, it is upon the condition that the complainant file a bond in
the sum of $5,000 with the clerk of this court, conditioned for the pay-
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ment of such pecuniary damages as may accrue to the defense by rea-

son thereof, if it shall appear finally that this court has been ousted

of jurisdiction by the necessary effect of the lapse of the Spanish pat-
ent.

COCHRAN et al. v. ZIMMERMAN.
(Circuit Court, N. D. Ohio, E. D. July 14, 1892.)
No. 4,840.

1. PATENTS FOR INVENTIONS—REISSUES— VALIDITY—FURNACE FUEL FEEDER.

Letters patent No. 368,813, issued August 23, 1887, to Cochran & Lind-
say, covered a furnace fuel feeder, consisting of a discharge pipe through
which, by an air blast, dust and shavings were carried from the wood-
working room into a collector. The collector was a chamber having an
opening through the top to permit the air to escape, while the dust and
shavings fell down through a discharge pipe into a conductor pipe, which
was divided into two branches,—one leading to the receiving room, and the
other directly into the furnace. A small pipe, ¥, was connected with the
discharge pipe just before it entered the collector, and was carried down,
and introduced into the conductor pipe near its mouth; thus applying a
part of the air blast to the shavings and dust just before they entered the
furnace. This pipe was controlled by a cock which regulated the amount
of the blast. The patentee claimed, as part of his combination, “the air
pipe, F, provided with regulating cock, f, connected with said conductor,
D,” and with means for forcing air into the conduector for discharging the
shavings inte the furnace, ete. Upon this patent, reissue No. 10,942 was
granted July 10, 1888, and it was stated in the specifications thereof that
the pipe, F, although preferable, was not essential, and any other means
for introducing a blast into the conductor pipe would answer; and from the
claim the words above quoted were omitted. Held, that these changes
enlarged the scope of the invention, and, in the absence of mistake or in-
advertence, the reissue was invalidated thereby.

8. BAME—ANTICIPATION.

The reissue was also void because of anticipation by the Emlaw patent,
and by the patent of August 28, 1888, (No. 388,468)) to A. Warne, for
which the application was filed February 7, 1887.

In Equity. Suit by Loyal Y. Cochran and William I Lindsay
against Frederick Zimmerman for infringement of a patent. Biil
dismissed.

M. D. & L. L. Legget, for complainants.

Offield & Towle, for defendant.

Before TAFT, Circuit Judge, and RICKS, District Judge.

TAFT, Circuit Judge. This is a bill in equity to restrain defend-
ant from the manufacture of a furnace fuel feeder alleged to be an
infringement of a patent owned by the complainants. The patent re-
lied on in this bill is a reissue, No. 10,942, dated July 10, 1888. The
original patent was No. 368,813, dated August 23, 1887. Application
for it was filed June 6. 1887. The ‘defenses are—First, that the re-
issue was void; second, that the combination claimed as the invention
was not novel; third, that it did not involve patentable invention;
and, fourth, that defendant’s feeders do not infringe.

The furnace fuel feeder described in complainants’ original speci-
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