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Again, the board seems to have the understanding that a term used
in the tariff act is not susceptible of a trade meaning, unless some one
or more articles are bought and sold specifically by that name. In that,
again, I think they are in error. I think the contrary is very plainly
shown in the case of Pickhardt v. Merritt, 132 U. 8. 252, 10 Sup. Ct.
Rep. 80, which I referred to before. An article may be bought and
sold by the specific name which indicates that precise article, and still
a group of such articles may be known to trade and commerce by a
commercial term, which includes them in a special group, and which
still never appears on the face of an invoice or bill of the goods when the
articles are described, because they are always described by the same
specific name which refers to the particular article. Inasmuch as it is
apparent, to my mind at least, that the conclusion which the board
reached in this case was influenced by these views, which seem to me
not in accordance with those heretofore expressed and laid down by the
supreme court, I shall set their decision aside, and direct that the arti-
cle be classified as manufactures of wool, ete., under section 392. ‘

Bruse Errcrric Co. v. CarrrornNia Erecrric LrgaT Co. ¢ dl.

. (Ctreuit Court of Appeals, Ninth Circuit. October 6, 1892.)
No. b4.

1. PATENTS FOR INVENTIONS—LICENSE~~RIGHTS OF LIOENSER,

A grant by the owner of ‘a'patent of an exclusive license to gell the patented arti-
cle in a'specifled territory carries with it an implied authority to join the owner,
even against his will, as a party plaintiff, in suits against infringers. Brush-
Swan Fleetric Light Co. v. Thompson-Houston Electric Co., 48 Fed. Rep. 224,
approved. 49 Fed. Rep. 78, affirmed.

2. SAME—ASSIGNMENT OF LICENSE.
. A licensee cannot divide up his license and assign to third parties all his rights
in certain portions of his territory, uniess a manifest intent to confer such rights
appears in the contract of license; and such intent cannot be inferred merely from
the grant to him and his “assigns.”

8. Bame.

An attempted assignment by a licensee, without authority, of all his rights in
part of his territory, causes no forfeiture of the rights which he acquired by his
license, and, as it passes nothing to his assignee, he may still sue for an infringe-
ment committed in the assigned territory, and may join his licensor as a party com-
plainant therein.

4, Same.

The right to so join the licensor is not affected by the fact that the licensee has
also joined asa party plaintiff a corporation which is merely its agent, and which
is therefore not a necessary party.

5. SaME—ESTOPPEL. .

A patent may be assigned before it is actually issued, and where the assignee
grants to a third person an exclusive right to sell the patented article in a specified
territory, and, after obtaining the patent, treats such grantee as having a valid
license, and allows it to acquire an extensive business, he is estopped to deny the
validity of the license.

6. SaME-NATURE OoF LICENSEE'S RIGHTS.

A grant by the owner of a patent of an exclusive right to sell the patented arti-

cle within a specified territory excludes the grantor fromsuch territory, and con-

v.52Fr.n0.11—60



946: 4. “...  FEDERAL REPORTER, vol. 52.

fers upo the; rantee & right which he exercises for his own benefit, and therefore
he is inol; mere fy nhe agent of the owner, under an agency which may be revoked at
“any tinie. :

7. bmemnaén —OPINTONS OF WITNESSES, oot R ‘
Afldavits the officers-of a 1icensee rporutiou t.hat. 1t wps;“understood” be-
tween itand tge licensor corporation that both.companies should actively prosecute
inirlngera in the-licensee’s territory, were-insufficient to show#n agresment by the
Heensor to allow the use of its name in suits by the license; nor was such an
Rgree ment shown by the afidavit of a former . sugermbendent, of the licensor that
Was innderstood by the officers of that company that it would support the licensee
-in all legal efforts to defeat infringement;. tor in both cages the afidavits stated
oqnclusions, merely, and not the facis on whioh they were based

Appenl frpm the Clrcuxt Court of the Umted States for the Northem
District of California. . ..

-In, iEqulty Suit. by the Brush Electric Company, the California
Electruc Light Company, and the San Jose Light & Power Company
against the Electric Improvement Company of San Jose, for infringe-
ment of a.patent. .. In the circuit court the Brush Electrxc Company filed
a motion;to be. dxsmlssed from the case, which was denied; (49 Fed. Rep.
73,) and thereupon it took an appeal from the order of denial. A motion
was made to dismiss the appeal on the ground that the order was not a
final, appealable decree., This motion was also denied. 51 Fed. Rep.
557, The hearing is now upon the merits of the appeal. Affirmed.

H. P. Bowie, for appellant. - . = .. : - ,

There is no lmphed authority in any license contract under the patenb laws
of the United States, vesting absolutely in the licensee the right to use the
name of thé owrer of the patent to restrain infringements in'a territory cov-
ered by the license.

The monopoly granted to the patentes fscreated by act of congress. It differs
in its nature from all other monopolies, and no rights can be acquired in i
unless apthorized by sl:atm;e. dud ‘in the manner the stabute’ prescribes.  To
enable any one to sue in his own name for an infringement.of patent rights,
he must have the.entire and-unqualified - monopoly which is-conferred by the
statute npon the: pabenﬁee, and whicl congists in the exclusive right, or an
undivided interest in the exclusive right, to the entire Unitad States, or to a
specified portion.thereof,.$o, manufacture, use, and vend, and to authorize
others to manufacture, use, and vend, the patented invention. Any rlght
short-of 'thid 18 -a mere license. The legal title to the monopoly remains in
the patentee, and he alone can maintain an action to restrain an infringement
upon his patent rights. .

‘In equity, as at law, the: title remains {n the owner of the patent Any
rights of the licensee must be enforced through or in theé name of the owner
of ‘the patent; perhaps, if necessary to protéct the rights of all parties, join-
ing the licensee with him as a plaintiff. Gayler v. Wilder, 10 How. 477; Wa-
terman v. Muockenzie, 138 U, 8. 252, 11 8up. Ct. Rep. 334; Paper Bag Cases,
105 U. 8. 767;:Birdsell v. 8haeliol, 112 U, 8. 485, b Sup. Ct. Rep. 244; Oli-
ver v. Chemical Works, 109 U. 8. 82, 8 Sup. Ct. Rep. 61; Littlefleld v. Perry.
21 Wall. 205; Bogart, v. Hinds, 25 Fed. Rep. 485; Cottle v. Krementz, 1d.
495 Clemmt Manuf’g.Go.:¥. Upson & Hart Co., 40 Fed. Rep. 478; Fame-
well Fire Alarm Tel. Co. v, City of Brooklyn, 14 Fed Rep, 265.

Where ‘the ‘patentee is the infringer, the licensee may'sue him in equity,
and enjoin insuch action the infringement. Littlefleld V. Per 7Y, SUPTA, 223,

- The, thing attempted here by the California and San Jose Companies is not
merely to-use the name of the patentee or owner of the patent #3 was done
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at'comuion law by fhe assignee of a chose in action. - There the whole causy
of action or-beneficial interest was in the assignee, the assignor holding only
the naked legal title, having nothing at stake but costs,-and the-use of his
mname as the plaintiff being a mere formality. Here the licensee’s right forms
but an insignificant fractional portion of the patentee’s estate, to wit, to use
and sell within arestricted area; the Brush Company still having the right to
manufacture everywhere, and to sell and use everywhere, except in the re-
stricted. territory covered by the license, if such it be, to'the California Elec-
tric Light Company. Hence an action by the Brush Company, or in the
name of the Brush Company, puts into controversy its own interest, its own
right, its moenopoly privileges, in and to which, confessedly, the licensee has
no right, elaim, or title.

A court pf equity cannot compel a party to stand against his will as a co-
plaintiff jn an‘action where his own interests and rights are involved, because
another claims-it to be for that other's interest that he shail do so. No au-
thority can be found: for such a proceeding. The bill filed in this case involves
in the adjudication prayed for the whole interest of the Brush Company in
the. patent in question, including the :exclusive right of :that company *“to
make” within the territory in which the San Jose Company claims a license
to use and sell. A judgment for the defendant upon this bill would bar any
further proceedings by the Brush Company for the protectmn of its intérests
under the letters patent in question. ,

Under the ruling in Littiefield v. Perry, 21 ‘Wall. 223, the head of equity
]unsprudence to which the question relates is that of trustee and cestui que
trust. - Where a trustee is a necessary party to an action, he must either ap-
- pear or be brought in by process. If he refuses to.bring an:action upon the
request of the beneficiary, the latter may sue.in his stead; making the trustee
.party defendant. I$ would be very unnecessary to make him a party defend-
-ant, and bring him,in by process, if, by merely naming him: as plaintiff, the
court is vested with jurisdiction to bind him by a decree. - ‘The settled prac-
tice of chancery is against thrusting a party into an action as plaintiff against
bis will. : Perry, Trusts, § 886; 2 Lewin, Trusts, § 853; 1 Daniell, Ch. Pr. 183,
note; Morgan.v. Ratlway Co., 15 Fed. Rep‘ 56, 57. Et mde Lube, Eq. (2d
Amer, Ed.) 189; Rob. Pat. § 1099,

The owner of the patent right, havmg a substantial mterest in the subject-~
matter of this:suit, distinct from the interest of his licensee, cannot be sub-

.jected to the jurisdiction of this court in respect of that interest, at the mere
.will of sugl) licensee, and without his own voluntary appearance, or some pro-
cess of the court duly served on him, requiring his appearance, however ad-
vantageous to.the special interest of such licensee it may be that such juris-
diction.ghould be-taken.

The soli¢itors of the California Electric Light Company and of the San Jose
Light & Power Company, by joining the Brush Company as a party complain-
ant to this bill, and by assuming to sign the bill as solicitors also of the Brush
.Company, conclusively commit the Brush Company to every averment of the
bill, and conclusively authorize this court to adjudicate accordingly. To say
that sueh authority to the solicitors of the California Company is to be im-
plied from the nature of the transaction between the parties is only to beg
the question. An inquiry into the nature of the transaction requires a con-
struction of the contract, a determination of its abligation, express or implied,
absolute or conditional, and then, if Lhe authority is proved, an enforcément
of the contract; but this is an adjudication of the rights of the parties to the
contract, and a complete exercise of the jurisdiction of the court over the
Brush Company. Clearly, such jurisdiction cannot be exercised, unless the
sBrush Company has been in some way subjected to the power of the court. The
question, thergfore, comes to this: Can the Brush Company be subjected to
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the-judicfal power of this:court 'as.a party complainant because’the solle-
itor of the California Company and the San'Jose Oompany chooses t;o insert
its name-in the bill as-such party?

‘Were the Brush Company named a- defendant in the case, the court could
not acquire jurisdiction over it without voluntary appearance or compulsory
process; much less does the mere naming of the Brush Company as a co-com-
plainant confer such jurisdiction.

- Process is the test of jurisdiction. Case v. Humphrey, 6 Conn. 139; Cole
‘Stlver Min. Co. v. Virginia & Gold Hill Water Co., 1 Sawy. 470.

Even had the Brush Company expressly covenanted that it would join the
California Company and the San Jose Company as a co-complainant, and had
thereafter retused, while it might be liable upon its covenant, the covenant
wonld not relieve this court fromn issning its process if it desired to subject
the Brush Company. to its jurisdiction against its consent. We know of no
autharity cortrary to this contention, No authority, express or implied, ab-
solute or eonditional, has been shown from the Brush. Company to the San
.Jose: Qompany, authorizing, empowering, or directing it to join ‘the Brush
Compauy ‘with:it as a co-complainant in this action. ' There has been no un-
dertakingon the part of the Brush Company shown to allow either- tlie Cali-
Afornia.Qdmpany or the 8an Jose Company to use its:hame in any way in any
. 'infringement suits, and the solicitor's authority even to'make a party plaintift
pro forma must be special. 1 Daniell, Oh. Pr. 809. Vo author:ty contlary

to'this eoritention can be shown. ‘

A licensee has no implied- power to and cannot compel the owner of the
patent to join with him: in“a suit in equity for an-infringement of the- pat-
ented invention; nor can the licensee, without the consent of the owner, use
his:name'in 8uch suit, even where the owner has covenanted to bring or to
joim in-bringing. suit. - If he refuses, the remedy is, we submit, by action
against him in the proper forum, either to compel specific performance, or to
obtaina decree permitting: the use of his name, or by action at law to recover
damages for the breach.of the covenant.

Covenantsiby:the patentee licensor to protect the licensee agamst infringe-
ments, to ‘maintain actions in support of the patent right, to defend all at-
tacks made by competmg. semor, or other patents, are of frequent ocecurrence
in written licenses.

Where such covenant, clause. or stipulatlon is omitted from the license by
the parties, it cannot be supplied by the court; the license itself being the
measure of the licensee’s rights. MeKay v. Smith, 29 Fed. Rep. 295; Emer-
son v. Hubbard, 84 Fed. Rep. 327; Ingalls v. T'ice, 14 Fed. Rep. 297; Na-
tional Rubber Cu. v..Bdston Rubber 8hog Co., 41 Fed. Rep. 50.

Even in a written license, where there is a covenant to sue infringers, the
owner of ¢hé patent is not bound to protect the licensee against those who
claim under adverse patents, nor does he warrant against them. Jackson V.
Allen, 120:Mass, 77. ;

The rule which gives the patentee;: by virtue of his ownership of the pat-
ent, control over all litigation wherein his patent, monopoly, rights, and fran-
chise are involved or may be jeopardized; is a rule intended for his- protec-
tion. Any rule short of this would place him entirely at the meréy of care-
less or dishonest licensees, of collusive litigation, of judgments against him,
suffered by default, or it may be by fraud. Such power in the licensee would
be simply ruinous to the jowner of the patent. This is well indicated 'in
Bmslé-zbwan Electric nght Co. V. Thomson-Houston Electric Co., 48 Féd.
Rep. 4 :

‘In the court below, and in the wnt.ten brlef ﬁled by ‘the learned sohmtors
of ‘the California Company, it was admitted that there is no implied covénant

- that- the licensor: will protect the licensee against infringers- by instituting
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suits; but it was insisted that there was an implied covenant giving the
licensee the right to use the name of the licensor in bringing suit, on the
ground that the licensee cannot protect himself in any other way. - The an-
swer, however, to this, is that, if the licensor is not bound to protect his
licensee, the latter cannot compel him indirectly to do so by using his name
without his consent; and it were idle to concede, as the California Company
does, that the Brush Company controls the litigation of its patent, (for it is
admitted that it need not protect the licensee against infringers by institut-
ing suits to that end unless it sees fit to do so,) if, onthe other hand, the con-
trol of such htigation is nevertheless vested in the licensee, and which con.
trol it virtually would have and exercise under this implied power here
claimed, to use the licensor’s name in infringement suits without its con-
sent. -

Furthermore, we have shown that, if thelicensee desires protection, he can
stipulate for it. The owner of the patent is then to determine upon what
terms it shall be granted. The exclusive licensee, under the authorities, is
but at best a mere licensee, which simply means that he is licensed to do cer-
tain acts, which, if done by a: stranger, would constifute the latter a tres-
passer. Heap v. Hartley, 42 Ch. Div. 461, (1889.) But there is a wide dif-
ference between the privilege of trespassing on the patent, and the right to
control. litigation of the patent right, to the monopoly in and to which the
licensee has no claim or title. Under the decision in- Littlefield v. Perry, as
cited above, the relation of the owner of the patent to his licensee is held to
be that: of trustee and cestut que trust, and under the well-established doc.
trine of equity jurisprudence with reference to trusts, where the trustee re-
fuses to-institute a suit for the benefit of his beneficiary, and the latter claims
the right to have such litigation begun, the cestus gue trust can himself bring
the suit in his own name, alleging the reason why, and making the trustee a
defendant. In this way the rights of the cestui que trust are as effectually
protected as though the trustee were party plaintiff; and the federal courts
have held that in such a case the question of jurisdiction, as affected by resi-
dence, will be determined by looking to the relations of the parties in contro-
versy, without regard to their positions on the record. Hence a trustee, made
defendant merely because he declines to sue, will be treated as plaintiff in
settling the question of jurisdiction. Railroed Co. v. Ketchum, 101 U, 8.
289.

But this practice rests upon the power of the court fo deal with those who
are brought within its jurisdiction, If a trustee thus named is a necessary
party, and is out of the jurisdiction, and is not before the court by appearance
or process, the case cannot proceed. Morgan v. Railway Co., 15 Fed. Rep.
55. It would be a very unnecessary trouble to make a party defendant, and
bring him in by process, if by merely naming him as a plaintiff the court is
invested with jurisdiction over him, and power to bind him by its decree.
There is no practice in chancery of bringing a trustee in as plaintiff against
his will. This has been attempted here by the California Company and by
the San Jose Company, and that extraordinary power invoked and claimed
by those two companies over the Brush Company, who is, if a trustee.of a
licensee, not merely such, but has rights of.its own, outside of, separate, and
distinct from, its licensee, and amounting to the ownership of the entirelegal
title fo the franchise, the whole of which is imperiled by a litigation over
which it not only has no control, but in respect of which it has not even
‘been consulted, much less has it consented to bring or join in bringing. This
is an attempt to deprive the patentee of his property without due process of
law, and is a violation of the constitution of the United States.

There is no warrant in the decisions of any court for the exercise of such
an extraordinary jurisdiction involved in this attempt of the California Com-
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pany and of the'SanJose Compuny to compbsl thé Brush Company to stand as
complainant 1n ' a:ehivheery suit against ita’witl,: where its’ own! rlghbs are in-
volved, and in whick rights, admittedly, the other two complairiarits have no
interest. -The power granted by the statute to'the circuitcourts-is to try pat-
ent 'saits aecrording tothe practice and: princxples of courts of equity, and ail
the: ptimiples of that jurisdiction undoubtedly apply.

The'¢hse 'of Morgan'v. Railway Co., 16 Fed. Rep. 55, lays down the broad
piinciple that, when a'céstus que trust comeés into court with the allegation
that hig/trustee has wrongmlly refuged tdisue, there is an issue between him:
and the'trustee which the conrt: can settle'only by having jurisdiction of the
trustes. " The same principle must apply whether the trustee be named plain-
tiff or-defendaiit, To nume him plaintift without his consent can give the
court no more jurisdiction to settle this question than to name him defendant
without ervice or appearance. Hence, even conceding ‘the California Com-
pany’ardithe ‘S8an" Jose ‘Company to be the.licensees of the Brush Company,
they have h'o implied vested right under: any license to control the litigation:
of the patent right in the manner heré atlempted, by using the name of the
Brudh Company as a cofflaintiff’ with them in this action. . i

On the argument of this notion inthe gburt below, the counsel for the Cali-
fornia’Company relied upon'the'following cases: Wilson v.:Chickering, 14
Fed. Re Rp 917; Qoodyear v. Biskop, 2 Fish. Pat. Cas. 98; Walk. Pal. par.
400;.8 Rob. Pat. par. 938, p. 125; Brush-&wa'n Electric Light Co. v. T'hom-

on—Hnucton ‘Blectric Co., 48 Fed. Rep. 224.

' Wilson ¥.:Chickering; 14/ Fed. Rep. 917. Thls was - an action by licensee
agamst 1nr.tnnger of patent:for pianoforte pedals. There wasa demurrer for
10njoinder: of’ patentee,: and the .demidrrer was sustained.:' Complainant
claimed to be 'an assignee of an excligive right to manufacture and sell. - The
court (Judge LowELL) says; “He [plaintiff] has not then'a statutory right
to proceéd alone; and Leonsider that theé general rules of equity pleading would
make the patentee a propér party to the eause.” Further on the court says
that'the patentee is not\a riecessary party, his ‘reason::for this opinion being
that/the licenses is the only party entitled to damages. Mhis, therefore, may
have beeri ar action at law tor damages, and the discussion: by Judge LowgLL
of any quéstions not necedsarily involved in that action entitles his opinion on:
such subjects:to io weight'as authotity. What cléarly was in Judge Low-
ELL'S mind in regard to the right of licensee to sue was that, in case the pat-
entee could not'be broughtrinto court, the case might proeeed without him
between the Heensee and the infrmger. His opinion as'to the right of the-
licensee i equity to use the patentee’s name in an action s obiter dictum,
and a matter .of conjecture. - “Perhaps he may have:that right,” says the

e. ' 'This deécision was made nine years ago, before the rule had been

rmly fixed that the patenteeis a necessary party. In view of the decision
m Waterman v. Mackenzié, Judge LOWELL would hardly suggest now that a
suit eould be brought by the licensee alone against a stranger,

‘Goodyear:w. Bishop, 2 Fish. Pat: Cas.’ It does nob: appesr distinctly from
the report of this case whether the suit was originally brought by I;he patentee
or not;dnd it 'may have been so broaght.

3:Rob:Pat. par. 938, Iu this paragraph there is a statement to the effect
that it i8 a'part of the implied 'agreement ‘between the licensor and liconsee
that the former will protect the latter agaitst invasion of his rights, by insti-
tuting'the necessary proceedings, but the licensee's right to sue, if the owner
of the monoply refuses, is by the sime paragraph, and in: the same sentence,
limited-to iactions at law for damages. . Wilson v. Chickering, supra, is fur-
thermore the only authority cited by Rebinson. By reference to Walk. Pat.
par.-490; it will be observed that no anthority, beyond bhe' zpse dizit of the
author,-sustains the proposition he theve lays down. -
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The principal reliance, however, of counsel on the other side, and of the
circuit judge, is the case of Brush-Swan. Hlectric Light Co.v. Thomson-
. Houston Electric Co., 48 Fed. Rep. 225. That was an action to restrain an
infringément. The blll alleges that the Brush-Swan Company is vested with
the exclusive license und agency throughout & specified territory to sell the
patented improvement of the-Brush Company. . These two companies are the
complainants. The Thompson-Houston Company is the defendant, and the
bill charges the defendant with an infringement of the Brush patent within
the territory named in the contract of license, The Brush Company, other-
wise called the Cleveland Company, neither authorized, knew of, nor con-
sented to the filing of this bill by the Brush-Swan Company, and moved fo
strike out its name as a party complainant therein. The motion was resisted
by the Brush-Swan Company, which claimed, as licensee of the Brush Com-
pany, a vested, absolute, implied right to use the name of its licensor as a
complainant in this action, by virtue of the license contract.

The cirenit. court (SHIPMAN. J.) says at the very outset that the facts in
this case are:“peculiar.” He finds the contracts ‘between the Brush-Swan
and Brush Companies to be, in their important features, contracts of agency
between. a manufacturer and a person who, under certain. limitations, is to
have certain exclusive rights in the specified territory. They establish also, in
the opmlon of the court, “probably a contract. of license under the patent
laws.”

The Brush Company, the court. finds, has sold out control of its stock to de-
fendant, the Thompson-Houston Company, the admitted wrongdoer in the
action. - “The Thompson-Houston Company, it thus appears, owns and i8 in
control:of the Cleveland Company.”

The moment that fact was found against the defendant. did not the motion
of the Brush- Company:to dismiss become, virtually, the motion of the Thomp-
son-Houston Company? :For, if the latter owned and controlled the Cleve-
land (Brush) Company, the:Cleveland Company’s motion, ipso faclo, became
the motion of the T.-H. Co. This inference becomes an irresistible, neces-
sary conclusion later on, as we will see from the opinion. The Brush-Swan
Company, in opposing the motion, contended broadly for an absolute right as
licensee for a specified territory, under all circumstances, to use the licensor's
name,—a claim precisely similar to that made by the learned counsel for the
California Electric Company.

The court, however, declares this question—this pr0p051t10n—need not be
decided. It is notinvolved in the controversy. Page225. But, while avoid-
ing the question, the court is at great pains to give its opinion against the
proposition of counsel. To infer such an absolute, implied power, un-
controlled—uncontrollable—from a bare license agreement, is a large power.
The licensee could compel the owner to enter into an exprnsive and even
perilous litigation, or control the owner in a way which might be injurious
to him, by compelling him to submit questions to the adjudication of a court
which the best interests of the owner of the patent might rather prompt him
to avoid or postpone. “There is danger,” says thecourt, “in sucha power,”
But, continues Judge SHIPMAN, (Lhe substance only of the decision is here
given,) the moving party here, the Brush Company, is in pari delictu with
the defendant, for it is controlled by it, and practically stands before this
court as much the admitted infringer as the T.-H. Co,,over whom this court
has jurisdiction; and i$ has been reached with process through its controlling
owner and defendant,—the Thompson-Houston Company. The Cleveland
Company is “really a codefendant, in view of the T.-H. Co’s. conlrolling own-
ership of its stock.” True, it has not come in voluntarily as a plaintiff, nor
has it been reached by process as a codefendant in this-action, being. a resi-
-dent of Olio; but this court can exercise jurisdiction over it, notwitLstand-
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ing, and forthis reason (that it recognizes. the legal, substantial; virtual iden<
tity of the Brush Company and the T.-H. Co.) they are alter st idem.

- Here is the keynote of the court’s decision. Jurisdiction has been con-
structively reached over the Cleveland Cowpany through the T.-H. Co.; and
the former’s motion to be dismissed is ‘not denied on the ground that the
licendee has a vested, absolute right to'the use of the licensor's name in this
litigation to prevent infringements, but because the Thompson-Houston
Company, the defendant, owns and controls the Brush Company, the nomi-
nal coplaintiff. ‘In form there is no difficulty in the: licensor, though thus
considered as a defendant, suing for its:own .infringement, for the Brush
Company and the: T.-H. Co. are separate legal entities. In substance, there
is no objection to treating them in equity as identical, and the court will ad-
minister équity against the nominal plaintiff- through the controlling owner,
the deéfendant. The two a,re reallv one,’ and juusdlctxon over one w111 extend
to both.

"' Sueh is this Connecticut case. 'One proposmon, however, which the court
lays down,'is wholly without authority, nor does the court:give any authorlty
for it, and-it is certainly against the settled law. Thereis not even a prima
Sfacie vight' in the licensee to use the:licenser’s:name to restrain infringe-
wents. .This'I assert without qualification. 1 defy opposing counsel to pro.
duce a singlb adjudicated case establishing such a principle. But inasmuch
as the court is at pains not to place its decision upon this ground, but upon
the ground that the moving party is really the codefendant infringing licensor,
it'is unnecessary to further discuss that dictum here to show that had the
c¢ourt found the T.-H:. Company to be ah infringing stranger,—~like the de-
fendant improvement company,—instead ‘of virtually an infringing licensor,
identified ‘in'interest with and controlling the moving party, the question
of the prima faeie right of the Brush-Swan Company to dragthe Brush Com-
pany into that litigation, by using its name, as attempted by the California
and San Jose Companiés, must have been decided by Judge SHIPMAN adversely
to the contention of the California Company here, and on the authority of
the very case cited in that opinion, Watsrman v. Mackemze, 138 U. 8. 252,
11 Sup. Ct. Rep. 334, which says:

“That any rights of the licensee must be enforced through or in the name
of the owner of'the patent, and perhaps, if necessary to protect the rights of
all parties, ]ommg the licensee with him as a plaintiff.”

Edward P, Cole filed a separa.te brief for appellant. h

M. M. Estee and J. H. Miller, (Estee, Fitzgerald & lele'r on the brlef)
for appellees.

1t is conceded that the Cahforma Electric Light Companv is but a licensee.

It is given '“the exclusive right to use and: sell, but-not to manufacture,”
throughout the  Pacific coast.: Record 77." This constitutes it a licensee.

‘Waterman v. Mackenzie, 138 U. 8. 255, 11 Sup. Ct. Rep. 834. -The Brush
‘Gompany still retdins the legal title.to the patent. It is also conceded by all
‘that such a licensee cannotsue alone for w@n infringement, but must join the
‘owner of the legal title as‘a ¢o-comiplainant. Thelaw on this subject isthat,

in ‘case of infringement within the territory of a licensee, an action at law
must be brought in the name of the licensor. for the benefit of the licensee,
‘and not otherwise, while asuitin equity may be brought.in the names of the
licensor and licensee jointly.: Says Mr. Justice GRAY in Birdsell v. Shaliol,
112 U. 8. 485, 5 Sup. Ct. Rep. 244: “A licensee of a patent cannot bring a
suit in his own name, at law or in equity, for its infringement by a stranger.
An dction at Jaw for the benefit of the licensee must be brought in the name
of the patentee alone. A suit in equity may be brounght by the patentee and
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licénsee together.”  Waterman v. Mackenzie, 138 U. 8. 255, 11 Sup. Ct. Rep.
334; Quayler v. Wildery 10 How. 477; Littlefield v. Perry, 21 Wall. 205;
Paper Bag Cases, 105 U. 8. 766. -

Such being the law, it follows that, if a hcensor refuses to join in a suit for
infringement, and the licensee has no authority to use his name without his
consent; then thelicénsee is without a remedy for a grievous wrong. Here,
if the motion of the Brush Company prevails, and it be dismissed from the
suit, then the entire suit:will fall, because it cannot be maintained withouat
the presence of the Brush Company; and the California Electric Light Com-
pany ‘will be at the ‘merey of infringers, without remedy against them for in-
vasions of its rights.. In such case there would be a wrong without a rem-
edy, a thing which equity never tolerates, Therefore we. contend that such
is not the law, and we state as our first proposition:

" There is an agreement implied by law, in case of such a license as the one
disclosed here, that'the licensor will join with the licensee in suits against in-
fringers; and if he refuses, or is inaccessible, the licensee has a right to use
his name without his eonsent upon indemnifying him against damage.

If such be the law, then we had a perfect right to use the name of the Brush
Company in this case as a co-complainant, even against its consent. That
such is the law is settled both by reason and authority, In Walker on Pat-
ents, (pages 811, 812, § 400,) it is said:

“Licensees undef patents cannot bring actions for their infringement.
“Where a person has received an exclusive license to useorsell, * * * ali
actions at law * * * must be brought in the name of the owner of the
patent right, but generally for the use of the licensee; and all actions in equity
must be brought by the owner * * * and the exclusive licensee, suing
together as joint complainants. * #% ¥ Actions at law, brought in the
name of the owner of a patent right, but actually begun by an exclusive li-
censee, may be maintained by the latter even against the will of the nominal
plaintiff, and, where an exclusive licensee brings an action in equity in the
namea of himself and the owner of the patent right, that action may be main-
tained without the co-operation, and even against the objection, of the latter.”

And so likewise Mr. Robinson, in his work on Patents, says, (volume 3, p.
125, § 938:)

" “It is a part of the implied agreement between a licensor and licensee thaft
the former will protect the latter against those wrongful invasions of his
rights by instituting such proceedings as may become necessary for that pur-
pose; and, if the legal owner of the monopoly refuses to perform this duty, or
is inaccessible, the licensee may sue at law for damages in his name. A suit
thus brought is under the control of the licensee, and, though the nominal
plaintiff may claim indemnity against the costs and expenses of the suit, he
cannot discontinue it or settie with the infringer in derogation of the rights
of the real party in interest.”

In Goodyear v. Bishop, 2 Fish. Pat. Cas. 96, an exclusive licensee brought
an action in the name of the licensor to recover damages for infringement.
The defendant, upon the consent of the nominal plaintiff, moved to dismiss
the action. This was, in effect, a motion by the nominal plaintiff himself to

-dismiss, and is therefore parallel to the motion madein this case by the Brush
Company. But Judge NELsON denied the motion, thereby holding directly
that the licensee could use the name of the licensor even against his consent.

.'The same doctrine had previously been announced in Goodyear v. McBurney,
3 Blatehf. 32. In Wilson v. Chickering, 14 Fed. Rep, 918, a licensee had
brought suit in equity in his own name alone. The defendant dewurred for
want of proper parties. The court said:

“I do not, however, intend to be understood that the plaintiff will be with-
out remedy if he cannot find the patentee, or if the latter is hostile. The

.
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statute does not abridge flie pdwer ofia.edurt of equity. to do justice to the
parties before it if others who.cannot it fonnd are  npt absolutely necessary
parties, as in this case the patentee is not. At/law the plaintiff could use the
taine of the patentee in: au action, and perbaps he ‘way have; that right in
eqaity; under some circumstances. The bill gives no explanation of his ab-
gerice; but it was said in argument that he-is both out of the jurisdiction, and
hostile. ‘- If so, no doubtithere are methods known. to: a court.of -equity by
which the suit 'may pmcebd for the benefit ot the ‘only persoa who is entitled
to'damages.” . . . oy

-itAccordingly the demumer was sustamed, with leave to ﬁle an amended
bill.. ‘The trend of the decision is apparent. . In our judgment, it means that
the licensee had: a-right. to: join the licensor, even without his. ¢onsent.

But to place the matter beyond all:deubt, so.far as the authority of another
cage is concerned, we rofer the court.to'the case of Brush-Swan Electric Co.
v.. Thomson-Houston ‘Blectrie Co., 48 Fed. Rep. 224. ;There an: exclusive
tidensee of certain’ territory under this same Brush patent had, in- connection
with this samie Brush Company, brought a-suit in.equity for infringement.
The Brush Company, for the same purpose of swindling its licensee as.in the
Case at bar, appedred:by special counsel, and made the same motion that is
made here,~~to be dismissed from the suit on the ground that it had been
brought without its consent. The learned Judge SHIPMAN, in rendering the
dpinion, after adverting to the fact that the Thompson-Houston Gompany ac«
quired control of ‘the: Brush Company. {which he styles the Cleveband Com-
‘panyy) said; among other:things: :
© “In this case it is true that the Cleveland Company is called upon to attack
the acts of its controlling owner, and in a certain sense to sue for its own in-
‘fringement. - 'Yet the two corporations are separate legal entities. One can
sue the other; and it is not necessary for the licensee to sue alone, in order
to prevent an-absolute failure of justice. When the owner is not the in-
‘fringer, and therefore cannot be made » defendant, if the licensee is to have
-an opportunity to assert his alleged rights, he.is at a great disadvantage, un-
‘less he has the power of bringing a suit in equity in the name.of the owner,
‘though against his will. ' In my opinion, he has, prima facie, such an im-
plied power. Whether a court of equity would permit a wanton or unjust or
inequitable use of the name of the owner of the patent by the licensee of the
bare right to sell within a limited territory is a question which does not ap-
parently arise, and upon: whieh I express no opinion. ‘Themotion is denied.”

%" We submit that this decision disposes of the case at bar. Opposing coun-

-sel professes to find certain dissimilarities between the two.cases. Upon ex-
4amlnatnon, it will be found that they are puerile. They are dissimilarities as
"o certain details of fact which in no way affect the legal questions involved,

« In this connection it may be asked why: we did not make the Brush Com-
pany a party defendant. Undoubtedly it is a general rule that, where one
who should be joined as a plaintiff refuses to join, he may. be made a defend-
-&nt-on that ground, the bill alleging that he is made defendant because he re-

“fuses to join as plaintiff. - If it were possible to pursue that course here, we
“would be only tog glad to:do-8o; but the Brush Company is an Obio corpora-
tion, and under the act of: congress of March 8, 1887, it cannot be sued in this
“district. It can bé sued only in the district of which it is-an inhabitant, and
-that distriet is:in'©hio. - Consequently it-would be a vain-and idle thing to
~mgke it a defendant; because of inability to procure legal service of process.
LWilson v. Telegraph Co., 34 Fed. Rep: 564; Denton v. Intérnational Co., 36
‘Fed. Rep. 3. :The Brush:Company is “inaccessible” in the character of a de.
fendant; and, in order to avert a failure ofijustice, equity will infer and pre-
sume a permission: to use tlie name of that company us a complainant; other-
wise, there would be ‘a ‘wtong without'a remedy.
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¢ Henry P:-Bowie, for appellant in reply

Counsel for appellees say: “Itis 4150 conceded by all that such a licensee
cannot sue alone, but must join the owner of the -legal title as a co-com-
plainant.”

. Coupsel err. We concede nothing of the kind in the sense c¢laimed. Thae
Brush Company’s position on this proposition is that a mere licensee can
neither sue alone nor otherwise fo restrain :an infringement by a stranger.
The legal owner of the patent alone has that right and responsibility, and in
equity he can join: the licensee with him if necessary. Waterman v. Mac-.
kenzie.

Three decisions of the cireuit courts and two, text wrlters are cited by ap-
pellees to sustain their contention that the licensee can use the name of the
owner of the patent in infringement suits. In appellant’s brief these cita-
tions are shown to be without authority, unsound, and unsupported. The
decisions are not by courts of last resort. They have no more weight as au-
thority in this court than any decision of a nisi prius court would have in a
court of appeals.

If a licensee cannot sue at law or in equity in his own name, it is because
he does not own or control the legal title, and only the owner of the legal
title can sue. But, if the owner of the legal title is under the dominion of
the licensee with reference to such snits, the rule is an empty one, for all
the licensee need do to evade it is to use the owner’s name as plaintiff in the
suit, as attempted here. The theory of opposing counsel seems to be that
because the patentee has the right to sue, and can join the licensee with him
as a coplaintliff in equity, therefore the licensee has the right to sue in equity,
and join the patentee with him as a coplaintiff. But the rightof the patentee
to sue is statutory, and depends upon his ownership of the legal title to the
monopoly. Upon what foundation this unwarranted pretension of the licen-
see rests, appellees have failed to show.

The books are full of instances where the licensee has braved the rule, and
sued in his own name, buf always to his complete confusion and disaster.
In every instance he has been turned out of court. The federal courts have
always sustained demurrers to complaints brought by licensees where the
licensor, owner of the patent, has not joined in bringing the action. But
this is the first case on record where the licensee has gone a step further,
and nof only sued in his own name as licensee, but also in the owner’s name,
without the latter’s authority, consent, or knowledge; so that this court is
brought face to tace with the proposition: Who controls the right to litigate
the patent,—the owner or the licensee? The authorities all say “the owner,”
whether he be patentee, assignee, or grantee, The California Company says,
“the licensee.” So that the incident controls the principle. The case at bar
shows the danger of such a proposition. The California Company alleges its
coplaintiff, the light and power company, to .be a licensee of the Brush Com-
pany, and:the Brush Company is made, by this use of its name, to thus affirm
what has no foundation in fact.

‘Why imply an authority to sue in the patentee’s name from a disability in
the licenseeto sue in his own name? The reason of the disability is that he
neither owns nor controls the legal title; and yet that very disability is claimed
to vest in him a greater control over the legal title than the owner himself is
conceded, for under such implied power the licenses can force the owner to
litigate the validity of the legal title for the benefit of the licensee, against
both the will, judgment, and discretion of the owner of the monopoly. Nay,
more than that; the licensee here actually excludes the owner from all con-
trol of the litigation of his own property. Aye, even more; he commits the
owner of the patent, in this very litigation, conducted in its (the patentee’s)
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name, to allegations touching its property rights and patent interests, and
makes it declare, under the sanction of Mr. Roe’s oath, and in the form of a
bill of complaint filed in the action, that it has licensed the San Jose Company
to'use the invention in the territory where the infringement is laid, and that
the same unlimited control over the patent and its fate has been conferred
upon this unknown, self-styled “hcensee” of the Brush Compdny, as is claimed
by the California Company. -

The learned counse! for the California Company have failed to produce a
single adjudicated case, éither in the circuit court or in the supreme court of
the United Stafes, which lays down the proposition for which they contend, and
by which they must stand or fall. No case can be found in the whole realm of
jurispridence touching pitent law!which decides that a licensee has the im-
pliéd, absoltitd, indefeasible, vested power to-control the litigation of the pat.
ent right. ' In the only case which even approaches the subject—Brush-Swan
Blectric Light Co. v. Thomson-Houston Electric Co., 48 Fed. Rep. 224—
Judge SHIPMAN distinctly declines to lay down such a proposition.

The interest conveyed to a licensee simply operates to prevent the prohib-
itory powers being exercised by the owner against the licensee, and that is
the sole relation to the patént of the interest transferred. Rob. Pat. § 754.

“Counsel recognize the propriety of the rule compelling them to make the
Brush Company a defendant, and frankly say they would be “only too glad to
do so” if'the’ Brush Company were an inhabitant of this district, but that
they eanhot reach the company with process, as it is an inhabitant of Ohio.

~This’ admits, what we have always claimed, that counsel have no right to
act as the solicitors of the Brush Company in this action. It further admits
that'they have made that company a plaintiff because they could not get ju-
risdiction over-it-intlis district, if made a:defendant. And this “inaccessibils
ity” of 'the’ Brush Compahy in this district is urged by counsel as. a reason
why the'dets of congress requiting corporations to be sued at their domiciles
should be evaded, and that this court should assume'a ]unsdictlon over the
Brush Company as'a forced plamtlft‘ ‘beeause the Californiz is unwilling to
go - to Ohm, aud there’ sue ‘In the proper forum, if it redlly thinks itself
wronged. - o

Counsel adm*ib that this Bult cannot be maintained without the presence of
the Brush’@bmpafny Has' that presence been secureéd, and jurisdiction ob-
tained of this ‘mnecessary: party, by merely naming it as a plaintiff, —against
its will and duthority,—and will this court thereupon proceed to adjudicate
its rights”in 1t4! 'absence, and@ without appearance or process, because, for-
sooth, the' appellees gladly would, but cannot, reach it by process if they made
the Brush Compéiny a defendant?  This is little less than legal heterodoxy.

Counsel . ¢laim- that, if the- Brush Company be dismissed, there will be a
wrong suffered by the appellees witiout a remedy afforded. But we think
that, instead of 4 wrong withéut a remedy, the case is one where a right is
asserted without warrant of-law, and an attempt made through such unwar-
ranted assertion'to obtain dominion and control over the property of-another,
—by mere force of assertion,—without submitting the claim to the adjudic.-
tign of a court- havmg jurisdietion over the person against whom the claim
is ‘made.

As well assert title to realty on the strength of an alleged covenant to con-
vey. This is'not & failure of justice; it is a failure to sue in the right forum.
Nor isita wroﬂg without a remedy, but an alleged wrong which, when prop-
érly presented in a court which' has jurisdiction of the defendant Brush Com-
pany, will ‘be adjudicated. Whether or not the California Company has the
rights it now- asserts against the Brush Company, and seeks to secure with-
out trial or judgment, but by force alone of its own writ of execution, will
then be determined. -
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_There are several other.extravagant positions advanced by counsel for ap-
pellees, but, in view of a recent decision of the supreme court of the United
States, nade since this appeal was taken, we think the whole controversy is
closed, and disposed of in favor of the Brush Electric Company. The case is
entitled Pope Manuf'g Co. v. Gormully & Jeffery Manuf"g Co., 144 U. 8.
248, 12 Sup. Ct. Rep. 641,

The question involved was whether a patentee could split up his patent
intc as many.different parts as there are claims, and vest the legal title to
those claims in as many different persons, so as to enable them to sue for an
infringement? Upon the authority of Gayler v. Wilder, 10 How. 477, and
Waterman v. Mackenzie, 138 U. S, 252, 11 Sup. Ct. Rep. 334, the court, in af-
firmance of those leading authorities, holds ti:e interest conveyed or assigned
was that of a mere license. The court says that, while the question involved
in Gayler v. Wilder was different from the one involved in this case, “the
trend of the entire opinion is to the effect that the monopoly granted by law
to the patentee is for onme entire thing, and that, in order to enable the as-
signee to sue, the assignment must convey to him the entire and unqualified
monopoly which the patentee held in the territory specified, and that any as-
signment short of that is a mere license.” The court then cites with ap-
proval the remarks of Chief Justice TANEY in Gayler v. Wilder, that the
“legal right in the moncpoly remains in the patentee, and he alone can main-
tain an action against a third party who commits an infringement upon it.”

Before McKexna and GILBERT, Circuit Judges, and Knowvgs, Dis-
trict J udge. y v

KNOWLES, District Judge. In this case the California Electric Light
Company, which will be ‘hereafter designated as the “California Coni-
pany,” and San Jose Light & Power Company, which will be hereafter
called ' the “San Jose Company,” desiring to bring an action against the
Electric, Improvement Company of ‘San Jose, which will be hereafter
called; the “Electric Improvement Company,” for an infringement of let-
ters patent No. 219,208, for an improvement in electric arc lamps,
granted .to one Charles F. Brush, joined with them as a coplaintiff the
Brush Blectric Company, which will hereafter be called the “Brush Com-
pany.” The Brush Company is the owner of said. patent by virtue of an
assignment. from said Charles F. Brush. The Brush Company granted
one William Kerr an exclusive license to use and sell, but not to manu-
facture, any. and all inventions and devices under any and all patents
owned or controlled by it, or which it might become possessed of, per-
taining to:dynamo electric machines, lights, lamps, carbons, and simi-
lar apparatus, for the full end of the term of such patents, and all exten-
sions and reissues. thereof, in the states of California, Oregon, Nevada,
and territory, now state, of Washington. William Kerr, with the writ-
ten consent of the Brush Company, assigned this license to the Califor-
nia Company. This contract was made with the said Brush Company
when it was designated as the “Telegraph Supply Company.” By an
act of the legislature of Ohio, under whose statutes this corporation was
created, the Telegraph Supply Company had its name changed to that
of the “Brush Electric. Company.” On the 27th day of March, 1882,
the California Company granted to a corporation known as the San Jose
Brush, Electric Light Company an exclusive license to use, rent, and sell
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to otherd’foi tse ‘and salé; the said lamp described in said latters patent
Ng. 219, 208 ‘Within the’ blty of San Jose and the town’of Santa Clara, it
the state of (Jahforma "Subsequently, the San Jose Electric. Light &
Power Company was mcorporated and the said San Josey Cornpany con-
veyed to it the license granted to it. After the said suit was instituted,
the Brush Qomipany came-into the cireuit court for- the:northern' district
of California, Where the same was peding; and moved the‘court to dis-
miss thé action, as fat's 88 1t was coricerned, on the ground that its name
had been uﬁea without it§ consent and Wlthout authoﬁﬁy or rlgbt The
California Company resisted. this. The guestion is here presented as to
the right of the California, Companv to. use the Brush Company’s name
in instituting ‘within the state of California a suit for the infringement
of said letters patent. This case was before this court on a motion to
dismiss the appeal of the Brush Company, pending in this court, on the
ground that, the order of the circuit court overruling the motion of the
Brush Company-to dismigs the cause a8 to it was not a final judgment.
Upon considering the question then: presented, we held ‘that the order
overruling said niction waga final judgment upon an 1mportant collateral
matter, and appealable. * ‘51 Fed. Rep. 557. What was it & final judg-
ment upon? = It was a final judgment upon the point.as to the right of
the California Company in such an action to join as a coplaintiff with it
the Brush Company. There was some point made in the argument as
to the mantier in which ‘thi§ question'gshould be determined, and it was
intimated that the California Company should institute suit against the
Brush Company in Ohio; under whose laws it was created, to determine
the same. Thé Brush Company saw fit, however, to cotiie into the cir-
¢uit court of California, appeal to its Junsdxctmn, and ask to have it de-
termiced by it. It did so, and detéermined adversely tc the Brush
Company, and we are here ealled upon to review that judgment. -

Upon the hearing of the motion to dismiss, numerous affidavits were
mtroduced upon the point that the Brush Company had given the Cali-
fornia Company an express permission to use its name in all suits within
Cslifornia, Nevada, Oregon, and Washmgton for an infringement of said
patent. In these it appears that in one suit it had given such permis-
gion, namely, against the Electric Improvement Company of San Fran-
cisco, and also that this company owned 3,750 out of the 5,000 shares
of’ capltal stock of said- Electric Improvement Company. From this
fact the California Compdny contends that the Eléctric Improvement
Company is but the agent or creature’of the San’ Francisco Company,
and that a permission to use the Brugh Company’s name in suing one
included the bther. While the facts are sufficient to warrant the suspi-
cion that the former is ‘but the agent of the latter, I do not think the
evidence presented warrante the court in finding as a fact that such is
the case. There is a statement in the affidavit of Roe to the effect that
it was understood between the Brush Company and the California Com:
pany that all infringers on the Pacific coast should be actively and ear-
nestly prosecuted by both the Brush Company and the California Com-
pany, and that they should join in all such actions. This was corrobo-
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rated by the affidavits of Kerr and Cornwall.  The affidavit of N. 8.
Possons, who was for some years superintendent of the Brush Company,
is to the effect that there was an understanding between the officers of
the Brush Company that it would sustain and support the. California
Company in all legal or other efforts, made in court, or out of it, to defeat
infringing on machinery which said California Company was using' or
selling under the contract made by it with said Brush Company. The
facts out of which any understanding arose with the California Company
and: the Brush Company should have been stated. - Whether or not
there masany such an understanding was the very point at issue, and it
was_ for the court, under the evidence, to determine whether such an
anderstanding had been reached, and not for the witness. A witness
cannot testify to a conclusion of law. Whart, Ev. 507. As a rule,
witnesses must state facts, and not draw conclusions from the evidence,
or give opinions: - Id. 510, and note. The question did not require the
opinion: of an expert. Hence the witness had no right to state the con-
clusions. he reached from the evidence. The evidence of Possons does
not go to'the point of any agreement between these companies. The
officers of the Brush Company may have agreed among themselves to
the effect stated, but this would not prove any agreement between the
said two.companies. After reviewing the evidence; we cannot find that
there wag any express agreement entered into between the California
Company and the Brush Company to the effect that the former might
use the name of the latter in suits for infringements of said letters pat-
ent, instituted within the states named in the license to it. The bur-
den of proof was upon the California Company to establish this fact.
Was there any implied agreement to that effect arising out of the con-
tract of license between the two companies, and the relations thereby
created between them? As I have stated, the grant was of the exclusive
right to use and sell within the states named. This, under the authori-
ties, was perhaps nothing'more or less than a license. Walk. Pat. § 296;
Huamilton v. Kingsbury, 17 Blatchf, 264-270; Waterman v. Mackenzie, 138
U. 8..252, 11 Sup. Ct. Rep. 334,

There i8 no foundation for the claim of appellant that the contract be-
tween gaid companies amounted only to the constituting of the Califor-
nia Company the agent for the selling of the Brush Company’s devices
and machines, which agency might be revoked or modified by the Brush
Company, its principal, at any time. The affidavits of Potter, Leggett,
and Stockley, as to the intent of the contract with Kerr, and hence with
the California Company, made August 2, 1879, are subject to the same
criticism passed above upon the affidavit of Roe. It was not for them,
but the court, to say what was the intent of the parties to that contract.
This the court should determine from the language thereof, if possible.
The exclusive right granted to a person other than the patentee to use
and sell a patented device within a named district of country excludes
the owner of the letters patent from selling the same or using the same
in that region. A licensee does not use or sell in the name of the owner
of the patent, but in his own name, and for his own benefit. Having
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an exclusive license to uskand se!l, no one-has a right to use or seII in
the neountry of such a licensee. -

o It-will thus be seen ‘thatithe licensee in this case received very impor-
ta.nt rigbts by virtue of its .grant. If it cannot use the name of its
licenior in an action to protect its rights against an infringement: of the
patented device or improvement it’ has ‘the exclusive right- to: tise 'and
gell, we have a case of a person possessing important rights with' no legal
power to:protect them; for a licensee cannot sue in his owit name for an
infringement of the patenticoncerning which -he has a license. +* Gayler
v. Wilder, 10 How. 477; - Waterman v, Mackenzie, 188 U. 8.252; 11 Sup.
Ct. Rep. 384, “Whena. iperson grants anything to another he'impliedly
grants-him the means of enjoying it.” -2 Washb. Real Prop. 802. The
salevof. personal property located upon the land of the vendor impliedly
grants to the vendee the: right to enter upon the land in order that he
may take possession of and rerhove this property purchased. ~Rogers v.
Coz, 96.Ind. 157. These 'rules of law were established by courts to the
end that justice should be subserved. The assignment of & chose in ac-
tion at common law was considered to be in the nature of & declaration
of trust; the assignor holding the legal title for the benefit of the as-
signee. :2 Bl. Comm. 442.  In Littlefild v. Perry, 21 Wall. 205-223, the
supreme court held that a patentee retained the legal title in trust for his
licensee: © The right of an assignee of a chose in action to sue the debtor
grew outof an express or implied contract to that effect. At common
law the assignment of a chose in action was accompanied by an agree-
ment that the assignee should have the right to sue, in the name of the
assignor, the debtor. 2:Bl. Comm. 442, It is well known that it was
not. usual to reduce this agreement to writing, and that it was an im-
plied, rather than express, agreement, as a rule. An implied agreement
or contract.is “such as reason and justice dictate, and which, therefore,
the law presumes that every man undertakes to perform.” Id. 443.
We find that in ‘certain cases the licensee makés with the liecensor an ex-
press contract to the effect that ‘he may use the name of ‘the licensor in
suits for an infringement of a patent concerning which he has a license,
in order that his rights may be protected. In oneof the briefs of ap-
pellant this agreement is spoken of as one of frequent occurrence. This
matter of using the name of the owner of a patent by the licensee is a
right, then, resting in contract. In speaking of the power of a licensee
to seek redress for a wrong inflicted upon him by the infringement of
the patont concerning which he has & license, the language of the courts
generally is that he cannot sue, in his own name, an infringer. This
would imply that he might sue in the name of the legal owner of the
patent for that purpose..  This is abont the same language as was used
at common law in regard to an &ssignee of a chose in action. He could
not sue the debtor in his own name, but he could use the name of the
assignor in bringing an action against the debtor without the assignor’s
consent, Welch v. Mandeville, 1 Wheat. 233. In the case of Littlefield
v. Perry, supra, the supreme court did not hesitate to maintain an ac-
tion in the name of the licensee for an infringement of a patent, where



BRUSH ELECTRIE CO. 9. CALIFORNTA ELECTRIC LIGHT cO. 961

the patentee was the infringer. In the case of Waterman v. Mackenzie,
138 U. 8. 252, 11 Sup. Ct. Rep. 334, the supreme court held that a
licensee might sue in' his own name when it'was necessary to prevent an
dbsolute failure of justice.- Thls is the effect, I take 1t of the language
of the eourt, there used.

. These cases show how far courts have been willing to go in this mat-
ter to subserve the ends of justice, The Brush Company, being an Ohio
corporation, can be sued only in that state, and hence could not be
made a party defendant in this suit. Unless the California Company
can use the name of the Brush Company herein, it has no means of pro-
tecting its rights: - I think the same reasonsthat induced courts to hold
that a grant gives the right to enjoy the thing granted, that implies a
license to enter upon the lands of another to remove personal property
thereon which the landowner has sold, and that implies a contract on
the part of the assignor of a chose in action that the assignee may use
his name in a suit theréon, should induce courts to:hold, in a case like
the one at bar, that there is an implied contract on the part of the owner
of a patent, conveying an exclusive license, that the licensee should have
the right to use his name in order that he may protect his rights. The
appellant urges that the same rule should not apply in this case asin a
chose in action, because the assignee of such an obligation receives the
whole beneficial interest in the same. I cannot see, however, why the
rights of an exclusive licensee, having as extensive interests as those of
the California Company, should not be protected in law, as well as the
assignee of a chose in action, and why the law would not imply the
right to use the name of the grantor or assignor in one case as well ag
the other. The same considerations that induced courts to hold that
such a contract was implied in one would apply to the other. 1In some
cages it is held that in a suit in equity against an infringer an exclusive
licensee and the patentee must both be made parties. Hammond v.
Hunt, 4 Ban. & A. 111; Huber v, Sanitary Depot, 34 Fed. Rep. 752.
If the right did not rest in contract to make the patentee a party plain-
tiff in such a suit, a licensee such as the California Company would be
powerless, because the Brush Company could not, as I have stated,
be made a party defendant, being without the jurisdiction of the
court. Reason and justice would dictate that, under such circum-
stances, the law should imply or presume such a contract beiween the
parties. As faras I have been able to ascertain, it has been always
held, whenever the question has been presented, that an exclusive licen-
see has the right to use the name of the owner of the legal title to the
patent in suits to protect his rights. In the case of Goodyear v. Bishop,
4 Blatchf. 438, NELson, J., held that, where a suit was brought at law
against an infringer in the name of the owner of a legal title to the pat-
ent, for the benefit of the licensee, a motion, made with the consent of
the owner of the patent, 1o dismiss the action, could not be sustained,
and the same was overruled. Appellant afﬁrms that in this case there
was an express contract that the licensee might use the name of the
owner of the patent. This is not the language of the contract referred

v.52F.n0.11—61
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to'in that decision::: ¥t 'was that'the owner was to.sue infringers, not:
that theilicensee might use his name. - If 'such was the labguage of the
contract, this would: show; however, that this. right. wag:the subject of:
contract;i and, where & miatter is the subject of contract, there may arige.
from circumstances an implied contract, which will-be.as binding asan,
express:contract:: In’the case of Bmwh—Swan Electric Light Co. v. Thom-
sons Houston: Blectric. Co.; '48 Fed. Reép. 224, it was held. by Judge SaIP-
MAN that-a licensee] whenever necessary to assert his rights, has prima.
facie an’ implied ipower to use the name of the ownerof a patent in
whichrhe:has a license in any action against an infringer for that pur-,
pose. "It is contended :because :the..court. found, in that ‘case that the
Thonison-Heuston: Company. ‘had: & :controlling amount -of the capital
stock; of.thie Brush Eleetric Company,; that therefore this latter company
was & party to the actiony and:thdtiJudge SaipMaN in effect so held. I
think this is 4 mistake.- - ‘While the learned judge says that really. the
Brush-:Company. was! & codefendant with the Thomson-Houston Com-
panyin/the:suit; I dounot:suppose: he really meant this as a matter of
law in that.ease, for hadaysin the next sentence:.“But, being a resident
of Dhio;!it:canhét be served with processias & codefendant in this suit.”
What hedid-iéan, I'apprehend; was that the: Brush: Company was in
suich-a-¢onditioir that; if setvice could be made upon it, that company
wouldi be a.codeféndant. . The'case :should be considered, however, in
view:of the issue presented. . The Brush-Swan Company brought an ac-
tion-aghingt- the: Thomson-Houston Electric Compauy:ﬁwr an infringe~
méent ofithe very patent.presented inithis case... In this action it joined
with it the Brush Company as a coplaintiff, w1thout its consent. The
Brush! Gompamy, as in/this case/icame !into court, and moved to strike
out its Iname s a party domplainant, because the. bill bhad been filed:
without ite consent of authority. - This motion the court denied.:" This
motion:was not denied because the Brugsh Company: was already a:de-
féndant in the dase, but Becanse the, Brush-Swan Company bad, under
. the m‘,rcumsﬂtances,rtha;mphed power to use against its will the Brush
Company’s -name. in such & suit: against the Thomson-Houston Coms-
pany:. Jt-would not:be & very satisfactory reason to assign for refusing
to strike out.the Biush: Company’s nanie as a plaintiff that it was a co-
defendant: with: the Themson-Houston Company, it.the same cage-al-
ready, and I .;do:not. understand the learned judge to so decide. -The
ease i3 one fully{in’point in this cage.. The Brysh Company would un-
doubtedly: bave the: right to. be protected from any costs. that might be
adjudged :aghinst if, orcinenrred in the management of the suit in gues.
tien. ' The: cotirt, 'upon - proper motion, would without doubt compel
thit protection. «;/The msual- practice'is in such cases to require a guffi-
cient-bond of dndemnitye « Undersuch conditions there would be an im-
plied contract ofiithe ‘part of the Brush Company to permit the use of
xts name by the California Company in the suit at.bar.

- It iscontetided by the Brush Company that, it not in fact owning the
title to the patent; and it not having been’ obtamed at the time the Brush
Company,-under the. name of the' Telegraph Supply Cempany, made
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its contract of licensé with. William' Kerr, the ‘assignee of the’ Cahforma
Company, therefore nothing in fact passed by that contracty that it
should be treated as a'gals of personal property that was not in xistence.
- But an assignment of apatent is good if made before the patent is actu-
ally obtained.  Gayler v. Wilder, 10 How 477. The same dbcttine'is
affirmed in Littlefield v.' Perry, supra. * In this case, although' the patent
had not been obtained at the time of the granting ‘of the license, it 'was
afterwards obtained, and the Brush Company became the owner thereof.
The ' California Company has been, with the knowledge of the Brush
Company, conducting an extensive business pertaining to the patent
named, relying upon its license to use and sell the same. Accordmg to
the affidavit of Roe, the ‘California Company has expended in the electric
light business in the ¢ity of San Francisco, $892,531.81. It has pur-
chased from the Brush Company electrical apparatus for which it has
paid said company $688,741. It has and is conducting an extensive
business in such apparatus within the states named in its contraét of
license, and has sold to very many other companies sach apparatus.
The two companies have acted and conducted business since the Brush
Company became the owner of the patent named, up to the present time,
upon thé theory and basis that the license granted was valid. This is
emphasized in the letters of the Brush Company to the California Com-
pany in regard to the suit against the Electric Improvement Company
of San Francisco. The Brush Company, in writing to the California
Company about the same, calls it “your suit,” namely, the California
Company’s suit. The California Company is required to pay the ex-
penses of the attorneys the Brush Company sends to try the same.
Many things more might be stated as to what these letters disclose upon
this point. There can be no doubt but that the Brush Company con-
sidered and treated -the California Company as its exclusive licensee to
use and vend said patented device. In the termsof the grant of license
it was contemplated that the license should extend to any patents which
the ‘Brush Company should thereafter acquire pertaining to dynamo
electric machines, lamps, carbons, and similar apparatus. Under such
circumstances, the Brush Company should be estopped to deny the va-
lidity of the license granted the California Company on the ground that
it did not own said patent, or that it had no existence at the time the
grant of license was made, or on the ground that it had no authority
at that date to grant the license. To hold otherwise would work a
most extensive fraud upon the California Company. The sale of a
patent right contains an implied warranty as to title, and an after-
acquired title obtained by the vendor inures to the vendee. Faulks v.
Kamp, 3 Fed. Rep. 898; Curran v. Burdsall, 20 Fed. Rep. 835. In the
case of Gottfried v. Miller, 104 U. 8. 520, the supreme court applied
this doctrine to a case where the purchaser of a machine had only a
license to use it. The same rule that applies to estoppels where a ven-
dor of a title in fee to land subsequently acquires the full title, which he
did not possess at the time of sale, applies to cases of the sale of patents,
according to said case. The rule in such cases would fully cover the
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case at bar, and maintain the title of the California Company by way:
of estoppel. .. Smith v. Sheeley, 12 Wall. 358.

The Brush Company claims that the California Company has assigned
all its rights in the license in the city of San Jose and town of Santa
Clara, :to the San Jose Company, and that, as this action is for an in-
fringement on the said patent in those places, the California Company
has.no interest in this suit; hence it has no right to use the name of the
Brush Qompany therein. Again, the Brush Company urges that the
California Company had no right to divide its license into parts, and as-
sign. & part to the said San Jose Company. These two positions are in-
congjstent. . I think the latter; position is the correct-one. Unless there
is & manifest intent in the contract of license that the licensee is to have
the power to divide up his: license into parts, and assign such parts in
severalty, no such right exists. Walk. Pat. § 8310. As a general rule,
it may- be said that a license is not divisible. This contract should be
construegd- with reference .to this characteristic of this class of rights.
Considering this, and I think- the term “assigns,” as used in the license
under consideration in this case, must be construed as the right to as-
sign;the license as an entirety, and not in parts. This question was
considered in the case of Brooks v. Byam, 2 Story, 525, and there it was
held that the word “assigns” in. a license must be so constrped where it
did not clearly appear that:there was an intention manifested in the con-
tract of license to establish a:different rule. - The assignment to the San
Jose Company, then, was without authority, and the rights. of the Cali-
fornia. Gompany in. San Jose.and Santa Clara still remain with it. = The
fact that it has undertaken to make an assignment which it had no au-
thority to make will:not work any forfeiture of its rights. . There is. no
stipulation in the.contraci of license that any such action:shall work a
forfeiture of the rights granted by it. Under such circumstances, there
is.no forfeiture.‘ Walk. Pat. § 308; Pumﬁsr Co. v. Wolf, 28 Fed. Rep
814. ..

‘There. is, some clalm by the Cahforma. Company that the San Jose
Company is an agent which it has created, or caused to be created, with
a view of extending the business of the sale of the lamps named in the
patent. .If 8o, I do not see that it is a necessary party to this action.
While it may be true that the San Jose Company is not a proper party
to:this action, yet I do not see how this fact can prevent the California
Company from exercising its right to join with it theregin the Brush Com-
pany. For the reasons assigned we hold that the judgment of the court
below was correct, and should be affirmed, and it is so ordered.
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Bruse Errcrrie Co. e al. ». Erecrric Inr. Co.
(Circuit Court, N. D. California. October 3, 18903.)

No. 10,764,

1. PATENTS FOR INVENTIONE—PIONEERR INVENTOR—ELEOTRIO LiMPa.

Letters patent No. 219,208, issued September 2, 1879, to Charles F, Brush, for an
electric lamp having two or more pairs of carbons, in combination with mechanism
constructed to0 separate the pairs dissimultaneously or successively, thus produe-
ing a steady light for a long period of time, cover a pioneer invention, and are en-
titled to a liberal construction.

2. BAME—LIMITATION OF CLAIMS—PRIOR ART.

The invention was not a mere improvement or modification of the single-earbon
lamp previously invented by Brush, nor was there anything to limit the scope
thereof in the prior state of the art, either generally or as shown in the patént to
M. Day, Jr., the French patent to Denayrouse, or the patented Jablochkoff candle.
Brush Electric Co. v. Ft. Wayne Electric Liyht Co., 40 Fed. Rep. 833, and Brush
Electric Co. v. Western Electric Light & Power Co., 48 Fed. Rep. 588, followed.

8. BAME--FUNCTIONAL CLAIMS, s

The fact that the claims purport to cover broadly all forms of mechanism.con-
structed to separate the two or more sets of carbons dissimultaneously or succes-
sively does not render the patent void as being for a function or result, since par-
ticular means are described in the specifications and referred to in the claims; and
the patent covers such means or theirsubstantial equivalents. Brush Electrie Co.
v. F't. Wayne Electric Light Co., 40 Fed. Rep. 838, and Brush Electric Co. v. West-
ern Electric Light & Power Co., 48 Fed. Rep. 536, followed. O'Reilly v. Morse,
15 How. 62, distinguished. ‘ o

4. BAME—ABANDONMENT. C

No limitation was placed upon the Brush patent by the fact that his claims, as
first presented, were rejected as functional, and that the language was twice
slightly changed, for the file wrapper shows that there was no change in the es-
sential features of the claims,’'and that the patent office, after a contest, finally
yielded to the patentee’s views,. . . ’ Tl

5. BAME-—~INFRINGEMENT. S L

The Brush patent is infringed by the lamp made under letters patent. No. 480,722,
issued June 24, 1890, to James J. Wooed, in which the pairs of carbons are separated
dissimultaneously or successively, notwithstanding the fact that this result is ac-
complished in the Brush lamp by & clutching device, o%erat.ed directly by the elec
trical current, while in the Wood lamp it i8 produced by the interposition of clock
mechanism, which is brought into action and controlled by the current. .

In Equity. Suit by the California Electric Company (licensee of the
Brush Electric Company) and others against the Electric Improvement
Company, the Brush Electric Company being joined as a plaintiff.
A preliminary injunction was granted. 45 Fed. Rep. 241. Decree for
complainants,

M. M. Estee, J. H, Miler, and L. L. Leggett, for complainants.

W. F. Herrin and R. 8. Taylor, for respondent.

Hawrey, District Judge. This is a suit in equity for the infringe-
ment of letters patent No. 219,208, granted to Charies F. Brush, Sep-
tember 2, 1879, for an improvement in electric arc }Jamps. ‘T'he Brush
Electric Company is the owner of the legal title of said patent, and the



