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Umon Swrrcn & SIGNAL Go. v. JonnsoN RAILROAD SIGN'AL Oo

(Circuit mei‘T 'D. New .Terse'y November 16 1892)

1. PATENTS FOR Innumrons-—lummenunm—monmn )

Under letters patent No. 284,716, issued September 11, 1883 ‘to: George W Blodg-
ett and George R. Hardy, for “improvements in railroad aignals. » g -license wad
granted to a certain railroad.company to ¥make and use” the patented article, - A

. manufactorer, learning that the company inbenqlqd to erect such signals at a cer-
tain junction, submitted s ;roposal to furnish them comyléte at a certain price.

- This proposal-was accepted, and the signals were made and ‘érected a.ccordmg

. Held, that the transaction was that of manufacture.and sale on.the one side an
purchase on the other, and that the manufacturer was guilty of infringement, and
could hot excuse himself on'the ground that in making the signals he was the mere

"'servant or émploye of the licensee.
2. BAME—NECESS8ARY PARTIES.

A licensee to “make and use”a patented article is not a necessary part.y com-

pla.mant in a bill hrought by the owner.of theapatent for infringement.

- In Equity. Bﬂl by the Union Switch & Slgnal Company against the
Johnson Railroad Signal Company for mfrmgement of & patent. De-
cree for complainant. , :

J. Snowden Bell, for complamant.

George W Mdler, for defendant.

GREEN, Dlstn,ct Judge. The blll of complaint in thls cause charges
the infringement by the defendantof letters patent No. 284,716, granied
September 11, 1888, to George W. Blodgett and George R. Hardy, for
“Jmprovements in rallroad signals,” and by them assigned to the " com-
plainant. The defendant, in its answer, practically admits the infringe-
ment ag charged, but seeks to avoid any responsibility therefor, upon
the ground that the Boston & Albany Railroad Company, for whom the
infringing signals had been manufactured by the defendant, had, previ-
ously to the assignment of the letters patent to the complamant been
duly and lawfully licensed by the patentees to make and use the said
“improved railroad signals” protected by said letters patent upon all
lines owned or operated by that company to the full end of the term of
said letters patent, and that in the manufacture of the infringing signals
the defendant was acting solely as a servant or employe of that com-
pany, and strictly under and in accordance with the terms of the license.
The important allegations in the answer are as follows:

.- “And this defendant, further answenng. admits that the said Blodgel:t
and Hardy executed to the complainant a writing purpou;ing to be a transfer
of a certain interest in said alleged patent, but denies that the same granted
to the.complainant exclusive rights or privileges, but chirges and insists that
said right so transferred was not an exclusive right or interest in said alleged
letters patent, and does- not purport to be such, but that they expressly re.
served to the Boston & Albany Railroad Company, its servants, agents, assigns,
or representatives, the right, license, and privilege to make and use the said
improvements covered by said alleged letters patent upon all lines owned or
operated by thesaid Bostoh & Albany Railfoad Company, to the full end of the
tefm of the'said patent; and this defendant denies Lhat said complainant is;.or
ever has been, in fuil and exelusive possessivn and enjoyment of the privileges
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secured, or claimed to be secured, under and by virtue of said alleged letters
Patellﬁ.ubut charges the truth to be that the Boston & Albany Railroad Company,
in pursuance of their right, and by virtue of the certain license made, executed,
and delivered to them by the said Blodgett and Hardy, under seal, prior to the
assignment to said complainant, have and now are exercising the privileges of
making and using said 1mprovement in rallroad signals upon the lines owned
oroperated by it, and that it has,the right so to do. And this. defendant denies
that :it is now constructing; selling, and using railroad signals. in material
parts ‘thoreof substantially the’ stite In construction and operatlon as in said
lefters patent mentioned, withifi the state of New Jersey, or elsewhere in the
. United. States, or.that it hae ever constructed, sold, or used said railroad sig-
nal in material parts substantiatly the same in constructiowand operation as
iii‘ s id ‘alleged letters patent ) eutioned except, as the dgent, servant, and
ploye of the siid Boston & Afbany Railroad -Company, it did,éonstruct cer-
tam appliances in material parts similar in constructien and operation to
these:mentioned in said detlers patent, but that the same were ordered by and
for the exclusive use of,' and used upon the raflroads owiéd and operated by,
the Boston & Albany Railroad Company; and this defendant claims that it
hag the right. go to do: by, reason. qf said reservation mentxoned in the ass:gn-
tagnt to,the complainant,” . - ..
The license to the Boston & Albany Raxlroad Company, referred to by
_ the defendant in its answer, is as follows:- ;

“Whereas, letters patent of the United: States No. 284,716 were granted
September 11, 1883, to George W. Blodgett and George R. Hardy for an im-
grgv ment jn raiiroad eignals and whereas, the Boston and; Albany Railroad

gkny are desirous. of purchasing the right and licenseto muke and use
the ‘same ‘on’ and for’ thei‘p own 1inés:  Now ‘these prc.?sents‘witness that, ‘il
considéydtion 'of one ‘@ollar to us paid by said comhpany;‘&nd for othef good
and»vabugbie tonsiderations, the receipt of all of which:is:hereby acknowl:
edged; we;. the :said . Gedrge 'W.. Blodgett- and George. R.-Hardy, have. sold,
gnted,,and transferred, and by these presents do sell, grant, and transfer,
the é oston and Al [bany Railroad Company, its successors. and assigng,
the ?é. hcense, and 1lege to make and use the said impxowment in
rai]rd d Stighals uporn aly tH ‘lides oWned’ O pbrated by them o the full end
of the. tmﬁ of said patenti? et

“This is cleaﬂy a liténse to the Boston & Albany Ra11road Company to
manufac’ture. and’ to tse after manufactdre, upon all lines owned or op-
ethted by theih, the railtoad mgnals protected by the létters patent re-
ferred to,’ “Whether' the’ license is'a miere naked limited license, mof
capable ‘of aﬁlgnmeht Bérl the Boston ‘& Albany Railréad Company, as
was argued by the douh g ‘f0r the complamant or whether it should re-
ceive a broader constructmn as the defendant insists, become immaterial
questmns in ‘the view talcer by the ¢ourt 6f the matters in issue. Ad-
mitting ‘that ‘the word ¥ arsmgns” in the licénse demands a construction
of the greatest liberality, and would authorize the assignment by the
railroad company of all rights and. privileges secured thereby to any per-
son pr corporation whom it might' choose to make its assignee, yet such
construction would in no'Wwise aid the defendant in its attempt to relieve
itself from reébonsxblhty for its admltted mtrmgmg acts. There is not a
scintilla of ev1d¢n§e tending to show that the defendant was either an as-
slgnee or &, L;censee of the Boston & Albany Railroad Companv No
pretense. of: guch- -assignment or of such license is made in the answer of
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the defendant. The defendant puts its defense upon entirely different
grounds. It assumes to bean employeor an agent of the Boston & Albany
Railroad Company, and, as such, it claims that in the manufacture of
the railroad signals in question it was directly working under the license,
and hence its action is not amenable to the law, A defense of this char-
acter, if well founded, would have great weight. But, unfortunately for
the defendant, the testimony wholly fails to justify the assumption. No
evidence has been offered tending to show an agency between the de-
fendant and the railroad company, or a contract of employment, in the
legal sense of those terms. What the testimony does clearly shiow. with-
out any contradiction is this: The defendant, being informed that the
railroad company intended to erect at a station upon one of its lines
known as “Athol Junction” the signals in question, submitted a pro-
posal to furnish them complete at and for a certain price. This proposal
was, after consideration, accepted by the railroad company, and the sig-
nals were consequently erected by the defendant. This is the whole
transaction. The defendant was manufacturer and geller. The railroad
company was buyer. No other or different relationship existed between
the parties to this transaction. - To assert that the defendant was the
agent or employe or servant of the railroad company, in the sense in
which it usés those descrlptwe terms in iis answer, is simply to perVert
their’ distinctive and legal ‘meaning. The defendant was neither,”in
such sense as would ‘enable it to find any justification for its mfrmglrfg
act in the license to the failroad company. Besides, the license’ Was
“to make” and “to tise” in a limited way only. The defendant “made”
and “sold” to others to use:*' It can hardly be contended that the most
liberal ‘construction of the licensé would authorize the' licensee to Seﬂ
the signals to others. The rights “to make,” “to use,” and “to sell™'a
patented article are severable and distinct. Each right is- subject to, cbﬁ-
veyance, in exclusion of the others. The license to do the one ‘doés not
include, 'except, "pethaps, 'under special circumstances which haV‘e ho
existénce Here, the right to do the other.

It was urged upon the argument that the bill of complaint was de-
murrable for want bf necessary parties, it being insisted that the Boston
& Albany Railroad Company, because of the interest vested ix it by the
license, should have been made a party complainant. It is only neces-
sary to say that the rule is otherwise. Notwithstanding the license, the
legal righit in the monopoly created by the letters patent remains in the
patentee, and he alone can maintain an action against a third party,
who commits an infringement upon it. Gayler v. Wilder, 10 How. 495.

There must be a decree for complainant in accordance with the prayer
of the bill.
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. Smcvsn me,mn wa Co. .. Sm.n:c e al. -

(Ciwmu Uowt.. N D New )zork. November 28, 1892.)

L Puzn-rs yon Immrows—Novzmr——SmE-Hmn PLows.

. Claim 3 of letters patent No. 220,458, fasued October 7, 1879, to Wiard & Bullock,

o for an jimprovemeny in side-hill plows; gonsisting of a “reversible double meld-
boa, jointer, in combinatwn W1th areversible moldboard plow, ? discloses patenta-
' blé hovelty,'and is valid.

2 SAHE-—]?N‘I‘RINGEMENT Jn =
*. ;.. A double moldboard; one. part formgng t.he land side a;;d the other the furrow
“gide, i8'an'essential ¢ bment of the clajt, and a plow laving a jolnter lacking this
feature does not infringe, although the wovds “double moldboard” were inserted,
by requirement of the patent omce. without sufficient reason.

In Equity. Suit by the Syracuse Ch1lled Plow Company against
Stralt and others for mf{'mgement of a patent. B111 dismissed.

" Geo. W. Hey, for complamant. ,

. Geo. B.. Selden, for defendant. -

WALLACE, Cn‘cmt J udge Infnngement ig alleged of the third claim
of letters patent No. 220,453, ranted to Wiard & Bullock October 7,
1879, for an improvement in side-hill plows. .The claim reads as fol-
l.ows. “(3) The reversible double moldboard jointer, in combination
with a reversible moldbqard plow, constructed and arranged substan-
tially as and for the purposes specified.” A reversible jointer is of no
wvalue except on a sl,de-hlll plow. . Such plows contain a reversible mold-
board. The invention . of ‘the Qlalm resides in combining the double
moldboard jointer, plach in the beam of the plow, and capable of being
reversed when the main moldboard isshifted, with areversible main mold-
‘board. The function of 4 Jomter is to turn a small furrow in advance
of the furrow made by, the main moldboard, A reversible jointer is
‘capable of adjustment, like the reversible main moldboard of the plow,
g0 as to turn a furrow to the right or left band, at the will of the
operator. - The, expert for. ‘the defendants cdncedes that there is not
found in any ‘prior patent or publxcatxon exhibiting the prior state of the
art a plow having a revergible jointer combined with a reversible mold-
board. : I have no reason, to doubt that such a combination involved
patentable novelty, and produced a new and useful result; nor that the
limitation inserted in_the claim,. whereby a double moldboard is made
an element, was an unpecessary one, and. was required by the patent
ofﬁce w1thout sufﬁcxent Teasons.

1 am constrained. to, hold, ;however, that the defendants have. not in-
frmged the claim in controversy, and that their plows do not have the
double moldboard jointer of the claim. The file wrapper of the appli-
cation for the patent shows that the patentees’ original claim was as fol-
Iows: “The reversible jointer, in combination with the reversible mold-
board plow, constructed and arranged substantially as and for the pur-
poses specified.” The applicants were required by the patent office to



