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thereon at 45 per centum ad valorem. The importers protested and
brought suit claiming the merchandise to be dutiable at 3 cents per
pound as “hollow ware,” under the.same schedule and act, (paragraph
201.) The testimony of wholesale dealers was to the effect that, in the
trade, the term “hollow ware” was restricted to cast-iron utensils, and
did not cover the articles in suit. At the close of the testimony, Asst.
U. S. Atty. Henry C. Platt moved for a direction of a verdict for the
defendant on the following grounds: (1) That congress had defined the
tariff meaning of the term “hollow ware,” in the first act in which the
words had been used, viz., the act of March 2, 1861, where it was as-
sociated (paragraph 44) solely with castings of iron; and in the act of
June 30, 1864, (paragraph 352;) the same association was made of hol-
low ware with cast-iron articles exclusively. (2) That the evidence
established the fact that the trade meaning of the term corresponded
with the congressional definition. '(8) That the rulings of the treasury
department had always been in conformity with such mterpretatmn of
the term. - ,

W. Wickham Smith, for plaintiffs, - ‘

Edward Mitchell, U. 8. Atty., and Henry C. Platt Asst. U. S, Atty.,
for defendant.

Lacomer, Circuit’ Judge, (orally.) Upon examination of the prior
acts, I -am satisfied that congress was of the understanding that “hollow
ware” meant vessels of this general kind, which we have here, made of
cast iron. For the reason, therefore, that there seems to have been a
congressmnal meaning given to the words “hollow ware,” and embodied
in statutes before the passage of the act of 1883, I assume that congress
intended to use the words with the same meaning in the later act that it
did in the prior act. Verdict directed in favor of the defendant.

CARPENTER STRAW-SEwing MacH. Co. v. SzaRrLy o al.
(Circuit Court, S. D. New York. November 15, 1802.)

1. PATENTS POR INVENTIONS — REISSUE — NEW ELEMEW—STBAW-BBAID Sewing Ma-
CHINE.

Reissued letters patent No. 10,600, granted Ma; g 26, 1885, to the Carpenter Straw-
Sewing Machine Company, as assigneg of Mary c Hooper, upon original letters
patent dated January 4, 1876, for improvements in straw-braid sewing machines,
are void as to the amended fifth claim, wherein a new element, viz., a lip, is added
to the combination claimed.

2. Bame—REISSUE— WHAT CONSTITUTES “THE SaME INVENTION.”
For a reissue to be valid as covering “the same invention” as that in the.original,
within the meaning of Rev. Bt. § 4916, the patentee must have described aud in-
tended to secure in the original the invention of the reissue.

8. SAME—DBROADENING OF CLAIM—LACHES.
‘Where a claim in reissued letters patent covers a combination to which a new
element has been added, it is in legal contemplation “broadened,” and is invalid
when it covers machines used for long years by innocent parties, without infringe-
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‘ment of the original, nt, with the knowledge of the pateptee, aud without in-
nérgnce b;rh% ﬁdtgelv Dick, 28 Tred. Rep 132 followeﬁtg ’

4. Bame’Narrowind of CLaM—LioHks.

“Eveniwhete the invention covered. by:reissued letters pabent, is’ descnbed in the
orlg'lnal, and the claim of the reissye is narrower, but covers machines. used for
long yeai*s by ihnocent parties without molestamon ahd twithout infringement of-
31513 ‘}rii%ma.ldpatent, such nmarrowed claim is void. Mulerv Bmss Co., 104 U. 8.

oliowed, Lo

In Equxty‘ ‘ Sult by tbe Carpenter Straw-Sewmg Machme Company
against;: Haskell A. Searle and others for infringement of a patent. Bill
dismissed;

M. B. Phplzpp and A .7' sztenhoefer, for complainant.

Charles Howson and Stqphen H. Walker, for defendants.

Coxm, D;smct J udge \”Thls is. an a.ctlon in equlty, based upon re-.
issued lettens :patent, No, 10, 600, grant;ed to the complainant, as as-
signee of Mary-E. C. Hooper, for improvements in machines for sewing
straw braid. The reissue is dated May 26, 1885, 9 years, 4 monthg,.
and 22 days after the original, which bears date January 4,1876. The
defenses: are—Hirgt, that, the reissue, as a reissue, is void; second insuf-
ficiency of description in specification and drawings; third,A lack of nov-
elty and invention; fourth, noninfringement.

The.fifth clajxr only is.involved., It is as follows:; “(5) The combi-
nation. of .the presser fqot, F, the lever guide, K, carrymg the presser
foot, the reller guide, B, and the. lip, substantmlly as described.” The
words. “and the Jip” do not appear in.the fifth claim of the original.
Thus a.new. element, thelip, has, been added to the combination of the
claim, - In the.original speclﬁcatlon the inventor states asfollows: “The
mventxon further consists in the combination of a_presser fcot, a lever
carrying: the presser foot, and a roller gmde » This sentence appears in
the reissue with the words “and a lip” added. The original says:
“Said strips of braid are introduced under a front lip, and from thence
under a presser foot, F, to and under a rising and falling back clamp,
G.” For the first five words of this quotation the reissue substitutes
the following: “The back strip of braid is.” Both original and reissue
have the following statéinént: “The front lip, under ‘which the braid
is introduced, the guide wheel or roller, B, and the presser foot, F, are
all carried by a lever, K,” etc. No other mention of the lip is found
in the original patent. It will be observed that the description of the
lip is vague, shadowy and uncertain. With the single statement that
the braid is introduced under a front lip which is carried by the lever
the specification, on this subject, begins and ends. The lip is undesig-
nated by a letter of reference, its location is not pointed out or its func-
tion described. There is absclutely nothing to indicate that it was to
operate a3 “a separator” or perform the important functions attributed
to it in the reissve. The.lip nowhere appears in the drawings or in the
miodel filed in the patent office. Indeed, it would be impossible to at-
tach a lip to’ thé’ machme shown in the model and drawings. A metal
stock must be added, to support.the lip.
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The discrepancy between the original and the reissue can best be
illustrated by placing diagrams of the two machines side by side:

Original. . Heissue.

It will be observed that the metal stock, carrying the lip, which is
essential to the reissue, is entirely omitted from the original.

I am constrained  to think that no one, however skilled in the art,
could develop, from the specification, model and ‘drawings of the origi-
nal patent, the machine which is now put forward asan embodiment of
the fifth claim of the reissue. The proposition that the omissions could
be supplied by picking up suggestions found here and there in the prior[
art “is entirely too obscure and remote.” Jves v. Sargent, 119 U, 8.
652, 663, 7 Sup. Ct. Rep. 436. The drawings of the original were,
altered in the reissue by removing that part of the braid which projects
beyond the:table and which shows the strips of braid as being separated.
At this point, beyond the table, a lip could not operate to separate the
braids or press them upon the bed plate. The drawings of the original'
were in dccordance with the statement of the specification that the strips.
(not the back strip only) are introduced under a front lip. In other
words, the drawings of the original conform to the description of the’
or1g1na1 and are in direct conflict with the theory of the reissue that the
“back strip of braid is introduced under a front lip.” The drawings as
they appear in the reissue are not so manifestly incongistent with that
theory.

The claim of the ongmal patent was, in the words of the complam-‘
ant’s expert, “too broad.” In plain language, if not anticipated, it was
restricted to.such narrow limits by letters patent No. 94,046 to Sidney
S. Turner, dated April 24, 1869, as to render it valueless. Those en-
gaged in the business of sewing straw braid had, therefore, nothing to
fear from the fifth claim of the original. Complainant admits that a
machine substantially like the alleged infringing machine was put on
the market in the summer of 1877. There is no doubt whatever that
for at least five and a half years pr1or to the apphcatlon for the reissue
a large number of such machines were in use in various factories. These
machines were covered by patents issued subsequent to the original.
For at least five years prior to the application for the reissue thls use
was known to the patentee. Concededly these machines could not be
made to pay tribute under the original fifth claim. If they can be held
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at.all under the fifth claim of the reissue it is only by the introduction
of the lip. .

The excuses which are offered for the alleged errors in the original
drawmgs, specxﬁcatlon and model and for the long delay in applying
for the reissue are, it is thought, insufficient w1th1n all the authorities.
We have, then, the following facts: First, an original patent and a re-
issue nine #years afterwards. Second, the introduction in the claim of
the reissug of an element nof found in the corresponding claim of the
orlgmal .'Z’Inrd the elemeént thus introduced not found in the drawmus
or thoddl of the orlgmal ‘and but Vaguely referred to in'the spemﬁcatlon
Fourth, drawings altered in the reissue so as not to be palpably incon-
sxstent awith the new claim. F’:;l’th adverse equltles ex1stmg during a
period of at least five years, It is thought that a reissué cannot be up-
held . in:such circumstances, - The mischief at which the reissue deci-
sions strike ig present. here in all its. objectionable features. -The origi-
nal. clagim: was, practically, invalid. It protected :nothing: The pub-
lic had nothing to fear from that..claim. In the light of this fact other
parties built and used machines which, for aught that appeared in the
originaly. they had a perfect right to make and use.’. For. years they
 were: permltted to do this, unmolested and without notice. They are

now, ‘after nine years’ delay, confronted with a new and different claim
which :makes unlawful that which was perfectly lawful before. The
original claim- being dormant and useless during this long period the
attempt is now made to reconstruct from it a claim that is useful. The
effort is to make somethmg out of. nothmg and in that sense the claim
is broadened.

- 8o much has been wrltten on the subject of reissued patents that con-
fusmn often. arises as to the:grounds upon which they have been held
invalid. Laches need not be present in all cases. I understand the
law to be ;that a reissue is invalid—First, if its claim is broadened after
unexcusable delay on the part of the patentee; and, second, if the claim
covers a different invention from the one actually described and shown
in the original. The statute (section 4916) provides for “a new patent
for the same invention,” and there can now be little doubt as to the
meaning of this phrase What say the anthorities? - In Topliff v. Top-
liff, 145 U, 8. 166, 12 Sup. Ct. Rep, 825, the court, after reviewing the
decisions, restates. the rule ag to the power to reissue. It also states the
gualifications to the rule, the first of which is “that it [theeissue] shall
be for the same invention as the original patent, as such invention ap-
pears-from the gpecification and claims of such original.” In other cases
the court uses the «followmg lanouage Lo

“The mistake of the pdtentee [or his assigns] seems to have been in sup-
posing that he was entitled to have inserted in a reissued patent all that he
might have applied for and had inserted in his original patent. The ap-
pellant. produces on the argument . exhibits tending to show that the pat-
entee before obtaining his original patent had made and dong all those things
which are embraced:in or covered by the reissued patent. If this were true.
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it would be nothing to the purpose. A reissue can only be granted for the
same invention which was originally patented. * * * Hence there is no
safe or just rule but that which confines a reissued patent to the same inven-
tion which was described or indicated in the original.” Maenufacturing Co.
v. Ladd, 102 U, 8. 408.

“If Le[the patentee] was the author of any other invention than that which
he specifically deseribes and claims, though he might have asked to have it
putented at the same time, and in the same patent, yet if he has not done so,
and afterwards desires to secure it, he is bound to make a new and distinct
application for that purpose, and make it the subject of a-new and different
patent. * * * The law does not allow them [patentees] to take a reissue
for anything but the same invention deseribed and claimed in the original
patent.” James v. Campbell, 104 U. S. 856.

“We are.of the opinion that the present reissue is invalid so far as the first
claim of it is concerned because it is not for the same invention as the orig-
inal patent, and is therefore within the express exception of the statute.”
Freeman v. Asmus, 145 U. 8, 226, 241, 12 Sup. Ct. Rep. 939.

“The reissue is not only for a broader claim made many years after the
original was granted, but it is for a different invention.” Maithews v. Ma-
chine Co., 105 U. 8. 54. . ,

““There was no mistake in the wording of the claim of the original patent.
The déscription warranted noother claim. It did not warrant any claim cov~
ering bands not ‘short or sectional. The description had to be changed in the
reissue;;to warrant the new. claims in the reissue. The description in the
rejssue is not a more clear and satisfactory statement of what is described
in the original patent, but is a description of a different thing, so ingeni-
ously worded as to cover collars with continuous long bands and which have
no shor;' ot sectional bands.” Coon v. Wilson, 113 U. 8. 268, 5 Siup. Ct.
Rep. 537.

“We are. also of opinion, however, that the reissue is void on the other
ground, viz., that it contains new matter introduced into the specification,
and that it is not for the same invention as that described in the original pat-
ent. ¥ * % In this view, therefore, the case comes within the rule as
stated in Coon v. Wilson, 113 U. 8. 268, 277, 5 Sup. Ct. Rep. 587. There, a3
here, the lapse of time and laches based upon it were considered immaterial,
because the reissue patent was for a different invention from that deseribed
in the original.” Iwes v. S8argent, 119 U. S. 652, 7 Sup. Ct. Rep. 436.

“The question of laches.is perhaps immaterial, for the reissue of the Camp-
bell patent was not for the same invention described and claimed in the orig-
- inal.” Hartshorn v. Barrel Co., 119 U, 8, 664, 7 Sup. Ct. Rep. 421,

“There is no evidence of ahy attempt to secure by the original patent the
inventions covered by the first eight elaims of the reissune, and those inven-
tions must be regarded as having been abandoned or waived, so far as the re-
issue in question i concerned. In other words, those eight claims are not
for the same invention which was originally patented.” Parker & Whipple
Co. v. Yale Clock Co., 123 U. 8. 87, 8 Sup. Ct. Rep. 38.

“And 4s a reissue could only be granted for the same invention embraced
by the original patent, the specification could not be substantially changed,
either by the addition of new matter or the omission of important particulars,
so a8 to enlarge the scope of the invention as originally claimed. * * *
The evident object of the patentee in seeking a reissue was not to correct any
defects in specification or claim, but to change both, and thus obtain, in fact,
a patent for a different invention. This result the law, as we haveseen, does
not permit.” Russell v. Dodge, 93 U. S. 460.

“16 seems to us impossible to read this section [4916] carefully without com-
ing to the conclusion that a reissue can only be granted fur the same inven-
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tion which: formed: the subject of theoriginal patent.of which:it is,a reissue.
% & % Byasngw matter’ we: suppose - t0. be meant. ¢ new substantiye mat-
ter,.‘mch g8:-would: have the sffect. of. changmg the, invention, or .of.intro-
ducmg what: ight be the subject-of another application for. patent. , The

danger to be provided against was the temptation to amend. a patent so as to
cover improvements which might have eome into use, or mxghb have been in-
v;nted7by gthg;‘s. after its lssue.” Powder Co. v. Powder Works, 98 U. 8.
1 6 13 ] 1 B'J:..\ ’ .

Mzu Wa]k&x sums up a revLeW of the authorities thus'

“Therefore ﬁb feisgue ¢laim can'dtand any longer upon a ‘model alone, nor
even alone upon ‘% drawing of an orrgmal. and indeed' neither models, draw-
ings nor descriptions, nor all of them together, can support a feissue claim,
except when the description in the offginal letters patent shows that the in-
yenition covered by that clalm Was intended to be secured in the original.”
Walk. Pa.t§283"‘ L

" These quotations, whtch have: perhaps been’ multlﬁlxed unnecessan]y,
leave no room for déubt that unless the court can find ‘that the inven-
tion of the reissye ig. desoribed as the invention in thé, omgmal and that
the patentee intended to secure it as his invention in the original, the
reissue is invalid,—it is«not for the same invention. . The question is
not what the patenteé aettially invented, but what he said'about itin the
onginal and if it appears from the orlgmal that the invention of the re-
Issue vas an afterthought not descnbed or intended to.be cldimed, the
reissup falls. - Tested by this rule I cannot think that the patentee de-
scribed and intended to secure in the original the invention of the fifth
clalm df the reissued patent.. Everythmg points to'a different conclu-
sion: " The model, the drawings, the Btateient of invention, the de-
seription of the; combmatlon and the claim, all poitt to 'the Ttiference
that it was not the purpose of the inventor to include the. Jip in the com-
blnatlon The.omission from.the model if it stood alone might be re-
garded as a mistake; the.drawings, the description and the. claimn, con-
sidered ‘separately, nnght ‘be treated as mistakes, but it'is almost in-
‘erédible that four mistakes of this character should o¢cur and continue
‘annoticed for niné’ years. If we start with the supposmon that the in-
vention was what the JDatentee declared it to. .be in. the orlgma] we find
.model, drawings, description and claim in perfect harmony. = The model
-shows a combination of three elements. 8o do the drawmgs The de-
scription expressly states that the invention consists in such a combina-
¥ion, and the ‘claim claimg-it. If, on the other hand, the attempt is
made to establish the’ proposmon that the invention of the original was
what the patentee declares it to be in the reissue, we. find the path beset
with dlfhcu]tles, contradictions and inconsistencies at every turn. Suc-
‘cess in this undertaking ean only be reached by a resort to' the ‘most
‘heroic' measures. Delays and tergiversations must be excused, omis-
sions must be supplied; alteratlons made and a series of p]am and con-
‘sistent Staterients must be pronounced to be mistakes. Tt is, therefore,
thought that the reissue is n,qt for the same mventlon as the one actually
described . in the original. - , R
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" The able brief filed by the complamant contams the followmg frank
and clear statement:

“If the fifth claim of the Carpenter reissue were broader than any claim of
the original pitent or covered a machine that was not covered by a claim in
the original patent, under the decisions of the supreme court it would probably

not be”vahd, but this is not the case with the fifth claim of the Garpenter re-
issue.

This is unquestionably a correct expression of the law. If the claim
has been broadened after nihe years’ delay the reissue is void. '

T understand the case of Hubel v, Dick, 28 Fed. Reép. 132, as author-
ity for the proposition that where a broad invalid claim ha.s been per-
mitted to remain unchanged for a long series of years, until adverse
equities have arisen, and a reissue is granted with a new claim, which,
though for a larger combination, seeks to hold as infringements ma-
chines which have been lawfully 'made for years, the reissue is broad-
ened and is therefore void. Adding a new element in such circum-
stances makes an independent invention and thus, in legal contempla-
tion, broadens the claim. At page 137 the court says: !

“But it is said that the sixth claim of the second reissue is narrower than
the corresponding claim of the. first reissue, and, therefore, it is not within
the scope of the cases which have been cited. It.is, in a certain sense, a nar-,
rower claim, inasmuch as it contains a ldrger number of elements; but it de-
scribes a different invention. The claim is not a different mode of describ-
ing that which was specified in the first reissue, and is not a limitation -and
narrowing of the invention which was described therein, but it describes an
independent and important invention, and thereby, after a lapse of five years,
the patént was enlarged, The principles in regard to the invalidity of re-
issues, when unreasonably delayed, have become so well established that they
cannot be successfully avoided by adding, after an unreasonable delay, in a
second reissue, another elenignt to a combination described in a void claim

in the first reissue, the last added element making a-different and previously
unclaimed, invention,” ‘

For these reasons I am constrained to hold the fifth claim invalid.

But assume that the foregoing propositions are wrong; assume that
the invention of the reissue is described in the original and that the
claim of the reissue is narrower; how then stands the case? It is
thought that no one can read the argument in Miller v. Brass Co., 104
U. 8. 850, and the other decisions which follow it, without being im-
pressed with the conviction that the injustice which the court sought to
correct was the attempt to levy tribute upon innocent parties who did
not infringe the original patent and who had a right to feel themselves
secure after Jong years of unmolested use. It cannot be doubted that
any reissue which permits this wrong is within the mischief of these de-
cisions. This case is in some respects sué generis, but there can be no
doubt that, if sustained, the reissue will accomplish the very wrong
which has been go sharply denounced by the supreme court. If an in-
ventor, holding a patent with a void claim, has slept upon his rights for
years until other rights have become fixed, what possible difference can
it make, upon principle, whether he invades those rights and secures an
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inequitable advantage by means of & broader claim oria narrower claim?
The complainant here seeks to do by a narrower claim (assuming it to
be narrower) precisely what other complainants have vainly sought to do
by an expanded claim.. It cannot be doubted that the attempt is as in-
admissible in the one case as in the other. In both cases the patents,
~after years of ‘aéquiescence, and. in the light of subsequent events, are
manipulated to grasp devices which the originals could not lay hold of.
To permit this to be done in any. case violates the spirit of the law.
As these views dispose of the case it is not necessary to.consider the
other defenses. The bill is dismissed, with costs. '
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* Paruaveremia’ Novery Manur'e Co. o: Werks,
(Circuit Court, 8. D, New York. December 3, 1893.)

1. PaTENTS POR INVENTIONS-~HXTRNT OF CLATM—PRIOR ART—INFRINGEMENT. '
.. Letters patent No. 226,402, issned. April 13, 1880, to Isaac W, Heysinger for a de-
_vice for filing and bindi‘ng,,pmers,, if sustainable at all, must, in view of the prior
staté of the art, be limited sfrictly to the structures shown and described; and, as

" the'first claim 1s for a Aling¢lip composed ‘of a clamping arm and a base, the for-
" mer-being ‘provided with 'k Hesl,:which holds the arm locked when open, the heel
is an essential element, san¢ there is noinfringement where this is lacking. .

2. BaME~NOVELTY+MECHANICAL ‘BEILL, . - S :
Letters patent No. 274,041, issued April 8, 1883, to Isaac W, Heysinger for a ma-
chine forinserting and clinching staples, are void as covering improvements ob-~
viously the result of mérs mechanical shill, ‘ ‘ '

In Equity. Bill by. the Philadelphia Novelty Manufacturing Com-
pany against Albertus :A. Weeks for infringement of patents. On final
hearing. Bill dismissed. R

Joshua Pusey, for complainant.

Hecior T. Penton, for defendant.

. Coxg; District: Judge. This action is based upon two letters patent,
granted to Isaac. W. Heysinger and by him assigned to the complain-
ant. The first, No. 226,402, is dated April 13, 1880, and is for a de-
vice for filing and bindipg papers. The second, No. 274,941, is.dated
April 3, 1888, and is for a machine for inserting and clinching staples.
Both: patents relate to tools for fastening papers together, which are
adapted for use upon the desks of lawyers and conveyancers. The
defenses are the usual ones—lack. of novelty and.invention, aggrega-
tion and neninfringement... Itis freely admitlted by the complainant that
the patentee was compelled, by reason of the prior art, to move within
exceedingly narrow limits, , Fools very similar to his, operating in sub-
stantially the same manner and producing the same result, were in use
at the date of his patents.. The complainant’s brief, after considering
pre-existing structures, contains the following:



