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the contract, unless defendant had continued to construct plows embody-
ing the principle of the patent, which the proof shows it did not do.

Undoubtedly the chief inducement of the defendant to enter into this
contract was the understanding that George W. Hunt had obtained or
would obtain a patent which should protect the defendant in the manu-
facture of plows embodying substantially all the features which were
shown in the plow brought to defendant’s shop, and which they adopted
as the model for the manufacture of the lot made before the issue of the
patent. Unless the patent protected the defendant in this manufacture,
certainly the defendant could not afford to pay Hunt or his assigns a
royalty upon it; that is, the defendant’s officers expected the patent
would come and give the exclusive right to make a plow with the heel
of the.land side pivoted to the rigid standard, T, and combinations of
levers and standards by which the point of the plow could be raised and
lowered on this pivoted heel. The pivoted heel was not covered by the
patent as issued, and could not be in the then state of the art, and the
lever device on trial proved to be worthless,

There is some conflict of testimony between the complainant and the
defendant as to just what was done in the matter of the actual canceling
of this contract, but I have no doubt, from the testimony, that the de-
fendant clearly and unequivocally gave the complainant to understand
that it would avail itself, and had availed itself, of its right to cancel
and surrender the contract. The proof also shows that the defendant has
fully paid to George W. Hunt all the royalty he is entitled to for the first
lot of plows manufactured, besides also showing that this royalty, as
well as the cost of those plows, was a total loss to the defendant. Iam
therefore of opinion that no case for an accounting is established by the
proof in this case, and the bill must be dismissed for want of equity.

—

GaALr ¢t al. v. ParLIN & Orenpvorrr Co.

(Circuit Court, N. D. Illinois, 8. D. October 81, 1892.)

PATBRNTS FOR INVENTIONS—NOVELTY—WHEEL HARROWS,

The 5th, 6th, and 7th claims of reissued letters patent No. 8,765, dated June 24, 1879,
to Jay S. Corbin, for an improvement in wheel harrows, consisting of the combina-
tion with a gang of rotating harrow disks of a lever for setting the same, are void for
want of novelty, the improvement being merely a change in the localion of the
lever previously used.

In Equity. Suit by Thomas A. Galt and others against the Parlin &
Orendorff Company for infringement of a patent. - Decree dismissing
the bill.

John @. Manahan, for complainants.

Bond, Adams & Pickard, for defendant.

Bropoaerr, District Judge. This is a bill in equity for an injunction
and accounting by reason of the alleged infringement of patent No. 197,-
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545, granted November 27, 1877, to Jay S. Corbin, for an. improvement
in “vsheel harrows,” relssued June 24, 1879, No. 8, 765 :

*;The ipventor says in his. specxﬁcatmns

“My invention relates tothe 1mprovement of that class of machmes known

as < wheel”, or *disk’ harrows, in which the disks are arranged in two or more

gangs upon horizontal rotating shafts; and’ has for its object the construction
of the machine in such rhanner 48 to adapt the gangs to follow the uneven
surface of ‘the ground also to provide for the easy and rapid setting of Lthe
gangs &t any desired angle to the line of draught while iri motion or at rest,
and holding the same when set; - %* * . * also to provide a ready means of
setting the gangs at different angles relative to the line of draught.”

+The reissued patent has 11 claims, but 1nfnngement is charged only
as to the bth, 6th, and 7th, -~ -

The ongmal cla1ms relatmg to the part of the harrow in controversy
are: -

“(b) The eombination wn:h a gang of rofating harrow disks of a lever con-
nected to .the gangs for setting the same at an angle with the line of the
draught substantially as described. -(6) The combination with a, gang of ro-
tating harrow disks of a lever for setting the same at an angle with the line
of draught, and a rack and dog for holdmg the disks in position when set,
substantlally 48 deseribed.”

‘The 5th 6th, and 7 th clalms of the reissue are:

~ %(5) The combination in a wheel harrow of the following elements, viz.:
A draught frame or a dranght plank projecting laterally from the tongue,
disk gangs pivoted to the draught frame or draught, plank, and a set lever
mounted ‘on the tongue, and. connected with the disk gangs between the
points at which said gangs are connected with the draught frame or draught
plank, substantially as set forth. - (6) The combination, substantially as set
forth,in a wheel harrow, of the following elements, viz.: A tongue, a draught
frame or draught plank projecting laterally from the tongue, disk gangs piv-
oted to the draught frame or draught plank, a lever mounted on the tongue,
and rods connected with the levers and the metal bearings which support the
inner ends of the disk gangs. (7) The combination, substantially as set forth,
in a wheel harrow, of the following elements, viz.: A tongue, a draught
plank or draught frame projecting laterally from the tongue, disk gangs piv-
oted to the dranght plank. or frame, s lever mounted on the tongue, con-
nected with the inner end of the disk gangs, and a rack and dog for holding
the disks in proper position when set.” |
It will be seen from these claims that the only controversy in the case
is over what is'called in:the specifications the “set lever,” by which the
angle at which the disks shall cut the ground is regulated This lever
«consists. of ‘a vertical arm. pivoted to'the tongue forward of the driver’s
seat, the lower end of which extends below the tongue, and from which
two, rods extend, one to the ipner end of each of the gang shafts or axles,
qrtbat by the mqvement of the lower end. of thig lever forward or back-
‘wards the angle of the gangs is regulated. There is also upon the top
of the tongue a rack or sector, with a dog working in if, to hold the gangs
at the required angle. The defenses relied upon are want of novelty in
this lever device, and nonmfrmgement
The.proof shows that this patenteeigionly.an imprpver, and a late im-
pprover. at that, of this class of agricultural instruments;: that in Septem-
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ber, 1859, a patent was issued to 8. G. Randall for a disk harrow em-
bodying'all the elements of the complainant’s machine, except that no
set lever for changing the angle of the gangs is shown in the patent.
The proof, however, sbundantly shows that in constructing his harrows
in accordance with his patent Randall had a lever for adjusting the an-
gle of the disk gangs which, although operating substantially in the same
way, and performing the same work, as that done by the complainant’s

lever, was not mounted upon the tongue or frame of the machine, but
was 80 placed that it must be operated by a person standing or walking
behind the machine, There is also in proof a patent granted to H. C.
Winters, in May, 1875, on a revolving cultivator, which is a machine
analogous in its use to that of complainant, in which a set lever, mounted
on ‘the tongue, is shown, which operates to change the running depth
of the spades or cutters which are shown in that device. In several
other machines referred to in the testimony the regulation of the angles
of the disk gangs by means of rods and levers is shown. So far as the
terms of the claims on which infringement is charged in this patent are
concerned, they are, as it seems to me, completely met by the old Ran-
dall lever of 1863, applied to the harrow shown in the patent of 1859;
that is, Randall had a combination with a gang of rotating harrow disks
of a lever connected to the gangs for setting the same at an angle with
the line of draught and its operation was substantially as deseribed, but
it was not located in the same place; and undoubtedly it was more con-
venient to locate this léver, which Randall had introduced into the or-
ganization, upon the tongue, than it was to locate it where Randall had
it, at the rear of his frame; but, as it seems to me, 0o inventive talent
was called into action to apply the lever shown in Winters’ patent to.the
complamant’s gang. It seems to me that this patent is but for an ag-
vregatmn of parts. The idea of changing the angles of the disk frames
is Randall’s. The idea of doing that by means of & lever is Randall’s,

The lever used by Randall is substantially, in its mode of operation and
effect, the same as that used by complainant; and simply to relocate
that lever, or place upon the tongue of complainant’s machine the Win-~
ters lever, does not seem to have required any inventive talent. It was
merely a mechanical act to transfer Winters’ lever to the tongue of com-
plainant’s machine. That it was an improvement upon the machine
may be admitted, but that it was such an improvement as will sustain
the patent I do not think, because this class of machines, so far as the
proof shows, has always been operated, so far as the angles of the disk
gangs are concerned, to a greater or less extent by means of alever. Such
a lever for shifting or changing the seeding shoes and hoes of the seeding
machine from a straight to a zigzag line iz shown in the Davis patent
of 1868; and the same device is also shown in the Schmitt paterit of
February, 1869, on a seeding drill; and in the Manny mower patent of
1871, for tilting and lifting the cutter apparatus. In fact, it may, per-
haps, be said to be a part of common knowledge that levers of this char-
acter; for the purpose of regulating the movements of plows, cultivators,
seeders, and harrows, are in constant use; and all this patentee has done
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is to take one of those old levers, and mount it on his tongue, for the
purpose of adjusting the angle of his disk gang, instead of placing the
lever where Randall placed it. It performs the same function, and nc
other, when placed on the frame of the machine as it did in Randall’s
old machine. If Randall’s lever had been patented, it is quite clear the
Corbin lever would have been an infringement. If Randall had attached
a rod to his lever,'and extended the same forward to the driver’s seat,
so that the angle of the disk gang could be controlled from the driver’s
seat, he would have had a device operating upon the same principle and
producing the same result as is done by the complainant’s lever; and no
one, I think, would coritend that it would have been patentable to so at-
tach a rod to the Randall lever, and hold it by any common locking de-
vice. I am therefore clearly of opinion that this patent must be held
void for want of novelty. .. v

i~ AMERICAN PaPER-Bag Co. ». Vax Norrwick ¢ al.
- . -

(Cireutt Court of Appeals, Seventh Circuit. October I, 1892.) _

L PATENTS FOR INVENTIONS—L1CENSE-ROTALTIES—NOVATION,

Plaintiff agreed to deliverto defendanta certain machines made under a patent
owned by plaintiff, and to %v,e a license for its use upon payment by lessees for the
use of said ‘machines by theniselveés, “or by any other person for them or for
others.” Defendants organized a corporation of which they were the sole mem-
bers, and the machines were delivered to and used by the sald corppration. Held,
that the fact that the delivery was made to the. corporation instead of to the de-
fendants: personally did not constitute a novation, since such delivery, made with
the defendants’ consent, neither extinguished the old obligation nor released the

original debtors.

2 BaME—CORPORATION—ESTOPPEL. o
Nordid such delivery constitute any breach of the contract, since the defendants,
by consenting thereto as officers of the corporation, estopped themselves from al-
leging that it was made against their individial wishes.

8. BAME—~DELIVERY OF LICENSE—WAIVER. ’ o
A patentee who has delivered certain of his patented machines under a contract
in which he agrées to give a license for their use upon royalty is not prevented
. from collecting the royalty by the fact that he has not delivered the license, espe-
cially when the failure to deliver the license was caused by the licensee’s refusal
to meet the patentee and sign the license. ‘

Error to the Circuit Court »f the United States for the Northern Dis-
trict of Illinois. ‘

Action by the American Paper-Bag Company for the use of Frank T.
Benner, trustee, against William M. Van Nortwick and T. R. Troendle,
to recover royalties, Judgment for defendants. Plaintiff brings error.
Reversed. o : ;

Oliver & Showalter, for plaintiff in error,

Goudy, Green & Goudy and Offidd & Towle, for defendants in error.

Before HARLAN, Circuit Justice, Woops, Circuit Judge, and JENKINS,
District Judge. :



