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L Pummsc ron Iuvmmmua—-.Ac {m FOB Inmmmmm BY, PATENTEE AND LICENSEE.
A jol !’1 suit for infringemen of a paterit cafinot b8 inaintained by the patentee
- and thelicenses whose license: conveys no excliisive' monopoly

2. BaMa—LaoBN8E—ESTORPEL., & ;:°
A license -to manufg gture lyme glass chimnevs under a paten\; granted by the
patehtee with ‘othets, does not ‘estop the licensee from objecting that such other:
parne& canpot be jeined with.the patentee (in.an action against.the licensee forin
r}n;gementa by mp.nufa@tur}‘gg lead glass chxmqeys without a. license,
8. PLEADING —DEMURRER-FA4Ts NoT SUFFIOIENT For Jorwt CAUsE oF ACTION.
Where, in a joint complaint by two or more parties, the facts stated do not show
& joint.canse of action in them, s demurrer, on the ground that the complaint does
: not sm.tﬂg facts suﬂlcxeﬁt to cons‘tltute a causé of action. musf. ‘be suscamed
ool iR o

e Eqmty ‘Buit by Georgé W Blalr and sald Blair assoc1ated w1th‘
Paul Ztmtnerman partners as Dithridge & Co., against the Lippincott
Glass Company, for mfrmgement of a patent Heard on demurrer to’
bill. ' Demurrer sustained:

W. Bakewdl & Soris and W. A Van Burm, for complamants

E*ank 0. Lovelarnd for defendants. :

BAKEB, Distuct J udge. .The demurrer of the. respondent to the com-
plamants’ bill of complaint:presents the sole question in this case. The
sufficiency. of the complaint hinges on- the gquestion whether. a suit in
equity for the infringenient of a patent right is maintainable jointly by
the patentee and a licensee, whose license confers no exclusive monop-
oly. - An exclusive license, to the extent of the interest granted, is con-
stred to be aniequitable assignment, and: clothes::the licensee with an
interest, sub modo, in the monopoly..  “The only alienation which can
carry the monopoly is that .of anexclusive right, or of an undivided inter-
est in' the exclusive right to practice the invention, including the exclu-
sive right to make, the -exclusive right to use, and; the exclusive right to
sell, the patented invention:” ' Rob. Pat. § 807 The inventor of a new
and useful improvement, has no exclusive right to it until he obtains a
patent. This right is created by.the statute and secured by the patent,
and.no suit can ‘be maintained by. the:inventor against any one for using
it before theipatent is issued. The discoverer has-& mere inchoate stat-:
utory right, which he may perfect and make absolute by proceeding in
the: manner which: the law prescribes,: .Reges v. Corning, 51 Fed. Rep.
774. The monopoly secured to the patentee isfor one entire thing.
It is the right of making; using, and ¥ending to others: to be used, the
improvement he has invented, and for which the: patent is granted, to
the exclusion of all others. The monopoly did not exist at common
law, and the rights which may be exercised under it must be regulated
by the law of its creation. It is created by the act of congress, and no
rights can be acquired in it unless authorized by statute, and in the
manner therein prescribed. Gayler v. Wilder, 10 How. 477. The stat-
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ute provides that a patentse may assign the wholeior any interést in
the monopoly. Rev. St. U. S. 1878, § 4898; A suit may be main-
tained for the infringement of a patent in the name of the party inter-
ested either ds patentee, assignée, or grantee.” Id. §4919. - But, 1o en-
able the assignee to sue ‘alone, the assignment must undoubtedly .con-
vey to him the exclusive monopoly which the patentee held in the ter-
ritory specified, to the exclusion of the patentee and all others: . To
enable him to sue jointly with the patentee, the assignment must convey
to him an undivided part of the monopoly in ‘the temtory where the
infringement occurs. Any assignment short of this'is a mere license.
It has been well'said that it was not the intention of congress to per-
mit several mionopolies to be'made out of one, and to be divided among
different persons within the same limits. Such a division would inev-
itably lead to fraudulent impositions upon persons who desired .to pur-
chase the use of the improvement, and would subject a party who;
under a mistake as to his rights, used the invention-without authority,
to be harassed by a multiplicity of suits instead of one, and to succes-
sive recoveries of damages by different persons holdmg dlﬁ’erent pomons
of a patent right in the same place.

It has been uniformly held that a patentee and an excluswa licensee
may join in brmgmg a bill to restrain an infringement of the patent
right. The reason is that the exclusive licensee either owns the mo-
nopoly, or an undivided interest therein, within the territory specified,
go that such license is tantamount to an assignment. It is different
" with a simple licensee. - He has no exclusive right in any particular
territory. ‘The patentee may grant licenses at will to others. A simple
license dmotints merely to a -waiver by the patenteé of his right to the
exclusive enjoyment of his monopoly in favor of such licensee. He
acquires no exclusive right in the monopoly, within any specified terri-
tory. The' patentee may, without infringing the rights of a simple
licensee, grant licenses to ‘others; or, if -the patentee chooses, he may
permit others to enjoy the patent right without license. If the patentee
chooses to permit others to practice his invention ‘without license, the
simple licensee has no legal ground for complaint or interference.
Sewing-Mach. Co. v. Sloat, 2 Fish. Pat. Cas. 112; Wuyeth v. Stone,
1 Story, 275; Gayler v. Wilder, 10 How.. 477; Nelson v. McMann, 16
Blatchf. 189; Hill v. Whitcomb, 1 Holmes, 317; Ingalls v. Tice, 22 0. G.
2160, 14 Fed Rep. 297; Bzrdsell v. Shaliol, 112 U. 8. 485, 5 Sup. Ct.
Rep. 244.

Language is used by the learned justice who delivered the opinion in
the case of Birdsell v. Shaliol, supra, which might, on a casual reading,
be thought broad enough to justify the maintenance of a joint bill by
the patentee and a q1mple licensee. He says: “A suit in equity may be
brought by the patentee and licensee together;” citing Gayler v. Wilder,
supra, and Littlefidd v. Perry, 21 Wall. 205. The language must be
construed as applicable to the license then under consideration. The
opinion shows that the judge was speaking about “an exclusive oral
hcense.” It must be deemed settled both upon principle and author
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ity, that a simple licensee has no such interest as to make him efther a
necessary or proper party to a bill filed to restrain the infringement of
a patent right. » : (

It ig urged, if the law be as stated, that it may be gathered from
the bill that the license in question was an exclusive one. It suffices
to say that a careful consideration of the averments of the complaint pre-
cludes any such construction. The complaint fails to show that the
parties: joined as plaintiffs with the. patentee have any.exclusive interest
in the monopoly. It ds insisted, inasmuch as it is alleged in the bill
that the respondent has been granted by the complainants a license to
manufacture lime glass chimneys, that it is estopped to say that they
may not maintain a joint bill against it for manufacturing lead glass
chjmineys without a license. The respondent, if estopped at all, cannot
be estopped beyond its license. It may be that Dithridge & Co. have
acquired such an exclusive right in the patented invention, so far as re-
lates.to the manufacture of lime glass chimneys, that the patentee could
not; grant to the respondent a license to manufacture that sort of glass
chimneys without his licensees joining in it. This concession, however,
would by no means prove that Dithridge & Co. had an exclusive license
for the manufacture of lead glass chimneys. - Dithridge & Co. are not
shown by.the bill to have acquired, either by assignment or license, any
exclusive.right to practice the. invention in the -manufacture of lead
glags: chimneys. I have carefully examined all the cases cited by com-
plainants’ counsel, and I find none which lend support to the com-
plaint.- .The complaint being a joint one by two. parties, one of whom
hag no interest, it follows that the demurrer must be sustained. When
two .or imhore: plaintifis wnite in bringing a.joint action, and the facts
stated do . not show a joint.cause of action in them, a demurrer will lie
upon the; ground that, the complaint does not state facts sufficient to
constitute a canse of mction. - Harris. v. Harris, 61, Ind. 117, on page
129, The bill may; be amended, if counsel .is so advised, within 20
days, upon payment of all icosts, to and including the filing of the
amended bill;. otherwise, at the expiration of 20 days, the bill shall
stand-dismissed, with costs, but without prejudice.

- o . . oo .

voud

AMERIOAN HEAT INsuraTING CO., Limited, et al. v. A. JomNsToN & Co.,
— ) ~ Limited.

; ! (C‘ﬁrewtt Court of Appeals, Third Circuit. October 20, 1892.)
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P@ui!'n YoR INVENTIONS—REISSUE—ENLARGEMENT OF Crarys.

Letters patent No. 171,425, 1ssued December 21, 1875, to John C. Reed, for a non.
oonducting covering for “boilers, steam, water, and other pipes,” claimed a cover-
ing composed of layers or wrappings of paper saturated with adhesive material,
‘and coripressed while béing formed into tubular sections “of a thickness of one

-half inch or more, ™substantially as described... A reissue ¢f the patent—No. §,752,
ranted August 10, 1879—omitted from the claims the quoted words. Held, that

this was an enlargement 6f the claim, rendering the rélssue invalid; and that this
affect could not be avoided on the theory that a covering of less than half an inck



