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. Tuuvos ' Watcs Ca, 'v. Ropeixs et al.
(Clreult Court of Appeals, Seventh Circuit. October 1, 1892.)
No. 8. ‘

1. PATENTS FOR INVENTIONS-—CONSTRUCTION OF CrAtMs—StEM-WINDING WATCHES.

In reissued letters patent No, 10,681, granted August 4, 1885, to Duane H. Church,
for an improvement in stem-winding watches, consisting in a combination of a
short stem arbor, and a winding and hands-setting train, having no positive con-
nection therewith, éach claim, being couched in general terms, and concluding
with the words, ¥as and for the purposes specified, ” is to be construed as includin{
such devices and combination shown in the specifications as are necessary to mee
the requirements of its general terms, and the claims must be limited to this ex-
tent. Corn Planter Patent, 28 Wsll. 181, applied.

‘8 BAME—INVENTION—PRIOR ART. )
_ In view of the prior state of the art as shown by the patent of February 9, 1888,
" to Charles F. Woerd, and pdtent No. 208,674, to Hoyt, there was no invention in the
- mere introduction of springs in the mechanism for effecting the winding and hands-
setting quagement, in order to avoid liability of injuring the wheels by the force
of the push or pull upon the short stem arbor; but the claims are valid as covering
a new'and useful combination, the peculiar usefulness conaistin%‘ﬁrincipully in
: ‘rendering watches and cases interchangeable. - 50 Fed. Rep, 542, modifled. .
8. BAME—INFRINGEMERT-~MECHANIOAL ADAPTATION. o IR
‘The Church patent is infringed by watches made under the patent of January 8,
. 1888, to Thomas F. Bheridan, No.. 376,015, and reissued August 5, 1690, No. 11,100;
for, altholigh there is a pldin difference’ in the operation’ of the springs which pro-
‘duce'the winding and hands-8étting engagemient in each watch, that difference in
: produced by a simple mechanical change, and the other differences arizse from the
use of me¢hanical equivalgnte. } ) .
4, BaMp. G o . . .
.. A certain lever in defendant’s watch movement could, when the works were out
of thé watéh case, be adjustéd 'to produce normal v'vindin’g engagement, but in a
stém-ddt watch, when the works are in the case, it is'always held adjusted in such
manneéras to produce normal setting engagement. Held, that such a construction,
when used in stem-set, watches, is to be regarded as operating on the principle. of
normgl setting engagement, and as not different in that respect from the construc-
tion of the Church wateh,” -~ - =~ - -

Appeal from the Circuit Court of the United States for the Northern
Division of the Northern District of Illinois. . .

In Equity. Bill by Royal E. Robbins and Thomas M. Avery against
the Illinois Watch Company for infringement of palent. Decree for com-
plainants. 50 Fed. Rep. 542. Defendant appeals. Affirmed.

- Statement by Woops, Cireunit Judge: - s '

By the decree of the circuit court the appellant washeld to have infringed
the 1st, 3d, 4th, 5th, and 6th claims of reissued patent No. 10,631, issued
August 4, 1885, to the appellees, as assignees of the original letters No.
280,709, granted July 3, 1883, to Duane H. Church. Here, as in the
court below, the appellant, besides denying infringement, disputes both
the validity of the reissue and the novelty of the claims.’ Only the first
and second claims of the original patent are relevant to ‘the question of
the validity of the reissue, and they are as follows: ’ .

“(1) In a pendant winding and setting watch, a moyement having wind-
~ing and setting mechanism, adapled to be.operated by the endwise-movement
~of a winding 'bar or. key, and normally in position to, operate the bands,
“-whereby a. positive-connection between the.movement and the winding bar
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is avoided, as set forth, (2) Ina pendant winding and setting watch, a move-
ment having winding and setting mechanism normally in position to operate
the hands, a winding bar or key having no positive ‘connection with said
mechanism, and a loose or sliding device, adapted to communicate the in-
ward end thrust of the winding bar to the devices for engaging the winding
portion of said mechanism with the main winding-wheel, as set forth.”

The following are the reissued claims:

#(1)-A8 amimprovement:in stem winding and setfing watches, a winding
-and hapds—settmg train, whieh is adapted to be placed in engagement with
“the Windipg wheel or the dii]l wheels by the longitudinal movement of a stem
.arbor.that.has no. posmve, eonnectlon with said train, substantlally as and
forthe! purpose specified, - #:i % ¥ (8) A an improvement in stem wind-
‘ing, ﬁh? setting, watches, awindmg and hands- settmg train, which is adapted
to be placed in engagement with the winding Wwheel or the dial wheels by the
longitudinal movement of a stem arbor, and s normally in engagement with
-8aid -dial. wheels, substantially as and for the purpose set forth. (4) Asan
~ |mprown!ment in stem winding and setting:-watches, a winding.and hands-set-
t'rhg 1#;1 ‘which ' is normally in engagement with the dial wheels, in combi-
abion, mth a rotatable stem arbor that has no positive ¢onnection with said
~tlain, andiis adapted to be:meoved longltudinal!y within the case stem, to
cause satd' Winding and bandscsetting trainto engage-with the winding wheel,
and to be simultaneously disengaged. from said dial wheels, substantially as
and fof 'the purpose shown and describeds *(5) As an. improvement in stem
-winding and setting watches, a winding and hands-setting train, which is
- normallyin, engagemens . with the dial wheels, in' combination with a rota-
‘table longitudinally movable stem arbor that has no positive connection with
the watch movement, and, when moved longitudinally to-the:inner limit of
its_motion, will cause said wmdmg and setting train to be disengaged from
said: dial wheels, and engaged with the winding wheel, and, when moved
,longlmdinally $o-the outer. limit of its motion, will permit said trdin to be
disengifred from said winding wheel and engdged with said dial wheels, sub-
stantially ag and for the purposa speclﬁed. . (6) As an improvement in stem
winding and settlng watches, the combination of a. winding and hands-setting
train, which is normally in engagement with the dial wheels, a stem arbor
. havmg ng posmve connection with said train, and an intermediate device
which 18 adapted to communicate the Itmgitudinal inner movement of said
stem arbor to said winding train, and cause'the same to engage with the wind-
-ing wheel}' ”substantially as: ;and for the purpose shown and described.”

‘The or;glna,l letters conta;ned this statg;pent.

“My invention has for its object to obviate a positive connection between
. the winding bar and the intermediate mech,amsm ina ‘watch of the clags above
_named, and thereby make the movements and cases fieely mterchangeable.
“without special adaptatlon ot any movement to' any cdse. Té this end, my in-
vention consists in makingithe'intermediite mechanisin above referred to nor-
“mally i’ position to operate thk hands, so'that only 4n inward movement of the
- winding bar. will be required-to change: .the connection of said intermediate
..machanism, the winding bar having only fo exert a pushing pressure against
said mecha.msm. and reguiring no posmve oonnectlon therethh.” ‘

The reissue containg the following:

- “Tlie objectiof my invention is to render watech: movements-and cases read-
*ily inter changeable, to which end said invention consists principally as an im-
-provement in stem wmdmg and setting watehes, in a winding and hands-
“sduing train, which iz'adapted:to be placed in engagement witi the winding
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wheel or the dial wheels by the longitudinal movement of a stem arbor that:
has no positive connection with said train, substantially as and for the pur-
pose hereinafter specified.”

And besides this there areadded statements of what the invention ¢on-
sists in, substantially in the language of the several claims respectively.
The illustrative cuts, letters indicating parts, and the explanations of
the respective uses of- the ‘parts are not essentially different in the two
instruments.

In demdmg this case the judge below reaffirmed his own ruling and
opinion in the case of Same Plaintiffs against Aurora Watch Co., 43 Fed.
Rep. 521; and as a convenient mode of presenting clearly and compre-
hensively 'the questions to be considered we quote at length from that
opinion:

“The improvement covered by the Church patent is applicable to the class
of watches where the watch is wound and the hands set by means of the stem,
and consists of an oscillating yoke, carrying upon its under side, pivoted at or
near its longitudinal center, a pinion, which is so set as to engage with smaller
pinions carried at each end of the yoke; this central wheel or pinion having
beveled' cogs on the under side thereof, which engage with the bevéled. pin-
ion, which is set in the line of the stem, and into which the inner end of the
stem arbor enters a short distance, by a square or octagonal opening, so that
this beveled pinion can be rotated by the stem arbor. By rotating thestem
arbor, motion is imparted to the central pinion of the yoke, whereby such mo-
tion is communicated to the two pinions at the end of the yoke.. Passing the
small beveled pinion with which the stem arbor engages is a loose sliding
block or bar, which meets the inner end of the stem arbor, for the purpose of
a thrust or push motion of the stem arbor, and acts as an extension’ ‘or pro-
longation of the stem arbor. By pressing the stem arbor inward, this sliding
bar acts upon a spring, which throws the stem winding and setting train into
engagement with the winding wheel, which is done by swinging the yoke soas
to bring the pinion on one end of it into contact with the winding wheel, when,
by rotating the stem arbor, the watch can be wound up, there being a latch
in the sheath or case of the stem, which is arranged to hold the stem arbor
at the extreme of its inward movement, whereby the winding wheels are kept
in winding engagement; while, when it is desired to set the hands, the stem
is drawn outwardly, w hlch allows a spring arranged for that purposeto swing
the yoke out of winding'and into setting engagement. It wiil be seen that a
lateh or catch in the stem, which shall hold the stem arbor safely at the points
of its extreme inward and outward movement, is necessary to the stem-wind-
ing and stem hands-setting device, and the patent shows a latch or retaining
device in the stem to lock the arbor in either the winding or setting position,
of which Church claimed to be the inventor, and for which claims were al-
lowed him in his otiginal patent; hbut on the application for a reissue an in-
terference was declared between himsélf and Colby as to these claims, on the
hearing of which Colby was decided to be the prior inventor of the locking
device in the stem, and Chureh’s claims for that part of his device were disal-
lowed, and the patent for that feature awarded to Colby. The Church patent,
therefore, while it contains a description of the lateh or retaining device in
the stem sheath, has no claims covering it, but the stem-winding and stem-
setting devices of his patent are adapted to be used only with some device for
locking the stem arbor inits inward and outward positions; and perhaps this
commeént’ will hold true as to all practical stem-winding and stem-setting
watches. Infringement is charged in this case of the first, third, fourth, ffth,
and sixth claims of the feigsued patent, Which are as follows, [given above:]
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oo a5 Tive'defonses dnsisted upon ateyfd ) that $hie.patent is:yoid for want.
of novellyy ({2} that the leldims-sued, wpon Are:tno; general and-donot describe.
with sufficient certainty the device by which the resuits:are effeeted; (3) that
defendant dees.not infringe, .. . oo
“The distinetive characteristic of the Clinrch device isthat the winding-and
hands-setting éhgagemetits’ 4re mot effected by the direct’ force of the push
dnd pull iponithe stem’ aibor, Which is objectionable; because the force of the
hutid of théioperator dirgotly applied is liable‘to.injure the delicate cogwheel
mechanisms which are thus forced into contact with each other. These wind-
ihgand; hand-settipg engagements are brought about by lopgitudinal move-
ments of the stem arbor, which bring into agtion certain”light springs, ar-
ranged to awing:the yoke which carries the winding and settirg trains. - For’
instance, the watch, as-drdinarily.carried it the pocket, i§ abways in Winding
engagement, ‘aitd-this is'effected by pushing the stem.arbor in wardly;: to the:
limit of its movement in that direction, when it is caught and bheld by the.
latch in the sheath of the sstem. . This inward movement of the stem arbor
carries inward the loose.sliding bar or block, N, as it is called in the specifi-
cations, which:-by-such inward. movement comes in contact with and swings
inwardly an arm, whieh by 8ygh inward moyement causes a spring to bear’
ypon. the:end of-the yoke whigh carries.the windjng train, and thereby brings
the winding' pinion: in.coutact. with the winding wheel of the mainspring.
Thig: spring being light,if the cogs of thesg;wheels meet on end, or do not
mesh, they rest in. contact, until the winding, pinion. has fevolved. when its
cogs cotne at.once into engagement with. the cogs of the winding wheel, when.
they are: kept in-winding engagement so long as the stem arbor is held at its
inward limit. . 'When ths stem arbor.is releaged, from its inward movement,
and..deawn: outwardly, i releases the arm upgn which the bar. N, has been
pressing, and janather apring is brought into. action, which sWings the yoke
out of the-winding engagement, and :brings the end carrying the hands-set-
ting pinion into eontact. with the dial wheels, and the.cogs of the respectivé
wheels mesh,; if they happen. to meet in the proper relation, and, if not, they
are retained: in contact until, the rotation of the piniohs bring the cogs into
engagement. . . oo ool _ L -
- #It will be seen from this description,. if I have made it clear, that the en-
gagements.of the pinions of this yoke with the winding and dial wheels are
effected by the.operation xof'vsprings,._which. are brought into operation by the
inward :and. outward movements of:.the stem arbor. It is because these
spuings. are in their natural.pgsitions, and pot constrained, when the parts are
in the hand-setting engagements,. that.the ipventor says ¢ that the hands-set-
ting engagement is. the .mormal condition of, the mechanigm.' It is not
claimed  that Church was the: first o make a stem-winding and stem hands-
setting device for a watch. ;, The English patent shown in this case, granted
in 1844, to Adolphe Nicole, shows a device for winding a watch and setting
its hands: by.the stem arbor, the winding and hands-seiting train consisting
in a-V-shaped .metal plate with a pinion pivoted near its cenfer, having cogs
or teeth on its outer periphery, and beveled cogs on the under side of its rim,
‘Lhe beveled cogs engage with the beveled pinign attached to the inner end of
the stem arbor, which has,an endwise movement.  This V-shaped metal plate
carries upon its point,‘a_‘qén,all pinion, which gears with the large central pin-
on, so that by rotating the stem arbor motion is, transmitted to this small
- pinion‘on the end-of the. plate. This V-shaped. metal plate is pivoted to the
rim, which holds the movement at its right-hand corner in such a position
4hut the small pinion on its: point rests hetween the winding wheel and dial
wheels.of the. wateh, and. by pressing on.the stera arbor this small pinion is
swung into contach: with the winding wheel, while, when the stem arbor is
drawn outwardly,. it:brings the pinion into engagement with Lhe dial wheels,
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Here, thén, is.shown a device for winding and setting the hands of the watcly
by a:longitudinal movement: of.the stem arbor, and the V-shaped platé shown
operates -substantially. in.the.same manner as the oscillating yoke in the
Church patent.. But: the stem:arbor was positively connected with the wind-
ing.and setting train, and these two engagements. for winding and setting
were -brought about by the direct pull and push of the operator upon the
stein  arbor, which was liable to-injure the delicate structure of the small
wheels, if they happened to come in contact:in such 4 way:as not to:directly
engage or maesh into each other. - In the Lehman American patent of July,
1866, ‘a stem-winding and stem hands-setting device is:shown, in which a ro-
tating and longitudinally moving stem arbor is made to work the winding and
hands-sétting mechanism without the oscillating yoke or plate; the winding
and bands-sétting engagements being brought about by clutches arranged
upon the stem arbor:within-a’movement, so that this stem arbor hus a posi-
tive connection with the movement or; works of the watch, and with the
hands-setting and winding train. The engagements of the winding and
hands-setting train are also effected by the puil and push of the stem arbor,
which makes: the mechanism liable to be injured in bringing about these en-
gagements, as.I have already described. . These two patents seem to me to be
fair represenfative types of the different classes of stem-setting and stem-
winding watches, which are shown in: the art, from the proofs in the case.
The Carnahan patent of October, 1881, shows an oscillating yoke, carrying
the wheels at each end, which are respectively brought into engagement with
the winding and setting wheels by longitudinal movements of the stem ar-
bor. The patent granted to Charles V. Woerd, February 9, 1883, also shows
an oscillating yoke, carryihg a winding pinion at one.end, and the hands-set-
ting pinion at the other end, by means of which the winding and hands-set-
ting engagements are obtained through the instrumentality of a longitudi-
nally moving stem arbor; but in both the latter devices, as in the Nicole pat-
ent, the force of the pull or push to effect these engagements is expended
upon the wheels, and is therefore liable to injure the wheels in the manner
which has been described; so that Church seems to have been first in the art
to obtain the winding and setting engagements by means of springs, which
were brought into action by the inward and outward movements of the stemn
arbor, thereby avoiding the liability to injure the wheels.

“It is true there is but little difference, mechanically speaking, between
the operations of the Carnaban and Woerd devices and the device of Church.
Both Carnahan and Woerd show the winding engagement as the normal con-
dition of their watch, and the hands-setting engagement to be the exceptional
or constrained condition. But, as I have already said, their mechanism and
arrangement of operative parts are such that the pull and push upon the
stem arbor is transmitted directiy to the wheels which are to be bronght into
engagement, and therein they differ from the Church device. The advan-
tages claimed for the Church device are (1) that the movement can be re-
moved from the case of the watch without taking the movement apart so as
to remove the stem arbor; (2) that there is no liability to injure the wheels
in effecting either the setting or winding engagements.

“As to the firgt advantage insisted upon, it appears clearly from the proof
that Church was by no means the first to show a device whereby the move-
ment could be taken from the watch without removing the stem arbor or dis-
turbing the same. It is shown in the Brez patent of July, 1875, in the Fitch
patent of April, 1879, in the Eisen patent of December, 1880, and in the
‘Woerd patent, which I have already cited, besides in several other patents
which appear in-evidence in the case, and which it is unnecessary to refer to.
But I find in nore of the patents cited any mechanism which effects the
winding and setting engagements by means of springs which are brought
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into actidn’in sueh’ a mantier as to relieve the wheels from the direct force of
the pull-and: push upon the stem arbor.  As I have said, Chureh did not in-
vent:ithe 'short stem arbor, which allowed of the removal of the movement
trom the case of the watch, nor did he invent the latch or lock, in the sheath
of the stem arbor, by means of which:the stem arbor is retained at the limit
of its imward and outward movement; but he has adjusted and attached
what he'did invent to be used with such a stem arbor, and 1 therefore think
he: has.thie right to clalm that bis winding and hands-setting train has no
positive conhection with the stem arbor, a8 he has, by means of his sliding
block, N, within the movement, secured all the results which would be ac-
complished by a longer stem arbor; this sliding block or bar, while it has no
positive-connection with the stem arbor, being so arranged inconnection with
the: stem arbor that it is pushed inwardly by the inward movement of the
stem, and follows the stem arbor outwardly when the stem.is withdrawn to
(from) its inward limit, by reason of:the action of the springs belonging to
the winding and bands.setting traina.

“ As to the criticism that the:claims of the plamtlff’s patent are too broad,
and-include results rather than devices, I' will merely say it is one of the set-
tled canons for the construction of the claims of a patent that they must be
so construed, if possnble, as to uphold the patent; and in the light of this rule,
‘when the first claim' is, in terms, for a winding and hand-setting train that
is adapted to be placed in engagement with the winding and dial wheels of
the watch by a longitudinal movement of the stem arbor that has no positive
connection with the train, the claim eannot be held to mean any kind of a
winding and hands-setting train, but such a.one as is shown in the specifica-
tions and-drawings of the'patent. If thé claim is held to mean any winding
and setting train adapted to be put into winding and sétting engagement by
a longitudinal movement of the stem arbor, which has no positive connection
with the train, then it would manifestly be anticipated by the Woerd and
Carnaban patents, and perhaps. other inventors who show winding and set-
ting trains adapted to be plased in winding and setting engagements by end-
wise movements.of stem aibors that have no positive connection with such
thains. And this explanation applies.to all the. claims. If they are te be
read in the: broadest sense.of which their language is capable of being under-
stood, then they are obnoxious to the criticism that theyare claims for results
and- rot devices;- Bat the words ¢substantially as - and for the purpose
shown,” take-us baeck tothesspecificationdand drawings, and bring the de-
vices there shown' into the:claims, and I construe the: claims as: for the de-
Vites there shown,  Therefore, 'while these claims are broad, I think they can
be sustained as for the: devices Whlch are descrlbed C’om Planter Patent,
23 Wall. 218 L RPN

In respect tp 1nfnngement in. th1s case the court below, after giving
a list of patents,in. proof, Wthh had- not been adduced in the Aurora
Company Case, said: RO
- “ A careful study of these additional patents, as well as a re-examination of
those considered in the former case, has failed to chinge the conclusion an-
nounced in that case as to the novelty and validity of the device covered by
the Church patent as reissued. There is therefore no question left in this
case but that of infringement. A compatison of the Church patent with the
defendants’ w"atches. shown in evidence, and a consideration of the expert
testithony in'the' case, satisties me that the defendants’ watches embody all
the eéskmlal elements of the'Church'watch, as covered by this reissued pabent
Both' use a pivoted yoke to effect the engagement of the wmdmg and setting
wheels. In each case this yoke is acted upon by two ‘opposing springs, one
to obitain‘the winding, and’ the other the setting, engagement. In both the
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spring producing the setiing engagement is the stronger of the two; hence,
when they are equally free to act, this stronger spring. controls the action of
the train,—automatically puts it into setting engagement. In other words,
the watch would normally be in setting engagement if these two springs were
left to the operation of their respective forces. In each watch the winding
engagement is effected by restraining the action of the stronger spring, and
allowing the weaker one only to act without restraint. In both watches this
stronger spring is held out of action by pressing the stem arbor inward, and
locking it at the innermost position. In both the restraining force upon the
stronger spring is applied by means of a short pin or nib upon the sliding
stem arbor, and in each the inward movement of the stem arbor bends and
holds the strong spring from its normal work, and the withdrawal of the
stem arbor releases this spring, so that it at once brings the train into setting
engagement. It is true that in defendants’ watch there are some slight
changes in the shape and location of the operative parts, and by reason of
these changes intermediate levers and pins are interposed at some points and
dispensed with at others, to effect the connections and movements of the op-
erative parts, which, as I think, is quite tersely stated by the complainants
in their brief: * The operative parts of each watch receive power from the
same source, under the same conditions, transmit it to the same destination
for the same purpose, and with the same result.’”

The Church patent has been upheld by Judge Sace of the sixth cir-
cuit in a case of Same Plaintiffs against Columbus Watch Company, re-
ported in 50 Fed. Rep. 545.

In respect to the question of infringement the appellant insists that
the evidence establishes the following propositions: First, that the normal
engagement of appellant’s shlftlng train is with the Wmdlng wheels, instead
of with the dial whee]s, as in Church’s; second, that the stem arbor has no
thrust operation in eﬁ’ectmg a winding connectlon, as the Church has;
third, that it has the improvement for preserving the teeth on both sides
of the watch, as stated by Hoyt to be the object of his improvement,
which Church does not, mentlon, and has only on one side: fourth, ap-
pellant overcomes a weak spring’ by a stronger oné, while Church over-
comes a strong spring by 4 hand thrust on the knob or crown of the
stem; fifth, that appellant’s shifting springacts directly on the yoke, while
the single Church spring acts on one arm' of the four-pronged rock shaft;
sixth, that appellant’s train hag no block, N, as the Church has; seventh,
that appellant does not have the four-armed rock shaft that Church has,
eighth, that appellant does not have the three-wheeled yoke which is es-
sential to the Church combinations; ninth, that appellant’s combinations
are new, and radically different from the Church.

+Bond, Adams & Pickard, for appellant.

Geo. 8. Prindle and Lysander Hill, for appellees.

Before HarpaN, Circuit Justice, Woobs, Circuit Judge, and Jewkins,
Distriet Judge.

Woops, Circuit Judge, (after making the foregoing statement.) In
conformity with the ruling of the supreme court in the case of Corn
Planter- Patent, 23 Wall. 181, 218, it was right, we think, to construe
the claims. of  the patent it question as embracing the devices shown in
‘the spécifications, each claim being regarded as including such devices
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nd- cbmbi;ﬁatibn as-pretneceksary to meet the requirements of. the gen-
el‘a‘l térYne in which it:ig eXpressed “When'the claims are so construed;
1?{ ma 'b? gaid of each’ l()f them; in the' ’lénguave of that case' “The claim
thus | i,t,mted is conslderebly narrowed in its operation. It is substan-
tiglly. for, a. combmatxpn of the matenal parts of the, entlre machine,
and no:one can ba said: to: xnfrmge it who does not.use the entire com-
bma#ien M. This, of courde, doesnotexclude the. doctrine of eqmvalents
of 'which” Church was"eafeful ‘in exphmt terms to.resérve’ the benefit.
How far, when' properl}7 ¢onstrued, the several claims’may be distin-
gnished from each other, the dourt below did not indicate, and we do
not: deem it necessary now to cons1dler It may. be that there is no es-
sential. dlﬁ'ermce, since the re{erence m all is to the same devices as ar-
ranged in’d gingle eombination. ' ¢

~The dévices and eombination désoribed in the relssued letters are not
different from', those ‘of 'the origmal atent, and ag the correspondmOr
clelms of both Joust be regarded as lp rmted by the devices, we do not
perceive that in any of the reissued claimg there appears or is asserted
an invention different from or which is expanded beyond what was orig-
inally claimed,,. There is therefore no reason for pronouncing the reissue
invalid.

In respect to Church’s invention and its advantages, the court below
declared. its “distinctive, characteristic” to be “that the winding and
hands-setting engagements are not_effected by the dlrect force of the
push and pull upon the stem arbor.” “that Church seems to have been
.the first i in, the art to. obtain the wmdmg and settmg engagements by
means of springs, whlch were brought into action by the inward and
outward movements of the stem arbor, thereby avoiding the liability to
injure. the wheels;” that, while Church did not invent the short stem
arbor, with its,latch or Jock, “he has adjusted and attached [adapted]
what he dig invent to be used with such stem arbor,and * * * has
the right to claim that his winding and hands-getting train has no posi-
tive connection with the stem arbor, ag he has by means of his sliding
block, N, within the movement, secured all the results which would be
accomphshed by a longer stem arbor.” ‘

After a careful examination of the patents exhibited in proof of the
prior art, and: especially in view of the Woerd patent, which, it is con-
.ceded, dlﬁ'ers but little,. mechamcal]y, from the Church, we are not able
to see that in the broad sense stated Church was the first to obtain the
winding and setting engagements by means of springs, or so as to avoid
liability of injury to the wheels. In the Woerd watch the winding or
‘normal engagement is effected by the operation of a sprln e, and the
same spring is in some measure effective, mamfestly, to prevent injury
to the wheels when the opposite engagement is accomplished, as it must
‘e, by an .outward pull ‘of the stem arbor, whereby the lever, T, is pressed
upon thearm,.f, of the plate, &, pushing it inwardly, and swinging the
-yoke; V, 80 as toreffect the setting engsgement. ' As it is here used, the
spring plays an important part-in respect to both engagements, being
the active:force that produces one, and a resisting force which tends to
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prevent undue and sudden violence to ‘the injury of the wheels in the
production of the other. -~ Besides, there being one spring in the device,
whereby one of the engagtments is effected, with. all the:advantages of
that mode of operation, it requires no: invention to introduce into that
device another spring to subserve the same ends in respect to the other
engagement.  ‘Such aspringmight be located at some point between the
end of the'lever, T, and the yoke, V, in connection with, or perhaps with-
out, some of the parts shown; but, what is simpler still, the lever itself
might be g0 reduced in thickness as to become a spring, more or less
strong, butnot so strong but that with the resisting force of the spring,
¢, the meshing. of the hand-setting wheels would :oceur without shock or
injury. Turning to Hoyt’s patent No. 206,674, we find two. springs in
use for effeeting the respective engagements, one of which acts automat-
ically, and the other under the pressure of a lever. There is, therefore,
a8 it seems to us, no element of invention in the mere. introduction of
springs‘into the Chutch device, nor was any new use or new kind of ad~'
vantage in watch construction obtained thereby. -
Church’s. mventlon, however, has superiority over Woerd’s, Hoyt’s,
Carnaban’s, or any other which has come under our notice, resulting, not
from any particular partorelement of the device, but rather from the com-
bination and arrangement of the parts as a whole. That combination is
new and useful, and its peculiar usefulness consists, as we think, not so
much-in the springs and: consequent protection of the wheels, as in the
fact that the.declared object of the invention, namely, “to render watch
movements and cases readily interchangeable,” is better: accomplished
than by any preceding construction. By transferring Carnahan’s lever
from the works to the case, Woerd achieved a short stem arbor, and made
the movements and cases interchangeable; but, to say nothing of other
differences, the placing of the lever, which is one of the movement devices,
in the case, is a marked disadvantage, since it requires a special form. of
case, and that, too, of awkward and unmechanical arrangement. Oné of
the features of the Church patent, expressly mentioned in 'all the claims
but the first, and 1mp11ed, perhaps, in that, is that the winding and set-
ting train is normally in engagement with the dial wheel; and it is to be ob-
served that.in the patents of Woerd, Carnahan, and others, which show
the closest approximation in construction to Church’s device, the normal
engagement is with the winding wheel. = It is, of course, easy, and does
not involve invention, to change such engagements, if nothing more than
the change is sought, and in some of the designs in evidence normal set~
ting engagements. are found, but they are in lever-set watches, of which.
the Wheeler is an example; and which, as the evidence shows, may
readily be constructed with the normal engagement.in one wheel or the
other; buf in stem-winding and stem-setting watches it is not so, and as
an element in the combination shown in Church’s. claims the normal
hands-setting engagement plays an important and indispensable part.
- In respect to the question 6f infringement, a number of propositions
are pressed upon our consideration. - In the comparison made of the twoe
devices. by the court below it is asserted or assumed that of the two
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springs dh each. the stronger produces the setting engagement, and result-
ing isirnilaritieés of construction and operation are pointed out. . It is now
insisted that :Church’s patent does not show or describe a weaker and a
stronger spring; that there is only one spring in his device; and that the
restrainihg of the action of & stronger spring; and thereby allowing the
weaker one only to. act without restraint, are shown in the Hoyt and
Whieler patents, which both belong to the appellant, and are older than
the appellees’ patent. .In this respect. the court fell into verbal inaccu-
racy,-but not, we think, into material error. There are certainly two
springs in Church’s device, which are brought into action in producing
the respactive engagements. : They aredes¢ribed as springs, and designated
“K”and #i%” K, when unrestrained,. effecting the setting engagement,
and the other, when brought into action, asit must be, by the inward thrust
of -the-stem arbor, effecting the winding engagement... They were not
improperly called “opposing springs,” because K resists the movement of
the stem arbor, which brings ¢® into operation. But, on the other hand,
4% does not resist the counter action of K-when the stem arbor is drawn
out. ... Whether or not-one of these springs is stronger than the other is
not stated, and need not be considered,; because the normal operation of
K is notresisted by the otherspring. ‘In the defendant’s watch, it is true,
the two springs aré in cdnstant and direot opposition, and consequently
the one producing normal engagement is.and must be. the stronger. It
would therefore be more accurate, instead of the corresponding expres-
sions-in'the opinion quoted,to say that in “both watches the spring pro-
ducing thesetting engagement is not contiolled in its.action by the other
spring; and, when otherwise unrestrained, puts the train into that engage-
ment; ?and that “in each-watch the winding engagement is effected by
restraining the-action of one spring and-allowing of causing the other
alonetd del; the spring so.restrained in:both watches being held out of
action: by:force of the. stem drbor, locked at/its innermost position.”
.Thete is; a8 stated, a plain difference in the operation of the two.springs
which -efféct the winding.engagements, in.the respective devices. In
Church’s. wateh that spring is forced :into operation by the pressure of
the stém arbor:on an arm of the rock shaft of which the spring itself is
another arm, while in the defendant’s watch the corresponding spring is
automatic, effecting the engagement by its own force whenever the op-
posing ‘strength of the other jspring .is overcome by the pressure of the
stem arbor. ' Is'this an:essential difference in construction or operation?
We thinlemot.: Starting with the Church device, it requires only ordi-
nary skill,~and’ certainly not:invention; to effect the change. It is nec-
essary only to sever the spring, 4%, from the rock shaft, and attach it to
the plate, A, in such position as that it shall constantly press on the same
end of the yoke, K, as now, in order to produce a complete correspond-
ence between the two.devices in respect to the location, character, and
operation ' of their springs. .- ‘This simple mechanical change, requiring
no:other alteration whatever in the Church device to make it operative,
would entirely eliminate the ‘differences, whether 'of :eonstruction -or
operation, mentioned:in-appellant’s 2d, 3d, 4th, 5th;-and:7th proposi-
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tions; and with that alteration there would remain of the mechanism
between the stem arbor and the winding and hands-getting train in the
Church construction a three-pronged rock shaft, which, for all its func-
tions, finds a full equivalent in the defendant’s slide bar, ¢, with its
projecting arm and pin, as they are shown in the Sheridan patent, under
which the defendant’s watch is made. Another projection or end, as it
is called, of that slide bar, is a plain substitute for the movable block,
N, of the Church combination. Instead of the three-wheeled yoke of
Church, the defendant employs a yoke with two wheels, one of which
meshes with either the winding or setting wheels as the yoke oscillates.
It is one of “the well-known forms of intermediate mechanism,” which
Church said might be substituted for the mechanism shown in his
patent. '

But the first and chief difference insisted upon is that the normal en-
gagement of appellant’s shifting train is with the winding wheels, and not
with the dial wheels, as in Church’s patent. There is only a semblance
of truth inthis. In the defendant’s stem-setting and stem-winding watch
the normal engagement is really with the dial wheels. The assertion to
the contrary is specious. It is based on the fact thatin the Sheridan pat-
ent there is introduced a setting lever, 1!, so arranged that it may be put
in engagement with the end of the spring, I, which is thereby placed
under tension, and by reason of its greater strength overcomes the oppos-
ing spring, and produces the setting engagement; but when the lever, 1!,
is thrown out of engagement, the spring, I, swings freely upon its pivot,
without tension, and leaves the opposing spring to produce the winding
engagement, which is described as normal. - But when the device is
placed in a stem-winding and stem-setting case, the lever, !, cannot be
shifted, but is kept unchangeably in engagement with the spring, I,
holding it firmly in the position of tension, and causing it to act exactly
as does the spring, K, in' Church’s watch. WHhatever, therefore, may
be the uses and effect of that lever in other forms of construction, in a
stem-winding and stem-setting watch it serves no purpose except to fix
the spring in the position of tension, and that spring, when left to act as
freely as it can act in that position, produces the stem-setting engage-
ment. ‘In that form of construction, therefore, that is the normal en-
gagement, and the two devices are not different in that respect.

The necessary conclusion is that the appellant’s watch, though made
in conformity with the Sheridan patent, is modeled after the device of
Church, and contains substantially the same combination of parts or
well- known equivalents, arranged to accomphsh the same result by the
same mode of operation.

The decree of the circuit court is therefore aﬂﬁrmed.

v.52F.n0.2—15
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L Pummsc ron Iuvmmmua—-.Ac {m FOB Inmmmmm BY, PATENTEE AND LICENSEE.
A jol !’1 suit for infringemen of a paterit cafinot b8 inaintained by the patentee
- and thelicenses whose license: conveys no excliisive' monopoly

2. BaMa—LaoBN8E—ESTORPEL., & ;:°
A license -to manufg gture lyme glass chimnevs under a paten\; granted by the
patehtee with ‘othets, does not ‘estop the licensee from objecting that such other:
parne& canpot be jeined with.the patentee (in.an action against.the licensee forin
r}n;gementa by mp.nufa@tur}‘gg lead glass chxmqeys without a. license,
8. PLEADING —DEMURRER-FA4Ts NoT SUFFIOIENT For Jorwt CAUsE oF ACTION.
Where, in a joint complaint by two or more parties, the facts stated do not show
& joint.canse of action in them, s demurrer, on the ground that the complaint does
: not sm.tﬂg facts suﬂlcxeﬁt to cons‘tltute a causé of action. musf. ‘be suscamed
ool iR o

e Eqmty ‘Buit by Georgé W Blalr and sald Blair assoc1ated w1th‘
Paul Ztmtnerman partners as Dithridge & Co., against the Lippincott
Glass Company, for mfrmgement of a patent Heard on demurrer to’
bill. ' Demurrer sustained:

W. Bakewdl & Soris and W. A Van Burm, for complamants

E*ank 0. Lovelarnd for defendants. :

BAKEB, Distuct J udge. .The demurrer of the. respondent to the com-
plamants’ bill of complaint:presents the sole question in this case. The
sufficiency. of the complaint hinges on- the gquestion whether. a suit in
equity for the infringenient of a patent right is maintainable jointly by
the patentee and a licensee, whose license confers no exclusive monop-
oly. - An exclusive license, to the extent of the interest granted, is con-
stred to be aniequitable assignment, and: clothes::the licensee with an
interest, sub modo, in the monopoly..  “The only alienation which can
carry the monopoly is that .of anexclusive right, or of an undivided inter-
est in' the exclusive right to practice the invention, including the exclu-
sive right to make, the -exclusive right to use, and; the exclusive right to
sell, the patented invention:” ' Rob. Pat. § 807 The inventor of a new
and useful improvement, has no exclusive right to it until he obtains a
patent. This right is created by.the statute and secured by the patent,
and.no suit can ‘be maintained by. the:inventor against any one for using
it before theipatent is issued. The discoverer has-& mere inchoate stat-:
utory right, which he may perfect and make absolute by proceeding in
the: manner which: the law prescribes,: .Reges v. Corning, 51 Fed. Rep.
774. The monopoly secured to the patentee isfor one entire thing.
It is the right of making; using, and ¥ending to others: to be used, the
improvement he has invented, and for which the: patent is granted, to
the exclusion of all others. The monopoly did not exist at common
law, and the rights which may be exercised under it must be regulated
by the law of its creation. It is created by the act of congress, and no
rights can be acquired in it unless authorized by statute, and in the
manner therein prescribed. Gayler v. Wilder, 10 How. 477. The stat-



