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Fox v. PERKINS et al.
(Ctreutt Court of Appeals, Sixth Circutt. October 5, 1892.)
No. 80.

1. PATENTS FOR INVENTIONS—NOVELTY—PRIOR ART.

Reissued letters patent No. 11,062, issued February 25, 1890, to William R. Fox,
for an improvement in miter outtmg machines, are void for want of patentable
novelty, in view of the prior state of the art, as shown more particularly in the
Howard patent of August 21, 1886, No. 57, 325 the Aiken patent of February 21,
1871, No. 111,806; the Jones pa‘rent of J uly 21 1874:, No. 153,343; the Nichols pa.tent
of J uly 18, 1876 To. 179,944 and the Lannartson patent of Apr11 16, 1878, No. 202,445.

2. SAME—EXTENT OF CLAIM——PRIOR ART.

If the Fox machine could be held to show. patentable invention, it constitutes one
of a series of improvements, all having the same general object and purpose, and the
‘patent must therefore be limited to the precise form and arrangement of parts de-
scribed in the specifications, and to the purpose indicated therein. - Bragg v, F@tch
7 Sup. Ct. Rep. 980, 121 U. 5. 483, and Caster Co. v. Spiegel, 10 Sup, Ct.’ Rep
133 U. 8. 360, followed.

8. SAME—-ABANDONMENT.

This construction of the patent is also rendered necessary by the fact that‘. various
broader claims wers re]ected and abandoned under both the onginal and the reis-
sue applications.

4. BaMg—NoveELTY—EFFEOT OF LARGE SALES.

Large sales.of a patented machiue, while evxdence, more or less cogent, of value
and usefulness, are not conclusiye evidence of patentable novelty, and are of little
weight when it appears that such sales are the result of active and energetic efforts
by means of circulars and traveling agents. McClain v. Ortmayer, 12 Sup. Ct.
Rep. 76, 141 U. B, 427-429, followed.
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Edward Taggart and Arthur C. Denison, for appellees.
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Jackson, Circuit Judge. This is a suit ih equity, brought by appel-
lant against appellees for the alleged infringement of reissued letters pat-
ent No. 11,062, granted to William R. Fox, February 25, 1890, for cer-
tain new and useful “improvements in miter cutting machmes.” The
defenses chiefly relied on are that the supposed invention was described
in previous patents; that, in view of the state of the art, the device
claimed as new was not a pat;entable invention; and that, upon a proper
construction of the patent, the defendants do not lnfrmge it.. The cir-
cuit court entertained doubts whether, in view of the previous patented
devices set up in the answer and shown by the exhibits, there was any-
thing patentable in the alleged invention covered by said reissued letters
patent, but, without deciding that point, held that defendants’ machine
was not an infringement of complainant’s patent, even assuming the lat-
ter to be valid, and thereupon dismissed the bill. ' From this decree the
complainant has appealed assigning as ground for its reversal that the
lower court erred in decldmg that the defendants had not mfrmged and
in dismissing his bill, .



208 ' FEDERAL REPORTER; vol. 52.

The original patent, No. 393,970, was granted December, 1888. The
veissue was applied for Adgust:80; 1889, and was issued February 25,
1890. The specifications, which were substantially the same in both
the original and “reissue applicatlons and patents, after referring to and
describing the drawings of the machine, which accompany the same,
state that “the gauges arranged at either end of the machine are” adjust-
able in a curved slot formed in thebed plate, the gauges being guided
in their movement by a_pin projegting from the gauges into the slot,
with a bearing plate connected upon the other side, as shown in Fig. 2,
at 2. The gauges are formed with' plane faces, and the edges nearest the
center are arranged in proximity to the plane of movement of the cutting
knives, 5o that their edges, which I have marked *E,’ act in conjunc-
tion with ‘the knives, to form a shear cut. The edges of the gauge
nearest the ends of the frame bear against the end posts, which serve as
a lateral support, both at the upper and lower parts of the front edge, to
sustain the gauge against the cutting action of theknife.. The gauges
have a cut-away portion at their upper ends, as shown in Figs. 1 and 2,
terminating in a curved arm, having a semicircular bearing face, which
is in bearing contact with a projection, ¥, on the'cross bar of the
frame. . Thus each gauge has two bearings at its inner, edge.”

-, The operation of the machine ig described as follows:

“The stock to be operated upon is placed upon the bed and against the
gauge, D, the end of it passing through between the upright line, ¢, of the
gauge and theknife, ¢. The knife is then carried forward by means.of the
lever, L, catting the stock at the angle indicated upon the bed, which may
bg indicated by, Iines; as shown in Fig, 8. . These linep may be marked either
upon the édge of the bed, as shown, or upon the slotted areas, M, M. For
cotrvénience I'construct my devices double, so that théy may be operated in
_either direction; and the two 'gauges fiay be set so that one is the complement
of the other, if desired. By means of this device, wood or other similar ma-
" terial may be readily and quickly cuf upon any desired :angle, By adjusting
the gauges by, means of the thumbscrews, the angle upon the wood will cor-
respond to the angle to which the gauges are adjusted. The cutters are at-
t. ched to the carriage, 8o as to be readily removed or set, as occasion may re-
juire. It will'be understood that one of the cutters may be dispensed with,,
but I consider two as desirable,”. I'do not wish to be understood as broadly
clainiing a bed with guides thereon to locate the work, and a sliding cutter to-
cut’ the work upon -the angle indicated by said gaugés, as I am aware that
miter cutters .of various kinds have Heretofore been used embodying such
devige.” . . S
*"The claim'of infringement 'is limited to the 1st, 3d, and 5th claims
of the reissue, which are as follows, viz.: o .
(1) combination, the bed, the knife moving on suitable ways, an ad-
jstable gauge having a shearing édge, antd two indepgndent bearings for its
jhndr end, said: bearings beiig indiffétent directions)'whereby the shearing'
edgé:is always. held in-the saihe relatidn to the knifé, substantially as de-
soribed.”  “(8) Jn.a miter cutting machine, the combination, with a car-
riage arranged on. a.bed in longitudinal .ways, carrying a cutting knife of an
adjustable gauge, provided with an edge, e, acting in, conneéction with the
knife to form a shear cut, and having a semicircular beating struck from the
vdge; ¢, of the gangs'as a cetitér, whereby the said gauge is always in the
same relative position to the cut of the knife, substafitially as' described.”
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And “{5) In.a machine for cutting miters, the combination with the cutting
knife of a gauge having an edge, ¢, and a circular bearing and . plate or
‘bearing face therefor on the machine frame, the circle of the bearing being
struck from the edge, e, as a center, whereby the said edge is alwavs main-
tained in the saie relative position to the knife, substantially as described.”

Said third and fifth claims of the reissue are the same as the first dnd

third claims of the original patent, and their validity is therefore not
-affected by the reissue, (Gage v. Herring, 107 U. 8. 640, 2 Sup. Ct. Rep.
819;) nor is it seriously questioned that the first claim of the reissue was
not covered by the original patent, or that it was not for the same device
orinvention therein descrlbed ‘hence there are no questions on the valid-
ity of the reissue as such,

In order to determine the proper construction to be placed upon said
three:claims of the reissue, a brief reference to the prior state of the art,
and to the proceedings had in the patent office on both the original and

. reissug applications, is necessary. In his original applieation, dated
December 4, 1886, as appears from the file wrapper and contents, Fox
_presented the followmg, among other, claims: :

“In a3 mlter cutting machine, the combination of. an adjustable gauge.
carriage p.;ranged on a bed in longitudinal guides, carrying one or more
Knives, said gauge adapted to be adjusted at any required angle to the knife,
and having a perpendicular edge in a perpendicular plane, and always in the

-game relative position . tothe cut of the knife, said. perpendicular edge' and
knife formmg a shear cut, substantially as described.

“In a miter.cufting machine, the combination of the ad]ustable gauge, the

" upright frame, and the cutting knife, said gauge having two pérpendicular
“parallel eédges, one edge of which is adapted to rest against the upnp;ht frame,

and thé ‘other to remiin parillel with the track of the knife, and in such
- close proximity thereto as to form with such knife'a shear cuttmg devxce,
- substantially as described.

“In.a machine for cutting miters and leads, a gauge, a portion of which is
,clrcular in form, and bearing against a suitable portion of the machine,
thereby retaining the edge, ¢, in the same relative position to the cut of the
knife, substantially as described.”

These claims were rejected and abandoned. There was also presented
the followmg claim:
“Inag machlne for cutting miters, the combination with the cuttlng kmfe
of a gauge having a circular bearing adapted to a plate or bearing.point on
“the machine, the circle of the bearing being struck from the edge, ¢, as a cen-
ter, whereby said edge is always maintained in the same relative posmon to
the knife, substantially ds descmbed ”

This claim was amended to read as follows:

“In a mwachine for cutting miters, the combination with the cutting knife
of a gauge bearing on edge, ¢, a circuiar bearing, a plate or bearing point
therefor on the machine, the cirele of the bearing point being struck: from the
-edge, e, asi4.center, whereby the edge, ¢, is always maintained in the same
.relative position to the knife, substantially as described.”

These two claims were both rejected,. Fox was required by the pat-

. ent officeto erase the words “bearing point.” . The patent was subse-
‘quently granted, embricing, among others not necessary to be noticed,
. claims 1 and; 3, corresponding or identical with the aforesaid claims 3
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“and 5 of the reissue. In the application for reisstéd, made August 20,
1889, as shown by file wrapper and contents, the followmg clalms were
made PR ‘

“(1) In combination, the bed, having a curved slot; the Enife, moving in
suitable ways; a gauge, having a shearing edge, and its outer edge held ad-
‘justable in thé& ciirved slot; ahd a post, against which the énd of the gauge
bears, oppbsed to.-the pressure of the Knife,—all substintially as described.
(2) In ¢ombination, the bed, baving a curved slot; the knife, moving in suait-
able ways; a gauge, having a shearing edge, and its outer end held adjustable
in the curved: slot, and .its.inner end. provided with two bearings, whereby
the shearing edge is. always held in the same relation to the knife,—all sub-
stantially as deseribed. ~(3) In combination,the bed, having the curved slot;

- the knife arranged to moye in suitable ways; a gauge, having a shearing
edge, and its outer end héfd’ adgustdble in the slot; and alateral bearing upon
‘the machine frame for'the inner'end of the gauge at the upper and lower
*parhs,»all substantmlly as descnbed n

These clalms ‘were rejected The fo]lowmg additional claim was pre-
“$ented:
. “In combination, the bed the kn{fe, movmg on suitable ways; an ad_]ust-
“able gauge, having a’ sheatmf 'edgé, and two bearings for its inner end,

" Whereby the shearing edg 1s a W%YS held in the sanie relatxon to the knife,—
sﬁhstantnally as' ﬂescn‘be LA

:Thig.claim:was requn'ed to be and was amended by msertmg “inde-
pendent” before “beamngs arid Yy inserting after the word “end” the
“wortds “said bearings be“mg ih'@ifférent directions,” ' As 'thus amended,
tbe elmm was allowed argd i’prms the first claim of the reissued patent.
e wzll e observed tha,t the réjected claims of bpth the original and re-
issue. applications were quite broad and indefinite; so general, in fact,
as to cover and embrace more than the partwular structure or device de-
scribed ‘in the specifications; especially in respect to the bearings of the
adJustable gauge and the ‘supports therefor, which constitute the chief
matter of controversy on the question of infringement. Said rejections
. clearly operate to limit the scope of complainant’s patent; it being well
settled that no construction can be given to the claims of the reissue in-
volved in this suit which will include what was covéred by the rejected
_claims under’ elther the origmal of reissue applicationis. Shepard v. Car-
| rigan, 116 U. 8, 597, 598, 6 Sup. Ct. Rep. 493; Sutter v. Robinson, 119
"U..8. 530,.7 Sup. Ct. Rep. 376; Dobson v.. Lees, 11 Sup. Ct. Rep. 71;
Roemer v, Peda"w, 132 U. S. 313—317 10 Sup. Ct. Rep. 98.  In connec-
tion with said rejection, the prior state of the art, as shown in the prior

tents .for mitering machmes and 1mprovements thereon, filed as ex-
+ hibits in the case, will serve still further to establish-the proper con-
struction to be placed upon: saidi claims of the reissued. patent, if the
‘margin of improvement or'advance-made therein‘ by complainant can
be regarded as paténtable. Buéh'of said exhibits as best illustrate the
subject will be noticed briefly inthe order of their issuance.

The :Howard . patent, No. 57,825, granted. August -21, 1866, for an
improved mitering machine, while not confined to that particular pur-
pose, was especially adapted for cutting moldings, such as picture frames.
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It had a bed and inclined knige moving in suitable ways, a slofted ad-
justable gauge with a shear edge, which always remained at the same
distance from the line or plane of travel of the knife. The adjustment
of the gauge was made by the use of two set screws, instead of one, as
in complainant’s machine. The strip of wood to be acted on by the
cutter knife was placed oun the bed and abutted against the rest or gange,
which could be adjusted to any desired angle with the cutter head, from
90 degrees down to 5 degrees or less, by releasing the two set screws, and
moving the outer end of the gauge in a curved slot. For the purpose -
of mitering articles edgewise, the rest and knife were adjusted in one
position, and for mitering articles flatwise the gauge and knife were ad-
justed in a different position.” This machine went into general use, and
seems capable of doing the different kinds of work performed by com-
+plainant’s machine, although not so rapidly or eagily. It differs from
complainant’s device in the method of supporting the inner edge of the
gauge, and in the use of two set screws to effect the adjustment of the
gauge..

The. Tucker patent No. 89,188, granted Aprll 20 1869, for an im-
provement in machines for mltermg printers’ rules, shows a bed a knife
moving in ways, a gauge and edge always held in the same relative po-
sition to the cut of the knife, whose thrust is taken or received chiefly
by the bed of the,machine. It is conceded by complainant that there
is no difficulty in so locating the gauge of this machine as to hold the
front end thereof in position close up -to the travel of the knife without
referenice to the angle at which the gauge is placed; and it is shown by
defendants’ expert that if the knife traveled in a different direction the
gauge wotild receive the thrust of the knife, rather than the bed, in per-
forming the shear cut. Complainant says that the object sought in this

* machine, and others of like character, is not to have a gauge which will
make a shear cut with the knife, but to locate the angle at which the
material is presented to the knife. But the question is, does it not sug-
gest more than that?

The Howell patent, No. 104 ,458, granted June 21, 1870, for an im-
provement in hand-mitering machines, shows a bed, kmves moving in
ways, gauges, and posts against which such gauges rest, said posts be-
ing adapted to support the gauges in the different directions or positions
into which the latter may be moved.. The lower part of this gauge,
which rests against the bed and at right angles to the board, furnishes
a support to. the stock operated upon against the thrust of the knife,
which in this machine is set to a plane stock, like an ordinary plane,
and passes over the wood with a scraping or shearing motion. But it
appears that if a knife like complainant’s or defendants’ was substituted
for this planing cutter, nothing more would be required to make this
Howell machine perform the work of complainant’s machine except the
independent adjustment of each end of the gauge. By means of such
substitution and adjustment its gauge would make a shear cut with the
knife. . The upper end of this Howell gauge is not otherwise supported
than by the strength of the material or metal of which it is composed.

v.52F.no.2—14
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“Batit: -Wwoald hurdly réquire anything mare than mechanical skill to- give
it winche éu*pport or strengthen it in that particular. = - -

- Thei Alken ipatent; No. 111,896;gtanted February 21, 1871 for an
1mp§‘oved machine for cutting and mltenng printers’ rules, shows a bed,
a cutting or filing tool to'dress the:material operated on, ‘and & gauge or
-guide bar, pivoted at its inner end, with' its edge a]ways held in the
same position with reference to the dressing or cuttlng device, and adapted
té'bé ‘Bet at-any angle to make & requlred bevel. -If a knife were sub-
stituted for the Aiken ‘cutting device; and set at an angle with the line
of motion necessary in cutting the'end grain of wood, the gauge could
be rveadlly arranged to: make a shear cut with the kmfe. In -making
such sabstitution, and to produce such shear cut, the bed of the Aiken
maekiihe might have to'be changed s0 as to permit & full and unbroken
ling to- suppdrt the wood'ag the knife goes over it. This would involve
merely miechanical arrargement and eonstruction,

11 Thé Malin patent, No. 125,745, granted April 16, 1872, for an im-

provement in mitering machmes presents another device for mitering,
“It hes #knifesét in a plane stock ‘Botiiewhat like that in the Howell pat-
ent, and moving in ways; a. bed which is adjustable at different angles
“ta the line of ‘movement 'of the knife,; so as to cut the stock at any de-
sired ‘akiglé, said bed or rest ‘beingiprovided with -a shear edge; and a
gauge’ ‘thiat Wity be get in | any required position, adapted:to maintain the
' same relation to the knifés!' Detendants! expert states that this machine
more nearly resembles thé construction of defendunts’ machine than that
-of the' nomplamant but that it presents substantially all the elements
found in-each of them: It is concedéd by complainant, on’cross-exam-
‘ination, that if the gauge of this machine was arranged to lie close to
~the knife; and its edge' was provided:with some metallic ssupport, com-
“ingdn’ clnz)se proximity to the knife, the wood could be out clean at any
requlteﬂ‘ angle from 45 t6 90 degrees

The Joties: patent, No, 153,348, granted July 21, 1874 for an im-
provement in mltermg machmes, shows a combmatxon of a bed a knife
traveling in ways, and an adjustable gauge, pivoted a little distance from
the path of the knife. The specification states that “when the gauge

- is adjusted-at other than a'right angle with the front.edge of the frame
and bedplate, there is necesqarlly an opeh space between ‘its end and the
face of the plane, so that no rest is provided for the end of very thin or

- very narrow materiai. * To obviate this difficulty, I have provided an
auxiliary plate, m, attached to the rest, I, by means of tongue and

- grooveé. joints and bolt, m; which forms- the pivot for said rest, on the

- upper end' of ‘which® bblt is-a thumb mnut, n, etc.'- The gauge, thus

- supplemented by the ‘additional plate; m, - ‘has its edge ‘always flush
with the edgé'of the bed and thus- remams in the same relatlon to the
knife,” :

The Ianna.r’csan & Bergstorm patent No 179, 662, granbed July 11,
1876, 'fot ait improvement in miter: planing machines, presents a bed
: hmged to: 11}5 ‘ertical structute, withothe azis of its hinges in line with
-'the cuttingikiife. - The bed is made adjustable up and down ‘with co-
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working lateral gauges. :The table and gauge, by means of suitable
screw arrangements, can be adjusted-to any desired angle, while its edge
opposite to the cutting knife from the point at which it is hinged remains
in the same relation to the knife. The gauge in this machine does not
swing in an arc whose eenter is its inner edge; but the table gauge, B,
which is the principal gauge of this device, does swing in such an are,
and its inner edge is the center of such arc, thus presenting the prin-
ciple of an unchanging center, as found in the machines under consid-
eration. » ‘

The Lannartson patent, No. 202,445, granted April 16, 1878, was for
an improvement in the said Lannartson & Bergstorm mitering machine,
and shows a vertical structure or device for miter work, in which the
table is adjustable to any position required, and which operates as a rest
or gauge. This table rest or gauge, in whatever position adjusted, al-
ways remains in the same relation to the knife, which moves perpendic-
ularly, instead of horizontally. It is stated by complainant’s expert
“that if the machines are arranged with the parts of the knife in vertical
plane, and the gauge was made with. its circular bearing and shearing
edge in the saine relative positions, I do not see that there would be any
substantial change made.”  This is manifestly so, and would require
only the exercise of mechanical skill in changing the relative positions of
the several parts. In this Lannartson machine, the knife, with the
table, forms a shear cut upon the wood or stock; but there is no claim
of this nature either in the specification or claims of the patent. It is
also conceded that it will cut wood in as many different forms as the
complainant’s machine. It is shown by stipulation of the parties that
many of these Lannartson machines were manufactured and in practical
use at Erie, Pa., as early as 1877.

The Nichols patent, No. 179,944, granted July 18, 1876, forimprove-
ments in mitering machines, shows the following elements in combina-
tion: A table or bed, adjustable gauge, and a saw cutting device, in-
stead of a knife. The adjustment of the gauge is effected by means of
two screws. The gauge-on this machine, as stated in the specification,
“may be adjusted and fastened at any angle desired, with the beveled
inner end of the gauge always at the same point; and the miter will al-
ways be true, and be supported close to the saw.” It is admitted by
complainant that this gauge can, by independent adjustment at ‘each
end, be adjusted so that the point, 2, will always lie close to the edge
of the saw. If a knife were substituted for the saw employed in this
machine, (and which would not require the exercise of invention,) we
would have substantially the same arrangement as found in the machines
under consideration. The defendants’ expert states that the point, «,
constitutes an unchanging center, with the edge of the gauge always in
the same relative position to the plane of the cutting device.

The Schreppel patent, No. 223,819, granted January 27, 1880, for a
new and. ngeful mitering machine, like the preceding machine shows in
combination a hed, a knife moving in ways, and adjustable gauges, which

~do 'not rest-against end posts; as in complainant’s machine. . The gauge
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in’this Schreppel patent, as‘shown in the dtawing, will make, as com-
plainant admits on cross-eihmmation, both a shear cut and a draw cut.
He clalms as a defect'in the machine that it has no support for the top
of'the gauge other than the strength of the material of which the gauge
is'mgde, and if the gauge is swung into a position.at right angles to the
knife it would leave an opening between the gaugeand knife, and in that
position would not form a support for the wood as last acted upon by the
knife,” which would result in leaving a ragged edge to the wood. This
Schreppel machine closely resembles complainant’sin outline and opera-
tion; and the specifications and claims of the patent are hardly distin-
guishable without drawing the most refined distinctions. .

The Kinch patent, No: 248,597, granted June 28, 1881, for improve-
ment in miter boxes or machmeﬁ, presents a device w1th the bed so ad-
justable that the front uppér edge next to the knife'is always held in the
same relatlve posmon to the kmfe, at whatever angle the bed is ad-
Justed

“Phie Leﬂi’ngwell pa.tent, Noy 334,247, granted January 12, 1886 for
1mprovéments in ‘mitering machmes, presents the same general features
found’in most of such machines, consisting of a table: or bed, a moving
knife; ac'ljustable gauges. adapted to be set at any angle, and in proper re-
lation fo the knife.. “The defect which complainant.finds in this machine
is that the gauge is pivotéd back of the corner or edge which makes the
shear ¢ut, so that it will only formi a shear cut’ in one position. The
gauges: of this patent are pivoted to the table at.or near their inner end,
instead ‘of ‘being loosely supported. The specification states that the
machine “will cut miters on waed in any shape from an angle to directly
across'theigrain of the wood.” Itfurther appears that in June, 1879, the
complainant obtained a patent for an improved mitering machine, called

a “trimmer,”" which had the same general features as those already re-
ferred to, ‘but was defective'in’ not having a gauge that would make a
shear ¢ut'with the knife'at-different angles. While these prior patents
differed in mechanical -construction, details, and: operations,—some hav-
~ ing thé' bed, instead of the'gauge, adjustable; some having the gauge
adjustable, and by different devices; some havirg the gauge so pivoted
‘that its innér edge would make a shear cut with the knife at any angle;
some with the gauge 80 pivoted or arranged: that it wounld make a shear
cut 'with the knife in only one position} some. making the adjustment of
the gauge with one set serew, others with two setiscrews; some with the
gauge: supported at both thie upper and lower ends, and others with the
gaugeé supported at only the lower end; some with saw and plane cut-
ting tools, others with-knives set in different ways.and in different rela-
tiohs to other parts of thé. machine; and some specially adapted to one
purpese, others for different purposes,~—there is found in all of them the
same general idea or prmmple and'substantially the same elements in
combination, ‘as  shown inthe patent sued on. :It may be true, as
claimed, that complainant’s machine is superior to prior devices in. the
.smoot.hness of its cut, and in leaving less of ragged and broken edges of
the wood operated: on; ‘but the question is whether, in view of what is
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disclosed in the previous machines, it can be properly said that his ma-
chine or combination constitutes such a substantial advance or improve-
ment over prior devices as involves invention, and will entitle him to a
patent therefor. “It is well ‘settled that not every improvement in an
article is patentable. The test is that the improvement must be the prod-
uct of an original conception. A mere carrying forward or more ex-
tended application of an original idea—a mere improvement in degree
—1is not invention.” Burt v. Evory, 133 U. 8. 358, 10 Sup. Ct. Rep.
394; Smith v. Nichols, 21 Wall. 112-119; Howe Mach. Co. v. National
Needle Co., 134 U, 8. 397, 10 Sup. Ct. Rep. 570; Ansonia Brass & Cop-
per Co. v. Electrical Supply Co:, 144 U. 8. 11-19, 12 Sup. Ct. Rep 601;
Roller Co. v. Walker, 138 U. s, 124, 11 Sup. Ct. Rep. 292.

“A shear cut,” as complainant understands it, is “a ¢ut that is made
by at lea‘st‘one cutting edge -against some kind of a -stpport,” while “a
draw cut” is made with a knife inclined to the plane of motion. It was
customary, as he explains, in pattern making with plane in different
positions, to use'a piece of hardwood assuch support for the end of the
wood last acted upon, to prevent its edge from breaking or being left
ragged The gauge was employed in mitering machines, or many of
thém;, not only to determine the angle of cut, but to furnish the edge
support, which, with cutting ' device, wou_ld produce the shear cut.
Now, what the complainant did was to so locate his gauges that the edges
thereof marked “e,” should be in proximity to the plane of movement
.of the cutting knives, and form an unchanged center'in the adjustment
of the gauges, whose edges were provided with lateral support in the
shape of posts at the ends of the frame, to sustain the gauge against the
cutting action of the knife. - At their upper ends the gauges have & cut-
away portion, terminating in a curved arm over the upper part of the
frame, said curved arm having a semicircular bearing face, which is. in
bearing contact with a projection on the cross bar of the frame, thereby
preventing the upper end or'edge of the gauge from moving into the line
-or plane of the knife’s movement, while permitting some degree of mo-
tion in the other direction. - These mechanical changes suggested, if not
actually shown, in prior machines, (whether covered by the specifications
and claima thereof is not material,) do not rise to the dignity of invention.

The large sales of complainant’s machine, (about 2,400 of them having
been sold from the beginning of 1886 to the middle of 1890,) is relied on
.as strong evidence of the validity of the patent. It is true that such ex-
tensive public use, superseding other similar devices, is evidence, more
-or less cogent, of value and usefulness.  “It is not conclusive of that;
much less of its patentable novelty.” "McClain v. Ortmayer, 141 U. 8,
428, 429, 12 Sup. Ct. Rep. 76. Complainant was active and energetic
in pressing the sale of his machine by means of circulars and travelmg
agents; the latter drumming for it in 18 states. Under such circum-
stances, extensive sales constitute little or no evidence or test of: patent-
ablhty, as is clearly explamed by Mr. Justice Brown in delivering the

-opinion of the court in McClain v. Ortmayer, 141 U. 8. 427-429, 12 Sup.
«Ct. Rep. 78,.79. In our opinion the Howard, Aiken, Jones, Nichols,
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and, Lmna;ztson devices, above referred to, present subgtantially the same
elements: in. combmatlon as those contamed in complaman’q’ {machme,
and onr; eopclusion is that the latter is wanting in patentable novelty.
.-But if the complainant’s device constituted a patentable invention, it
is clearly “one in a geries. of improvements, all having the same general
object .and .purpose;. and that, in congtruing ihe, claims of his patent,
they must be restricted to the precise form and arrangement of parts de-
scribed, in his specifications, and to the purpose indicated therein.”
Bragg.v. Fitch, 121 U. S. 483, 7 Sup. Ct. Rep. 978; Caster Co. v. Spiegel,
133 U. 8. 360 369, 10 Sup. Ct. Rep. 409. The reJected and abandoned
claims. under both the original and reissue application would require
this restricted construction and limitation. Complainant’s expert is
asked in cross-examination (question 36) how a rejected claim of the
origingl .application differed. from the first claim ‘of the reissue pat-
ent, and his reply was: “In not specifying two independent bearings
for-theinner end of the gauge,” and in not having the clause, “ the bear-
ings being indifferent directions,” These clauses or specific descriptions
of the hearings: were required to be inserted before the first. claim of the
reissne would be allowed by the patent office. By force of the words,
“substzmtmllv a8 described,” found in each of the three claims of the re-
issue invalved in this suit, there must be read into each 'of said claims
(Shepard. v, Carrigan, 116 U. 8. 538, 6 Sup. Ct. Rep, 493) that portion
of the specification showing that ¢ the two independent bearings ” referred
to were the bearings against the posts at the ends of the frame and the
projection, f, on the upper part of the frame, against which the curved
arm of the gauge rested, said bearings beiug at right angles to each other,
or “in different directions.”. The three claims are thus substantially the
same. ‘The defendants’ machine does not adopt the form and ar: range-
ments of parts described in complainant’s specification, and covered by
hig claims.. . Their gauge is supported or secured. by pivots concentric
with the inner edge of the gauge, and having cirqular bearings. It has
no end posts, furnishing or serving as a lateral supportat the upper and
lower; parts of the front edge to sustain the gauge against the cutting ac-
tion of the knife; neither has. it the projection upon the upper part of
the frame, 'which forms the rest or support of complainant’s upper bear-
ing. There.are other particulars in which they differ, as explained by
defendants’ expert, whose testimony is direct and convincing that there
is-no. infringement. He has shown to our satisfaction, in view of the
prior state of the art, and of what occurred -upon. the original and reis-
sue applications,.that, if .complaipant’s claims should receive such con-
struction; as would cover defendants’ .maechine, then it was clearly antic-
ipated in the prior. devices, already referred to; that if valid under a
narrow.and. restricted construction, which would }imit the patent to the
specific device described.in the specification, then it is not infringed by
defendants;: Qur conclusions, however, are that the complainant’s patent
is wanting in patentablenovelty; and, furthermore, that, if valid to any
extent, it is'not-infringed: by the defendants’ machine. . It follows that
the judgment of the lowet.conrt should be, and the same is, affirmed.
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. Tuuvos ' Watcs Ca, 'v. Ropeixs et al.
(Clreult Court of Appeals, Seventh Circuit. October 1, 1892.)
No. 8. ‘

1. PATENTS FOR INVENTIONS-—CONSTRUCTION OF CrAtMs—StEM-WINDING WATCHES.

In reissued letters patent No, 10,681, granted August 4, 1885, to Duane H. Church,
for an improvement in stem-winding watches, consisting in a combination of a
short stem arbor, and a winding and hands-setting train, having no positive con-
nection therewith, éach claim, being couched in general terms, and concluding
with the words, ¥as and for the purposes specified, ” is to be construed as includin{
such devices and combination shown in the specifications as are necessary to mee
the requirements of its general terms, and the claims must be limited to this ex-
tent. Corn Planter Patent, 28 Wsll. 181, applied.

‘8 BAME—INVENTION—PRIOR ART. )
_ In view of the prior state of the art as shown by the patent of February 9, 1888,
" to Charles F. Woerd, and pdtent No. 208,674, to Hoyt, there was no invention in the
- mere introduction of springs in the mechanism for effecting the winding and hands-
setting quagement, in order to avoid liability of injuring the wheels by the force
of the push or pull upon the short stem arbor; but the claims are valid as covering
a new'and useful combination, the peculiar usefulness conaistin%‘ﬁrincipully in
: ‘rendering watches and cases interchangeable. - 50 Fed. Rep, 542, modifled. .
8. BAME—INFRINGEMERT-~MECHANIOAL ADAPTATION. o IR
‘The Church patent is infringed by watches made under the patent of January 8,
. 1888, to Thomas F. Bheridan, No.. 376,015, and reissued August 5, 1690, No. 11,100;
for, altholigh there is a pldin difference’ in the operation’ of the springs which pro-
‘duce'the winding and hands-8étting engagemient in each watch, that difference in
: produced by a simple mechanical change, and the other differences arizse from the
use of me¢hanical equivalgnte. } ) .
4, BaMp. G o . . .
.. A certain lever in defendant’s watch movement could, when the works were out
of thé watéh case, be adjustéd 'to produce normal v'vindin’g engagement, but in a
stém-ddt watch, when the works are in the case, it is'always held adjusted in such
manneéras to produce normal setting engagement. Held, that such a construction,
when used in stem-set, watches, is to be regarded as operating on the principle. of
normgl setting engagement, and as not different in that respect from the construc-
tion of the Church wateh,” -~ - =~ - -

Appeal from the Circuit Court of the United States for the Northern
Division of the Northern District of Illinois. . .

In Equity. Bill by Royal E. Robbins and Thomas M. Avery against
the Illinois Watch Company for infringement of palent. Decree for com-
plainants. 50 Fed. Rep. 542. Defendant appeals. Affirmed.

- Statement by Woops, Cireunit Judge: - s '

By the decree of the circuit court the appellant washeld to have infringed
the 1st, 3d, 4th, 5th, and 6th claims of reissued patent No. 10,631, issued
August 4, 1885, to the appellees, as assignees of the original letters No.
280,709, granted July 3, 1883, to Duane H. Church. Here, as in the
court below, the appellant, besides denying infringement, disputes both
the validity of the reissue and the novelty of the claims.’ Only the first
and second claims of the original patent are relevant to ‘the question of
the validity of the reissue, and they are as follows: ’ .

“(1) In a pendant winding and setting watch, a moyement having wind-
~ing and setting mechanism, adapled to be.operated by the endwise-movement
~of a winding 'bar or. key, and normally in position to, operate the bands,
“-whereby a. positive-connection between the.movement and the winding bar



