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Crarranooga Mepiciwe Co. v. THEDFORD é al.

(Circuit Court, N. D. Georgie. November 11, 1891)

TRADE NAME—~TRANSFER—CONSTRUCTION OF CONTRACT.

M. A. Thedford, owning a third interest in the right tomake and sell a compound
known as “Dr. A. Q. Simmons’ Liver Medicine,” formed a partnership with his
two co-owners, and for & time they prosecuted the business under the name of “M.
A. 'Thedford & Co.” Thedford afterwards sold his interest. in the right to his co-
partners, and also conveyed to them all his right to “the firm name and style of M.
A. Thedford & Co.,” “for the purpose of manufacturing, advertising, and selling
the ‘Simmons Liver Medicine,’ » provided, however, that in the use of the firm
name he was not to be responsible, “it being simply to be used as a trade-mark of
the business.” Held, that the grantees had theexclusiveright to use the firm name
in connection with the “Simmons Liver Medicine® only, and notin connection with
a medicine advertised as “M, A, Thedford & Co.’s Original and only Genuine Liver

. Medicine or Black Draught. ® !

In Equity. Bill by the Chattanooga Medicine Company against M.
A. Thedford and W. J. Satterfield for an injunction. = Denied.

This is a .bill in equity, brought by complainant against defendants
to enjoin the latter from manufacturing, advertising, and selling-the
medicine known as “M. A. Thedford’s Liver Invigorator.” Fora proper
understanding of the issues to be determined by the court in its present
decision, which is on the application for a temporary injunction, a brief
statement of the facts may be necessary. About the year 1840, Dr. A.
Q. Simmons, a resident of north Georgia, began the manufacture and
sale of what hagsince been known as “Dr, A. Q. Simmons’ Liver Medi-
cine,” “Dr. A. Q. Bimmons’ Vegetable Tonic,” ete. Subsequently, and
about the year 1856, Di. Simmons transferred to his son-in-law, J. H.
Thedford, the right to manufacture, advertise, and sell “Dr. A. Q. Sim-
mons’ Liver Medicines,” by whom, in 1872, the same was transferred to
his son, Miles A. Thedford, oneof the defendantshere. In thesame year,
Miles A. Thedford, who had formerly lived in notth Georgia, went to
Chattanooga, and formed a partnership with Nicklin & Rawlings, a firm
of druggists in that city, for the purpose of manufacturing, advertising,
and selling said medicines. A few years thereafter, Miles A. Thedford
went to Louisville, Ky., where, in 1873, he formed a partnership with
Edward Wilder and Robert L. Edgerton, under the firm name and
style of Miles A. Thedford & Co., with the object of continuing to make,
advertise, and sell said “Simmons Liver Medicines,” using the same
wrappers for their packages and bottles there that wereused-in Chatta-
nooga, except as to color of paper, ink, and place of manufacture. After
carrying on this business for a ghort time, Miles A. Thedford returned
to Chattanooga, and on'October 14, 1875, sold to William G. Smith
and Charles McKnight a two-thirds interest in his right, title, and-inter-
est in the manufacturing, advertising, and selling “Dr, A: Q. Simmons’
Liver Medicine,” at the same time forming a partnership with the said
Smith and Me¢Knight, under the firm name of M. A. Thedférd & Co.
On November 26, 1876, Miles A. Thedford conveyed to Z. C. Patten his
remaining orie-third interest. in the right to make; mix, manufacture, ad-
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vertise, and sell said “Dr. A. Q. Simmons’ Liver Medicine,” at the time
_ binding himself\not;to engage in the manufacture and sale;of the same,
unless he became the owner of any part of the interest sold to Smith,
McKnight, or Patien, in which event, nothing in the transfer should be
construed ag interfering with his right to manufacture and sell said medi-
cine. In the same instrument M. A. Thedford transfers all his right,
title, claim, and interest in and to the use of the present trade-mark and
the- ﬁrm name and style.of M. A. Thedford & Co. to Z. C. Patten, W.
G. Slhtith, and " Charles McKnight, for the purpose of manufacturing,
advertmmg, and se]lzng said “Simmons Liver Medicine,” the transfer
cartying ‘with it a proviso that in the use of the signature and firm name
of M, A. Thedford & Co. he, Thedford, was to be in no way responsible,
as it was simply to'be ysed in the busmess of mandlacturing, advertis-
. ing, ‘and selling “Dr. A. Q. Simmons’ Liver Medicine” as a trade-mark.
It also appears from the pleadings and evidence presented that complain-
ant did:not have the sole right to manufacture and sell Simmons’ Liver
Medicine. It seems that. in September, 1868, a firm of the name of
Zeilin . & Co., of Philadelphia, acquired by purchase from a son of Dr.
Simmons the right to manufacture, advertise, and sell a medicine known
as “Dr. Simmons’ Liver Medicine;” Dr. Simmons having transferred
that right to his son in the same manner that he transferred the same
right to his son-in-law, J, H. Thedford. The firm of M. A, Thedford
& Co., composed of Smith, McKnight, and Patten, seemed to have been
suoceeded by a company called “Dr. A. Q. Simmons’ Medicine Com-
pany.”.  Against this company and others J. H. Zeilin & Co., in the
year 1877 brought a- bill in equity in the circuit court of the United
States for. the eastern district of Tennessee, secking: to enjoin said com-
pany from manufacturing, advertising; and selling said “Dr. A. Q.Sim-
mons’ Liver Medicine,” and the result of that case was the granting of a
permanent injunc¢tion, a8 prayed for. - The present complainant is the
successor, through Dr. A. Q. Simmons Medicine Company, to all the
rights acquired by it from M. A. Thedford through Smith, McKnight,
and Patten., . A

J. T. Lupton and Jolm L. Hopkins, for complamant

i NoJ, & T. A. Hemmond and C. P, Goree, for respondents. :

" Before NEwMAN, District Judge.

,,5Ngwu4_‘u, District J udge. ‘ After mugch reflection, I am satisfied thata
proper determination of-the question before the court in this case de-
pends upon .the construction to be given the contract of sale from Thed-
ford to. Patten and his associates. The.evidence does not show that the
medicine made hy M. A, Thedford & Co., of Rome, is the same as to
mgredlents gs that made by the Chattanooga Medicine Company, and
there is such_an entire disgimilarity in labels and wrappers used by:the
former company. to those used by the latter, that it could hardly be held,
if the case turped upon that alone, that there was any infringement of
complainant’s rights. The case seems really to turn upon the right of
the Chattanooga Medicipe Company to use the nane of “M. A, Thed-



CHATTANOOGA MEDICINE €O. 9. THEDFORD, 951

ford-& Co.” as-they are now ualng the same in the manufacture, adver-
tisement, and sale of what is culled “M. A. Thedford & Co.’-Original
and Only Genuine Liver Medicine or Black Draught.” - Indeed, the
main contention of counsel for’ comp]alnant is that M. A. Thedford is
violating his 'contract in the use of his name in thé ésnnection with the
medicine which he is 'preparing and offering for sale.  -Did Thedford, in
his contract with Patten, bind himself so that he violates his agreement
in the use of his own name in connection with what he calls *T. L. L.?”
The language of the contract, so far as material here, is as follows:

“] hereby transfer and convey to the said Z. C. Patten &ll and every: of my
rights, title, and interest whatsoever that I have been, ‘and am now, or may
hereafter become, possessed of in the right to manufdcture, ‘make,  ad-
vertise, and sell the said ¢Simmons Liver Medicine.””" 'And I hereby bind
myself not to engage in the business of manufacturing or selling the said
medicine under any name or style, or to become interested in its manufact-
ure through any other person whatsoever, except I should become the owner
of any part or interest sold to Smith, McKnight, or Patten in the manufact-
ure and sale of 'said medi¢ine under the firm name style of M. A. Thedford
& Co. Then niothing in this conveyance shall be construed to interfere with
my right in manufacturing and sale of said medicine. "It is also agreed and
understood that all my right, title, claim, and interest; in and to the use
of the present trade-mark that I now own and possess, or have previously or
may hereafter own and possess, and the firm name and the style of M. A.

Thedford & Co. is hereby transferred to Z. C. Patten, W. G.Smith, and
Charles McKnight, for the purpose of manufacturing, advertising, and sell-
ing the *Simmons Liver Medicine,’ and they have the sole right to use said
firm name. in any manner they may see proper in the manufacturing, adver-
tising, and selling the said A, Q. Simmons Liver Medicine, and to sell, lease, or
transfer the same fo their assigns or successors; and plates, electrotypes, and
lithographing stones, and printed matter bearing the signature of M. A.
Thedford & Co. are sold and conveyed to said Patten, Smith, and McKnight,
for use atoresaid, of manufacturing, selling, &e., said ¢Simmons Liver Medi-
cine:’ provided, however, that in the use of said mgnatui'es and firm'name of

" M. A. Thedford & Co. I am in no way responsiblie, it being simply to be used
as a trade-mark of the business, and, as such, the right to use it is transterred
to the said Patten, Smith, and Me¢Knight, and their successors.”

It will be seen from the language used in the dontract that the transfer
and sale of the right to use the name of M. A. Thedford & Co. was con-
fined to its use in connection with the manufacturing, advertising, and
selling “Simmons’ Liver Medicine,” and with that alone. It seems to
be perfectly plain from the words used that the parties intended by the
contract to restrict the right to the use of the name of M. A, Thedford &
Co., so that it should be used in order to hold the present business of
Thedford to be'in violation of his agreement; that the contract must' be
given a much broader signification than the above indicated. I amnot
prepared to hold, in view of the language of the parties, that Patten and
his associates aequired more by this contract than the right to use Thed-
ford’s name in ‘advertising-and selling what is known as “Dr. Simmons’
Liver Medicine.” If the construction of this contract goes beyond that
indicated, and if the intention of the parties, as derived from the cen-
‘tract, could be that Thedford agreed not to use his own name in the manu-
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facture and sale of any liver medicine, it would be guestionable, at least,
if the contract would not be in restraint of trade, and therefore against
public policy, and void. It is understood, of course, that the sale of
the right to ma,kq,‘advertise, and gell a compound with secret ingredients
would be valid, in no way violative of public policy; and that is what [
understand that Thedford, by his contract, has done. Justifying in any
way. the contention of complamant as to the right to use the firm name
of M. A, Thedford & Co., it is necessary to separate the proviso which
concludes- the quotation which I have made above from the contract
from that which precedes it, and this I do not think can fairly be done.
The language of this proviso is:
“Pmmded however, that. in the use of said mgnature said firm name of
A.-Thedford & Co. I am in no way responsible, but this is simply to be
used as.a trade-mark of the business, and, as such, the right to use it is
" tranpsferred to the:said Patten, Smith. and McKnight, and their successors.”

“Now, the right to use this ﬁrm name in the preteding part of the
contract ig for the ‘purpose of “manufacturing, advertising, and sellmg
‘Simmons’ Liver Medicine.”” . It can hardly be said by this proviso,
which was intended to be restrictive in its effect, the parties intended to
enlargé the right to use the'name beyond that which-has been before
-expressed. I think it may safely ‘be said that'the court will not, in
contractg of this sort, in whlch a transfer is made of the rights to the use
of a persons own name in a business enterprise, extend or enlarge the
operation of -the same beyond its necessary import. In the case of
Zeilin & Co.:against Dr. A. Q. Simmons’ Liver Medicine Company and
others, (said company having succeeded the firm to'which M. A. Thed-
ford had matle the sale,) to which suit McKnight and Patten were
parties defendant, a decree was entered by which the defendants were
enjoined “from making, selling, or offering for sale any medicine under
the. title of “Dr.- A. Q. Simmons’ Liver Medlcme, or ‘Dr. Simmons’
Liver Regulator or Medicine,’ and from using the name or word of ¢Sim-.
mons,’ or the fac simile signature of A. Q. Siramons, in any way upon
any bottles of packsdges of liver medicine or of medicine made, adver-
tised, and: sold for the liver,”  After this decree of court it became
necessary to abandon the wrappers and the use of Dr. Simmons’ name
entirely. - Then it. was, or goon ‘thereafter, that the name and wrapper
now used by the Chattanooga Medicine Company was adopted.

The claim;of the complainant here, so far as its claim is based on
the contract, that the decree in the Zeilin suit left them the right to the
preparation itself, and to the name of M. A. Thedford & Co., and to the
picture of an old man, which . picture, as I understand it, they claim
) they may use, provided that Dr. Simmons’ name is not anywhere used
~in connectmm with the picture. - The difficulty about complamant s con-
tention is that Thedford transferred the right to use his name in advertis-
ing and selling “Dr. Simmons’ Liver Medicine,” and the complainant
is using. it; o advertise and sell M. A. Thedford’s Liver Medicine,
which appears to.me to be a use of his name not contemplated when
the contract was made, or covered by its terms, Much has been said
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in the argument of this case about what is claimed to be the effort
of the M. A. Thedford Medicine Company, of Rome, to convey to the
public by their wrappers and advertisements, and to impress upon
all readers of their literature, the idea that the medicine they are sell-
ing is the same as the original Simmons’ Liver Medicine. There is
some force in this argument, but since the decree in the Zeilin suit
complainant has no nght to make what is known as “Dr. Simmons’
Liver Medicine,” and in the face of this decree, by which it is adjudged
that it has no right to the name of Dr. S1mmons, this court can-
not, at their instance, prevent other persons from using the same. In
other words, so far as the name of Dr, Simmons is concerned in con-
nection thh liver medicine since the decree alluded to, it is declared
that it has no right and no standing in court to assert the right to
use the same.

It is farther said that complainant has in its labels resorted to fraud-
ulent devices, and one calculated to deceive the public, in that it holds
out to the world that the medicine it is making was discovered by M.
A, Thedford, 1840, and that the arrangement of its wrappers is such as
to lead the pubhc to believe that the picture of an old man thereon
is the picture of M. A. Thedford; and in fact it says that Thedford
is comparatively & young man, and that it does not itself, therefore,
come into a court of equity with clean hands, and should not be al-
lowed any relief for that reason. Complamant on the other hand, says
that defendants’ conduct, especially in the matter of attempting to ad-
vertise and sell under the name of J. H. Thedford & Son, Dr. Sim-
mons’ Liver Medicine, and the conversation to which it testified, shows
that M. A. Thedford has been acting in bad faith, and seeking to avoid
the effect of a contract honestly entered into, and to 'deprive the others
to whom he sold, and their successors, of their distinct rights under the
contract. I thmk it wholly unnecessary to discuss either. of these con-
tentions, in view of my opinion as to the constructioi of the contract,
which is really the basis of the whole matter. I conclude therefore:

First. That Thedford only parted with the right to use: his name in
connection with Dr. Simmons’ Liver Medicine.

Secondly. By reason of the decree in the Zeilin suit complamant has
no right to advertise or sell Dr. Simmons’ Liver Medicine.

Third. That complainant has no right to use Thedford’s name in con-
nection with liver medicine otherwise than I have stated; and Thedford
may use the same as he is now doing without mfnngmg any of its
righits.

Fourth. 1 have stated that, as to any infringement of trade-'mark, con-
gidered independently of contract rights, I do not think there is such a
similarity as to justify interference by the court with the defendant.

The conclusion is that injunction must be demed ‘
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ol Smn V. Bouxnm (two casea.) e Ly.,? .

s (wmu Oown of Ap'peau. Ssoand Ofn‘cuﬁ;. Decembqr 14, 1891.)

1.( Bammi or Hmnn or anmr.—-Aaum '
The.hirer. 9 c“hat.t.el ‘impliedly updertakes to ﬁae it well, 40 use 1t for no other
gﬂ bs;i :ihan wf‘ for whi &lﬁ’«l Jbir%t} to tialaker ropeg ggre of it, agg tgnrestore i:
o;timie ap o things 8 houn reise the diligence o
T 3 &1 ?b for any de}m)?lt whethet? liﬂs own per;oxh?sl fault or negligenoo
r tHat oY his’ subugents or serv’hbts, he s responéible to the owner.

8. Smm“t'mwn Soow-—-Lose-mliTmemennon of. SERVANT.

Whare. reapondent chartered libelant’s scows to tranbport a building from one
p]ﬂce to dnothaer, and alzo eigdged a tug to tow the scows, and; by the negligence of
tha masterof the tug and his: auboi-dinam the scows became a total loss. it was held

geapc)ndent was liable,
'ed. Rep. 889, affirmied.

In Admxmlty Appeals from decrees’ ‘'of the cirenit court of the
United: States fof the southetn district of New Yotk, affirming pro forma
decrees of the district court for said dxs‘mct. The libelants, De Witt
C. Bouker an& George A, Bouker, were each’ the owner of ‘one of two
scows lost in the same accﬁdent. The cases were hieard together in the
district court, which sustained the libéls, (40 Fed: Rep. 839,) and re-
spondent appealed On' this appeal the court delivered its' opinion in
one suit only, dlrectmg the same dlsposmon to be made of the other
Affirined,

" Moore & Wallace and Frank D. Sturges, for appellant.
. " Wing, Slwudy & Putnam, (Hamngwn Putnam, of oounsel,) for appel-
€e,

Before WALLAOE and Lacousg, Circmt Judges.

WALLACE, Circuit J udge., This is an appeal from & decree for the
hbelant for the value of a.scow. Sm;lth chartered the scow of Bouker
at an agreed price. per day. to be used ip transportmg & building from
-one location .to another. The transportatlon necessitated the use of a
tug, and Smith engaged Jaycox, with his'tng and crew. .While the tug
.was;towing the scow, she ran aground, and beforq she could be got off,
and the scow taken {0 a place of safety, a storm arose, ‘and the scow was
-s0-injtired a8 to be: practlcally worthless, .

- We dre satisfied that.there is no merit in any of the Bpeclﬁc allegations
of fault set forth in the,Jibel. It was g su1table time to start upon the
trip. The scow was to ‘be taken through a channel from Rockaway in-
Jet, and thence a short distance on the open,sea. It was necessary to
.proceed when there wes high water.in 'the channel, and it was high
water then. . A storm, was, approachmg, and it was probable that if the
trip were postponed until high water again the sea 'would be too rough,
perhaps for several days, to permit the scow to be towed safely. Any
delay consequent upon the postponement would have been at the expense
of the charterer. Jaycox was interested in having such a delay, as he
would get pay for his tug in the mean time; and his protests about the



