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infringement, which is aceordingly so ordered and adjudged, with costs
of suit to be taxed against the defendant, The usual reference may
be had, if desired, by complainant. 4 '

~‘Mimriau  al. v. Texas Srrrvas Pus. Co.

A

Cireuit Court, 8. D Néw York. March 18, 1802)

R
H

L CorrriGAT—REPRINT—FALSE REPRESENTATIONS—TITLE-PAGE.
... The date 1890.0n the title-page. of a regript of Webster's Dictionary, edition of
1847,—~the ;o,o‘gyrl, ht having expired,—indicates the date it was printed, and is not
a répresentation’ that it is & new edition 'of that year, though the book does nob
‘Tepresent iteelf t0 be a mere reprint. . . .
8. BAME—ADVERTISEMENTS—INJUNQTIQN... gy - . )
Defendant advertised a reprint of the 1847 edition of Webster’s Dictionary, the
copyright: havingiexpired; as “latest edition, 10,000 new words, ” eto., old price $3;
and that tgq new low price of $1- was made. gpssible y improvements in m?ch_in-
ery, etc. eld, on application of the owner of the copyright of subsequent editions,
thiat defendant be; enjoined: bgainst’ the further circulation of such misleadin
advertisements, and that, because of their already extensive circulation, & printe
slip must thereafter be attached to' egth book, stating it to be a reprint of the edi-
tion of 1847, ' " S I >
8. TRADE-MARK~WHAT CONSTITOTES—WEBATER'S DICTIONARY.
 'There is no characteristic of & trade-mark in the words “ Webster’s Dictionary, ™
“ ‘orin the form oOr size of that wotk s usually printed by G. & G, Merriam, such a#
to prevent ita use by others in :publishing old editions on which the copyright has.
_expired. Merriam v. Shoe Co., 47 Fed. Rep. 411, followed. ,

: " N

In Equity. . Bill by Homer Meérriam and others against the Texas
Siftings Publishing Company for an injunction. Granted.

Charles N. Judson, for plaintiffs, ~ - I

Pierce & Fisher, for defendant.

SureMaN, Dist¥iet Judge. This is a bill in equity, brought by.the
plaintiffs, who were and are owners,of the copyrights in various editions
of Webster’s Unabridged Dictionary, and publishers thereof, to restrain
the defendant.from offering for sale.or selling a cheap reprint of the edi-
tion of 1847 under representations which import that it is a copy of the
edition of 1864.0r of one of its successors, upon which editions the plain-
tiffs have expended a large amount of money, and. which have had a
high reputation.. The bill is not based upon any supposed trade-mark
rights in the name “Webster’s Dictionary.” It has no substantial foun-
dation upon any alleged imitation or simulation of the external appear-
ance of the plaintiffs’ edition of 1864. Its proper foundation is upon
the alleged attempts of the defendant to pass off upon the public a repro-
duction of an inferior edition which had long since gone out of the market
and into generai disuse, as the superior and widely known edition which
had been prepared and published by the plaintiffs or their predecessors
at great expense. 'The bill alleges, in substance, a8 follows: That the
edition of 1864, which was published originally by the firm of G. & C.
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Merriam (the predecessors of complainants) was a complete revision of
the earlier editions of the same dictionary, compiled and edited by Noah
Webster and othersat and before the year 1847,and was revised at the ex-
pense of said G. & C. ‘Merriam, under the care and direction of Rev. Noah
Porter, D. D., and. others, and was at great expense printed and pub-
lished by said firm, which bad the exclusive right to publish and sell
the same. The Merriams had published an edition of 1847, which was
a revised edition of the original edition of Webster’s Dictionary printed
in the year 1828. Said dictionary of 1847 wasat the time of its publica-
tion a book of considerable value, and was justly esteemed, and was
commonly known by the trade as the “Edition of 1847.” To lt the pub-
lishers, in the year 1859, added numerous improvements, such as tables
of illustrations, synonyms, an appendix of new words, etc., and the book
wag thereupon copyrighted, and, became known to. the pubhc as the
-« Bdition of 1859.” The dictionary of 1847, so improved, bore upon its
title-page a statement that the same was rev1sed and enlarged. by “Chaun-
cey A. Goodrich,” and upon the pages 1mmed1ate1y following the title-
page a statement ag to the times when the same was copyrighted; and,
upon several pages followmg, the publisher’s preface, and a succinct Kis-
tory of said revised edition in the form of an essay entitled “The Revised
Edition,” W}Ih the date thereof; and, upon the pages immediately fol-
lowing the -same, a history of the several editions of said dictionary and
of said Noah Webster, from which the date of publication and copyright
thereof and of the prior editions could easily be gathered. The exclusive
right to print, publish, and sell said book up to the year 1889, under
copyright laws of the United States, belonged to said G. & C. Mernam
and their successors, who continued to publish and sell the same up to
the time of the publication of the revised edition of 1864, and thereupon
said books of 1847 and 1859 were withdrawn from the market, and said
book of 1864 alone became known among the trade and by purchasers
as “Webster's Dxctmnary, Unabridged,” and supplanted and rendered
obsolete all prevxous editions of said dictionary, and thereafter no copies
of any editions previous to 1864 were printed, or were bought and sold,
except as second-hand books. Subsequently said G. & C. Merriam, for
the purpose of making said book still more valuable, in the year 1879
added a supplement to the dictionary of the year 1864, containing a
large number of new words, and in the year 1884 added a further new
and still larger supplement or appendix to this same dictionary, contain-
ing new tables, all which additions said G. & C. Merriam made a part of
said dictionary by binding the same together, and sold the same as sep-
arate and distinct editions thereof, under and by the same name of Web-
ster's Dictionary, or Webster’s Unabrldged Dictionary, and by which
said dictionary of the year 1847 was rendered still further obsolete and un-
salable, each of which editions were duly copyrighted. That there is
set forth in ‘each copy of said book of 1864, as well as in each copy of
all later editions of said dictionary, a hislory of each of the editions, to-
gether with a statement of the year when the same, and each"of them,
was complled by means of which the exact dates of composmon and of
v.49F.n0.11—60
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{'hald parts becapib well Kriown, or-could be ascer-
ained. by any o Vphib Sehoniged shid, dictiofary. *A large detnand was
created for the dittionify of the, year 1864, with its said supplement
and ‘appenidix, and ‘a latge’and lucrative trdde was secured; as well in the
United States a8 dlso 1n 4l parts of tha English-speaking world:' By rea-
gon of the grest ‘élﬁ‘n‘g,e;iﬁéﬁﬁ‘ed in 'the’'several revisiong and in the
publication 6f the dictionary, the editién of the year 1864, with said
supplement and appendix, caninot 'be s0ld at 4 fair profit at retail for
less than about $12 a copy, and dt ‘wholesalo for less than $8 to $10 &
copy, While said edition of the yeir 1847, with or withbut the improve-
ments, Was, when new, ¢omtonly sold for $4.50 to $6, and can now
occasionally be bought, only at a secdnd-hand Look-store, for about §2
acopy. - o b et ' Lo
f Thg fofegoing allegations”of the bill'are true. After the copyright
upon. the editions of 1847 and 1859 had expired, Ogilvie'& Co., of Chi-
cago, caused t0'be. prifited and published a copy of so 'miich of the edi:
tion ‘of 1847 as’containéd the words and definitions, with the principal
part of the additions contained in the edition of 1869, including its ap-
pendix, of new words.  As this copy was iade from photo-lithographic
plates, the columns and gagih‘g were the same as'in the original edition.
The title-page was the firkt part of the title:page of 1847, and, in addi-
tion, purported to state the additional imaterial which wes contained in
the book, and at the’hott’pmpbf the page appeared, in distinct type, the
words, “Chicago, Illinois,  Published by E. 'W. Ogilvie Company, 9-15
River street. . 1890.” Thé book does not contain the gopyright notices,
the historical matter, the prefaces by the author, editor, and publisher,
or the advertisement which were ‘contaiied in the edition of 1847. It
is bound in the ordihary leathet binding of dictionaries and of Webster's
Dictionary, and contaihs upon the lid 'of the cover the words “Ogilvie’s
Edition.” - The ba¢k of the book has'the words “Webster’s Dictionsry”
in the ordinafy place in which the name of the bodk i$ printed, and be-
low is a label, containing the words, 1,500 Illustrations and Appendix
010,000 words.” ' The book, taken by itself, does not profess to be'a
reptinit of the edition of 1864, nor to be a late edition of Webster's: Dic-
tionary, unless that assertion is implied by the figures “1890” upon the
title-page; and I am’inclifled ‘to the belief that'theSe words denote the
year in which a book is.pribted, and do not necessatily denote that it is
a new edition of that yeaf.‘,’;"’The ‘book ' is, in appéarance, a poorly exe-
cuted reprint, upon poor’ paper, of the dictionary part of an old Web-
ster’s Dictionary, and would not deceive an’ intelligent person, who ex-
amined it, and who had 4 general knowledge of the subject; but'the un-
educated might easily be misled into the belief that: it was a modern
book. " The defendaiit. is ‘& cotporation, ‘which publishes a weekly paper
‘called the “Texas Siftings,* and bas pdrchased orobtained theoption of
‘buying & largé number of copies of thé Ogilvie book, which it is now un-
dertaking to sell. ~ Ag'an ‘additional inducement to subscribe for its pa-
per, the annuial price of which is four dollars, it ‘offers to furnish for five
dollars its weekly paper and a copy of Webster’s Dictionary, by which

publication of kgt
tained. by any oné ¥
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is meant the O, llme edxtmn, which it describes in one of its advertise-
ments in the followmg way: -
“Latest edmon . Weight nine. pounds, Contains 1 ()15 pages, 1 500 Il-

lustrations, and 10,000 new words Price $8.00, but glven free only to Texas
Sifting subscribers »

In another advertlsement 1t is called “Latest Edition. Price $8.00. »
After stating. that 100,000 copies of the dictionary had been printed for
the defendant, the advertisement continues, as follows:

“Webster’s Dictionary has herstofore been sold for no less a sum than
$10.00. a copy, but, owing to the extraordinary cheapness of paper, and
wonderful economy in labor connected with the improvements in machmery.
that enables publishers to print ten sheets in the same time and at the same
cost that they nsed to print one, we can offer this great and valuable diétion-
ary at a very much smaller pxice than it has ever been otfered before.”

In another advertisement, “Siftings and this Dictionary, which in
itself is worth $10.00, will be delivered,” ete. Another advertisement
contains this ]anguage-

“Mr. E. M. Pine, of the Phlladelphia lnqulrer, says: * This is the hest copy
of Webster’s Dictionary I ever saw,’ The editor of the Philadelphia Tiwes,
who received one of these dictionaries, wr.tes: ¢It is immense. Inclosed
find five dollars. Send another copy. ' We need it in our business. i

It is proved that two peérsons—one a student in a college in Penn-
sylvania, and the other a hotel-keepér in Pennsylvania—becamé sub-
scribers to the paper and bought the book upon the faith of these adver-
tisements, supposing that they were respectively to obtain a copy of the
edition of Webster’s Dictionary ‘which they knew commanded a high
price. ‘The inducement to send $5 to the publlshers was the expectation
of obtammg a copy of the edition for which $8 or $10 was the ordmary
price, and which they desired to own.  These advertisements were in-
tended and were calculated to deceive persons ‘'who were not familiar
with business. ' They did deceive at least two persons. They have un-
doubtedly accomplished, to some extent, the purpose for whlch they
were issued, The ingenious wording of the advertisements, and the
plausilble statement of the reasons which permitted an 88 or $10 book
to be given for $1, would naturully mislead many persons who  were
anxious to gep a valuable dictjonary, which they had theretofore been
unible to obtain. The'only §8 or $10 copy of Wehster's Dictionary is
a copy of the edition of 1864, or of one of its successors, and the efiort
of the defendants is to palm off upon the public its copies, which are
worth from $1.50 to $2 each, as the book of the plaintiffs, which is a
thing of much higher intrinsic value. No direct evidence was given of
the amount of the matter in dispute, but it is easy to see from the testi-
mony that the amount is such as to give this court jurisdiction.

Upon the preceding facts the law has been recently stated with clear-
ness. Merriam v. Publishing Co., 43 Fed. Rep. 450; Merriam v. Shoe,
etc., Co., 47 Fed. Rep. 411; Black v. Ehrich, 44 Fed. Rep. 793. The
plamtlﬂ's are not entitled to an exclusive use of the name “Webster’s
Dictionary ” upon copies of editions the copyrights of which have expired,
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for thd Hamb 18 not a trade-mafk.' 'Mere copies of .the edition of 1847
and 1859 can be reproduced by a publisher, over his‘own name, pro-
vided‘he makes no misrepresentatiphs to induce the public to believe
that it is another book, the right to publish which is the exclusive prop-
erty of the plaintiff. The mere form or size of the volume in which
Webster's Dictionary has: ordinarily appeared doés not, in the mind of
the public, coninect the plaintiffs with the manufacture of the dictionary,
and there is no characteristic of a trade-mark in such ordinary form or
size. * A court of equity would not probably hold:that the mere act of
the publication of this book, taken by itself, disconnected from any other
representationg or advertisements, or advertised. for what it actually is,
would be the subject of an injunction, upon the ground that such act
was an unlawful competition in trade. .The gist of this case consists in
the fact that the defendant, in its attempts to sell the book, made free
and ingeniouns use of misrepresentations, which were intended and ‘calcu-
lated to mislead the public into a belief that the book was the one which
had long been produced and sold by the plaintiffs. That such was the
natural effect of the defendant’s advértisementd" cinnot be doubted.
“Wrongs of this description, whereby, through an artifice of any sort,
the goods of one manufacurer become confused in ghe public mind with
the goods of some other manufacturer, may be redressed by a court of
equity.” Merriam v. Shoe, etc., Co.,supra. Thedefendant should be en-
joined against the circulation or use of advertisements or circulars which
tend to misrepresent the. character of the QOgilvie edition of Webster’s
Dictionary, or lead the public into the belief that it is a reproduction
of a modern édition of that work; and especially against the use of the
advertisements which are in evidence in this case, or of similar adver-
tisements. | If 'the book had not been advertised in the manner which
hag been described, I should not think it proper to require the defend-
ant to place any notice in the volume itself; but, inasmuch as these ad-
vertisements have been extensively circulated, and orders for the book
may heréafter be received by the defendant, which will be the fruit of
the advertisements, each book delivered by it or.its agents should con-
tain a notice, by printed slip attached to the title-page, that it'is a re-
print of the edition of 1847 of Webstér's Dictionary, with a list of the
additions that have been made thereto, aid which the book contains.
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Crarranooga Mepiciwe Co. v. THEDFORD é al.

(Circuit Court, N. D. Georgie. November 11, 1891)

TRADE NAME—~TRANSFER—CONSTRUCTION OF CONTRACT.

M. A. Thedford, owning a third interest in the right tomake and sell a compound
known as “Dr. A. Q. Simmons’ Liver Medicine,” formed a partnership with his
two co-owners, and for & time they prosecuted the business under the name of “M.
A. 'Thedford & Co.” Thedford afterwards sold his interest. in the right to his co-
partners, and also conveyed to them all his right to “the firm name and style of M.
A. Thedford & Co.,” “for the purpose of manufacturing, advertising, and selling
the ‘Simmons Liver Medicine,’ » provided, however, that in the use of the firm
name he was not to be responsible, “it being simply to be used as a trade-mark of
the business.” Held, that the grantees had theexclusiveright to use the firm name
in connection with the “Simmons Liver Medicine® only, and notin connection with
a medicine advertised as “M, A, Thedford & Co.’s Original and only Genuine Liver

. Medicine or Black Draught. ® !

In Equity. Bill by the Chattanooga Medicine Company against M.
A. Thedford and W. J. Satterfield for an injunction. = Denied.

This is a .bill in equity, brought by complainant against defendants
to enjoin the latter from manufacturing, advertising, and selling-the
medicine known as “M. A. Thedford’s Liver Invigorator.” Fora proper
understanding of the issues to be determined by the court in its present
decision, which is on the application for a temporary injunction, a brief
statement of the facts may be necessary. About the year 1840, Dr. A.
Q. Simmons, a resident of north Georgia, began the manufacture and
sale of what hagsince been known as “Dr, A. Q. Simmons’ Liver Medi-
cine,” “Dr. A. Q. Bimmons’ Vegetable Tonic,” ete. Subsequently, and
about the year 1856, Di. Simmons transferred to his son-in-law, J. H.
Thedford, the right to manufacture, advertise, and sell “Dr. A. Q. Sim-
mons’ Liver Medicines,” by whom, in 1872, the same was transferred to
his son, Miles A. Thedford, oneof the defendantshere. In thesame year,
Miles A. Thedford, who had formerly lived in notth Georgia, went to
Chattanooga, and formed a partnership with Nicklin & Rawlings, a firm
of druggists in that city, for the purpose of manufacturing, advertising,
and selling said medicines. A few years thereafter, Miles A. Thedford
went to Louisville, Ky., where, in 1873, he formed a partnership with
Edward Wilder and Robert L. Edgerton, under the firm name and
style of Miles A. Thedford & Co., with the object of continuing to make,
advertise, and sell said “Simmons Liver Medicines,” using the same
wrappers for their packages and bottles there that wereused-in Chatta-
nooga, except as to color of paper, ink, and place of manufacture. After
carrying on this business for a ghort time, Miles A. Thedford returned
to Chattanooga, and on'October 14, 1875, sold to William G. Smith
and Charles McKnight a two-thirds interest in his right, title, and-inter-
est in the manufacturing, advertising, and selling “Dr, A: Q. Simmons’
Liver Medicine,” at the same time forming a partnership with the said
Smith and Me¢Knight, under the firm name of M. A. Thedférd & Co.
On November 26, 1876, Miles A. Thedford conveyed to Z. C. Patten his
remaining orie-third interest. in the right to make; mix, manufacture, ad-



