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Pace Woven Wire Fexce Co. v. Laxp,
(Clreuit Court, E. D. Michigan. December 16, 180L)

1, PATENTS FOR INVENTIONS—ORIGINAL INVENTOR—PRESUMPTIONS FROM PATENT.
In asuit for infringement the introduction of the patent is prima racie proof
- that the patentee is the original and flrst inventor, and the introduction of subse-
quent letters, under which the alleged infringing device is made, does not over-
come this presumption,
8. SaME-~JOINT PATENT.
_.The issuancé.of a patent %0 two persons, as joint inventors, constitutes prima
.. Jacte.proof that the invention was joint.
8. BAMBE—INPRINGEMENT—EVIDENCE T0 SUPPORT BILL.

The'mere fact that defendant has constructed or is constructing, in accordance
with'a subsequent patent, machines which embody substantially the same devices
ocovered by complainant’s patent, and which are claimed to be an infringement, is
sufficient to supgort the bill when the answer admits that, if found successful, de-
fendant intends to sell machines and territory.

4. SaME—EXTENT OF CLAIM — DESCRIPTION —OXE DEVIOS WITH SEPARATE FUNOTIONS
~WIRE-FENOE MACHINE, :

-Letters Y:wnt No. 414,844, fesued November 12, 1889, to John W, Page and Charles
M. Lamb, is for an improved machine for weav‘i;f wire fences. The essential de-

~ vioe is & hollow needie, approximately oylindrical in shape, open alonf one side,
and adapted to straddle the warp-wire and. rotate, so as to wind about it the woot-
wire, with which it is threaded, forming’ a knot, at the same time having a
alight longitudinal reciprocating motion, to give the knot an elongated forward
twist, which, as stated in, the speciflcations, “is desirable because of its ex-
treme socurity.” The inventors state that, qwfng to the complicated nature of the
mechanism, t eg have deemad it desirable to give a detailed description, but that
they do not wish to limit their invention to the details of construction, and that
the claims are intended to be construed as broadly as the state of the art will per-
mit. - Claim 12 covers “a longitudinally-slotted needle, adopted to hold the woot.
wire, and supxiomd. to rotate in its bearlnqa, substantially as and for the purfose
set forth.” Claim 14 is the same as claim 13, with the addition that the needle is
to “be reciprocated longitudinally, » for the purpose set forth, Held, that claim 13
covers the needle without the reciprocating.longitudinal motion to give the knot
the preferred “forward twist, " and is infringed bg a device constructed under let-
ters patent No, 485,042, and’ jssued August 26, 1890, and which is essentially the
same a8 the needle, omitting this reciprocating feature. L
8. BoME—CONSTRUOTION OF CLA1MS. . )
A construction which will'thake two distinct claims of a patent cover, not differ.
‘ent things, but one and the same thing, is to be avoided, if possible; and, where a
.device performs two distinct operations, & claim may be based upon each withous

’ "Qoverln'g the other.

x ‘Illtl Equity.  Suit by'i‘.‘hé bPag'e Woven Wire Fence Company agamst
Abel Land for infringement of a paternt. Injunction granted. :
«i! Dyrenforth & Dyrenforth, for complainant. oo

- Grant Fellows; Salsbury & O'Mealey, snd M. F. Chambiin, for defendant.

Jackson; Cireuit Judge. © The complainant corporation, .or assignes
Jf the entire right, title, and interest in and to letters patent of the
United States No. 414,844, granted November 12, 1889, to John W,
Page and Charles M. Lamb, for a new and useful improvement in wire-
fence machines, brings this suit against the defendant, Abel Land, for
infringement thereof. The bill, which was filed September 13, 1890,
contains the averments and allegations usual in such ecases, and need not
be specially noticed. In his answer the defendant denies knowledge of
complainant’s title to said letters patent, but admits the issuance thereof
at the date stated to said Page and Lamb. He denies that said pats
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entees were the original, first, and joint inventors of the patented ma-
chine described in said letters, and states that said patentees—
“Surreptitiously and unjustly obtained said letters patent for that which was
in fact invented by this defendant and his son, Stephen Land, and who were
using reasonable diligence in adopting and perfecting the same, as was well
known to said Page and Lamb when they applied for their letters patent.”

He admits that he had made one or more machines in accordance
with letters patent No. 435,042, granted to himself August 26, 1890,
and. that he intends to use them, and others like them, for specified
business purposes, if found suitable, but he denies that his machines in-
fringe complainant’s patent. . The assignment of said letters patent to
complainant is fully established, and its title thereto was not questioned
at the'hearing. The defendant offered no proof in support of his denial
that Page and Lamb were not the original, first, and joint inventors of
the patented machines covered by and described in said letters patent
No. 414,844, nor did-he make any attempt to establish the claim set up
that he and his son were the real inventors thereof. These questions
are therefore out of the case, under the well-settled rule that complainant’s
introduction in evidence of his patent in due form is sufficient to show
that he is'the original and first inventor of his device or improvement,
as the same may be construed and defined by the courts, unless suffi-
cient evidence to overcome that presumption, and to establish the con-
trary allegation of the answer, is exhibited in therecord. In other words,
the burden of proof is on the defendant to show that the patentee was
not the original and first inventor. Ransom v. Mayor, etc., 1 Fish. Pat.
Cas. 2562; Green v, French, 21 O. G. 1351, 11 Fed. Rep. 591; Double-
day v. Beatty, 22 0. G. 859 11 Ped. Rep 729; Stone Co. v. Allen 14
Fed. Reép. 353; Agawam Co. v. Jordan,7 Wall. 583 Seymour v. Osbome,
11 ‘Wall, 5383 and Mitchell v. Tzlqhma'n, 19 Wall. 390 391x The let-
ters patent su‘bse‘quently granted to the defendant do not overcome this
prima facie presumption in favor of the prior patentee. Dental Vulcanite
Co. v. Gardner, 4 Fish. Pat. Cas. 224, and cases cited. It is also settled
that said letters patent to Page and Lamb as joint inventors, is prima
facie evidence that the invention therein described was joint.,  Hotchkiss
v. Greenwood, 4 McLean, 456. _

At the hearing counsel for respondent contended that the proof failed
to establish the fact that the defendant at the time the bill was filed had.
made or caused to be made, and had used for the manufacture of wire
fence, one or more machines containing and embodying as a part thereof
the inventions and improvements described and claimed in complainant’s
letters patent. Without reviewing the evidence, we think it is clearly
shown by the testimony of the witnesses Harvey and Abbott that prior
to the filing of the bill on September 13, 1890, the defendant had con-
structed, and used the same in the making of wire fencing, one or more
machines which it is claimed embodied complainant’s invention, and
which contained substantially the same devices described in letters pat-
ent No. 435,042, issued: to him August 26, 1890. It admits of little
or no question, under the proof, that prior to the grant of said letters



938 40", 'FEDERAL REPORTER, vol 49.

patent  No. 435,042 he was constructing machines in-accordance there-
with, which he admits in his answer he intends to employ in making
enough fence to test, and, if found snitable for the.purpose; “to sell ter-
ritory and. machines for the manufactare of wire fence.” ' Under these
cirfumitances, ’thep'pr”xuij“)lé;inant’s bill wag not prematurely filed. Even
if defendant had not ‘priof'thereto actually constructed machines for the
manufacture of wire fenice embodying the woof-winding mechanism cov-
eréd ‘by complainant’s letters patent, his intention to try machines em-
bodying said invention, and, if found suitable. for the purpose, to sell
the same for the m#nufacture of wire fence, would be sufficient to sus-
tain:the bill. In such cases, courts of equity recognize and enforce a
larger and more remedial process than can be obtained in actions at law.
tl‘his.f(iis clearly stated in Woodworth v. Stone, 8 Story, 749, 750, where it
is said: CI = :

-“Thevase is not that of an action at law for the breach of & patent, to sup-
port ‘which it is indispensable to establish a breach before the suit was
brought. . But in equity the doctrine is otherwise. A bill will lie for an in-
Junction If the patent-right is admitted, or. has been established upon well-
grounded proof of the apprehended intention of the defendant to follow [in-
fringejl the patent-right.” " A bill quia timet is an ordinary remedial process
in equity.” o ’

While the bill rests p_rinlnari]y.upo‘n the theory of actual prior infringe-
ment, still if that was not sustained the court can, under the prayer for
general relief, proceed to protect the complainant’s right from intended

infringement by the exercise of its remedial process in the shape of an
injunction, if the case warrants such relief. .

The remaining and real controverted question in the case is whether
the defendant in the machines constructed or intended to be made by
him for the manufacture of wire fencing infringes the complainant’s pat-
ent, or.embodies any of the devices thereof covered by its claims, A
full and detailed description of the letters patent sued on is not deemed
necessary to the correct determination of this question. The patent in
its entire mechanism is exceedingly elaborate and complicated, contain-
ing 8 sheets of drawingg, with 37 figures, 10 pages of specification and
descriptions, and 21 different claims. As stated in the specification,
the invention relates to a, machine for manufacturing wire fences, and its
operation, taken as an entirety—

“Is in the nature of & weaving operation, the wires referred to as constitut-
ing the horizontal fence-wires affording the warp in the weaving, and those
referred to as the vertical or stay wires affording the woof. The warp-wires
are fed from spools in desired number and at required distances apart to the
take-up mechanism, which receives the finished article, and is actuated inter-
mittingly to take up lengths thereof, and alternates with a woof-wire wind-
ing and stringing device, which as soon-as a finished length of fencing has
been taken up,.is actuated-to travel transyersely across the warp-wires, stop-
ping at each, snd winding around it a woof-wire, with which it is threaded.”

This woof-wire winding and stringing.device or mechanisn-and its op-
eration is described at length and in great detail, and it is stated that at
the forward end thereof; tlvers ig— . .+ .. = - :
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“A hollow needle, 8, (Fig. 28,) of approximately cylindrieal shape, and open
along one side, haying formed or provided around it near its center a plmon,.
¥, divided by a circumferential central groove, S?, and so supported in its
bearmgs as to permit to it a rotary and also a slight longitudinal reciprocat-
ing motion, and the forward end of the needle is threaded with the woof-wire,
just about long enough to reach across the warp-wires when wound around
each, and which we prefer to provide in the form of a coil, 85, (Fig. 29.)”

The operation of this needle when set in motion is first to fall upon or
straddle and surround the first warp-wire at the right-hand side of the
machme, and then to rotate about and reciprocate longitudinally along
that wire, thereby winding around it the woof-wire, with which it is
threaded, ‘and forming a-knot in the shape of an elongated forward twist,
as represented in Fig. 80, which form of knot, as stated in the specifica-
tion, “is desirable owing to its extreme security.” The woof-winding
device rises and shifts automatically from one warp-wire to another, and
the threaded needlestraddles and winds the woof-wire three times around
each warp-wire throughout the series, when the device returns automat-
ically to the place of beginning, to repeat the operation upon a new sec-
tion of fence. The needle, 8, at the forward end of the woof-wire wind-
ing and stringing mechanism, performs two separate and distinct fune-
tions or operations. By its rotary action it operates to wind the woof-
wire, with which it is threaded, around each warp-wire, 80 as to make
the tie or knot required for the desired mesh of the fence, and by its
slight longitudinal reciprocating motion it operates to make snch knot
in the shape of an elongated twist; that form of knot being considered
by the patentees most desirable for security.

After describing at great length the drawings and devices of their ma-

chine, the patentees state that— .
“The extremely complicated nature of the mechanism constituting our ma-
chines, a8 illustrated, and of the operations of the various parts, has rendered
necessary, we think, or at least advisable, the foregoing detailed description,
We wish, however, to bave it clearly understood that we do not cousider our
invention to lie in mere details of the construction, many of which may be, as
we and others skilled in the art to which our machine relates might readily
suggest, altered and simplitied, and some even entirely omitted. The ap-
pendeéd claims are therefore intended to be construed as broadly as the state
of the art will permit for a machine involving generally any construction
which, when broadly considered, is analogous toours for its purposes—First,
with relation to the warp-wires alone, and this whether or not the latter are
coiled; second, with rélation to the meghanism which will antomatically wind
and string the woof-wire across the warp-wires; third, with relation to the co-
operation-of the warp and woof wire weaving mechanisms.”

Then follow numerous claims relating to the different’ devices by
which the warp-wires:are caused to progress 1nterm1tt1ngly, by which
the wool-winding mechanism is carried across the 'series of warp-wires
from one to the other, by which the wool-winding ‘mechanism, -after
having completed the operation, is returned to its starting point, by
which the finished fence, as it is constructed, is_stored upon the reel.
These and several others, relating to other features of the patent, are uot
jnvolved in the present-suit, and need not be noticed. :
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- The twelfth'claim, of which alone infringement is asserted and relied
upon at the héaring, relates to the needle dev1ce, by which, as the woof-
wire is carried to each warp-WIre of the series in turn, it is Wound around
or about each warp-wire, thus forming the mesh of the fence. Said
twelfth claim is as follows:

“In adevice for use in the manufacture of wire fence, comprising wires
crossing each other, and secured together where they cross, for winding and
strmgmg a woof-wire upon the warp-wires, a longitudinally-slotted needle,

S, adapted to holu the woof-wire, and supported, to rotate in its bearing, sub-
stantlally as and for the purpose set forth.”

It is said on :behalf of complainant that this device constitutes the

fundamental - principle of the patentee’s machine, and is the nucleus
about which all other mechanisms of the patent are formed, and which
thust. be found in all other machines constructing or manufacturing sim-
ilar fence, to render their operation successful. There is no. proof in
the: record .showing:the state of the art on the subject of wire-fence
manufacturing, machines when. complainant’s patent was. granted. It
may therefore be assumed in its favor that said patent is of such a
pioneer character as to entitle its claims fo a broad and liberal construc-
tion, such as will sustain the patentee’s.invention.
+ The complainant’s expert, William S, Bates, after stating that defend-
ant’s woof-winding mechanism was substantially the same as that de-
scribed in-the patent sued on, proceeds to give his construction of said
twelftn claim, and a comparison thereof with the correspondmg mechan-
ism in defendant’s machine, as follows:

“The twelfth claim in terms refers to a device for winding and stringing
woof-wire upon the warp-wires of a wire fence, The mechanism claimed in
the claim is a longitudinally-slotted needle, adapted to hold the woof-wire,
and supported. to rotate in its bearings, as set forth in the specification and
drawings of the'patent. This needle issupported that it may be moved across
the fence from side to side, It may be stopped opposite each warp-wire, and
may there be moved towards the wire, so that the slotted needle straddles the
wire, (warp,) bringing the wire into its axis. It is then revolved, and winds
the woof-wire upon the warp-wire, and it is then raised (automatically) off.
the warp-wire, and moved on to.the next one, where the same operation takes
place. - The slot in the needle enables it to straddle the warp-wire and release
it again, so as to. wind the woof-wire around it, and pass on to the next warp-
wire.. ‘The needle is supported in the bearing so that it can revoive on the
arm,; which i3 pivoted so as to carry the needle towards and from the warp-
wire, - - This arm also travels across the fence to move the needle from one
wire to another, "The needle itself is composed, essentially, of a pinion, by .
which it is revolved, a slot in the pinion to enable it to straddle the warp-
wires, and a bearing to support it, and the eye through which the woof-wire

-is threaded, so that it:is carried by the needle. Other parts of the de-
viee are immaterial to-the subject of thisclaim. Turning now todefendant’s
woofywinding mechanism, I find in it an arm which travels across the fence
from side to side, which is adapted to stop opposite each warp-wire. This
arm is pivoted, so that it can approach and recede from the warp-wire, and it
has 4 pinion mounted in abedaring in it, and corresponding with the pinion
of the complainant’s patetit; - ‘This plmon in defendant’s mechanism is slotted,
to enable it to straddle the warp-wires; it has a bearing to support it on the
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atm, and it has a projection with an eye in it, ‘through ‘which the woof-wire
is‘threaded. The woof-wire is thus carried by the slotted pinion, and when
the pinion. straddles the wa1p-w1re and it. is revolved, the woof-wire. ig
twisted around the warp-wire.. When the pinion leaves the warp-wire, and
moves on to the next, it carries the coil of woof-wire with it, and twists it
around the next warp-wire, and so on across the fence., This device in de-
fendant’s mechanism, therefore, has all the material elements of the complain-
ant’s mechanism as défined in thetwelfth claim of the patent. Both mechan-
isms have what is called in the patent ¢ a longitudinally-slotted needle;” that
is, they both have a slotted pinion, mounted in a bearing so that it can re-
volve, and pxov1ded with a projection and an eye in it, through which the
woof-wire is threaded. The mode of operation i the same in both of them;
that is, they straddle the warp-wire, bring the wire into the axis of the needle
or pinion, by virtue of the slot in it, and thus revolve, carrying the coil of
woof-wire around the warp-wire, thus twisting it around the warp-wire, and
then by virtue.of the slot leave the warp-wire, and pass on to the next one,
and repeat the operation... The -function and mode of operation being the
same, and the imnportant parts of construction being the same, I consider that
the two devices are identical, notwithstanding some slight differences of form
which exist.”

He then points out as differences of form the fact that the projection
which carries the needle in cothplainant’s device is nearly cylindrical, or
in the form of a slotted sleeve, while in the defendant’s arrangemient the
ugeless portions of metal are cut away, leaving an arm which is nearly
flat; projecting from the pinion; also, that the pinion in defendant’s de-
vice is larger in proportion than in complainant’s. ‘Again, complain-
ant’s needle revolves always in the same direction, while the defendant’s
revolves alternately in opposite directions, thus changing the direction
of the wind of the woof-wire on the warp-wire. This, it is said, is' a
mere matter of choice, depending upon the gearing of the needle, and
involving only mere matters of mechanical preference. Again, the
needle in complainant’s mechanism, as it rotates to wind the woof-wire
upon the ‘warp-wire, is also moved longitudinally to a slight extent, so
as to cross the coil or tie of the woof-wire, and thereby form the elon-
gated twist-knot already mentioned. In the defendant’s mechanism
there is no such longitudinal reciprocating motion. This last difference
in the two devices is the one ‘mainly relied upon. by defendant and his
expert to establish non-infringement. This slight longitudinal recipro-
.cating motion of the complainant’s needle is not in terms referred to in
said twelfth claim, and is clearly shown not to be necessary in the manu-
facture of wire fences, but it is described in the specification a8 desira-
‘ble, for thé reason that it operates to form an elongated twist-knot, which
has greater security than the simple crossing of the wires. The pomtlons
taken on behalf of defendant are—First, that said longitudinal recipro-
cating motion of the needle in the woof-winding mechanism of the pat-
ent, having been described as one of its functions or operations, should
be taken as an’ essential élement of the device or combination covered
by the twelfth claim, and which the court cannot properly tréat as im-
matenal under the rule laid down in Water-Meter v. Desper, 101-U. 8.

332, and Gage v Herring, 23 O, G. 2119, 107 U. 8. 640, 2 -Sup. Ct.
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Rep. 819, that.a.patentee makes all the elements of a combination ma-
terial by:therestricted form of this claim; second,-that the separate ele-
ments: of whichl the oombmatlon' is- cumposed are not included:in the
monopoly of tie' Patent a8 held in Rowell v. Lindsay, 81 0.'G. 120,113
U. 8.97,8 *Sup Ct. Rep. 507, and Voss v, Fisher, 30 O, G. 1096, 113
U. 8. 213“5 8up, Ct. Rep., 511 and, third, that the patent bemg for
a combmauon otP several e]ements. and defendant not using one of them,
—viz., the longitudinal reciprocating motion of the needle or pinion,—
there i 1s no infringement, upon the well-settled doctrine illustrated by
the cases of Vance v. Campbell, 1 Black, 427; Dunbar v. Myérs, 11
0. G. 85, 94 U.’8.187, and othet authorities.

. The declsmn of the case accordingly turns upon the question whether
claim 12 of the patent is to be restricted by descriptive limitations;
. that is to say, by reading into it, as a material element thereof, the slight
longitudinal reciprocating motion of the needle, S, as counsel for delend-
ant contends. - If the claim'is thus restricted, there is clearly no iniringe-
ment. “If it is niot construed to iticlude such longitudinal reciprocating
motion of the needle, it is equally clear that there is infringement. As
already stated, the claim-does not in terms mention this longitudinal
motion of the needle, but.refers to its rotary action. The object and
purpose.of the two motiong were essentxally distinct and different. ‘The
rotary motlon was intended and operated to wind the wool-wire around
the warp-wu'e, to form: the mesh of the fence. The longitudinal recip-
rocating motion was designed and operated to form a knot of such shape
as the, patentees considered most desirable for security. It was prefer-
ential in its character, .The mechanism as a wool-winding device for
crossing the woof-wire around the warp-wire is in itself complete and
operative without the longltudmal motion of the needle. That the pat-
entees did not intend to cover the lafter feature and operation of the
needle by the itwelith claim is. clearl.y shown by the fourteenth claim,
which dlstmct]y and ip. express langnage ing¢ludes such motions of the
needle. The 1ourteenth claim is as tollows: . G

“In a device for:use in the  manufacture of wire fence, comprising wires

crossmg each other, und secured together where they eross, for winding
and stringing & woof-wire upon the warp-wires, 8 long tuuinally-slotted
needle, 5, adapted to hol [he woof-wire, and supported, to be rotated on its
own'uxis und be reviprocited lougxt.udinally in s beanng. subsnanually as
lind for the' purpose set forth,”

It is perfectly xnamfest, therefore, that the patentees intended by the
fourteenth claim. to cover both the rotary and the longitudinal recipro-
cating motions of the needje, S, and that the twelfth. qlalm was intended
to cover oniy the needle’s rotary motion. The constryction which de-
fenfiant’s counsel, qontend for wxl] make t,hq twelfth and fourteenth claims
identical. In, Tondeur v, Stewart, 28 Fed. Rep. 561, it was said by Judge
AcHgsox that a construction which would make two dxsnpct claims of a
patent cover, not. dlﬂ'erem, things, but one and the agme thing, was a re-
sult to be avoxded if possible.  Tondeur v. Stewnirt presented substan-
tially. the same ques’uon invoived in thzs case, When a patented device
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pétfors two istinet operatlons and for distinet purposes, no reason is
Perceived why a'claim (bhsed thereon may nét be-made to cover only one
of such operations without including ‘the other. - The twelfth:claim of
the patent sued on relates to theslotted needle, 8, not generally or broadly
as described in the specification, but only as it is adapted to hold the

woof-wire, and supported, to rotate in its bearing, substantially as and
for the purpose (not purposes) set forth. The purpose of the rotary
motion of the needle, as set forth, was only to wind the woof-wirearound
the warp-wire. That was its main and most important function. That
feature the claim was intended to cover. The longitudinal reciprocat-
ing motion of the needle effected by or through the circumferential
groove, 5% and employed to form a knot of certain preferential shape,
is carefu]]y omifted from the claim. No good reason appears for read-
igg that featurs of the needle’s movement into the claim. Thereis noth-
ing in the specification which may be looked to in- ascertaining the true
scope of the invention which will warrant the court in so construing the
twelfth claim as to makg it include by intendment or operation of law
the Jongitudinal reciprocating mation of the neédle, and thereby make
said claim identical with the fourteenth claimof the patent; nor is there
anything’ disr:losed by the record as to the state of the art which should
lead the court to so restrict the claim'as to thereby protect the infringer,
who has embodied the very' essence of the patentee’s invention. The
patent in our opinion is entitled to a more liberal construction, such as
was adopted ‘in Lake Shore & M. 8. Ry. Co. v. National Oar-Brakc Shoe
Co., 26 O. G. 915,110 U.'S. 229-238, 4 Sup. Ct. Rep. 33. ' The claims
of the patent there sued on (No. 40 1,56, granted to James Bllng, Octo-
ber, 1863, for an improvement in car—brfl'es) ‘Were a8 follows: '

“(1) The shoe, A, and sole, B, both being <enstructed and adapted to each
other, substantially as described, sothat the sole can ha.ve a lateral rockmg
wmovement on the shoe, for the purposes specified.

“(2) The combination of shoe, A, sole, B, clevis, D, and bolt, G. the whole
baing dongtracted and arranged substantially as. apecnﬂed »o

“'Only the second claim was saed on. The' deferidant contended that
the element of ‘the lateral rocking motion or movement of the sole, B,
should 'be read into the claim, as it was described as one of the featutes
of the solé’in the specxﬁcatxon It was held both'in the lower court
(4 Fed. Rep. 219) and in the supreme court that this contention 6n be-
half of ‘defendant could not be sustained; that the intent to cover a
broader constraction was fairly deducible 'from the specification, and
nothing appearing to show that the patentee was not entitled to' the
broader construction. That suit involved almost the direct point under
consideration in the present case, and is conclusive against the restricted
construction which it is sought to have placed upon the twelfth claim.

" The conclusionof the court is that the slight longitudinal' reciprocat-
ing motion of the needle, 8,8 not an element of the twelith ¢laim,
and that the device ‘covered by said claim is mfnnged by the defend-
ant’s riachide, It follows that complainant is entitled to' the relief
sought by its bill, and' that defendant should be‘enjoined from farther
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infringement, which is aceordingly so ordered and adjudged, with costs
of suit to be taxed against the defendant, The usual reference may
be had, if desired, by complainant. 4 '

~‘Mimriau  al. v. Texas Srrrvas Pus. Co.

A

Cireuit Court, 8. D Néw York. March 18, 1802)

R
H

L CorrriGAT—REPRINT—FALSE REPRESENTATIONS—TITLE-PAGE.
... The date 1890.0n the title-page. of a regript of Webster's Dictionary, edition of
1847,—~the ;o,o‘gyrl, ht having expired,—indicates the date it was printed, and is not
a répresentation’ that it is & new edition 'of that year, though the book does nob
‘Tepresent iteelf t0 be a mere reprint. . . .
8. BAME—ADVERTISEMENTS—INJUNQTIQN... gy - . )
Defendant advertised a reprint of the 1847 edition of Webster’s Dictionary, the
copyright: havingiexpired; as “latest edition, 10,000 new words, ” eto., old price $3;
and that tgq new low price of $1- was made. gpssible y improvements in m?ch_in-
ery, etc. eld, on application of the owner of the copyright of subsequent editions,
thiat defendant be; enjoined: bgainst’ the further circulation of such misleadin
advertisements, and that, because of their already extensive circulation, & printe
slip must thereafter be attached to' egth book, stating it to be a reprint of the edi-
tion of 1847, ' " S I >
8. TRADE-MARK~WHAT CONSTITOTES—WEBATER'S DICTIONARY.
 'There is no characteristic of & trade-mark in the words “ Webster’s Dictionary, ™
“ ‘orin the form oOr size of that wotk s usually printed by G. & G, Merriam, such a#
to prevent ita use by others in :publishing old editions on which the copyright has.
_expired. Merriam v. Shoe Co., 47 Fed. Rep. 411, followed. ,

: " N

In Equity. . Bill by Homer Meérriam and others against the Texas
Siftings Publishing Company for an injunction. Granted.

Charles N. Judson, for plaintiffs, ~ - I

Pierce & Fisher, for defendant.

SureMaN, Dist¥iet Judge. This is a bill in equity, brought by.the
plaintiffs, who were and are owners,of the copyrights in various editions
of Webster’s Unabridged Dictionary, and publishers thereof, to restrain
the defendant.from offering for sale.or selling a cheap reprint of the edi-
tion of 1847 under representations which import that it is a copy of the
edition of 1864.0r of one of its successors, upon which editions the plain-
tiffs have expended a large amount of money, and. which have had a
high reputation.. The bill is not based upon any supposed trade-mark
rights in the name “Webster’s Dictionary.” It has no substantial foun-
dation upon any alleged imitation or simulation of the external appear-
ance of the plaintiffs’ edition of 1864. Its proper foundation is upon
the alleged attempts of the defendant to pass off upon the public a repro-
duction of an inferior edition which had long since gone out of the market
and into generai disuse, as the superior and widely known edition which
had been prepared and published by the plaintiffs or their predecessors
at great expense. 'The bill alleges, in substance, a8 follows: That the
edition of 1864, which was published originally by the firm of G. & C.



