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ing.the. design, iIn. Gorham, Co. v, ] ,lptte, 14 Wa,ll 528 the“rule 1e
8l t B8 gh Ll h
* .15 Wa, beld, therefore, t};e},,if jq xthe eye ot an ordinary ebaerver.} gmng
such at iqn as a purcl;aser sually gives, fwo des1gns are euhst,qntlally the
same; if the resemblance i§ ; ch as% ‘deceiveé such an obserVer, mducmg
him to purchase one supposmg it to be the other,—the ﬁrst one patented is
infriuged by the other.” o
The test'of mfrmgemént in design patents is more analb outs to that
apphed in “ttade-mark cases ‘than' to that adoptéd ih respect to pat-
ents 6 'mechanism. TeétimOny of experts is admissiblé in deterinin-
ing whéther two mechani ms"dre eubstdntially 1dentlca1‘ whﬂe in des1gn
patehts, resting almost’ wiielly upon aplseiirances » the tedt of sameness
is detérmined by the’ eye ‘of the ordmary observer, giving ,euch attention
88 s purchaser usoally giveb ‘Which is stubstantially the same principle
‘ apphed in trade-mark. cases Applymg this rule to'the present case,
the court has, mthout hesﬁhtlon or doubt reached the' canclusion that
défendant’s large jar as ng made is an infrmgement of ¢ompla1nant’s
patent The decisions Which, ini the opinion of the ¢otirt, fully sustain
" this conclusion, both on the testlmony and inspection of the articles and
designs, are the following! ' Root v. Ball 4 McLenn, 177; Perry v. Star-
rett, 8 Ban. & A. 485; Gorham , Co, V. Whue, 14 Wall. 511; Miller v.
szth 5 Fed. Rep. 359 Jmmngs v. Kibbe, 10 Fed. Rep. 669' Wood v.
Dolby, 7 Fed. Rep. 47 008 V. Friedman, 18 TFed. Rep. 825 Tom-
lc'mson v, Mamyactunng 23 Fed. R 895; New YO'rk Belting &: Paclc-
ing Co. v. Neib Jersey Ciir' Spring Co., g Fed. Rep. 536
3. That deferidant’s’ mfrmgement ‘of the first claim’ o{; the patent was
80 deliborate and mtentmnal a8 to wan‘ant the’ oourt, under the act of
February 4, 1887, in 1m osing ‘upon. it  the payment of the $250, as
pmyed for in the bill.” .follows from, the foregomo conclusion that
complamant is entitled to'the relief sought by his bill, and a decree in
his favor is rendered s C}ingly The defendant; ’hull ‘be’énjoined from
further infringement, Will be chargéd with the sum-of $250, will be
t,axed with the costs of the suit, and the usual reference for an account
to ascertain profits. ‘made - by défendant or damages sustamed by com-
piamant wxll be’ dlreqted. . IR
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CAMPBELL Pm'mze-l’nkss & MANUF’G Co. v MANHA'I'I‘AN Ry. Co E'
‘ (cmun C‘m.m. s. D. New York. March ) 13#2.)

1: !'xmn-rs FOR. vanmonwiﬂnmewnwAmm NG, f;~‘;'
..~ - Where infringement is admitted, damage is preeumed,, and the owner of the pat-
ent is entitled to’ & re eren e for accouhtlng, wif.hdut giv!ng epeciﬁc evxdenee ot

J dlamage. I pusd e

,2. 8 -INJUNCTION, .,

ere; in a suit nga.iust a raﬂroa.d coznpany for lnfrlngement., 'the answer admits
' the validity of the’ patent, complainant’s title t.hereto, and ‘the infringement, the
.company cannot avoid.an absolute imunotaon by averring that the inveution is of
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t.nﬂing value, and offering w submit toa’ decree for nothinal: past damsges, and to
an injunction against: the-adoption of any more of the patented artw&es, on ¢ondi~
B1;1011 of the uqd;}turbed use, of those already ypon its trai.-ns
8. Bame, -
" On the quesﬁdn #8 0 Wwhothér an’infunction’ sliould issue, 1t is —lmmaterlal that
ii;- the owner of the,patent has never made, ysed, or:spld any of the patented articles,
or licénsed any oné to'do #0; especially when it appears that le has not done 80
because defenddnt and dther railroad’ companies, being unwilling. to pay the price
. asked by him,-adppted: hia invention without laave, expeoting to pay a less'sum
. by way of damage:; fot infringement..
4. Baye—HArDSHIE,
- Defendant cannot osoape the lnjunotlon on. t.he ground p’f lmz‘dahip to itselt or to
,t.he public, since the decree may provide for a gradual removal from its cars of the
" 'patented aiticle, b a8 not'to cause the withdrawal from service of a large amount
of rolling stodk at any onétime; and for that purpose the amount of rolling stock
-required and ﬁ,ﬁv‘ailable for its busmesa may be proved by affldavits or the ota.l ox-
‘ nmmation of i supex*lutenddnt as’ m‘as'l:er mechanic.

In Equity. Slllt by the Campbell Prmtmg-Press & Manufactunng
Compan y agamst the Manhattan Railway Company for mfnngement of
a patent. ' Decree for injunction and an accounting. ‘-

~Chas. De' Hart Brower; for complainant,. -

Davwies, Short & Touwnsend, for deferidant.

Lacomsg, Circuit Judge. The complainant is the owner of letters
patent No. 401,680, granted April 16, 1889, to Edward S. Boynton for
a**new and usetul 1mprovement in valves for pneumatlc pipes or tubes.”
The second claim'of the patent is: '

“(2) In combination with an external pivoted valve, a self-closing device,
consisting of & compréssive helical spring héld within a tubular guide, formed
tipon or attached to said valve, between one end of said guide and a stop at
the!pivotal point-of the valvé, substantially as.and for the purposes set forth.”

This claim was sustained by Judge Cox in Campbell Printing-Press
& Manuf'g Co. v. Eames Vacuum Co., 44 Fed. Rep. 64, and disclaimer
88 to the first claim was duly entered in the pat.ent-ofﬁce prior to ‘the
bnngmg of thissait. - The bill charges infringement of this second claim,
prays 1njunct10n and accounting, and expressly waives answer under
oath. A prellmmary injunction was refused. Campbell Printing-Press
& Manuf’q Co. v. Manhattan Ry. Co., 47 Fed. Rep. 663. The case now
comes up for final hearing upon b111 answer, and replication. The an-
swer (unverified) admlts the grant of the letters patent, and complain-
ant’s title thereto, and that they are good and valid as to the second
claim thereof. It further ‘admits that since April 16, 1889, (the date
of the issue of the patent,) defendant has used couplmgs embodymg the
invention covered by the second claim, and that the number go used is
2,678, on 1,017 cars and 322 locomotives, some of said couplings hav-
ing been apphed before April 16, 1889, and others from time to time
since. It further avers that the invention is of trifling, if any, pecun-
iary value; that complainant has never made, used, or sold the patented
invention, and has never licensed any one to make, use, or sell the same;
that the defehdant uses it upon cars constantly employed by it in the
transportation of ‘passengers, and that an m;unctmn would be a hardshlp
to defendant, would seriously inconvenience it in its passenger carrying
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service, and would be of no benefit to complainant. = It offers to submit
to'a final decree for injunction against the use of any additional infring-
ing couplings. For the past and future undisturbed use of those which
it has:placed upon its-cars, without leave or license of the owner of the
patent, and in'admitted viclation of the rights secured to such owner
thereby, it also offers to submit to a judgment for nominal damages.

To the complainant’s application for an &ccounting before » master it
is objected that it has not glven specific evidence of damages sustained.
But under the pleadings it is not necessary for the complainant to give
such proof. = Infringement is admitted, and from infringement damage
and deprivation of profits are presumed. -Wooster v. Muger, 20 Fed.
Rep. 162. To what extent, and whether ‘nominal or substantial,. is a
matter to besettled on the accounting. Complainant has shown all that
is necessary o entitle it to a decree gending the case to a master, when
it has shown infringement, of & valid patent owned by itself.. Brickill
v. Mayor, 7 Fed. Rep« 479.. The decision of Judge Brown in the case
at bar (48 Fed. Rep. 344) did not.pass upon thig point. It only settled
aquestion of practice, holding that a motion at chambers was not proper
procedure.

- The contention -of the defendant that, because it is willing to pay
nominal damages for past infringement; an injunction to restrain future
infringement should mot issue, is unsound. In Birdsell v. Shaliol, 112
U. 8. 487, 5 Sup. Ct. R'ep 244, the supreme court held that “an in-
fringer does not, by paying damages for making and using a magchine in
infringement of a patent, acquire any nght himself to the future use of

" the:machine, - On the contrary he may; in addition to the payment of
damages for past infringement; be restrained by injunction from further
use, [citing authorities.]”. . See, also, Matthews v. Spangenberg, 15 Fed.
Rep.. 813; Bragg.v. City o Stockton, 27 Fed. Rep. 509. The proposi-
tion advanced by the detendant is practically this: If an ‘inventor,
whosge patented improvement in locomotive machinery, although valid,
is of but trifling value t0 a'common carrier, himself thinks it valuable,
and therefore demands 4 llcense fee for its use, hlgher than such com-
mon carriers as would like'to use it ‘are w1]l1ng to pay, they may never-
theless appropriate his invention to their use, may place it on their cars
and locomotives without his permission, and may continue to use it till
it wears out, without interference, on, the ground that to remove it would
inconvenience the public; and that for such enforced license they should
be made to pay, not the fee the inventor asks, but such sum as a master
of the court may think the invention is worth. Baldly stated, the con-
tention is that, when a patentee asks a price for the use of his patent
higher than users wish tp pay, and refuses to license its use except at
such price, it may be confiscated and sold to whoever wants it, at a
price to be fixed by a United States circuit court. Whether or not such
a qualification of the’ monopoly secured by letters patent would be de-
sirable legislation is immaterial; it is not now on the statute book, nor
is there found controlling authontv in its support among the cases c1ted
by the defendant’s counsel.
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In Barnard ». Gibson, 7 How. 657, the parties claimed conflicting in-
terests as assignees of a patent, and there was thus an issue raised in the
case which the circuit court had determined adversely to the defendant;
but his right to review that decision, by appeal from final decree when-
ever it might be entered, still remained. The supreme court declared
that it was a “hardship” sufficient to have deterred the circuit court
from granting an injunction that the case was not ended in that court,
so that there might be a final decree for the defendant to appeal from,
and perhaps secure a reversal of the finding that complainant’s title was
good. Herenosuchissueisraised. Title, validity of the patent, and in-
fringement are established, not by the decision of this court, but by -de-
fendant’s own admissions on the record, and no appeal could possibly
result in a different conelusion. In Pullman v. Railroad Co., 5 Fed.
Rep. 72, defendants were strenuously asserting prior use and ‘non-in-
fringement, In Hoe v. Advertiser Co., 14 Fed. Rep. 914, it was ap-
parent that to make a change in the printing-press on which the daily
newspaper of the defendant was printed would greatly embarrass the
usual course of its business. Moreover, the defendant was contesting
the validity of the patent, and, though the circuit court sustained it,
there wasza possibility of reversal. In Howev. Morton, 1 Fish. Pat. Cas.
601, the validity of the patent was vigorously assailed. In Stainthorp v.
Humigton, 2 Fish. Pat. Cas. 811, the fact of infringement was contested.

In Morris v. Manufacturing Co., 3 Fish. Pat. Cas. 67, the court did not
“think that complainant’s title was entirely clear.” The patent had only
six months to run, and injunction would close defendant’s mill for that
whole period, throwing many hands out of employment. In Weils v,
G1ill, 8 Fish, Pat. Cas. 89, the decree (in another case) which sustained the
validity of the patent was before the supreme court on appeal. Judge
StrONG, though refusing an.injunction, expressly stated that, had that
decree been acquiesced in or affirmed by the supreme court, he would
have.awarded one, . All of these cases (except Barnard v. Gibson, supra)
were -applications for- preliminary injunction, as were also Cslgate .v.
Telegraph Co., 4 Ban, & A. 415, and New York Grape Sugar Co. v.
American Grape Sugar Co:, 10 Fed. Rep..837. Lowell Manufg-: Co. v,
Hartford Carpet Co,, 2 Fish. Pat. Cas. 475, is plainly an authority only
under the facts of that particular case, which are stated too briefly in
the reportto afford much information as to what the court did decide. In
Forbush v. Bradford, 1 Fish, Pat. Cas. 818, Judge CurTIs refused a tem-
porary injunction, where the same issues had been tried at law between
the same parties, such trial resulting in a verdict for the plaintiff; but
he did so on the express ground that a bill of exceptions had been taken
upon points which involved the validity of the patent, and that, as the
bill of exceptions was not frivolous, the litigation as to complainant’s title
was not in fact terminated, and it was necessary, in weighing therelative
hardship of granting or refusing an injunction, to contemplate a decision
adverse to complainant’s title as a possible result. But the learned judge
expressly added that, even. though the effect of an injunction would be to
stop all the defendant’s looms till the patented improvement could be re-
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-moved, that would not prevent-the court frorfgranting an injunctioh if the
right'had been finally established atlaw. In thecsiseat bar, where neither
'validity, title,nor infringement is questioned, the coinplainant’s right to its
_monopoly is finally established. In McCrary v. Canal Co., 5 Fed. Rep.
3617, injunetion -was Tefused where defendants were using ¢omplainant’s
“improvement in: coupling: and: steering 'canal-boats,” on: the" ground
that-the “allowance of an injunction would cause much 'greater injury
to.the respondent than benefit to.the complainant.”  Defendants werecon-
tending that the patent was an:invalid reissue. Although the circuit
court did not sustain that or the other defenses, the defendarits still had
their appeal, and it could:not be held that all questions of validity, title,
and infringement had. been finally determined. ' As no facts are stated
in the report of the case, it does not appear what was the respective in-
jury or benefit. ~In thecase:at bar the only injury to thé delendant is
the cost of substituting &onhe other coupling} it expressly repudiated (on
the former motion) any benefit from the improvement, ihsisting that
other couplings which it.was free to use were belter than complainant’s.
By:refusing an injunction,:the court practically informs the complainant,
and all who may wish to use its couplings, that, because it asks more
for the improvement than -they are willing to' pay, it must nevertheless
be content to see them appropriate it at a price to be fixed hereatter by
this court. = On which side the balance of hardship in this case inclines
seems not difficult to determine. - ‘ .

The remarks of Judge Grier in Sanders v. Logan, 2 Fish. Pat. Cas.’
167, are purely obiter, the bill in that case being dismissed on the ground
that prior use was shown. Besides, the learned judge evidently as-
sumed that thelicense fee; payment of which would be full compengation
to the complainant for future as well ag past tregpasses, was a “fixed
sum.” Undoubtedly, where there is a given license fee which is paid
by others for the use of an improvement in some “mill, manufac-
tory, locomotive, or steam-engine,” equity will not lend its aid to enable
a patentee, by an injunction, practically against the whole apparatus, to
extort a larger sum from- gsome particular infringer who is prepared to
pay.the “given sum” for the privilege of using the improvement. But
that is not this case, There is no “fixed sum,” for .there have, as yet,
been no actual sales of licenses, other: railroads (as' was stated on the
argument) having followed' defendant’s- example, and appropriated the
new coupling without payment or permission, expecting, apparently,
by that means to be able to compel the complainant to accept much
less than he would sell hislicense for, except under some such constraint,
~—perhaps a merely nominal sum,—for, although it seems to have kept
putting his coupling on its-cars, even after it had tested it by use, de-
fendant yet insists that it is a wholly valueless improvement.

The decision’ of Judge Bropgerr in Hoe v. Knap, 27 Fed. Rep. 204,
fully sustains the defendant’s contention. ' In that case the owner of the
patent was a large manufacturer of printing-presses; which he did not
keep in stock; but made to order. ‘The patented device was a small part
of the entire machine. As matter of fact, complainant had not up to
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that time sold any press embodying the improvement, because none had
been ordered. Apparently he thought it, for his best business interest
to hold the patent, and use it exclusively in presses of his own make,
and hence had no regular license fee forits use. Judge Brongerr, how-
ever, at final hearing, refused an mJunctlon against an infringer, hold-
ing  that, “under’ a’ patent which gives' a-patentee a monopoly, he ig
bound: either to use the patent himself, or allow others to use it,-on
rendorable terms.” * No- authorities for thls proposition, however, are

cited in the opinion, nor is such a construction of the statute, which pro-

vides: that a patentee shall receive a grant of the “excluswe right to
make, use, and vend” his invention, supported by argument, Although,
great weight is always.to be given to-decisions of the circuit courts, they
are not ¢ontrolling auithority when the same question is presented in an-
other circuit. I'do not, therefore, feel constrained by this decision to
refuse the complainant its injunction, because it asks more fora hcense
f,han defendant cares to pay.

"Defendant also insists that injunction should not issue because the in-
fnngmg couplmge now in.use by it.are uged in the service of the public,
and to enjoin would be to work great hardship to the public. In Bliss
v. Brookiyn, 4 Fish. Pat. Cas, 596, injunction was refused because the
hose couplings complaihed of were necessary for the daily use of the city
in the prevention of fires; and there is a Iong line of authorities to the
same éffect. ~There is, however, nothing in the case at  bar, beyond the
bare aseertion of the defendant, to show that an mJunctlon properly reg-
ulated a8 to time may not be obeyed without in any way interfering
with the service which defendant renders to the public as a common
carrier of passengers, It seems to have experienced no difficulty at all
in temporarily withdrawing its locomotives and cars from such service
at suitable seasons, for & sufficient length of time to affix the complain-
ant’s copplings. ‘Why it may not, in like manner, remove them, does
not appear.. Complainant may take decree for account and injunciion.
The térms of the injunction, providing from how many cars and loco-
motives the infringing couplings shall be removed each week, may be
gettled: on: notice; and if-defendant .will at that time present affidavits
showing the- character of the work required, the amount of its.rolling
stock in use and reserve, and its shop facilities, there need be no. diffi-

_culty about:atranging the terms of the decree; or, if it be preferred, de-
fendant, instead of affidavits, may present its superintendent or master
mechanic for examination to aid the coutt in settling the terms..:



938 ... FEDERAL REPORTER, vol. 49,

Pace Woven Wire Fexce Co. v. Laxp,
(Clreuit Court, E. D. Michigan. December 16, 180L)

1, PATENTS FOR INVENTIONS—ORIGINAL INVENTOR—PRESUMPTIONS FROM PATENT.
In asuit for infringement the introduction of the patent is prima racie proof
- that the patentee is the original and flrst inventor, and the introduction of subse-
quent letters, under which the alleged infringing device is made, does not over-
come this presumption,
8. SaME-~JOINT PATENT.
_.The issuancé.of a patent %0 two persons, as joint inventors, constitutes prima
.. Jacte.proof that the invention was joint.
8. BAMBE—INPRINGEMENT—EVIDENCE T0 SUPPORT BILL.

The'mere fact that defendant has constructed or is constructing, in accordance
with'a subsequent patent, machines which embody substantially the same devices
ocovered by complainant’s patent, and which are claimed to be an infringement, is
sufficient to supgort the bill when the answer admits that, if found successful, de-
fendant intends to sell machines and territory.

4. SaME—EXTENT OF CLAIM — DESCRIPTION —OXE DEVIOS WITH SEPARATE FUNOTIONS
~WIRE-FENOE MACHINE, :

-Letters Y:wnt No. 414,844, fesued November 12, 1889, to John W, Page and Charles
M. Lamb, is for an improved machine for weav‘i;f wire fences. The essential de-

~ vioe is & hollow needie, approximately oylindrical in shape, open alonf one side,
and adapted to straddle the warp-wire and. rotate, so as to wind about it the woot-
wire, with which it is threaded, forming’ a knot, at the same time having a
alight longitudinal reciprocating motion, to give the knot an elongated forward
twist, which, as stated in, the speciflcations, “is desirable because of its ex-
treme socurity.” The inventors state that, qwfng to the complicated nature of the
mechanism, t eg have deemad it desirable to give a detailed description, but that
they do not wish to limit their invention to the details of construction, and that
the claims are intended to be construed as broadly as the state of the art will per-
mit. - Claim 12 covers “a longitudinally-slotted needle, adopted to hold the woot.
wire, and supxiomd. to rotate in its bearlnqa, substantially as and for the purfose
set forth.” Claim 14 is the same as claim 13, with the addition that the needle is
to “be reciprocated longitudinally, » for the purpose set forth, Held, that claim 13
covers the needle without the reciprocating.longitudinal motion to give the knot
the preferred “forward twist, " and is infringed bg a device constructed under let-
ters patent No, 485,042, and’ jssued August 26, 1890, and which is essentially the
same a8 the needle, omitting this reciprocating feature. L
8. BoME—CONSTRUOTION OF CLA1MS. . )
A construction which will'thake two distinct claims of a patent cover, not differ.
‘ent things, but one and the same thing, is to be avoided, if possible; and, where a
.device performs two distinct operations, & claim may be based upon each withous

’ "Qoverln'g the other.

x ‘Illtl Equity.  Suit by'i‘.‘hé bPag'e Woven Wire Fence Company agamst
Abel Land for infringement of a paternt. Injunction granted. :
«i! Dyrenforth & Dyrenforth, for complainant. oo

- Grant Fellows; Salsbury & O'Mealey, snd M. F. Chambiin, for defendant.

Jackson; Cireuit Judge. © The complainant corporation, .or assignes
Jf the entire right, title, and interest in and to letters patent of the
United States No. 414,844, granted November 12, 1889, to John W,
Page and Charles M. Lamb, for a new and useful improvement in wire-
fence machines, brings this suit against the defendant, Abel Land, for
infringement thereof. The bill, which was filed September 13, 1890,
contains the averments and allegations usual in such ecases, and need not
be specially noticed. In his answer the defendant denies knowledge of
complainant’s title to said letters patent, but admits the issuance thereof
at the date stated to said Page and Lamb. He denies that said pats



